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The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-three years of existence the Association has been accumulating compre- 
hensive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. s 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 


such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


THE HEARINGS ON THE REVISED LANHAM BILL H. R. 5461 
BEFORE THE HOUSE COMMITTEE ON PATENTS 


As reported in the September, 1941, issue of the Trade-Mark Reporter, hearings 
before the sub-committee of the House Committee on Patents were to be held on 
H. R. 5461, which represented the final draft of the Lanham Bill as revised and 
amended by the Coordination Committee. Since the adoption of the Bill, the 
American Bar Association, at its recent meeting in Indianapolis, has proposed 
further amendments to the Bill which were embodied in H. R. 5461. The meaning 
and scope of the American Bar Association amendments were fully discussed in 
these pages in an article by Mr. Wallace H. Martin, Chairman of the Committee 
on Trade-Marks of the American Bar Association. (November issue, p. 143.) 

Congressman Fritz G. Lanham has now held hearings on H. R. 5461 as 
amended by the American Bar Association. The hearings took place on Novem- 
ber 12-14, 1941, before a Congressional sub-committee consisting of the following 
Congressmen : 

Hon. Fritz G. Lanham, Chairman, 
Hon. Bante Planche, Louisiana, 
Hon. Arthur G. Klein, New York, 
Hugh D. Scott, Jr., Pennsylvania, 
Hon. Wm. H. Stevenson, Wisconsin. 


The hearings were well attended, and representatives of the National Asso- 
ciation of Manufacturers, the American Bar Association, the New York City Bar 
Association, the New York Patent Law Association and numerous other trade- 
mark experts testified. The United States Trade-Mark Association was repre- 
sented by its counsel, Walter J. Derenberg. 

In accordance with the resolution passed at a meeting of its Lawyers’ Advisory 
Committee on October 29, 1941, and approved by the Board of Directors on the 
following day, the United States Trade-Mark Association submitted, through 
its representative, a memorandum in support of H. R. 5461 as presently drafted, 
but suggested that the definition of the purpose of the new Act in Section 45 should 
include a statement concerning protection of national trade-marks against inter- 
ference by state laws. The American Bar Association had proposed the elimina- 
tion of this statement and it does not appear in H. R. 5461 as now worded. The 
statement submitted by the United States Trade-Mark Association in this regard 
is as follows : 

I 


The United States Trade-Mark Association was organized in 1878 and incor- 
porated in 1887 as a non-profit membership corporation under the laws of the 
State of New York. It is the oldest Association of its kind in this country and the 
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only one whose entire purpose and aim is the protection of trade-mark rights. 
As shown in the attached roster, several hundred national manufacturers and 


trade-mark owners are regular members of the Association, while many leading 
patent and trade-mark attorneys are associate members. 


II 


Foremost among the activities of The United States Trade-Mark Association 
have always been its efforts to bring about the enactment of a Federal trade-mark 
statute which would afford the registrant thereunder and the public the strongest 


possible protection attainable under our constitutional system. It has become more 


and more recognized during the last twenty years that our present Trade-Mark 
Acts are inadequate. 


Iil 


In order to obtain a truly representative expression of opinion from its entire 
membership, The United States Trade-Mark Association late in 1939 formed a 
special Committee, constituted partly of manufacturers and partly of lawyers, to 
study the Lanham Bill. The Association’s Lawyers’ Advisory Committee, as well 
as special committees of other national trade groups and bar associations, also made 
a comprehensive study of the Bill. 

H. R. 5461, now before this Committee, represents, with a few minor changes, 
the result of the combined efforts of these groups. Since its adoption, however, the 
Trade-Mark Committee of the Bar Association has studied the Bill and upon its 
recommendation the American Bar Association approved at its recent meeting in 
Indianapolis several proposed amendments to the Bill, particularly to Sections 15 
and 32 thereof. The American Bar Association amendments were referred to the 
Association’s Lawyers’ Advisory Committee, which, after careful study, recom- 
mended to the Board of Directors that these amendments be endorsed and sup- 
ported, with the one exception noted hereinafter under “IV.” The Board of 
Directors of the United States Trade-Mark Association has approved the recom- 
mendation of the Lawyers’ Advisory Committee. 


IV 


Section 45 of H. R. 5461 declares it to be the purpose of the Act, inter alia, 
“to protect registered marks uesd in interstate commerce from interference by 
state or territorial legislation.” The American Bar Association recommends the 
elimination of this declaration of policy. It is respectfully submitted that the above 
quoted sentence should be retained in the Act. It is our belief that by now striking 
this statement a dangerous inference might be created to the effect that the belated 
deletion of this language would indicate an intention on the part of Congress 
to permit the various states to interfere with nationally registered trade-marks in 
any way which is not expressly prohibited by other sections of the act. This inter- 
pretation might, for example, permit the taxing of such trade-marks by the states 
or the imposition of other burdens and conditions on the use of such registered 
marks. This would be contrary to the fundamental purpose of the bill and would 
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also lose sight of the fundamental principle of constitutional law that concurrent 
jurisdiction over commerce between the Federal Government and the States exists 
only to the extent that such jurisdiction is not exclusively appropriated and exer- 
cised by the Federal Government. It seems to be entirely proper, therefore, that the 
intention of Congress to exclude the state governments from any interference with 
the use of registered marks in interstate commerce should be unequivocally declared 
in the Act. 
V 


H. R. 5461 having received most careful study by The United States Trade- 
Mark Association as well as by many other leading trade groups and business 
concerns, it is our firm conviction that this Bill, if enacted into law, would con- 
stitute a decisive step forward in the protection of trade-mark owners and con- 
sumers in this country. 

The United States Trade-Mark Association, therefore, desires to go on record 
as recommending for enactment into law H. R. 5461 and, with the exception noted, 
the amendments thereto proposed by the American Bar Association. 

Respectfully submitted, 
THe UNITED States TRADE-MarK ASSOCIATION, 
By EBERHARD FABER, President. 
Walter J. Derenberg, Counsel; Secretary, Lawyers’ Advisory Committee. 


The suggestion made in this memorandum was likewise proposed by Edward S. 
Rogers, who testified as Special Advisor to the House Committee on Patents, 
and by Mr. Sylvester J. Liddy, who appeared on behalf of the Trade-Mark Com- 
mittee of the New York City Bar Association. 

The National Association of Manufacturers was represented at the hearings 
by Mr. W. H. Stanley, Chairman of its Subcommitee on Trade-Marks, who pre- 
sented a memorandum in support of H. R. 5461 with a few suggested changes and 
amendments. Most of these changes and amendments dealt with the proposed 
amendments of the American Bar Association rather than with the original Lanham 
Bill as revised by the Coordination Committee. It was suggested, for instance, by 
the representative of the National Association of Manufacturers, that the term 
“collective trade-marks,’ which had been eliminated in the American Bar Asso- 
ciation’s revision, should be retained in the Act because this phrase had a well- 
known significance under the various international trade-mark conventions. Here 
follows the major portion of the statement submitted by Mr. Stanley at the hearings: 


STATEMENT ON PROPOSED TRADE-MARK LEGISLATION 
Submitted to Subcommittee on Trade-Marks of the House of Representatives 


The National Association of Manufacturers commends the Congress for its 
present consideration of the basic trade-mark laws. The pending trade-mark legis- 
lation offers an unusual opportunity to bring about general improvement in the 
laws protecting many thousands of business concerns whose marks identify the 
character and reliability of their products. Proposed improvements in the existing 
law will also result in distinct advantages to the consuming public. 
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Existing Law Antiquated and Uncertain 


Although business practices have materially changed since the beginning of the 
century, the trade-mark law as enacted in the Act of 1905 has not kept pace with 
these changing conditions. The additions made by the 1920 Act permit owners to 
register descriptive marks. There have been several piece-meal amendments to the 
Acts of 1905 and 1920 until it has become difficult and tedious to follow their 
provisions. 

The common law governing the use of trade-marks has kept pace to some extent 
with the changes in business methods. The registration law has not. The common 
law is necessary because its flexibility enables the courts to apply its rules in cases 
involving facts that are not covered by statute, but it is uncertain because subject 
to constant changes. Different judges with varying views make decisions based on 
the specific facts of individual cases. They apply their own understandings of the 
common law to the facts of the specific cases before them. Other judges have dif- 
ferent views and different facts. The result is uncertainty of trade-mark rights when 
modern business needs certainty. 

In so far as practicable, the principles of the common law will to some extent 
become fixed by the Lanham Bill which adopts those that have been proved 
desirable and amends or rejects those that are not applicable to present conditions. 
Yet it leaves the courts free to apply common-law principles in cases that may 
arise in the future and are not specifically covered by the Act. In other words, the 
Lanham Bill, in addition to its other valuable provisions, fixes all that is good in 
the common law, yet is flexible enough to permit the courts to apply the broad prin- 
ciples of the common law to future facts that cannot be foreseen. 

The National Association of Manufacturers, as the representative of companies 
operating throughout the nation in all phases of industry, has long been interested 
in the development and enactment of an improved trade-mark law. The general 
interest of the Association in such legislation was the motivating force in its spon- 
sorship of a committee composed of representatives of ten other outstanding organi- 
zations particularly interested in trade-marks, to study the bills considered by 
Congress in the past several years. 

We ask the permission of the chairman to submit for the record a brief summary 
of the intensive work of this N. A. M. sponsored Committee, termed the Co-ordina- 
tion Committee, and the supplementary studies and recommendations of such organi- 
zations as the U. S. Trade-Mark Association and the American Bar Association, 
among others. 

On April 28, 1941, as a result of long, studious and careful consideration of all 
suggestions received from all sources, and after the submission of preliminary drafts 
to the other committees, the Co-ordinating Committee agreed upon a revision of 
the then pending H. R. 102, known as the Lanham Trade-Mark Bill. Subsequently, 
the Board of Directors of the National Association of Manufacturers approved this 
suggested revision of the trade-mark bill. 

Eleven important advantages over the outmoded existing trade-mark statutes 
are incorporated in H. R. 5461: 
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The proposed law will generally make registrations conform to common law rights. 

2. Enactment of the proposed trade-mark law revision will reduce uncertainty in business 
practice. 

3. It will have the beneficial effect of cancelling registrations of marks not put to use 

or abandoned. 


4. Marks made distinctive by use may be registered and protected under the proposed 
bill. 


5. The proposed measure provides a practical test of registration and infringement of 
trade-marks. 


6. The pending bill gives exclusive right to use the mark in commerce. 


7. The proposed revision of existing law will encourage more registrations and create 
a better search file. 


8. H.R. 5461 preserves the good features of the existing trade-mark statutes. 


9. This pending bill affords new protection for service, association, collective and cer- 
tification marks. 


10. The proposed measure establishes new rights but preserves prior rights. 


11. The proposed law would grant incontestable rights operating to estop acquisition of 
later conflicting rights. 


This recommended revision of H. R. 102 is substantially in agreement with 
H. R. 5461. Further deliberation has indicated the possibilities of clarification 
and improvements in the language of the trade-mark law revision proposed by the 
N. A. M. sponsored Co-ordinating Committee; the amendments to H. R. 5461, 
recommended by the American Bar Association at its meeting in September, 1941, 
fall in this category for the most part. 

We urge prompt approval by Congress of the improved trade-mark legisla- 
tion incorporated in H. R. 5461, with such clarifications and modifications as 
testimony before this subcommittee may show to be desirable. 


ELEVEN Distinct ADVANTAGES IN TRADE-MarK BILL, H. R. 5461, Over 
OuTMODED EXISTING STATUTES 


1. The Proposed Law Will Generally Make Registrations Conform to Common- 
Law Rights 


Enactment of H. R. 5461 would make registrations conform to the right of use 
as established under the present concepts of the common law. One desirable and 
substantial addition, by the proposed bill, to the common law and the earlier statute 
law is the provision for incontestable rights to be acquired by registrations after 
five years of marks still in use, so as to give added security to trade-mark ownership 
and to business. These incontestable rights do not permit the registrant to inter- 
fere in any way with the continued enjoyment of prior rights acquired under the 
common law. They merely estop others from later acquisition of conflicting rights. 

Many marks are registered under the existing acts by registrants who have 
not the exclusive right to their use throughout the country. The pending bill pro- 
vides for concurrent registrations to different registrants for the same or similar 
marks in different areas or for different and non-conflicting lines of goods, thus 
making the registrations conform to the right of use under the common law. 
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2. Enactment of the Proposed Trade-Mark Law Revision will Reduce Uncertainty 
in Business Practice 


One section of the business community relies on present registrations and feels 
cheated when it finds the registrations mean little or nothing. Another section 
disregards registrations and makes few, if any. The result is confusion and the 
lack of any practical means of anyone’s determining what marks are in existence 
and conflict with proposed new marks. Without such information no one can safely 
adopt and invest in a new mark with any certainty that it does not infringe marks 
already in use. This period of uncertainty is now indefinite. The new law will 
limit it to a maximum of five years. 


3. It will have the Beneficial Effect of Cancelling Registrations of Marks not Put 
to Use or Abandoned 

Thousands of marks are registered under the present acts which are no longer 

in use. Their registrations preclude the use or the registration of the same or 

similar marks by others. This takes away from the business community the privi- 

lege which it should have of selecting as new trade-marks those from the great 

number of marks which do not conflict with marks in use, but which do conflict 


with marks registered and not used. The proposed law cures this situation without 
injury to anyone. 


4. Marks Made Distinctive by Use may be Registered and Protected Under the 
Proposed Bill 


The current law provides no means of registering marks which have by long use 
acquired a secondary meaning, except those whose use began before 1895. The 
revised bill remedies this. Marks which have become distinctive by use, that is, 


have acquired a secondary meaning, may be registered and fully protected under 
the bill. 


5. The Proposed Measure Provides a Practical Test of Registration and Infringe- 
ment of Trade-Marks 


The test of registration or infringement under the terms of the present law is 
whether or not the mark is applied to goods “of the same descriptive properties.” 
This test has received so many different interpretations from the different courts 
that no one now knows with certainty what it means or what it will mean in the 
next case. Trade is more integrated now. 

The test under this revised bill for registration and of infringement is the test 
which has been long and consistently applied by the courts under the common law, 
that is, whether the mark in question causes confusion or mistake or deceives pur- 
chasers. This is the common law and should be the statute law relating to registra- 
tions. It will give much broader protection to valuable well-known marks and 
greater protection and confidence to both business and purchasers. 


6. The Pending Bill Gives Exclusive Right to Use the Mark in Commerce 


Under H. R. 5461, registrations on the Principal Register give exclusive rights 
to use the registered marks in commerce unless the registrations are cancelled 
within five years or the use abandoned or they conflict with prior rights. The 
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registration of marks not used at the expiration of five years are to be cancelled, 
thus restoring these marks to the public domain. 


7. The Proposed Revision of Existing Law Will Encourage More Registrations 
and Create a Better Search File 


The greater privileges granted by registration under the pending bill will cause 
a much larger percentage of used marks to be registered, thus giving the business 
community, when new marks are required, a better and more adequate search file 
to learn of marks used by others. 


8. H.R. 5461 Preserves the Good Features of Existing Trade-Mark Statutes 


This bill preserves the existing good features of the Acts of 1905 and 1920, 
following as consistently as practicable the language thereof to retain the advantages 
of the constructions of these laws which have been placed upon them by the courts 
in the long years they have been in effect. On the other hand, the defects of these 
laws which have caused uncertainties, differences in court decisions and variances 
between the registrations and the common law are largely eliminated to make more 
certain the provisions of the new law and have them conform to the present con- 
struction of the common law by a majority of the courts. 

H. R. 5461 preserves in an orderly fashion the good points of the existing laws 
and makes changes therein in the proper places. This will give us a complete and 
logically arranged new law conforming to the common law and to modern business 
conditions, but containing the desirable parts of the present statutes. 


9. This Pending Bill Affords new Protection for Service and Certification Marks 


Heretofore there has been no provision for the registration of marks used in 
the sale of services or for certification marks, both of which require the protection 
of the registrations which are provided therefor in this bill. The provisions for the 
registration of service marks give effective protection for marks, titles, character 
names and so forth, used in radio and other advertising, for which there is now no 
protection except the common law. 


10. The Proposed Measure Establishes new Rights but Preserves Prior Rights 


H. R. 5461 will make registrations conform with modern business practices and 
establish registrations which will in time represent actual rights to use the marks. 
The only penalty for non-registration will be that users of unregistered marks 
which conflict with registered marks may not extend the areas of use of the unregis- 
tered marks beyond the territory in which the unregistered mark is used at the time 
of registration of the same mark, but the registrant cannot interfere with the con- 
tinued use by the prior user of the unregistered mark in such area. Thus, the 
registrant is granted whatever rights are available and free, but no authority to 
deprive others of rights acquired by prior use. 


11. The Proposed Law Would Grant Incontestable Rights Operating to Estop 
Acquisition of Later Conflicting Rights 

H. R. 5461 would eliminate future conflicts. Not even the owner of an incon- 

testable registration can interfere with the continued exercise of the rights of the 
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prior user. The incontestable right acquired by registration and continuous use 
for five years operates, so long as the mark continues in use, as an estoppel against 
the acquisition by others anywhere in the country of the right to use the same or 
similar marks in commerce, thus insuring to the registrant the security of his 
rights, but the publication of his application for registration gives five years’ notice 
to everyone that such incontestable rights are to be acquired unless opposed or 


cancelled. 





Shortly before the hearing, the revised Bill was reprinted in the form of a 
Committee Print, which, with one important exception, does not change H. R. 5461 
in any material respect. There was inserted, however, a Section 29 reading as 
follows: 


Evidence of the use of any mark (including therein a trade-mark, symbol, label, pack- 
age, name, word, or phrase) used for the purpose of identifying any merchandise or business 
may be deposited in the Patent Office by the user for search purposes only, under such rules 


and regulations as may be promulgated by the Commissioner of Patents, by paying into the 
Patent Office a fee of $2. 


This section, appearing under the heading “Title I1I—Deposit of Marks,” had 
been approved by the American Bar Association at one of its previous meetings, 
but it was neither discussed nor approved at the recent meeting in Indianapolis. 
Inasmuch as the Deposit Section did not appear in the Lanham Bill as discussed 
by the various committees of the United States Trade-Mark Association, the Bar 
Associations and all other groups, including the Coordination Committtee, it was 
stated at the hearings by the representatives of all these groups that their approval 
of H. R. 5461 did not include approval of the proposed Section 29. Congressman 
Lanham suggested that there be no discussion of the merits of this section at the 
hearings, but that the representatives of the various associations be invited to 
submit their position with regard to this section by writing to the subcommittee at 
an early date. 

Our members may recall that the United States Trade-Mark Association has 
expressed the opinion several times in previous years, in connection with proposed 
new trade-mark legislation, that the proposal of a Deposit System for search pur- 
poses should not be adopted. 

Congressman Lanham stated that the Senate had already passed S. 102 which 
was the counterpart to H. R. 5461 without the amendments of the American Bar 
Association and that it would be the best procedure to amend or modify S. 102 in 
accordance with the recommendations of the American Bar Association as finally 
passed upon by the Subcommittee of the House. By following this procedure, 
it would be unnecessary to have further hearings on the Bill in the Senate or to 
reintroduce it there, provided the suggested amendments and changes could be 
accepted by conference. 

Printed copies of the hearings giving full details of the testimony offered are 
now available and may be obtained by our members through this Association. 


W. J.D. 
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TRADE-MARK OPPOSITION IN COLOMBIA UNDER THE INDUS- 
TRIAL PROPERTY LAW OF JULY 9, 1931 


The procedure in Colombia originally provided for two kinds of opposition, 
the so-called administrative opposition before the Patent Office, and judicial opposi- 
tion before the courts. As the practice actually developed, the Patent Office dealt 
with an opposition and rejected a trade-mark against which opposition was filed 
only in cases where the opposed mark was identical or nearly identical with the 
registered trade-mark. In all cases where th’s situation did not exist, the Patent 
Office referred the matter to the courts, so that the opposition might be adjudicated 
before them. 

This practice was unsatisfactory, first, because the opposition procedure before 
the courts is more lengthy and, secondly, because it involved a much greater 
expense than an opposition dealt with by the Patent Office. 

A recent decision of the Ministry in Colombia has now settled the practice in 
what appears to be a very satisfactory manner. The Patent Office is now given 
authority to decide, as a rule, on all oppositions filed before it, and only subsidiarily 
to use the right of forwarding the opposition before the court. The decision of the 
Ministry dated August 27, 1941, rejected applications for registration of certain 
trade-marks on the ground that they were confusingly similar with, and infringed 
a prior registered trade-mark. 

The pertinent part of the decision referring to the general question of opposi- 
tions reads as follows: 


In accordance with authoritative opinion, the interpretation to be given to Article 3 
of Act No. 94 of 1931 is that it declares as inadmissible applications for registration “which 
treat of trade-marks previously registered in favor of some other person and which dis- 
tinguish products of the same nature,” and that it stipulates that the Ministry should 
officially declare this inadmissibility which means that the Ministry is obliged to reject not 
only the applications for the registration of trade-marks which are identical with trade- 
marks previously registered in favor of some other persons, but also applications for the 
registration of trade-marks which approach such previously registered trade-marks or 
in other words, are similar to them. 

But even if one should interpret said article in the most restricted sense, namely, that 
the Ministry is authorized to officially reject as inadmissible only applications dealing 
with trade-marks which are identical with those previously registered, there is another 
legal stipulation in force which prohibits in an explicit, clear and conclusive manner the 
use of “a trade-mark registered by some other person if it is destined to distinguish 
products of the same nature, or of a trade-mark of which it can be surmised that it has 
a tendency to imitate a registered trade-mark.” This stipulation is to be found in the 
second paragraph of Article 32 of Act No. 31 of 1931 and in this respect it modifies the 
third paragraph of Article 4 of Act No. 110 of 1914. In conformity with this stipula- 
tion, the Ministry is obliged to officially reject any application filed by an interested 
party for the registration of a trade-mark which contains indications to the effect that it 
has a tendency to imitate original trade-marks and to produce a confusion which is 
considered to be unfair competition both by Article 65 of Act No. 31 of 1925 and by the 
Washington Trade-Mark Convention, ratified by Act No. 59 of 1936, which it is the 
inescapable duty of the Government to prevent. The primary object of any administra- 
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tive procedure relating to industrial property is the duty to protect, in an opportune and 
efficient manner, the enjoyment of the rights of inventors, merchants and manufacturers, 
etc., which are protected by the laws of Colombia and the International Conventions as 
ratified by the laws of our country. 

This stipulation amplifies also in a very clear and precise manner the stipulation of 
Article 32 of Act No. 31 of 1925, and of Article 8 of Act No. 94 quoted above, which 
defines what is to be understood as “an imitation of a trade-mark.” 

It is sufficient to quote some of the many decisions rendered by the Minister respecting 
registration of trade-marks which tend to imitate trade-marks previously registered for 
other persons to distinguish products of the same nature. In the first place, I quote the 
two decisions published in “Compilation on Industrial Property” which are typical of 
the jurisprudence of the Ministry. They are dated October 23, 1925 and September 9, 
1936, and were rendered by Minister Dr. Francisco Rodriguez Moya and refused the 
registration of a trade-mark consisting of a design of two crossed swords because he 
considered it to be an imitation of the trade-mark “Three Swords” which had been 
previously registered. The decision dated November 29, 1938, rendered by Minister Dr. 
Jorge Gartner rejected the application for the registration of a trade-mark consisting of 
the words “El Antioquefio” on the label of which appeared the bust of a man, because he 
considered that it is an attempt to imitate the trade-mark “El Arriero” on the label 
of which appeared the representation of a muleteer from Antioquia. The decision, dated 
October 21, 1940, refused the registration of the trade-mark “Medallin” on account of 
the previous registration of the mark “Medellin.” The decision, dated October 26, 1940, 
refused registration of the trade-mark “King Cola” because it contained an essential ele- 
ment of the previously registered trade-mark “Coca-Cola.” In addition to this jurispru- 
dence, which appeared by analogy as Article 4 of Act 169 of 1896, and which can be said 
without any doubt to represent the doctrine adopted and followed by this Ministry, 
there is the unanimous opinion of the most distinguished lawyers, who bring trade- 
mark matters before the Ministry and who in all their cases dealing with imitations 
request, in the first place, that the Minister declare the respective applications as inadmis- 
sible and reject them accordingly, and who make only a subsidiary use of the right to file 
a formal opposition before the judicial organ. This confirms the doctrine of the authority 
held by the Ministry to declare as inadmissible such applications. 

It is, therefore, necessary and imperative to reestablish the continuity of such juris- 
prudence which was interrupted for a short time this year, not only because this is in 
accordance with the law, but also because it will serve to take care of the just complaints 
of the trade-mark owners who possess, as their only weapon for their defense against 
unfair competition and the usurpation of their rights, the right of appeal to the judicial 
organ, which is lengthy and very costly. 

It must also not be forgotten that in each case the rights of those who consider them- 
selves adversely prejudiced by the Ministry are fully safeguarded, as they may take 
recourse to the various other legal remedies. 

With reference to the concrete case of the petition filed by Dr. Escobar Lopez, it is 
obviously clear that each one of the six words, the registration of which was applied 
for on behalf of Mr. Antonio Martinez M., to distinguish carbonated beverages, possesses 
an element which is essentially similar to a basic element contained in the trade-mark 
previously registered in favor of The Coca-Cola Company to distinguish articles of the 
same nature. In fact, the two last syllables of the word “Cherokola,” for instance, and 
the second part of the registered trade-mark “Coca-Cola,” which means “Kola” and 
“Cola,” are phonetically identical and graphically similar and this may produce confu- 
sion at first sight between the two trade-marks and very certainly will create the impres- 
sion in the mind of the purchaser that the products protected by both trade-marks 
come from the same source. 

To sum up the case, it can be presumed that the word “Cherokola” tends to imitate 
the registered trade-mark “Coca-Cola” in one of its basic and characteristic elements 
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and the proper result of a comparison of each one of the six new trade-marks applied 
for by Mr. Martinez M. with the original trade-mark registered in the name of The 
Coca-Cola Company is the same. 


Contributed by Dr. S. P. Ladas. 





SUBSTITUTE TRADE-MARKS IN AUSTRALIA UNDER THE WAR 
POWERS ACT 


We are indebted to our London associate, Sir William S. Jarratt, for the follow- 
ing interesting decision of the Australian Registrar of Trade-Marks in a case involv- 


ing the right to register enemy-owned trade-marks under the “War Powers Act” 
of 1939-1940: 


These are applications by Knoll Limited, London, England, for orders under Section 7 
of the Patents, Trade-Marks, Designs and Copyright (War Powers) Act 1939-1940 
in respect of the following trade-marks: “Diuretin,” “Bromural,” “Cardiazol.” 

These trade-marks are registered in the name of Knoll A. G. Chemische Fabriken, of 
Ludwigshafen, Germany, and I decide that, for the purposes of these applications, the 
registered proprietor of the marks is an enemy subject. 

In accordance with directions given by the Attorney-General, the applications were 
advertised, but no person has given any notice claiming to be interested in the applica- 
tions. I, therefore, heard the applications ex parte at Sydney on September 2, 1940. 

It is provided by the section of the Act under which these applications are made that 
any orders thereon must be for the purpose of enabling the applicant to render well- 
known and established some description of, or means of reference to, an article or substance 
with which he proposes to deal in the course of trade, being a description or means of 
reference which does not involve the use of the trade-mark. The applicant was not in a 
position to put forward any new marks to be used in substitution for the existing marks 
as required by the section and, at the request of the applicant’s patent attorney, I adjourned 
the hearing of the applications to enable him to obtain instructions on this point. 

The hearing was resumed in Sydney on March 3. It appeared that applications had 
been made to the Registrar of Trade-Marks for registration of three marks to be used 
in substitution for the existing marks and that the applications had been accepted. The 
applicant proposes that “Bromurea” should be substituted for “Bromural,” “Carzoline” 
for “Cardiazol” and “Diurinide” for “Diuretin.” 

The applicant has for the past eleven or twelve years carried on business in Great 
Britain as a wholesaler of chemical preparations manufactured by the registered proprie- 
tor of the trade-marks in question in this matter and, since 1933, has been the sole dis- 
tributor within Great Britain of chemical substances to which those marks are applied. 
The applicant proposes to deal in the course of trade in Australia with substances which 
are the same as, or equivalent to, the substances in respect of which the trade-marks 
are registered. 

In his decision in a previous application under Section 7 of the Patents, etc. (War 
Powers) Act, the Attorney-General laid it down that the object of the Act is that German- 
owned trade-marks shall gradually be superseded by new Australian trade-marks. In 
the present case, the new marks which it is proposed to substitute for the existing 
German marks are not unlike the latter and it appears to me that the effect of their use 
will virtually be to preserve the German trade-marks. While the proposed substitute 
marks may not so nearly resemble the existing marks as to disentitle the former to regis- 
tration under the Trade-Marks Act, I am, nevertheless, of the opinion that marks which 
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it is proposed to adopt in substitution for enemy-owned marks should differ therefrom 
to a much greater degree than is proposed in the present case. 

Further, the applicant company and the German company were closely associated 
in business for a number of years prior to the war and this fact is, in my opinion, one 
which should be taken into consideration in dealing with these applications. 

I am of opinion that each of the applications should be refused on the grounds referred 
to. In the circumstances it is unnecessary to consider whether it is difficult or imprac- 


ticable to refer to the substances concerned without the use of the German-owned trade- 
marks. 





LINTHICUM FOUNDATION PRIZE AWARD 


In an earlier issue of the Bulletin (Vol. 27, p. 185) we reported the award of 
prizes offered by the Linthicum Foundation for the year 1935. These awards, 
usually made in alternate years, were established by Harvey S. Firestone and 
others in memory of Charles Clarence Linthicum (1857-1916) for twenty years 
lecturer on Patent Law in the Law School of Northwestern University. 

The awards are given to promote study and research in the field of industrial 
property and other subjects relating to industrial development. This year the 
subject was: “The Relation between Patent Practice and the Anti-Monopoly Laws ; 
the Situation in the Past, Present Trends and Future Possibilities.” The first prize 
was awarded to Laurence I. Wood, of the Chicago Bar, in the firm of Banning & 
Banning ; and the second prize, with honorable mention, was awarded to W. Hous- 
ton Kenyon, Jr., of the New York Bar, in the firm of Kenyon & Kenyon. 

The Foundation announces that the sum of $1,000.00 and a bronze medal, as 
first prize, and the sum of $500.00 as a second prize, with honorable mention, 
will be awarded the authors of the two best monographs submitted by January 10, 
1943, on the subject, ““Trade-Mark and Trade-Name Laws in the Americas; the 
Problem of their Practical Reconciliation.” 

Inasmuch as the subject chosen is of special interest to many of our readers, 
we give below the conditions of the competition: 


1. The award will be made by vote of the Faculty of Law, after scrutiny of the best 
works offered; and the Faculty may delegate the preliminary selection to other persons. 

2. To be eligible for the award the author must be at the date of submission a member 
of the bar or of a faculty of law, or a student registered in a recognized law school, or a 
patent agent or attorney, or a member of a government staff, in any country. It is per- 
missible for two or more persons to collaborate in the preparation of a monograph, it being 
understood, however, that no monograph will receive more than one prize award. 

3. The manuscript must be received by January 10, 1943. The award will be made not 
later than May, 1943. 

4. The Faculty reserves the right to make no awards, if in its judgment no work 
submitted is of sufficient merit. 

The first prize will not be divided between two monographs. 

5. The copyright of the work receiving the first prize will remain in the author, but 
the Faculty will endeavor to arrange for its publication; and the Faculty reserves the right 
to seek publication. When published, its title page must mention the award of the prize 
of Charles C. Linthicum Foundation of Northwestern University. 





eh eee 
















































































re 


neh llnene 





“FRUIT SALT” VALID IN ARGENTINE 171 





6. The work submitted may be one already in print at the time of submission. Manu- 
scripts submitted must be typewritten on paper of size of legal cap or typewriter or com- 
mercial note. Either the English or the Portuguese or the Spanish language may be used ; 
but the expense of translating for publication (if awarded the first prize) will be deducted 
from the sum awarded. 

7. The Faculty is not responsible for loss or injury of manuscripts submitted, but will 
endeavor to give them safe custody. They will be returned on request if return postage 
is supplied. 

8. Each work submitted should be identified only by a Latin word or other short 
phrase typed on the title page or first page. It should be forwarded in an envelope con- 
taining also (2) the letter of submission, signed only by the identifying word or phrase, 
(3) a sealed envelope bearing outside the identifying word or phrase and containing a paper 
giving the true name and address of the author and the fact making him eligible under 
paragraph 2 above; this envelope will not be opened until after award is made. 

9. To verify arrival of the work the author should forward it by registered mail with 
return receipt. 

10. Address: The Linthicum Foundation, Northwestern University Law School 
357 East Chicago Avenue, Chicago, III. 





“FRUIT SALT” A VALID MARK IN THE ARGENTINE 


A decree of an Argentine court handed down August 20, 1941 illustrates the 
severity with which the Argentine statute punishes deliberate trade-mark infringe- 
ment. 

The case had to do with the mark “Fruit Salt” and its Spanish equivalent “Sal 
de Fruta,” internationally known as the trade-mark and product of the old- 
established house of J. C. Eno Company of London. This Company through its 
Buenos Aires branch had taken the precaution to protect its marks in the Argentine 
by four separate registrations. 

The defendants, a brother and sister, proprietors of a local laboratory and 
pharmacy, had been putting out, under a formula identical with that of “Fruit Salt,” 
a laxative preparation under the names “Citro Farmax” and “Sal de Fruta,” thus 
copying both formula and trade-mark. Defendants well knew of plaintiff’s regis- 
trations, but maintained that they had been wrongly granted, inasmuch as the words 
“Sal de Fruta” were merely descriptive and open to any one to use. The respective 
wrappers and containers were, furthermore, distinctly different, they asserted. 

The Court, however, brushed aside these defenses as unsound. It held that the 
words “Sal de Fruta” were arbitrary in character and had been so characterized 
in earlier Argentine decisions. It condemned defendant Maurice Yoguel to six 
months’ imprisonment and to pay a fine of 300 pesos. His sister, was condemned 
to an equal term of imprisonment, on a suspended sentence, and ordered to pay a 
fine of 300 pesos. Costs of the suit were also adjudged against the defendants.’ 


1. J.C. Eno (Argentine Limited) v. Mauricio Yoguel y Flora Yoguel de Vaincoff, Patentes 
y Marcas, August, 1941, p. 385. 
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CANCELLATION OF UNUSED MARKS IN JAPAN’ 


In view of the fact that approximately 30 percent of the 260,000 trade-marks 
registered with the Patents Office are null and void in the practical sense but legally 
valid, thus causing much inconvenience both to the officials in charge and to the 
public, the Commerce and Industry Ministry, under date of July 5, 1941, effected 
a revision of the law governing trade-mark registration. 

The law hitherto in force made it impossible for the officials to cancel any trade- 
mark once it has been accepted and recorded except by the action of the owner 
himself, but it rarely happens that the owner goes to the trouble of cancelling his 
own mark even if he had no use for it. This state of affairs caused great incon- 
venience to both the officials and the public, since the law prohibits the registration 
of any mark resembling those already registered. 

The new rules and regulations, it is understood, make it obligatory for the 
owners to report the disuse of any mark. Moreover, the officials are now authorized 


to cancel any trade-mark at their own discretion if it is found that such action is 
warranted. 


1. Japan Chronicle, July 17, 1941. 
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PART Il 


BACARDI CORPORATION OF AMERICA v. DOMENECH, 
TREASURER, Et AL. 


Supreme Court of the United States 
December 9, 1940 


TRADE-MARK CONVENTION OF 1929—STATUS AND SCOPE. 


The General Trade-Mark Convention of 1929 became part of the law on ratification and as 
such binds Puerto Rico. 

TRADE-MARK CONVENTION OF 1929—PuRPOSE. 

The purpose of the General Inter-American Trade-Mark Convention of 1939 is to protect 
foreign trade-marks, provided they have been “duly registered or legally protected” in one of 
the contracting states. Such protection is accorded, irrespective of citizenship or domicile, 
where the foreign mark is entitled to registration and is duly registered in the ratifying state. 

GENERAL TRADE-MARK CONVENTION OF 1929—OpposITION. 
Under the General Inter-American Trade-Mark Convention of 1929 the owner of a mark 


protected in one of the contracting states has the right to oppose registration of an interfering 
mark in another state. 


SAME—SAME—CANCELLATION UNDER THE CONVENTION 
Under the Trade-Mark Convention of 1929, the owner of a mark originating in one con- 
tracting state and seeking registration in another may obtain cancellation of an interfering 
mark upon proving priority of right. 
SAME—ASSIGNMENTS. 

Under the Trade-Mark Convention of 1929, the right to transfer ownership of a regis- 
tered mark, and the right to transfer the use or exportation of such marks separately for 
each country, is preserved, if said transfer is executed in accordance with the law of the 
country where it is made and is duly recorded. 

SAME—SAME—DuTY OF CONTRACTING STATE—SECTION 34, PUERTO RICAN LAW OF JUNE 30, 
1936—V ALIDITY. 

A state ratifying the Trade-Mark Convention of 1929 is bound to protect the owner of a 
mark when registered in accordance with its provisions, even if it refuses such protection to 
its own nationals. Therefore, section 44, Puerto Rican Act of June 30, 1936, as amended 
by Act No. 149 of May 15, 1937, prohibiting the use of marks on distilled spirits manufactured 
in Puerto Rico if said marks had previously been used outside of Puerto Rico (unless they 
had been used on spirits manufactured in Puerto Rico or used exclusively in the continental 
United States on or before February 1, 1936) held invalid as conflicting with the Convention. 

TRADE-MARKS—PUERTO RICAN STATUTES—ACTION TO TEST VALIDITY OF STATUTE—ESTOPPEL. 
Petitioner’s conduct in the case at issue held not to have warranted a finding of estoppel 
to assert the invalidity of the discrimination attempted in violation of the Convention. 


On writ of certiorari to the Circuit Court of Appeals, First Circuit. 

Action by Bacardi Corporation of America against Manuel I. Domenech, Treas- 
urer, Puerto Rico, to have Puerto Rican legislation declared invalid and its enforce- 
ment enjoined, in which Destileria Serralles, Inc., intervened as party defendant. 
On writ of certiorari to review decree for defendants. Modified. 








Edward S. Rogers and Preston B. Kavanaugh (Kari D. Loos and Jerome L. Isaacs, 
with them on the brief), all of New York City, for petitioner. 
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William Cattron Rigby, of Washington, D. C. (George A. Malcolm, Attorney Gen- 
eral of Puerto Rico, and Nathan R. Margold, Solicitor for Department of the 
Interior, Washington, D. C., with him on the brief), for respondent. 

David A. Buckley, Jr. (H. Russell Bishop, with him on the brief), both of New 
York City, for intervener-respondent. 


Mr. Chief Justice HuGHEs delivered the opinion of the court : 


This case presents the question of the validity of legislation of Puerto Rico 
prohibiting the use of trade-marks, brands, or trade-names, on distilled spirits 
manufactured in Puerto Rico, if the marks, brands, or names had previously been 
used anywhere outside Puerto Rico, unless they had been used on spirits manu- 
factured in Puerto Rico on or before February 1, 1936, or, in the case of trade-marks, 
they had been used exclusively in continental United States prior to that date. 

Petitioner, Bacardi Corporation of America, brought this suit in the District Court 
of the United States for Puerto Rico against the Treasurer of Puerto Rico to have 
this legislation declared invalid and its enforcement enjoined. The complaint 
charged invalidity under the Fifth Amendment and the commerce clause of the 
Constitution of United States, the Organic Act of Puerto Rico, the Federal 
Alcohol Administration Act, and the General Inter-American Trade-Mark Conven- 
tion of 1929. The Destileria Serralles, Inc., a Puerto Rican corporation, was per- 
mitted to intervene as a defendant. 

The District Court held the legislation invalid and issued a permanent injunc- 
tion. The Circuit Court of Appeals reversed the decree and directed the dismissal 
of the complaint. 109 F. 2d 57. In view of the importance of the questions, we 
granted certiorari. 309 U. S. 652. 

The findings of the District Court, which were not disturbed by the rulings 
of the Circuit Court of Appeals, show the following: 

Petitioner, Bacardi Corporation of America, is a Pennsylvania corporation 
authorized to manufacture distilled spirits. By agreement, petitioner became entitled 
to manufacture and sell rum in Puerto Rico under the trade-marks and labels of 
Compania Ron Bacardi, S. A., a Cuban corporation. For more than twenty years, 
save for the period during national prohibition, the Cuban corporation and its 
predecessors had sold rum in Puerto Rico and throughout the United States under 
trade-marks which included the word “Bacardi,” “Bacardi y Cia,” the representation 
of a bat in a circular frame, and certain distinctive labels. These trade-marks were 
duly registered in the United States Patent Office and in the Office of the Executive 
Secretary of Puerto Rico prior to the legislation here in question. 

Bacardi rum has always been made according to definite secret processes, has 
been extensively advertised and enjoys an excellent reputation. Under petitioner’s 
agreement with the Cuban corporation, all rum designated by the described trade- 
marks and labels was to be manufactured under the supervision of representatives 
of the Cuban corporation and to be the same kind and quality as the rum that the 
latter manufactured and sold. 

In March, 1936, petitioner arranged for the installation of a plant in Puerto 
Rico. Since March 31, 1936, petitioner has been duly licensed to do business in 
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Puerto Rico under its laws relating to foreign corporations. Petitioner’s basic 
permits from the Federal Alcohol Administration were amended so as to enable 
petitioner to operate in Puerto Rico and its labels were approved. Petitioner 
rented a building in Puerto Rico and spent large sums in installing its plant. 

On May 15, 1936, the legislature of Puerto Rico passed Act No. 115 known as 
the “Alcoholic Beverage Law” which, after providing for permits, prohibited the 
holder of a permit from manufacturing any distilled spirits which were “locally or 
nationally known under a brand, trade-name or trade-mark previously used on 
similar products manufactured in a foreign country, or in any other place outside 
Puerto Rico,” with a proviso excepting brands, trade-names or trade-marks used on 
spirits “manufactured in Puerto Rico on February 1, 1936,” and also “any new 
brand, trade-name or trade-mark which may in the future be used in Puerto 
Rico.”* This Act was declared to be of an experimental nature. It was repealed 
by Act No. 6 of June 30, 1936, which contained a similar provision and added a 
prohibition against exports in bulk.” That Act was to be in force until Septem- 
ber 30, 1937. It was, however, converted into permanent legislation by the pro- 


visions of Act No. 149 of May 15, 1937, known as the “Spirits and Alcoholic 
Beverages Acts.’” 


Declaring it to be the policy of the legislature “to protect the renascent liquor 
industry of Puerto Rico from all competition by foreign capital,’* the Act of 1937 
provided in Sections 44 and 44(b) as follows: 


Section 44.—No holder of a permit granted in accordance with the provisions of this 
or of any other Act shall distill, rectify, manufacture, bottle, or can any distilled spirits, 
rectified spirits, or alcoholic beverages on which there appears, whether on the container, 
label, stopper, or elsewhere, any trade-mark, brand, trade-name, commercial name, cor- 
poration name or any other designation, if said trade-mark, brand, trade-name, commercial 
name, corporation name, or any other designation, design, or drawing has been used 
previously, in whole or in part, directly or indirectly, or in any other manner, anywhere 
outside the Island of Puerto Rico; Provided, That this limitation shall not apply to the 


1. These provisions were as follows (Laws of Puerto Rico, 1936, pp. 610, 644, 646) : 


“(g) No holder of a permit under this title shall manufacture, distill, rectify, or bottle, either 
for himself or for others, any distilled spirit locally or nationally known under a brand, trade- 
name, or trade-mark previously used on similar products manufactured in a foreign country, or in 
any other place outside Puerto Rico; Provided, (1) That such limitation, aimed at protecting 
the industry already existing in Puerto Rico, shall not apply to any brand, trade-name, or trade- 
mark used by a manufacturer, rectifier, distiller, or bottler of distilled spirits manufactured 
in Puerto Rico on February 1, 1936; and (2) such restrictions shall not apply to any new brand, 
trade-name, or trade-mark which may in the future be used in Puerto Rico.” 

“(h) If any kind, type, or brand of distilled spirits of a foreign origin becomes nationally 
or internationally known by reason of its bearing or showing as its brand, trade-name, or trade- 
mark, the proper name of the manufacturer thereof, such name shall not, in any manner or 


form whatever, appear on the labels for any distilled spirit of said kind or type manufactured, 
distilled, rectified or bottled in Puerto Rico.” 

2. Laws of Puerto Rico, Third Special Session, 1936, p. 78. 
3. Laws of Puertc Rico, 1937, p. 392. 


4. This declaration is as follows: 


“Section 1 (b) Declaration of Policy. It has been and is the intention and the policy of this 
Legislature to protect the renascent liquor industry of Puerto Rico from all competition by for- 
eign capital so as to avoid the increase and growth of financial absenteeism and to favor said 
domestic industry so that it may receive adequate protection against any unfair competition in 


the Puerto Rican market, the continental American market, and in any other possible purchasing 
market.” 
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designations used by a distiller, rectifier, manufacturer, bottler, or canner of distilled spirits 
manufactured in Puerto Rico on or before February 1, 1936. 


Section 44(b).—Distilled spirits, with the exception of ethylic alcohol, 180° proof 
or more, industrial alcohol, alcohol denatured according to authorized formulas, and 
denatured rum for industrial purposes, may be shipped or exported from Puerto Rico to 
foreign countries, to the continental United States, or to any of its territories or possessions, 
or imported into Puerto Rico, only in containers holding not more than one gallon, and 
each container shall bear the corresponding label containing the information prescribed 
by law and by the regulations of the Treasurer; .. .° 


It is these sections which petitioner attacks. 

Section 7 of the Act of 1937 amended the proviso of Section 44 so as to make 
its limitation applicable, in regard to trade-marks only, to such “as shall have been 
used exclusively in the continental United States prior to February 1, 1936.°  Peti- 
tioner asserts that in the absence of the last provision, there would have been two 
distillers whose trade-marks would be subject to the prohibition of Section 44, 
that is, petitioner and one other; and that Section 7 protected the other manufac- 
turer, leaving petitioner, whose marks had been used in foreign countries and not 
exclusively in continental United States, the only concern affected by the pro- 
hibition. The District Court said that the Act had the appearance of being framed 
so as to exclude only the plaintiff and that it was difficult to conceive of “a more 
glaring discrimination.” In this relation petitioner cites the critical reference in 
McFarland v. American Sugar Refining Company, 241 U. S. 79, 86, to a statute 
“which bristles with severities that touch the plaintiff alone.’ The Circuit Court 
of Appeals while recognizing the immediate bearing of the provision as thus chal- 
lenged sustained it “as applying to all who might later engage in the business.” 

That construction, however, does not touch the essential character of the dis- 
crimination which the statute seeks to effect in the use of trade-marks. The 
statute does not deal with the admission of corporations, foreign to Puerto Rico, 
for the purpose of transacting business in the Island. Petitioner received its local 
license. Nor does the statute prohibit the manufacture of rum in Puerto Rico. 
That is allowed. Petitioner received permits from Puerto Rico for that manufacture 
as well as the basic permits from the Federal Alcohol Administration. The statutory 
restriction is not on doing business or manufacturing apart from the use of peti- 
tioner’s trade-marks and labels to designate its product. As to these trade-marks 
and labels, the prohibition does not rest on lack of proper registration under the 
local law. Petitioner’s trade-marks have been duly registered in the United States 
and Puerto Rico. Nor does the prohibition of use proceed on the ground that 
the trade-marks, as such, are invalid. The Cuban corporation which licensed peti- 





5. There followed in Section 44(b), after the provision quoted in the text, a proviso relating 
to the liquidation of a stock of rum where a rectifier wishes to withdraw from business. 

6. Section 7 is as follows: “In regard to trade-marks, the provisions of the Proviso of Sec- 
tion 44 of Act No. 6, approved June 30, 1936, and which is hereby amended, shall be applicable 
only to such trade-marks as shall have been used exclusively in the continental United States 
by any distiller, rectifier, manufacturer, bottler, or canner of distilled spirits prior to February 1, 
1936, provided such trade-marks have not been used, in whole or in part, by a distiller, rectifier, 
manufacturer, bottler, or canner of distilled spirits outside of the continental United States, at any 
time prior to said date.” 
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tioner to manufacture and sell Bacardi products and to use Bacardi trade-marks 
had for many years sold its rum in Puerto Rico, although the rum was not manu- 
factured there. There is no question of deception or unfair methods of competition. 
Petitioner is prohibited from the use of its trade-marks, although valid and duly 
registered, and although the product to which they are applied is otherwise lawfully 
made and the subject of lawful sale, solely because the marks had previously been 
used outside Puerto Rico and had not been used on spirits manufactured in Puerto 
Rico, or exclusively in continental United States, prior to February 1, 1936. 

The first question thus presented is whether this discriminatory enactment con- 
flicts with the General Inter-American Convention for Trade-Marks and Com- 
mercial Protection signed at Washington on February 20, 1929.’ 

This treaty was the culmination of the efforts of many years to secure the 
cooperation of the American States in uniform trade-mark protection. As pre- 
vious Conventions had not proved satisfactory,® the Sixth International Conference 
of American States, held at Havana in 1928, recommended to the Governing Board 
of the Pan-American Union the calling of a special conference “for the purpose of 
studying in its amplest scope the problem of the Inter-American protection of trade- 
marks.” Delegates from the respective states were appointed accordingly and 
from their proceedings the Convention of 1929 resulted. There were obvious diffi- 
culties to be surmounted. These inhered in the differences between the principles 
of trade-mark protection in the Latin American countries, where the civil law is 
followed, and the common-law principles obtaining in the United States. The 
Convention states that the Contracting States were “animated by the desire to 
reconcile the different juridical systems which prevail in the several American 
Republics” and resolved to negotiate the Convention “for the protection of trade- 
marks, trade-names, and for the repression of unfair competition and false indications 
of geographical origin.” 

By Chapter I, entitled “Equality of Citizens and Aliens as to Trade-Mark and 
Commercial Protection,” the respective Contracting States bind themselves to 
grant to the nationals of the other Contracting States the same rights and remedies 
which their laws extend to their own nationals. 

By Chapter II, entitled “Trade-Mark Protection,” provision is made for regis- 
tration or deposit of trade-marks in the proper offices of the Contracting States. 
Article 3 then specifically provides: 


Every mark duly registered or legally protected in one of the Contracting States shall 
be admitted to registration or deposit and legally protected in the other Contracting States, 
upon compliance with the formal provisions of the domestic law of such States. 


The grounds upon which registration or deposit may be refused or cancelled 
are then set forth, including those cases where the distinguishing elements of marks 


7. The Convention was ratified by the United States on February 11, 1931, and proclaimed 
February 27, 1931. 46 Stat. 2907. It was ratified by Cuba in 1930. Jd., p. 2976. It has also 
been ratified by Colombia, Guatemala, Haiti, Honduras, Nicaragua, Panama and Peru. Bulletin, 
U. S. Trade-Mark Association, 1936, p. 174. 

8. Ladas, The International Protection of Trade-Marks by the American Republics, pp. 11 
et seq.; Derenberg, Trade-Mark Protection and Unfair Trading, pp. 779 et seq. 
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infringe rights already acquired by another person in the country where registration 
or deposit is claimed, or where they lack an appropriate distinctive character, or 
offend public morals, etc. (Art. 3). It is further provided that labels, industrial 
designs and slogans used to identify or to advertise goods shall receive the same 
protection accorded to trade-marks in countries where they are considered as such, 
upon compliance with the requirements of the domestic trade-mark law (Art. 5). 
The owner of a mark protected in one of the Contracting States is permitted to oppose 
registration or deposit of an interfering mark (Art. 7); and the owner of a mark 
refused registration because of an interfering mark has the right to apply for and 
obtain the cancellation of the interfering mark on meeting stated requirements. 


(Art. 8.) 
There is another provision that “the use and exploitation of trade-marks may 
be transferred separately for each country” and properly recorded. (Art. 11.) 
Chapter III provides for the “Protection of Commercial Names,’ Chapter IV 
for the “Repression of Unfair Competition,” and Chapter V for the “Repression of 
False Indications of Geographical Origin or Source.’ The remaining chapters 
relate to remedies and contain general provisions. Among the latter is one to the 


effect that the provisions of the Convention “shall have the force of law in those 


States in which international treaties possess that character, as soon as they are 
ratified by their constitutional organs.” An accompanying Protocol establishes 
an Inter-American Trade-Mark Bureau where marks may be registered. 

The text of the provisions above mentioned relating to the protection of trade- 
marks is set forth in the margin.® 


9. “Chapter I. Equality of Citizens and Aliens as to Trade-Mark and Commercial Pro- 
tection. 

“Article 1. The contracting States bind themselves to grant to the nationals of the other 
Contracting States and to domiciled foreigners who own a manufacturing or commercial estab- 
lishment or an agricultural development in any of the States which have ratified or adhered 
to the present Convention the same rights and remedies which their laws extend to their own 
nationals or domiciled persons with respect to trade-marks, trade-names, and the repression of 
unfair competition and false indications of geographical origin or source.” 

“Chapter II. Trade-Mark Protection. 

“Article 2. The person who desires to obtain protection for his marks in a country other than 
his own, in which this Convention is in force, can obtain protection either by applying directly 
to the proper office of the State in which he desires to obtain protection, or through the Inter- 
American Trade-Mark Bureau referred to in the Protocol on the Inter-American Registration 
of Trade-Marks, if this Protocol has been accepted by his country and the country in which he 
seeks protection.” 

“Article 3. Every mark duly registered or legally protected in one of the Contracting States 
shall be admitted to registration or deposit and legally protected in the other Contracting States, 
upon compliance with the formal provisions of the domestic law of such States. 

“Registration or deposit may be refused or cancelled of marks: 


“1. The distinguishing elements of which infringe rights already acquired by another person 
in the country where registration or deposit is claimed. 

“2. Which lack any distinctive character or consist exclusively of words, symbols, or signs 
which serve in trade to designate the class, kind, quality, quantity, use, value, place of origin of 
the products, time of production, or which are or have become at the time registration or deposit 
is sought, generic or usual terms in current language or in the commercial usage of the country 
where registration or deposit is sought, when the owner of the marks seeks to appropriate 
them as a distinguishing element of his mark. 

“In determining the distinctive character of a mark, all the circumstances existing should be 
taken into account, particularly the duration of the use of the mark and if in fact it has acquired 
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This treaty on ratification became a part of our law. No special legislation in 
the United States was necessary to make it effective. Head Money Cases, 112 U. S. 
580, 598, 599; Asakura v. Seattle, 265 U. S. 332, 341. The treaty bound Puerto 
Rico and could not be overridden by the Puerto Rican legislature. Asakura v. 
Seattle, supra; Nielsen v. Johnson, 279 U. S. 47, 52; United States v. Belmont, 
301 U. S. 324, 331. According to the accepted canon, we should construe the treaty 
liberally to give effect to the purpose which animates it. Even where a provision of 








in the country where deposit, registration or protection is sought, a significance distinctive of : 
the applicant’s goods. i 

“3. Which offend public morals or which may be contrary to public order. 

“4. Which tend to expose persons, institutions, beliefs, national symbols or those of associa- 
tions of public interest, to ridicule or contempt. : 

“5. Which contain representations of racial types or scenes typical or characteristic of any i 
of the Contracting States, other than that of the origin of the mark. } 

“6. Which have as a principal distinguishing element, phrases, names or slogans which con- | 
stitute the trade-name or an essential or characteristic part thereof, belonging to some person 
engaged in any of the other Contracting States in the manufacture, trade or production of articles 
or merchandise or the same class as that to which the mark is applied.” . . . 

“Article 5. Labels, industrial designs, slogans, prints, catalogues or advertisements used to 
identify or to advertise goods, shall receive the same protection accorded to trade-marks in coun- 
tries where they are considered as such, upon complying with the requirements of the domestic 
trade-mark law.” : 

“Article 7. Any owner of a mark protected in one of the Contracting States in accordance 
with its domestic law, who may know that some other person is using or applying to register or 
deposit an interfering mark in any other of the Contracting States, shall have the right to oppose 
such use, registration or deposit and shall have the right to employ all legal means, procedure 
or recourse provided in the country in which such interfering mark is being used or where its 
registration or deposit is being sought, and upon proof that the person who is using such mark 
or applying to register or deposit it, had knowledge of the existence and continuous use in any 
of the Contracting States of the mark on which opposition is based upon goods of the same class, 
the opposer may claim for himself the preferential right to use such mark in the country where 
the opposition is made or priority to register or deposit it in such country, upon compliance with 
the requirements established by the domestic legislation in such country and by this Convention. 

“Article 8. When the owner of a mark seeks the registration or deposit of the mark in a Con- 
tracting State other than that of origin of the mark and such registration or deposit is refused 
because of the previous registration or deposit of an interfering mark, he shall have the right 
to apply for and obtain the cancellation or annulment of the interfering mark upon proving, in 
accordance with legal procedure of the country in which cancellation is sought, the stipulations 
in Paragraph (a) and those of either Paragraph (b) or (c) below: 

“(a) That he enjoyed legal protection for his mark in another of the Contracting States prior 
to the date of application for the registration or deposit which he seeks to cancel; and 

“(b) that the claimant of the interfering mark, the cancellation of which is sought, had 
knowledge of the use, employment, registration or deposit in any of the Contracting States of 
the mark for the specific goods to which said interfering mark is applied, prior to adoption and 
use thereof or prior to the filing of the application or deposit of the mark which is sought to be 
cancelled ; or 

“(c) that the owner of the mark who seeks cancellation based on a prior right to the owner- 
ship and use of such mark, has traded or trades with or in the country in which cancellation is 
sought, and that goods designated by his mark have circulated and circulate in said country 
from a date prior to the filing of the application for registration or deposit for the mark, the 
cancellation which is claimed, or prior to the adoption and use of the same.” . . 

“Article 11. The transfer of the ownership of a registered or deposited mark i in the country 
of its original registration shall be effective and shall be recognized in the other Contracting States, 
provided that reliable proof be furnished that such transfer has been executed and registered 
in accordance with the internal law of the State in which such transfer took place. Such transfer 
shall be recorded in accordance with the legislation of the country in which it is to be effective. 

“The use and exploitation of trade-marks may be transferred separately for each country, and 
such transfer shall be recorded upon the production of reliable proof that such transfer has been 
executed in accordance with the internal law of the State in which such transfer took place. Such 
transfer shall be recorded in accordance with the legislation of the country in which it is to be 
effective.” 
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a treaty fairly admits of two constructions, one restricting, the other enlarging rights 
which may be claimed under it, the more liberal interpretation is to be preferred. 
Jordan v. Tashiro, 278 U. S. 123, 127; Nielsen v. Johnson, supra; Factor v. Lauben- 
heimer, 290 U. S. 276, 293, 294. 

Here, the clear purpose of the treaty is to protect the foreign trade-marks which 
fall within the treaty’s purview. The basic condition of that protection, as set 
forth in Article 3, is that the mark shall have been “duly registered or legally pro- 
tected” in one of the Contracting States. This phrase shows the endeavor to recon- 
cile the conflicting juridical principles of these States—the words “or legally pro- 
tected” being added to the words “duly registered” with the apparent intent to 
cover trade-marks which were entitled under the common law to protection by reason 
of appropriation and use.” If duly registered or legally protected in one of the 
Contracting States, the mark is to be admitted to registration or deposit and is to 
be legally protected in the other Contracting States. The condition of that pro- 
tection in the other States is compliance “with the formal provisions” of the domestic 
law. This clearly indicates that formalities or procedural requisites are envisaged 
and that, when these have been met, it is the intent of the treaty to confer a sub- 
stantive right to the protection of the foreign mark. The intent to give this right of 
protection if the mark is entitled to registration under the treaty, is shown with 
abundant clarity by the provisions of the same article setting forth the grounds, 
relating to infringement of previously acquired rights or lack of distinctive charac- 
ter, etc., upon which registration may be refused or cancelled in the country where 
protection is sought. Also by the provisions as to the right of the owner of a mark 
protected in one of the Contracting States to oppose registration in another State 
of an interfering mark (Art. 7) ; and by the provisions as to the right of the owner 
of a mark, having its origin in one State and seeking registration in another, to 
obtain cancellation or annulment of an interfering mark which stands in the way 
of the registration sought, upon proving priority of right as stated. (Art. 8.) Then 
there is the additional recognition of the right to transfer the ownership of a regis- 
tered mark and also to transfer separately for each country the use and exploitation 
of trade-marks when the transfer is executed in accordance with the law of the place 
where it is made and is duly recorded. It will be observed that the right of pro- 
tection of the foreign marks, on compliance with the prescribed formalities, is 
accorded in each of the ratifying States irrespective of citizenship or domicile.” 
When the foreign mark is entitled by virtue of the treaty to registration in a ratify- 
ing State, and is duly registered there, the substantive right to its protection in 
that State attaches. 

In this view, the contention that a ratifying State, on due registration of a foreign 
mark in accordance with the treaty, is not bound to protect the owner in the use of 
that mark, provided it refuses that protection to its own nationals, necessarily fails. 
Undoubtedly, the Contracting States are bound respectively to give to the nationals 
of the other Contracting States the same rights and remedies that are extended to 
their own nationals. That is provided in Article 1. But that provision does not 


10. Derenberg, op. cit., p. 788. 
11. See Bulletin, U. S. Trade-Mark Association, 1931, p. 173; Derenberg, op. cit., p. 788. 
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exhaust the rights given by the treaty. These rights under Article 3 extend to the 
legal protection of the foreign marks when duly registered. When protection is 
sought for such marks a ratifying State cannot escape the obligations of the treaty 
and deny protection by the simple device of embracing its own nationals in that 
denial. That would make a mockery of the treaty. It is its plain purpose to pre- 
vent a ratifying State from denying protection to the foreign mark because of its 
origin or previous registration in a foreign country. It is said that the object of the 
treaty is to prevent piracy. That is true, but the argument does not meet the issue. 
Protection against piracy necessarily presupposes the right to use the marks thus 
protected. 

Weare here concerned with the construction of the treaty only as it involves the 
determination of the validity of the statutory discrimination against the foreign 
marks which have been duly registered in the United States and Puerto Rico. The 
Bacardi marks are of Cuban origin. We must assume upon this record that they 
were duly registered and were valid in Cuba. Both the United States and Cuba 
have ratified the treaty.” The right of the Cuban corporation which owned the 
marks to make a separate transfer to petitioner of the right to use and exploit them 
in Puerto Rico is recognized by the treaty. Despite this, Puerto Rico has attempted 
to deny the right to use these marks on rum manufactured in Puerto Rico for the 
sole reason that the marks had been used outside Puerto Rico and had not been 
used on spirits made there, or exclusively in continental United States, before the 
given date. That is, the very fact of origin in Cuba, which makes the treaty 
applicable, is asserted as a ground for denying the right to use the trade-marks, 
duly registered, on a product otherwise lawfully manufactured in Puerto Rico. 

That Puerto Rico makes its rule applicable to its own citizens who may possess 
such foreign marks cannot avail to purge the discrimination of its hostility to the 
treaty. The same reasoning, if admitted to sustain this particular discrimination, 
would justify as against the treaty a local statute denying the right to use in Puerto 
Rico any foreign trade-mark in any circumstances. 

The exigencies of local trade and manufacture which prompted the enactment 
of the statute cannot save it, as the United States in exercising its treaty-making 
power dominates local policy. 

We are not impressed by the argument that petitioner is estopped by acts of 
acquiescence to challenge the validity of the Puerto Rican legislation. It is said 
that petitioner, having accepted the privilege to engage in the local business, is bound 
by the prescribed conditions. The basis of the contention fails. It does not appear 
that petitioner applied for a permit under the Act of 1937 which is the subject of 
attack. Petitioner did apply, on March 31, 1936, for a permit to engage in the 
business of rectifying distilled spirits. At that time the legislation of Puerto Rico 
did not discriminate against petitioner’s trade-marks, and the legislation of May 15, 
1936, was of a temporary character. Apart from that, it is not the right to manu- 
facture, aside from the use of trade-marks, that is in dispute here but the right to 
use petitioner’s trade-marks upon its product. Nothing has been shown to warrant 


12. The Solicitor General has submitted to the court a communication by the Cuban Embassy 
in Washington to the Secretary of State of the United States relating to the interest of Cuban 
nationals and the Cuban Government in the question here presented. 
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a finding of estoppel to assert the invalidity of the discrimination thus attempted 
in violation of the treaty. W.W. Cargill Co. v. Minnesota, 180 U. S. 452, 468; 
Hanover Insurance Co. v. Harding, 272 U. S. 494, 507; Power Manufacturing Co. 
v. Saunders, 274 U. S. 490, 497; Frost v. Corporation Commission, 278 U. S. 515, 
527, 528. 

We conclude that, upon this ground of repugnance to the treaty, the decree of 
the District Court, insofar as it enjoined the enforcement of Section 44 of Act No. 6 
of June 30, 1936, as amended by Act No. 149 of May 15, 1937 (including the 
amendment made by Section 7 of that Act) with respect to petitioner’s trade-marks, 
was right, and that the reversal in that relation by the Circuit Court of Appeals was 
erroneous. 

We have no occasion to consider the other grounds of objection to Section 44 
which have been urged under the Constitution and laws of the United States and 
the Organic Act of Puerto Rico. 

A different situation is presented with respect to Section 44(b) of Act No. 149 
of 1937, prohibiting bulk shipments of distilled spirits. This prohibition does not 
appear to offend any right conferred by the treaty and we think an adequate basis 
for it is found in the police power of Puerto Rico as applied to traffic in intoxicating 
liquors. We have recently said that “The aim of the Roraker Act and the Organic 
Act was to give Puerto Rico full power of local self-determination, with an autonomy 
similar to that of the states and incorporated territories.” Puerto Rico v. Shell Com- 
pany, 302 U. S. 253, 261, 262. See, also, Puerto Rico v. Rubert Hermanos, 309 
U. S. 543, 547. As the grant of legislative power in respect of local matters was 
“as broad and comprehensive as language could make it” (Puerto Rico v. Shell 
Company, supra), we think the legislature of Puerto Rico in the exercise of its 
police power had full authority to deal with the manufacture of, and traffic in, 
intoxicating liquors, so far as the Island was affected, in the absence of a treaty 
violation such as we have found in the prohibition of the use of valid trade-marks 
upon liquors which were otherwise permitted to be manufactured and sold. The 
legislature of Puerto Rico could thus have absolutely interdicted the manufacture or 
sale (Mugler v. Kansas, 123 U. S. 623), the importation into the Island (State Board 
of Equalization v. Youngs’ Market Co., 299 U. S. 62; Mahoney v. Joseph Triner 
Corporation, 304 U. S. 401, 404 [28 T.M. Rep. 281] and the exportation from the 
Island. Ziffrin v. Reeves, 308 U. S. 132, 139. Having this power, the legislature 
of Puerto Rico could adopt measures reasonably appropriate to carry out its 
inhibitions. That broad power necessarily embraced the limited exercise which 
we find in Section 44(b) with respect to shipments in bulk. Nor do we find any- 
thing in the Federal Alcohol Administration Act which militates against that 
provision. The Circuit Court of Appeals did not err in its decision in this respect. 

The decree of the Circuit Court of Appeals in relation to Section 44 is reversed 
and the decree of the District Court is modified so as to eliminate the injunction 
against the enforcement of Section 40** and Section 44(b) of Act No. 149 of May 15, 

1937, and as thus modified is affirmed. 
It is so ordered. 


_ 13. Section 40 was embraced in the decree of the District Court but is not the subject of attack 
in this court. 
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ANCHOR STOVE & RANGE COMPANY v. MONTGOMERY WARD 
& COMPANY 


United States Circuit Court of Appeals, Seventh Circuit 
October 14, 1940 


UNFAIR COMPETITION—CLASSIFICATION OF SUIT. 


Seeking injunctive relief ordinarily identifies an action as one in equity. 
UNFAIR COMPETITION—SUITS—LACHES. 


Plaintiff, a manufacturer of a cabinet heater of distinctive design, sold through exclusive 
agencies in the large cities, brought suit to enjoin defendant, a mail-order house, from 
selling a heater of identical design made by a Tennessee manufacturer, on the ground that the 
public were thereby deceived in buying defendant’s heater for plaintiff’s. Inasmuch, how- 
ever, as plaintiff in 1930 sued to enjoin said Tennessee manufacturer from putting out such 


heaters, but took no action against defendant until the present, plaintiff held barred from 
relief by laches. 


In equity. Action for unfair competition. From judgment of the United States 
District Court, Northern District of Illinois, plaintiff appeals. Affirmed. 


George E. Waldo, of Chicago, Ill., and Walter F. Murray, of Cincinnati, Ohio, for 
appellant. 


Fred T. Barrett and John A. Barr, both of Chicago, Ill., for appellee. 
BriGc_e, District Judge: 


This is a suit for unfair competition brought by the Anchor Stove & Range 
Company, an Indiana corporation, against Montgomery Ward & Company, an 
Illinois corporation. The principal question for consideration is whether either the 
Illinois statute of limitations or the equitable doctrine of laches constitutes a bar 
to plaintiff’s recovery. 

Plantiff filed its complaint in the District Court on August 18, 1939, alleging 
among other things that it was the manufacturer of a cabinet heater of a distinctive 
design, had established exclusive agencies for the sale of the same in many of the 
larger cities throughout the United States, and had created a demand on the 
part of the public for its heaters; that the defendant had in the year 1928 caused 
a certain manufacturer in the State of Tennessee to manufacture for the use of 
the defendant a cabinet heater of identical design, directing the manufacturer to 
place the defendant’s name plate thereon; that defendant illustrated this heater in its 
1928-29 catalogue and caused the heaters to be placed in defendant’s branch houses 
throughout the territory in which the plaintiff was operating and that defendant 
thereby came in direct competition with the agents of the plaintiff in the sale of their 
cabinet heater. Plaintiff alleges that purchasers of defendant’s heaters became pur- 
chasers under the impression and belief that the stoves were manufactured by the 
plaintiff, and plaintiff’s exclusive agents were likewise led to believe that the plaintiff 
had broken faith with them. Plaintiff asserts that such conduct on the part of 
defendant amounts to unfair trade practice, and is in violation of a duty owed by the 
defendant to the plaintiff and to the public, and prays for an accounting of profits 
and damages for defendant’s unfair and unlawful competition, including treble dam- 
ages. No injunctive relief is sought; and in view of plaintiff’s assertion that 
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the misconduct complained of was confined to the year 1928, it is assumed that 
such practice did not continue after that date. 

Plaintiff excuses its long delay in bringing suit against the defendant (1928 to 
1939) by the assertion in its complaint that it brought a similar suit in 1930 against 
the Tennessee manufacturer of the stoves in question based upon the same cause 
of action as is here asserted. That proceeding was ultimately decided in favor of 
the plaintiff by the District Court, but plaintiff’s recovery was limited to nominal 
damages; this decision was affirmed by the Circuit Court of Appeals of the Sixth 
Circuit, first in the case of Anchor Stove & Range Co. v. Rymer, 70 F. 2d 386 
(28 T.-M. Rep. 476], and later after the accounting in 97 F. 2d 689. Petition 
for certiorari was denied by the United States Supreme Court on December 5, 
1938, and on April 13, 1939, plaintiff notified the present defendant of its alleged 
infringement of plaintiff’s rights. 

To the present complaint defendant interposed a motion to dismiss, to strike 
certain parts of the complaint and to require plaintiff to make its complaint more 
specific and certain. The motion to dismiss challenged the sufficiency of the com- 
plaint as a whole. Defendant accompanied its motion to dismiss with a brief, 
pursuant to Rules 30a and 30b of the District Court. Under such rules plaintiff 
was required to file a reply brief within ten days after the filing of defendant’s 
brief, and the rules provided that no oral argument would be heard on such motion 
unless directed by the court. Plaintiff failed to file a brief as required by said rules, 
and on November 1, 1939, the District Court allowed defendant’s motion and dis- 
missed the complaint. The court filed the following memorandum at the time 
of such order: 

On August 18, 1939, plaintiff filed its complaint against the defendant. On October 12, 

1939, defendant filed its motion to dismiss and on October 16, 1939, acting under Rule 30A, 

filed its written brief in support thereof. Under that rule the reply of plaintiff was due on 

October 26, 1939. Plaintiff filed no brief and made no application for an extension of time. 

The court is justified, therefore, in assuming that the motion of the defendant to dismiss 
the cause is confessed. However, the court, from the argument submitted by defendant, 


is of the opinion that the complaint is without merit. The court, therefore, is entering an 
order of dismissal. 


It will thus be observed that the District Court did not rest its decision upon 
the failure of plaintiff to comply with its rules, but acted upon the complaint upon 
its merits, albeit without the benefit of presentation by plaintiff. Plaintiff later filed 
a motion to vacate such order of dismissal supported by affidavits seeking to excuse 
its failure to comply with the rules of the District Court, which motion was denied. 

It is from the order of dismissal that this appeal is prosecuted. Two issues are 
raised : 


1. The validity of Rules 30a and 30b of the District Court. 


2. The sufficiency of the complaint when challenged by the Illinois statute of limita- 


tions or the equitable bar of laches. Counsel assume that both of such questions are 
properly before the court on the motion to dismiss. 


Plaintiff contends that this proceeding is one in equity and that, therefore, the 
statute of limitations is not applicable, as it concededly would be in a suit at law. 
Defendant asserts that this proceeding is in fact a suit at law, or in all events is a suit 
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cognizable in either law or equity; that in either event the five-year Illinois statute 
of limitations is a bar to recovery; that, even though the court declines to recognize 
the Illinois statute of limitations, the plaintiff still would be barred by the equitable 
doctrine of laches. 

Plaintiff seeks no injunctive relief which would ordinarily identify this as an 
equitable proceeding, but does, however, in seeking damages from the defendant 
ask for an accounting which plaintiff says brands this as a proceeding equitable in 
character. The case of Van Raalt v. Schneck, 159 F. 248 (affirmed without opinion 
by this court in 170 F. 1021), was a proceeding for unfair competition, including 
a request for injunctive relief. Upon the denial by the court of the injunctive relief, 
the suit was dismissed and plaintiff relegated to his remedy at law for an account- 
ing of the profits and damages. To the same effect is Root v. L. S. M. So. Ry., 
105 U.S. 189. Whether the instant suit is exclusively a proceeding at law or whether 
it is one in which both courts of law and equity have concurrent jurisdiction, or, 
indeed, whether it is a suit exclusively for equity jurisdiction need not here be 
decided, for if it be conceded that the relief here sought invokes the equitable 
jurisdiction of the court, yet we believe that plaintiff has made no such showing 
as would entitle it to be relieved of the equitable bar of laches. Defendant’s con- 
duct of which plaintiff complains was well known to the plaintiff at the time of 
bringing suit against the manufacturer in Tennessee in 1930, and no conduct is 
asserted or claimed on the part of the defendant that in any way excuses the 
plaintiff’s delay in bringing the present suit. The defendant was not a party to the 
suit in Tennessee, and so far as appears may have had no knowledge of such suit. 
The mere fact of plaintiff’s election to proceed in the first instance against the manu- 
facturer alone, followed by its long drawn out litigation against the manufacturer 
does not excuse the plaintiff from seasonably asserting any cause of action that 
it might have desired to assert against the present defendant. It might now become 
quite inequitable for the defendant to be called upon to make an accounting for 
many detailed transactions in the sale of heaters throughout its various branches 
after so many years’ delay. 

Plaintiff refers to the case of Russell v. Todd, 309 U. S. 280, 84 Law Ed. 517, 
decided by the Supreme Court, February 26, 1940, in which the court declined to 
recognize a three-year, state statute of limitations in a stockholders’ suit brought 
by creditors of a Joint Stock Land Bank slightly less than four years after the 
accrual of the cause of action. The court there points out the difference between 
the procedure for recovering assessments against shareholders of National Banks 
and that for enforcing the liability of the shareholders of a Federal Land Bank. In 
the latter case the remedy is exclusively in equity and this is the basis of the Russell v. 
Todd decision. Because of its inapplicability, plaintiff gains no support from this 
decision. Moreover, the Supreme Court in its opinion recognizes the principle of 
the application of state statutes of limitations in causes grounded in law or causes 
which may be in either law or equity, in the following language: 


Even though there is no state statute applicable to similar equitable demands, when 
the jurisdiction of the federal court is concurrent with that at law, or the suit is brought in 


aid of a legal right, equity will withhold its remedy if the legal right is barred by the local 
statute of limitations. . . 
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But where equity jurisdiction is exclusive and is not exercised in aid or support of a 
legal right, state statutes of limitations barring actions at law are inapplicable, and in the 
absence of any state statute barring the equitable remedy in like cases, the federal court is 
remitted to and applies the doctrine of laches as controlling. 


See also the earlier decisions of Wagner v. Baird, 7 How. 234, 48 U. S. 248, and 
Godden v. Kimmell, 99 U. S. 201. 

Plaintiff also contends that the statute of limitations should not apply for the 
reason that defendant was a trustee ex maleficio. We cannot accept this argument, 
for, if it be conceded that defendant was in such position, yet whether it would 
be entitled to invoke the bar of the statute depends on no “unyielding formula” but 
on the peculiar facts and circumstances of each case. Beatty v. Guggenheim, 225 
N. Y. 380, 122 N. E. 378; Howard v. Howe, 61 F. 2d 577. The answer to plain- 
tiff’s position is to be found in the opinion of this court in Mattison-Greenlee Serv- 
ice Corp. v. Culhane, 103 F. 2d 608, and cases there cited. The facts here present 
do not furnish a basis for denial of the application of the statute. 

We are well convinced that the plaintiff’s cause of action must fail for the reasons 
indicated, and this whether it be based on the Illinois statute of limitations or upon 
the equitable doctrine of laches. Believing that the decision may thus firmly rest, 
it is unnecessary to consider or discuss the validity of the District Court Rules in 
question, or the discretion of the District Judge in holding plaintiff to a strict adher- 
ence to the same. 

The limitation bar affirmatively appearing from the complaint, the District Court 
rightly dismissed the same. Affirmed. 





RCA MANUFACTURING COMPANY, INC. v COLUMBIA RECORDING 
CORPORATION, COLUMBIA PHONOGRAPH CO., INC., AND 
TIMES APPLIANCE CO., INC. 


United States District Court, Southern District of New York 
November 7, 1940 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SUITS—JURISDICTION—MOTION TO 
STRIKE. 

In an action for trade-mark infringement and unfair competition, involving the use by 
defendants of the words “Red Seal” on phonograph records, wherein defendants moved to 
strike three allegations of the complaint, namely, that the defendants hired one of plaintiff's 
key men and thereafter began to divert from plaintiff the record business and good-will built 
up by it; also that defendants had induced artists who had theretofore recorded exclusively 
for plaintiff to record for defendants, held that these allegations should not be stricken, 
inasmuch as they constituted and related to a single cause of action and were inseparably 
connected. 


In equity. Action for trade-mark infringement and unfair competition. On 
defendant’s motion to strike. Denied. 


Rogers, Hoge & Hills (Edward S. Rogers, Clifton Cooper, and Leslie D. Taggart, 
of counsel), all of New York City, for plaintiff. 
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Rosenberg, Goldmark & Colin (Godfrey Goldmark and Paul A. Lendsman, of 
counsel), all of New York City, for defendants. 


LEIBELL, D. J.: 


This is a motion by the two Columbia defendants for a bill of particulars and to 
strike out certain paragraphs of the complaint on the ground that they are immaterial 
and impertinent. The bill of particulars has been agreed to and only the motion to 
strike will be considered. 

The action is for injunctive relief, an accounting and treble damages, based on 
alleged trade-mark infringement and unfair competition. The complaint is in a 
single count. 

As to jurisdiction, the complaint alleges a claim for trade-mark infringement and 
unfair competition; diversity of citizenship between the plaintiff and two of the 
defendants, Columbia Phonograph Co., Inc., and Times Appliance Co., Inc., and 
an amount in controversy in excess of $3,000. There is no diversity of citizenship 
as between plaintiff and the third defendant, Columbia Recording Corporation. 

In substance the complaint states that the plaintiff and its predecessor, Victor 
Talking Machine Company, have been engaged in the sale of phonograph records 
in interstate commerce; that since 1904 they have been the owners of certain duly 
registered trade-marks, namely, “a circular red label’? and the words “Red Seal,” 
and that since 1908 such a label and these words have been applied, continuously, 
to the central portion of phonograph disc records produced by plaintiff and its 
predecessor ; that these records are further identified by their visual aspect which, 
in addition to the above, consists of gold letters and devices superimposed on the 
label and mounted on black records; that these marks and dress distinguish plain- 
tiff’s records from all others; that plaintiff's records are widely and commonly 
known as “Red Seal Records” and they enjoy a high reputation; and that as to 
such trade-marks and dress, each embodies a valuable reputation and good-will. 

The complaint then alleges that the defendants, Columbia Phonograph Co., Inc., 
and Columbia Recording Corporation have been affiliated for many years, and that 
they have “conspired together to commit the acts of unfair competition and trade- 
mark infringement hereinafter set forth” (par. 17 of complaint). 

The next three paragraphs of the complaint are those which the defendants, 


Columbia Recording Corporation and Columbia Phonograph Co., Inc., seek to 
strike : 


18. During the year 1939, defendants Columbia Recording Corporation and Columbia 
Phonograph Co., Inc., hired away from the plaintiff five or more men who had occupied 
key positions with the plaintiff in the manufacture and sale of “Red Seal” records, and 
put them in charge of said defendant’s record business. 

19. Thereupon, said defendants started out to divert to themselves the record business 
and good-will which the plaintiff had built up. 

20. Contemporaneously therewith, said defendants induced artists who had theretofore 
recorded exclusively for the plaintiff to record for the defendants. 


In the subsequent paragraphs of the complaint, it is alleged that in September, 
1939, the said defendants began to manufacture and sell black phonograph records 
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to which they applied red labels, bearing gold lettering and devices, presenting the 
same visual aspect as plaintiff's records, and called them “Red Label Records” ; 
that defendant, Times Appliance Co., Inc., became chief distributor of defendants’ 
records throughout the United States and advertised them as “Red Seal Records” 
or “Red Label Records,” “in violation of plaintiff's trade-mark rights and in unfair 
competition with it” (par. 23 of the complaint). 

Other allegations follow, to the effect that all the defendants thus conspired to 
commit the acts alleged ; that there is a likelihood that the public will be deceived ; 
that defendants intend this result ; and that plaintiff has been damaged. The relief 
sought is the usual prayer in cases involving trade-mark infringement combined 
with unfair competition. 

Defendants contend that the above quoted paragraphs 18, 19 and 20 of the com- 
plaint should be stricken because: 


1. They constitute a separate and distinct non-federal claim based on facts substan- 
tially different from the facts involved in the federal claim for infringement; and that 
the court lacks jurisdiction of such separate claims by reason of the absence of diversity 
of citizenship between the plaintiff and the defendant, Columbia Recording Corporation ; 

2. They are insufficient in law to state any claim (Lovering & Garrigues v. Morrin, 
61 F. (2d) 115, 121); 

3. They are immaterial and impertinent to the claims over which the court has 
jurisdiction, namely, for trade-mark infringement and for unfair competition with respect 
to such trade-marks. 


Plaintiff, on the other hand, submits that these paragraphs do not constitute a 
separate claim, that they are not pleaded for that purpose, but, on the contrary, are 
pleaded to establish an element of its claim for unfair competition and to serve to 
show defendants’ intent to trade on plaintiff's good-will. Plaintiff contends that 
the acts alleged in these paragraphs are part and parcel of a connected “course of 
conduct” or aggregation of circumstances, the result of which is the diversion of 
plaintiff’s record business and good-will principally through the manufacture and 
sale of records with the infringing simulation of the red seal trade-mark. (Citing 
National Biscuit Co. v. Swick, 121 Fed. 1007.) 

I think plaintiff’s contention is clearly correct as to paragraphs 18 and 19 of 
the complaint and, although there is no allegation to connect directly the acts alleged 
in paragraph 20 with the other acts of defendants constituting infringement of 
plaintiff’s red seal trade-mark and unfair competition in respect to records bearing 
those trade-marks, plaintiff may intend so to connect them by proof at the trial, if 
the facts so warrant. 

The jurisdiction of this court in this matter should be tested by the doctrine of 
Hurn v. Oursler, 289 U. S. 238 (1933) [23 T.-M. Rep. 267]. That decision was 
recently discussed and applied by the Circuit Court of Appeals of this Second 
Circuit in Lewis v. Vendome Bags, 108 F. (2d) 16 at page 17 [30 T.-M. Rep. 217], 
from which the following is quoted: 


Hurn v. Oursler, 289 U. S. 238, 53 S. Ct. 685, 77 L. Ed. 1148, as a majority of the 
court understands the decision, requires a reversal of the decree on appeal. In that case 
the amended bill of complaint charged the defendant with three wrongs: (1) infringe- 
ment of a copyrighted play; (2) unfair competition with the copyrighted play; and 
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(3) unfair competition with an uncopyrighted revision of the plaintiff's play. The Dis- 
trict Court dismissed the bill on the merits in so far as grounded on copyright infringe- 
ment, and for want of jurisdiction in so far as grounded on unfair competition. This 
court affirmed the decree in 2 Cir., 61 F. 2d 1031. The Supreme Court modified it. It 
held that the federal question raised by the charge of copyright infringement gave the 
District Court jurisdiction of the case; that rejection of the federal claim on the merits 
did not deprive the court of jurisdiction to decide the claim of unfair competition in 
respect to the copyrighted play, and that this claim should also have been dismissed on 
the merits; it affirmed the decree in so far as it dismissed for want of jurisdiction the 
claim of unfair competition in respect to the uncopyrighted revision of the plaintiff’s play, 
since this was a separate and distinct non-federal cause of action. In the case at bar 
the allegations of the bill definitely limit the bags of the plaintiff's manufacture in respect 
to which unfair competition is charged, to bags embodying the patented design. Hence, 
the court had jurisdiction of the case, because the allegation of patent infringement 
raised a federal question and the charge of unfair competition in respect to bags of the 
patented design was, so far as appears, made in good faith. But the latter charge was 
not proved. What was proved was unfair competition with bags not embodying the 
patented design—at least so we must assume, for the proof has not been incorporated in 
the record, only the findings. Consequently, the findings of fact and the decree are not 
supported by the allegations of the complaint regarding unfair competition; and the 
complaint should have been dismissed for failure to prove the unfair competition alleged. 
It is like the failure of proof in Hurn v. Oursler, 289 U. S. 238. . 


But the rule does not go so far as to permit a federal court to assume jurisdiction of 
a separate and distinct non-federal cause of action because it is joined in the same com- 
plaint with a federal cause of action. The distinction to be observed is between a case 
where two distinct grounds in support of a single cause of action are alleged, one only of 
which presents a federal question, and a case where two separate and distinct causes of 
action are alleged, one only of which is federal in character. In the former, where the 
federal question averred is not plainly wanting in substance, the federal court, even 
though the federal ground be not established, may nevertheless retain and dispose of the 
case upon the non-federal ground; in the latter it may not do so upon the non-federal 
cause of action. 

The case at bar falls within the first category. The bill alleges the violation of a 
single right, namely, the right to protection of the copyrighted play. And it is this viola- 
tion which constitutes the cause of action. Indeed, the claims of infringement and unfair 
competition so precisely rest upon identical facts as to be little more than the equivalent 
of different epithets to characterize the same group of circumstances. The primary relief 
sought is an injunction to put an end to an essentially single wrong, however differently 


characterized, not to enjoin distinct wrongs constituting the basis for independent causes 
of action. 


Once properly obtained, jurisdiction of the one cause of action, the alleged infringe- 
ment of the trade-mark, persists to deal with all grounds supporting it, including unfair 
competition with the marked article. The cause of action is the interference with the 
exclusive right to use the mark “Nu-Enamel.” If it is a properly registered trade-mark, 


The following quotation from Judge Sutherland’s opinion in Hurn v. Oursler 


(supra), page 245, seems peculiarly appropriate to the determination of the juris- 
dictional issue raised on the present motion : 


In Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315, at 
p. 324 [29 T.-M. Rep. 3], the Supreme Court reiterated and applied this rule. The 
following is quoted from the opinion of Mr. Justice Reed: 
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a ground to support the cause of action is violation of the Trade-Mark Act. If it is not 
a properly registered trade-mark, the ground is unfair competition at common law. The 
facts supporting a suit for infringement and one for unfair competition are substantially 
the same. They constitute and make plain the wrong complained of, the violation of the 
right to exclusive use. 

In the Oursler case there was a valid copyright which was held not infringed. Here 
the trial court determined the trade-mark was invalid. The Oursler case held that where 
the causes of action are different, the determination that the federal cause fails calls for 
dismissal. But where there is only one cause of action we do not consider that the hold- 
ing of the invalidity furnishes any basis for a distinction between this and the Oursler 
case. Registration of “Nu Enamel” furnished a substantial ground for federal jurisdic- 
tion. That jurisdiction should be continued to determine, on substantially the same facts, 
the issue of unfair competition. 


The Federal Court will retain jurisdiction when it can do so in order to avoid 
multiplicity of suits and to prevent hardship. Derman v. Gersten (D. C. E. D. 
N. Y. 1938), 22 Fed. Supp. 877 ; Mitchell & Weber v. Williamsbridge Mills, 14 Fed. 
Supp. 954. Furthermore, the court is inclined to construe a pleading as alleging 
only one cause of action, unless the contrary is plainly indicated. Judge Woolsey 
wrote in Corning Glass Works v. Pasmantier (D. C. S. D. N. Y.), 30 Fed. Supp. 
477 at page 480: 


I understand that where, as here, the use of the trade-mark is the basis of the federal 
claim for infringement, and the method of using the trade-mark is the real basis for the 
claim of unfair competition, the derivative jurisdiction prescribed by the Supreme Court 
may be invoked. This, of course, is in accordance with the wise principle of judicial 
husbandry, that—if jurisdictionally permissible—two causes should never be allowed to 
grow where at first there was but one. 





A cause of action or claim does not consist of “facts,” but rather it is the 
“wrong” which the facts together comprise. As Mr. Justice Sutherland said, in 
Baltimore S. S. Co. v. Phillips, 274 U. S. 316 at page 321: 


A cause of action does not consist of facts, but of the unlawful violation of a right 
which the facts show. The number and variety of the facts alleged do not establish more 
than one cause of action so long as their result, whether they be considered severally or 
in combination, is the violation of but one right by a single legal wrong. The mere 
multiplication of grounds of negligence alleged as causing the same injury does not result 
in multiplying the causes of action. “The facts are merely the means, and not the end. 
They do not constitute the cause of action, but they show its existence by making the 
wrong appear. ‘The thing, therefore, which in contemplation of law as its cause, becomes 
a ground for action, is not the group of facts alleged in the declaration, bill, or indictment, 
but the result of these in a legal wrong, the existence of which, if true, they conclusively 
evince.” Chobanian v. Washburn Wire Company, 33 R. I. 289, 302. 


The above paragraph was quoted in part in Hurn v. Oursler, 289 U. S. 238 at 
p. 246. 

In the instant case it seems to me that the facts contained in paragraphs 18, 19 
and 20 are part and parcel of a connected series of alleged events, all of which tend 
to show both the trade-mark infringement and the unfair competition through the 
illegal use of plaintiff's marks. The alleged facts are concurrent in time as to each 
claim. The two claims, unfair competition and trade-mark infringement, are 
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inseparably connected and arise from substantially the same set of facts. “The law 
of trade-marks is but a part of the broader law of unfair competition.” United 
Drug Co. v. Rectanus, 248 U. S. 90, 97 [9 T.-M. Rep. 1]. 

It is true, as the plaintiff contends, that the basis of trade-mark infringement 
suits is the likelihood that prospective purchasers will be misled to plaintiff's damage. 
American Law Institute, Restatement of Torts (1938, Vol. 3), p. 567. And see, 
Coca-Cola Co. v. Carlisle Bottling Works, 43 F. (2d) 101 [20 T.-M. Rep. 403]. 

Judge Swan, in Lewis v. Vendome Bags (supra) in discussing unfair competi- 
tion, stated (p. 18): 


The essence of the wrong of unfair competition is selling the goods of one manufac- 
turer or vendor as those of another, and unless the defendant passes off its goods as 
those of the plaintiff the action fails. 


i | 

The facts alleged in paragraphs 18, 19 and 20 of the complaint have a direct 
relation to plaintiff's purpose to infringe plaintiff’s trade-mark and unfairly compete. 

As the court said in Enoch Morgan’s Sons Co. v. Ward, (C. C. A. 7) 152 Fed. 690: 


Of course, an actual infringer is answerable, irrespective of his intent; but there is a 
view in which intent has a bearing on the fact of infringement. Appellee’s intent to profit 
by appellant’s marks is quite apparent, we think even when each of his acts is regarded 
separately ; when taken together, his acts are unmistakable, just as the plea of ignorance 
on the part of one who passes counterfeit money becomes untenable in the face of succes- 
sive instances. 


















See also Israelite House of David v. Murphy, 6 Fed. Supp. 914; Coca-Cola Co. v. 
Duberstein, 248 Fed. 763 [8 T.-M. Rep. 193]. 

On the basis of these cases I think the plaintiff is entitled to plead the facts set 
forth in the three paragraphs as tending to show the defendants’ purpose to infringe 
and to compete unfairly. They are not, therefore, immaterial and impertinent. 

The fact that the acts alleged in paragraphs 18 and 20 of the complaint, in and 
of themselves, do not state a claim in tort is of no moment, except that this circum- 
stance tends to substantiate the plaintiff’s contentions that they were not intended 
to do so. They could not form the basis of any separate action in tort unless other 
special circumstances were shown. Harley & Lund Corp. v. Murray Rubber Co., 
31 F. (2d) 932, 934. The relief which plaintiff seeks is that to which it is entitled 
in the event that it proves a case for trade-mark infringement and unfair com- 
petition in connection therewith. 

The defendants’ motion to strike paragraphs 18, 19 and 20 from the complaint 
is denied. Defendants’ motion for a Bill of Particulars is granted on consent. 
Submit order, accordingly, on notice. 
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MARSHALL FIELD & COMPANY v. R. H. MACY & COMPANY, INC. 
United States Court of Customs and Patent Appeals 
December 9, 1940 


TRADE-M ARKS—OPPOSITION—“CREPEGLO” AND “CREPETEX”—CONFLICTING MARKS. 
The word “Crepeglo” held to be confusingly similar to “Crepetex,” both marks being 
used on women’s crepe hosiery. 


On appeal from a decision of the Commissioner of Patents in an opposition 
proceeding. Affirmed. For the Commissioner’s decision, see 29 T.-M. Rep. 564. 


A.W. Murray, of Chicago, IIl., for appellant. 
Thomas L. Mead, Jr., of Washington, D. C., for appellee. 


JACKSON, J.: 


This is an appeal from a decision of the Commissioner of Patents in an opposi- 
tion proceeding brought under the Trade-Mark Act of 1905, as amended. 

Appellant filed its application in the United States Patent Office for the regis- 
tration of the trade-mark “Crepeglo” for women’s crepe hosiery. Appellee opposed 
the registration on the ground of its prior use and ownership of the trade-mark 
“Crepetex” for women’s crepe hosiery. Both parties took testimony. 

The record shows that appellee’s use of the mark “Crepetex” preceded any use 
by appellant of the notation “crepe” in connection with hosiery, and that the appellee’s 
registration of “Crepetex” long preceded the earliest use by appellant of “Crepeglo.” 

The Examiner of Interferences in his decision dismissed the notice of opposition 
and adjudged that appellant was entitled to the registration for which it applied. 
Upon appeal, the Commissioner of Patents reversed the decision of the Examiner 
of Interferences and sustained the opposition. 

The goods upon which the marks are used by the respective parties, namely, 
hosiery, particularly women’s stockings, are substantially identical. The sole ques- 
tion before the tribunals below, and before us here, is whether or not the marks so 
nearly resemble each other that their use upon identical goods would be likely to 
cause confusion in trade. 

It is true, as was stated by the Examiner of Interferences, that the only resem- 
blance in the marks consists in the notation “crepe” and it is also true that the 
notation “crepe” is the generic name of a type of silk fabric. It appears from 
the record that crepe stockings are made of silk, the yarn of which is so twisted 
as to produce a dull finish and that this finish is characteristic of crepe stockings. Of 
course, the word “crepe,” taken by itself, would not in any manner indicate origin 
nor possess any distinctiveness except as to the nature of the fabric. 

The Examiner of Interferences held that the word “crepe” as appearing in 
the marks here involved possesses a function similar to that of the notation “Pure” 
in the marks “Puretest” and “Purex” when affixed to pharmaceutical preparations, 
as appears in the case of Purex Corp., Ltd. v. United Drug Co., 21 C. C. P. A. 
(Patents) 753, 67 F. (2d) 918 [24 T.-M. Rep. 17]. 





22 THIRTY-ONE TRADE-MARK REPORTER 


Appellant filed, under the provisions of Rule 154 (e) of the Patent Office, 
other registrations, for the purpose of showing that in the hosiery trade the word 
“crepe” has been commonly used by many third parties. Objection was made by 


appellee to the consideration of said registrations, but the Examiner of Interferences’ 


overruled the objection and considered the registrations, not for the purpose of 
attacking the validity of the registered mark, but in order to ascertain the distinctive- 
ness of the word “crepe” to purchasers. 

The Examiner of Interferences held that purchasers of the goods of the parties 
would pay little attention to the first syllable of the involved marks as bearing upon 
the origin of the goods, and stated that upon seeing the marks they would be attracted 
by the differences therein and that therefore confusion in trade would not be likely. 

The Commissioner of Patents in his opinion held the reasoning employed by 
the Examiner of Interferences to be logical as far as it goes, but that the marks of 
the parties should not be dissected but must be compared as a whole, and when so 
compared, if they appear to be confusingly similar, there is no justification for dis- 
regarding any portion of the mark, even though it be descriptive of the character of 
the goods, citing Skelly Oil Co. v. The Powerine Co., 24 C. C. P. A. (Patents) 790, 
86 F. (2d) 752 [27 T.-M. Rep. 78]. The Commissioner applied the rule as stated 
in the Skelly case, supra, and held that the marks involved herein bear sufficient 
resemblance to create at least a reasonable probability that their use on identical 
merchandise would lead to confusion. The Commissioner also held that registra- 
tions to third parties of trade-marks containing the word “crepe,”’ or marks incor- 
porating this word, may not be considered in an opposition proceeding, as has 
been repeatedly held by this court, particularly in the Skelly case, supra, and in 
The Pepsodent Co. v. Comfort Mfg. Co., 23 C. C. P. A. (Patents) 1224, 63 F. (2d) 
906 [26 T.-M. Rep. 481]. 

It is very clear to us that the words “Crepeglo” and “Crepetex”’ bear a marked 
resemblance to each other in sound, appearance and meaning. The first syllable 
of each is identical and the last syllable certainly suggests a characteristic of the goods. 

We do not think it necessary to differentiate between the facts in the instant 
appeal and those in the cases cited by the Examiner of Interferences and by the 
appellant in its brief. It suffices to say that, under the rulings of this court in the 
Skelly Oil Co. case and in the Pepsodent Co. case, supra, the decision of the Com- 
missioner should be, and the same is, hereby affirmed. 


LENROOT, Judge, took no part in the consideration or decision of this case. 





» | 
| 
ft 
| 


TA en 


eee isomer 








MARTELL & CO. v. SOC. ANON. BENEDICTINE 





MARTELL & CO. v. SOCIETE ANONYME DE LA BENEDICTINE, etc. 
United States Court of Customs and Patent Appeals 
Opposition No. 17,258 
January 6, 1941 


TRADE-MARKS—OPPOSITION—“B AND B” ON ALCOHOLIC BEVERAGES—DESCRIPTIVE TERM. 

The notation “B and B,” used as a trade-mark on a beverage made up of Benedictine and 
brandy in equal parts, held descriptive, inasmuch as it has been used in the United States 
for thirty years to designate the said beverage. Moreover, the fact that the mark contains 
letters of an arbitrary nature, namely, “D O M,” did not change the situation. 

TRADE- MARKS—OPPOSITION—“B AND B”—Prior USE—DAMAGE. 

Whereas appellant had for over 100 years been engaged in the manufacture of cognac 
brandy, which brandy had been extensively used in a beverage known as “B and B” (Benedic- 
tine and brandy), Aeld that appellant would be damaged by the registration to appellee of 
the letters “B and B” as a trade-mark for its Benedictine, and the Commissioner’s decision 
dismissing the opposition was, accordingly, reversed. 


On cross appeals from a decision of the Commissioner of Patents in an opposi- 
tion proceeding. Affirmed in part and reversed in part. 


Gardner J. O’Boyle, of Washington, D. C., and Maurice J. Moore, of New York 
City, for appellant. 

Charles R. Allen, of Washington, D. C., and Asher Blum, of New York City, for 
appellee. 


JACKSON, J.: 


The Benedictine Company, so referred to for convenience, organized under 
the laws of the Republic of France and doing business in France and in the United 
States, filed in the United States Patent Office its application for registration of a 
trade-mark as applied to an alcoholic beverage made by the applicant and which 
consists of equal parts of “Benedictine” and cognac brandy. 

The mark which had been registered in France, and which is here sought to be 
registered, is in the following form: 


MCT Cty ZA YUL 442, L/* 
Z_ 4% ££ % afb 
Y a Y Z Z 
ZRZ Zpnoe 2 BZ 
Z Z @GRNDZ 7 Z 
ZY DZ Z Z Z 
Z ZY Z Z Z a 
Fl Cine 2 Z 


The mark was duly examined and allowed and due publication made thereof. 
Thereafter a notice of opposition to the registration of the said mark was filed by 
Martell & Co., a firm domiciled in Cognac, France, and there engaged in the business 
of producing, packing and shipping cognac brandy. 
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The applicant is the owner of the trade-mark “Benedictine” as applied to a 
liqueur manufactured solely by applicant. 

The opposition is directed to the registration of the trade-mark because of 
the notation “B and B” appearing thereon. 

In the notice of opposition it is alleged that the Martell Company has continu- 
ously engaged in its business for over one hundred years; that its brandy has been 
imported into and widely distributed throughout the United States for upwards 
of fifty years, except during the period of prohibition; that the brandy has acquired 
a wide and favorable reputation in this country and has been extensively used as a 
component part of a beverage known as “B and B” (“Benedictine” and brandy), 
that the the term “B and B,” by reason of its long use, has become generic and 
belongs to the public domain and that it is descriptive of the beverage itself. 

The Martell Company sets out its alleged injury as follows: 


6. That the opposer is particularly injured and damaged by any claim of the applicant 
to the exclusive use of the term B and B for liqueurs and cognac because the opposer 
is engaged in the business of supplying cognac brandy for alcoholic beverages, which 
cognac brandy, as well as brandy of other manufacturers, is used in the making of B and B, 
and the granting of any registration to the applicant gives an apparent sanction to the 
claim of the applicant to the exclusive use of the name B and B as applied to liqueurs and 
cognac; and such apparent sanction by the United States Patent Office would mislead cus- 
tomers of opposer in the belief that no one but the applicant has the right to use B and B 
as applied to liqueurs and cognac; and that sellers of beverages for immediate consumption 
by consumers would refrain from purchasing opposer’s brandy for the purpose of 
making the beverages known as B and B. That such discrimination would be most 
injurious and damaging to the opposer. That such registration would give to applicant 
statutory and prima facie trade-mark rights to which it is not entitled. 

7. The opposer alleges that applicant well knows that B and B as applied to liqueurs 
has been in general and extensive use for many years prior to May 16, 1936, in the United 
States of America as indicating a beverage composed partly of brandy and that no one has 
any right to exclusively appropriate B and B as applied to liqueurs and cognac in the 
United States of America, and has been fully aware of the general and extensive use of 
the descriptive term and name “B and B.” 

8. That on information and belief applicant seeks to obtain registration in the United 
States Patent Office for the main purpose of obtaining the sanction of the Patent Office to 
the registration applied for in order to enable the applicant to obtain an exclusive sale of 
the brandy in the beverage long known as “B and B.” 


The Benedictine Company, in its answer to the allegations contained in the 
notice of opposition, admitted that the term “B and B” is widely and extensively 
used to designate an alcoholic beverage composed of equal parts of genuine “Bene- 
dictine” and brandy. It alleges that the Martell Company has no rights in the 
mark “B and B” itself; denies that opposer would be in any way injured by the 
registration and alleges that it has the exclusive right to manufacture and sell the 
beverage known as Benedictine “B and B” by reason of its ownership of the trade- 
mark “Benedictine.” It further alleges that it has the sole and exclusive right to 
employ the designation “B and B” or Benedictine “B and B” for the reason 
that it has the sole and exclusive right to furnish one of the ingredients of the bev- 
erage, namely, Benedictine. It also denies that opposer has any such interest in 
the mark “B and B” as to entitle it to file a notice of opposition herein. 








ae. 








MARTELL & CO. v. SOC. ANON. BENEDICTINE 





It will be observed that the Martell Company sought to draw in the “descrip- 


tiveness” clause of section 5 of the Trade-Mark Act of February 20, 1905, as 
amended, as the statutory ground for denying the right of registration (section 7 
of the said Act) claimed vy the applicant. 


Neither party took testimony and the issue was presented to the Examiner 


of Interferences upon an agreed statement of facts as follows : 


1. That the trade-mark “Benedictine” is a good and valid trade-mark, the property of 
the applicant, Société Anonyme de la Benedictine, etc., and that it has been used for an 
alcoholic liqueur abroad since the year 1865 and in the United States since approximately 
the year 1870. 

2. That the opposer, Martell & Co., is a firm having its principal office at Cognac, 
France, and that, including its predecessors in title, has been continuously engaged in 
the manufacture and sale of cognac brandy for over one hundred years, and for more than 
eighty years has sold cognac brandy in the United States under the brand-name of Martell. 

3. That the applicant, Société Anonyme de la Benedictine, etc., has used the trade- 
mark herein applied for, including the letters “B and B” on a bottled alcoholic liqueur in 
the United States since May 16, 1936, but not prior to that date. 

4. That the term “B and B” as the name for an alcoholic beverage has been popularly 
and exclusively known in the United States for approximately thirty years to designate 
a mixture of the liqueur “Benedictine” of Société Anonyme de la Benedictine, etc— 
50 percent, and cognac brandy 50 percent. That, until the marketing of the article known 
as “B and B” and identified by the label of the applicant. Société Anonyme de la Benedic- 
tine, etc., there has not been sold in the United States or elsewhere any bottle beverage 
labelled “B and B,” but that the term “B and B” used to indicate the “B and B” alcoholic 
beverage, was used in commerce only orally to designate a beverage composed of 50 percent 
of “Benedictine” and 50 percent of cognac brandy. 

5. That said term “B and B” to designate such a mixture of “Benedictine” and cognac 
brandy has been used orally at alcoholic beverage bars in the United States, England and 
France, for approximately thirty years, and that upon a request by a customer of such 
beverage bars, the attendant at such beverage bars was expected to and actually did fill 
such order with 50 percent of “Benedictine” and 50 percent of a brandy or cognac brandy 
designated by the particular attendant or by the particular bar at which the beverage was 
ordered, except when the consumer designated the specific brand of cognac which he desired. 
That consumers in some instances did and still do designate Martell Brandy in their 
orders for “B and B.” 

6. That, in a large proportion of such verbal orders for the alcoholic beverage known 
as “B and B,” such order was filled by supplying a beverage composed of 50 percent of 
“Benedictine” and 50 percent of “Martell” cognac brandy, the product of the opposer herein, 
and that the sales of “Martell” brandy used in the dispensing of the alcoholic beverage 
known as “B and B” have been substantial. 

7. That the words “B and B” as used for an alcoholic beverage in the United States 
have acquired a secondary meaning as in all cases indicating a beverage composed of 

50 percent “Benedictine” and 50 percent of brandy, the choice of the brandy being optional 
with the bar dispensing the beverage, except in instances where the consumer designates 
the make of brandy. 

8. That applicant is selling and intends to continue to sell in the United States the 
liqueur known as “Benedictine.” 

9. Either party to this opposition shall at final hearing be entitled to use any certifi- 
cates of registration of the applicant or of the opposer now on record in the United States 
Patent Office. 


Upon this record the Examiner of Interferences dismissed the notice of opposi- 
tion and adjudged the Benedictine Company to be entitled to the registration for 
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which it made application. While the Examiner stated that the notation “B and B”’ 
seems to be the dominant feature of the mark, he reasoned that, even though the 
Benedictine Company admitted that “B and B” signifies Benedictine and brandy, 
prior to the adoption of the mark in issue the said beverage of Benedictine and 
brandy had not been sold as a unitary bottled product, but was obtainable only upon 
the verbal order of those who desired the beverage, such orders being filled with 
Benedictine and an appropriate brandy, in many cases the brandy of the Martell 
Company. 


With regard to the claimed descriptiveness of the mark, the Examiner stated in 
his decision that : 


. unless a registration issued upon the application under consideration could be 
utilized as prima facie evidence of the lack of right of the opposer or persons in privity 
therewith to use the term “B and B” merely for purposes of description, it is believed that 
“damage” within the meaning of Section 6 may not be properly here inferred. 


The Examiner further stated that, because the Benedictine Company is the sole 
source of Benedictine liqueur, an expression such as “Benedictine and brandy,” 
“Benedictine and lemon,” or the equivalent thereof for corresponding bottled mixed 
drinks would necessarily indicate that such product originated with the maker of the 
liqueur. He also reasoned that, since the notation “B and B” does not designate 
Martell & Co.’s goods or any other brandy, the purchaser who desired a bev- 
erage consisting of Benedictine and a particular brandy would be compelled to name 
the brandy entering into the mixture. The Examiner stated that “this situation is 
not changed by the sale of the merchandise for which applicant seeks registration or 
the use of the mark in issue thereon.” 

With respect to the claim of injury to Martell & Co. that the registration of the 
mark might be used for the purpose of preventing the sale of its goods upon an order 
therefor as an ingredient of the beverage consisting of Benedictine and brandy, 
the Examiner held that mere possibility of injury is deemed not to be proper 
ground for refusing registration. 

Upon appeal, the Commissioner of Patents affirmed the decision of the Examiner 
of Interferences with respect to dismissing the notice of opposition, and in the 
absence of an appropriate disclaimer of the notation “B and B” reversed the said 
decision with respect to the holding that the Benedictine Company is entitled to the 
registration of its mark for the reason that the mark is descriptive of the goods. Both 
parties appealed to this court from the decision of the Commissioner. The Bene- 
dictine Company appealed from the said reversal and the Martell Company appealed 
from the said affirmance. 

It is clear from the record that any purchaser who so desires, even with the 
applicant’s bottled ““B and B” on the market, can still specify the use of Martell 
brandy with Benedictine if he prefers that brand of cognac, and there is nothing in 
the trade-mark law which can prevent the sale by the Benedictine Company of 
“B and B” in bottles. 

Since it is admitted that the notation “B and B” is a designation of Benedictine 
and brandy in equal parts and that the designation has been popularly and exclu- 
sively so used in the United States for approximately thirty years, we think that the 
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term is necessarily descriptive of the said goods within the meaning of Section 5 
of the Trade-Mark Act and the fact that the mark contains additional letters of an 
apparently arbitrary nature does not change the situation. 

It is to be observed that the notation “B and B” stands out so boldly in the rela- 
tively faintly hatched letters “D O M” that the latter seem insignificant and they 
would attract little, if any, visual attention. “B and B” is the very essence of the 
mark and without this notation it is obvious that the Benedictine Company would 
not have sought the registration for which it made application. In our opinion 
the registration of the mark as applied for would, in effect, be equivalent to registra- 
tion of the term “B and B” by itself. 

Upon the agreed statement of facts there appears to be a probability that the 
Martell Company would be damaged by the registration of the mark. Therefore, 
the decision of the Commissioner with respect to the dismissal of the opposition is 
reversed, and the decision with respect to refusing the registration is affirmed. 





UNIVERSAL PAPER PRODUCTS CO. v. BEMIS BROS. BAG CO. 
United States Court of Customs and Patent Appeals 
Opposition No. 17,812 
January 6, 1941 


TRADE-M ARKS—OPPOSITION—FABRIC AND PAPER BAGS AND PAPER Cups—Goops OF SAME 
DESCRIPTIVE PROPERTIES. 
Combination fabric and paper bags for containing pulverized, granular or lump material 
held to be of the same descriptive property as paper cups. 
TRADE-M ARKS—OPPOSITION—“VEE-TUX” AND “VEECUP”—CONFLICTING MARKS. 
A trade-mark consisting of the word “Vee-Tux” held to be confusingly similar to the 
word “VeeCup.” 


On appeal from decision of the Commissioner of Patents dismissing a trade-mark 
opposition. Reversed. 


Albert Grobstein, of Washington, D. C., and Richard Spencer, of Chicago, IIl., for 
appellant. 
Delos G. Haynes, of St. Louis, Mo., for appellee. 


JACKSON, J.: 


This is an appeal from a decision of the Commissioner of Patents in a trade- 
mark proceeding, reversing a decision of the Examiner of Interferences sustaining 
the opposition of appellant to the application of appellee for registration of the trade- 
mark “Vee-Tux” as applied to “combination fabric and paper bags for containing 
pulverized, granular or lump material, and the like.” 

Appellant is the owner of the trade-mark “Veecup,” for paper cups, which was 
duly registered in the United States Patent Office over one year before the claimed 
date of first use by appellee of its mark. Illustrations in the record indicate that 
the appellant’s mark is sometimes written “Vee Cup,” and sometimes “VeeCup.” 
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Appellant alleged in its notice of opposition that the two trade-marks are con- 
fusingly similar, that the goods of the respective parties to which the marks are 
applied are of the same descriptive properties and that the simultaneous use of the 


marks by the parties is likely to cause confusion in the minds of the purchasing 
public. 


No testimony was taken. The record consists of a stipulation in which it is 
agreed that appellant, since the date of adoption, has continuously used its mark 
upon paper drinking cups, upon cartons in which the cups are packed for shipment, 
and upon dispensers in which the cups are held and from which they are removed 
by users; that the goods of appellee are combination fabric and paper bags; that the 
goods of both parties are sold largely to the same class of purchasers, namely, 
purchasing officers for companies and corporations, but that the purchasing officers 
likewise arrange for the purchase of automobiles, medicines, food products, furniture, 
typewriters, stationery, pipe, etc.; that appellant has enlarged the scope of its manu- 
facturing operations and at the time of filing the stipulation was selling soda cups 
and sundae dishes made of paper under its trade-mark, and that it intends to con- 
tinue expanding its business by manufacturing the same wide assortment of paper 
products as are being made by its competitors ; that it is customary for manufacturers 
such as appellant to make and sell paper containers and products of various and 
sundry types to the extent of several hundred in number; that neither party is 
aware that there is a single manufacturer in the United States making and selling 
both paper cups and combination paper and fabric bags, nor has there been for 
the past twenty years; and that the parties are not competitors. 

The Examiner of Interferences was of opinion that the goods of the parties 
possess the same descriptive properties and that the marks resemble each other 
to such an extent that their concurrent use upon their respective goods is reason- 
ably likely to cause confusion. Accordingly, the Examiner sustained the opposi- 
tion and held the appellee was not entitled to the registration for which it had applied. 

The Commissioner of Patents, reversing the decision of the Examiner of Inter- 
ferences, held the goods not to be of the same descriptive properties, and because 
of this holding he stated that under the authority of General Mills, Inc. v. Freed, 
24C. C. P. A. (Patents) 1171, 89 F. (2d) 664 [27 T.-M. Rep. 328], the similarity 
of the marks is immaterial. 

The specimen which is before us indicates that the bags of appellee are of heavy 
and strong paper-like material. They are well made and apparently are designed 
to contain heavy substances, such as sugar, flour, meal, or other similar things com- 
monly sold in grocery stores. 

It is clear to us that the goods of the parties specifically differ, but it is equally 
apparent that both are containers of types usually adapted for food products. 

The Examiner of Interferences stated in his decision: 


. . . . Containers of this sort commonly vary in structure and materials according to 
the character of the goods they are designed to hold, and it would not seem unusual for 
a manufacturer specializing in paper or similar products such as containers to make a 
number of different kinds thereof from materials appropriate for their intended uses. 


We believe that this statement is proper, particularly in view of the agreement 
shown in the stipulated facts that “. . . . it is customary on the part of companies 
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engaged in the same line of manufacture as the opposer (appellant) to manufac- 
ture and sell paper containers and paper products of various and sundry types.” 

We hold it to be immaterial that neither party is aware that any single manufac- 
turer in the United States makes and sells paper cups and combination fabric and 
paper bags and has not done so in the past twenty years. Trade practices change 
from time to time and it would seem that it would not be departing from normal 
trade expansion for a manufacturer of goods such as are made by appellant to also 
engage in the manufacture of other temporary containers of paper or partly of 
paper, such as the bags of appellee. 

In determining whether or not the goods here involved are of the same descrip- 
tive properties, “controlling consideration must be given to the question as to 
whether or not the goods are similar to the extent that confusion, deception, or mis- 
take will result to the public or to purchasers.” (Italics ours.) California Pack- 
ing Corporation v. Tillman & Bendel, Inc., 17 C. C. P. A. (Patents) 1048, 1051, 
40 F. (2d) 108, 110 [20 T.-M. Rep. 238]. In our opinion the goods here involved are 
similar to that extent. They do more than merely respond to the general definition 
of the word “container.” Any box or bottle, drawer or bookcase would certainly 
answer to such a definition. However, the general definition, as we see it, to which 
the involved goods should respond for trade-mark purposes is that of a temporary 
paper or paper-like container. The goods of the parties here are designed for 
temporary use. They are made of paper or partly of paper, and feel like paper. 
They are cheap and easily deformed or destroyed. The involved goods possess at 
least as much the same descriptive properties as this court held were possessed 
by horse-radish, olive spread, cranberry jelly and tea and coffee in the case of 
Cheek-Neal Coffee Co., et al. v. Hal Dick Mfg. Co., 17 C. C. P. A. (Patents) 1103, 
40 F. (2d) 106 [20 T.-M. Rep. 274], and the wheat flour and dried fruits in the 
case of California Prune & Apricot Growers Ass'n v. Dobry Flour Mills, Inc., 
26 C. C. P. A. (Patents) 910, 101 F. (2d) 838 [29 T.-M. Rep. 151]. 

In “Vee-Tux” and “VeeCup” the first syllables are identical and the last syl- 
lables differ. We do not think the fact that the mark “Vee-Tux” is hyphenated 
renders that mark much less similar to “VeeCup” than if it were a unitary notation. 
While it is true that there is some difference in appearance between the marks, 
nevertheless they sound very much the same when pronounced, and when con- 
sidered as a whole we believe that their resemblances appear to predominate over 
their differences, so that their concurrent use on goods of the same descriptive 
properties, in our opinion, is likely to give rise to confusion. See McKinnon & Co. 
v. HyVis Oils, Inc., 24 C. C. P. A. (Patents) 1105, 88 F. (2d) 699 [27 T.-M. Rep. 
254]; The Bon Ami Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. (Patents) 
826, 93 F. (2d) 915 [28 T.-M. Rep. 87]. 

In view of what has been stated, it is unnecessary to consider the question as to 
whether or not the mark sought to be registered is descriptive of the goods to which 
it is applied, as was urged by the appellant. 

For the reasons stated, the decision of the Commissioner of Patents is reversed. 


GarreTT, Presiding Judge, dissents. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Cancellation—Abandonment 


Twenty years’ non-use of “Popular Photography” held abandonment. 


Mackuin, F. A. C.: Affirmed the decision of the Examiner of Interferences 
dismissing the petition of American Photographic Publishing Company for cancella- 
tion of trade-mark registration No. 342,417, issued to Ziff-Davis Publishing Com- 


pany on January 19, 1937, on an application filed July 7, 1936. 
In his decision the First Assistant Commisssioner said: 


The mark sought to be cancelled consists of the words “Popular Photography” printed 
in block type above the words “Including Amateur Cinematography” printed in much 
smaller type and associated with a representation of a strip of motion picture film and two 
film reels. The words “Popular Photography” are the dominant feature of the mark. 
Respondent applies this mark to the outside front cover of a monthly periodical devoted 
primarily to amateur photography. The first issue of this publication appeared in July, 
1936. It then seemed not to have been settled whether the magazine would be continued as 
a monthly or yearly publication. The next issue appeared in May, 1937, in a much 
enlarged form, and monthly issues have been regularly published since that time. 

The appellant relies upon prior use of the notation “Popular Photography” and con- 
tends that it will be damaged through confusion in trade caused by respondent’s use of the 
registered mark. Appellant’s use of the mark, as shown by the record, is well summarized 
by the Examiner of Interferences as follows: 

“It appears from the testimony that the petitioner which has engaged in the publica- 
tion of a photographic magazine under the title ‘American Photography’ since its organi- 
zation in 1914, in the latter part of that year purchased a similar magazine of somewhat 
different content and trade interest which had been published under the title or mark 
‘Popular Photography’ here in question, since 1912 by one Fraprie, its principal witness 
in the case. Following this purchase, petitioner continued the publication of ‘Popular 
Photography’ concurrently with that of its ‘American Photography’ magazine until about 
the middle of 1916, when it was decided to consolidate these magazines into a single 
enlarged periodical designed to appeal to the advertisers and readers of both of the indi- 
vidual publications. . . . 

“In a number of succeeding issues of the consolidated magazine the front cover pages 
bear the main title ‘American Photography’ in association with the legend ‘incorporating 
Popular Photography and the Photographic Times’ (Exhibit 11), this legend being 
omitted therefrom in all subsequent issues commencing with the latter part of 1916. Since 
that time the magazine has been sold under the single title of ‘American Photography,’ the 
notation ‘Popular Photography’ appearing only in the ‘masthead’ of the publication.” 

The masthead referred to by the Examiner of Interferences begins with the title 
“American Photography” in large type, followed by the word “incorporating” and the 


names of a number of discontinued publications, including “Popular Photography,” all in 
much smaller type. 


* * * * * * 


The title of appellant’s magazine appears to be only the notation “American Photog- 
raphy.” I am not persuaded by the testimony and argument as to the technical signifi- 
cance of the masthead notations that the list of discontinued publications is anything more 
than a description of the history and make-up of American Photography. I cannot agree 
that it would be considered by either the purchasing public or those trained in the pub- 
lishing trade to be an essential part of the title of that magazine. While the purpose of 
listing the titles of discontinued publications undoubtedly was to give continuing notice 
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to the public of an intention not to relinquish all rights in those titles, it does not follow 
that the list formed a part of the name of appellant’s magazine or was used as part of its 
trade-mark therefor. 

Petitioner’s failure to use the notation “Popular Photography” as the name of an 
existing publication for over twenty years is strong evidence of its abandonment of the 
notation for that purpose. Ownership of a trade-mark cannot exist indefinitely in the 
absence of a trade-mark use, and I am of the opinion that appellant’s failure for that long 
period to make such use of the mark in question precludes a finding that it now owns 


the mark. 
* a” * of * x 


Numerous decisions contain statements to the effect that an intention to abandon is 
an essential element of abandonment. But an intention to abandon is practically incapable 
of proof by direct evidence, especially in the face of a denial of such an intention by the 
one to whom it is attributed. It has long been recognized that the required intention may 
be inferred from all the circumstances surrounding cessation of use. 


* * * * * * 


Moreover, a purely subjective intention to re-engage in a former enterprise at some 
indefinite time in the future is not sufficient to avoid abandonment when the mark in ques- 
tion has ceased to hold any substantial good-will in connection with that enterprise. 


* * * * + * 


Appellant points out that it is unnecessary for it to establish a technical trade-mark 
use of the notation in question, and that proof of use analogous to a trade-mark use is 
sufficient upon which to predicate a finding of likelihood of confusion in trade. However, 
in the absence of a technical trade-mark use of a mark similar to that sought to be can- 
celled, likelihood of injury through confusion in trade cannot be presumed, but must be 


established by proof. 
* 7 * * * * 


There is some evidence of confusion of identity between appellant and appellee having 
actually occurred, but proof of a few isolated instances of confusion is of little importance. 
Vick Chemical Co. v. Thomas Kerfoot & Co., Ltd., 23 C. C. P. A. 752, 80 F. (2d) 73 
[26 T.-M. Rep. 29]. Occasional misunderstanding may occur but there is nothing to 
show a probability of more than that. 

The above mentioned evidence of actual confusion was introduced for the first time 
during the taking of appellant’s rebuttal testimony. It was then objected to by appellee 
as improper rebuttal evidence, and I consider the objection to have been well founded. 
However, giving this evidence all the weight it would deserve if properly introduced, the 
damage to appellant from such confusion as is shown by the record before me appears to 
be negligible. 

+ . * + . * 


’ 


As contrasted with the situation in the “Centralloy” case, Central Iron & Steel Com- 
pany v. Republic Steel Corporation, 26 C. C. P. A. 1091, 102 F. (2d) 899 [29 T.-M. Rep. 
288], it is not believed that the present appellant’s use of the notation “Popular Photog- 
raphy” serves to indicate to the public the origin of appellant’s product, nor is it believed 
that the use of this notation by appellee as part of its registered mark would be apt to 
deceive the public or lead it to believe that appellee’s magazine is appellant’s product. I, 
therefore, do not believe that appellant’s use of the notation can be considered as being 
analogous to a trade-mark use, or that appellant is “injured,” within the meaning of the 
statute, by appellee’s registration. 

Although it was forcibly argued before me that the burden is on the appellee regis- 
trant to prove that there is no likelihood of confusion, I think that the burden is clearly 
on the appellant petitioner to establish that confusion is likely to occur. On the record 
before me, I do not find such likelihood of confusion as would warrant cancelling a 
registered trade-mark. 
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Appellant also contends that appellee failed to comply with all the technical require- 
ments for registration, specifically, that it has failed to show continuous use of the trade- 
mark “Popular Photography” as claimed in its application for registration, and failed to 
introduce satisfactory proof of a sale in interstate commerce prior to the date of its appli- 
cation. This contention does not seem to me to be well founded. Furthermore, having 
failed to show that it is injured by appellee’s registration, appellant has no standing to 
attack the validity of that registration on such grounds. Molly-’es Doll Outfitters, Inc. v. 
Gruelle, 489 O. G. 684 [28 T.-M. Rep. 153]; Maiden Form Brassiere Co., Inc. v. Hole- 
proof Hosiery Co., (case No. 1) [29 T.-M. Rep. 502]. 

Having abandoned the trade-mark use upon which it is relying, and having failed to 
prove that it is “injured” within the meaning of the statute by the registration sought to be 
cancelled, it seems clear that appellant is not entitled to the relief requested.” 


Conflicting Marks 


“Tru-Test” conflicts with “Time Test.” 


Frazer, A. C.: Affirmed the decision of the Examiner of Interferences sus- 
taining the opposition of The Glidden Company to the application of Tru Test 


claimed to have been used since July, 1937, as a trade-mark for lacquer, putty, 


touch-up enamel, automobile polish having incidental cleaning properties, and auto 
wax. 


In his decision the Assistant Commissioner said: 


The opposition is based primarily on opposer’s ownership of a trade-mark regis- 
tered April 11, 1916, under the provisions of the act of February 20, 1905; the said regis- 
tration having been duly renewed. The registered mark comprises the words “Time Test,” 
in association with a design and certain disclaimed matter; and the goods set forth in 
the registration are “paste paints, semipaste paints, liquid paints, and varnishes.” 

Manifestly, applicant’s goods and the goods of opposer, to which the marks in question 
are respectively applied, are not only of the same descriptive properties, but are so closely 
related as to be substantially identical. In view of opposer’s long priority of use, the only 
question for determination would thus appear to be whether or not, as applied to such 


goods, applicant’s mark so nearly resembles opposer’s mark as to be likely to confuse the 
public or to deceive purchasers. 










* * * * * 







* 







“Tru-Test” and “Time Test” do not differ greatly in appearance, sound, or signifi- 
cance; and while opposer’s mark includes other features, I agree with the Examiner that 
“the notation ‘Time Test’ is the only spoken symbol available to purchasers and is deemed 
to be the dominant feature thereof.” It is my opinion that the marks as a whole are too 


nearly alike to be used concurrently without confusion, and that the opposition was prop- 
erly sustained.” 












1. American Photographic Publishing Company v. Ziff-Davis Publishing Co., Canc. No. 
3213, 163 M. D. 617, October 10, 1940. 


2. The Glidden Company v. Tru Test Marketing & Merchandising Corp., Opp’n No. 18,825, 
163 M. D. 625, October 11, 1940. 
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THIRTY-ONE TRADE-MARK REPORTER 


PART II 


MUTUAL LIFE INS. CO. v. MENIN, et At. 
(115 F. 2d 975) 


United States Circuit Court of Appeals, Second Circuit 
December 16, 1940 


TRADE-MARKsS AND Goop-WILL—SALE oF BUSINESS—RIGHT OF SELLER. 

The voluntary sale of a business deprives the seller of the right to solicit former cus- 
tomers, but not of the right to compete with the buyer. Moreover, an involuntary transfer 
held not to affect the seller’s liberty to do either. 

TRADE-M ARKS—Goop-WILL—DEFINITION UNDER NEW YorkK STATUTE. 

The law of New York has expanded the meaning of the term “good-will” to include 
the likelihood that customers will return to the old place of business, and that they will 
continue to do business with the old name. 


TRADE-MARKS—USE OF BANKRUPT’S CORPORATE NAME IN SIMILAR BUSINESS—SUITS—ForM 
oF INJUNCTION. 

An injunction prohibiting a bankrupt from using his name or any part thereof in any 
business was modified so as to restrict bankrupt’s use of the name only where such use would 
lead the public to believe that the bankrupt was engaged in its former, or a similar business. 

TRADE-NAMES—Goop-WILL—RIGHT OF BUYER IN BANKRUPTCY. 


The buyer at a sale in bankruptcy as incident to such sale secured the right to use the old 
name of bankrupt without a distinguishing notice, and to prevent bankrupt from using said 


name in the same business or in any other which could be confused with the old business. 
TRADE-N AMES. 


A name, qua name, is not property. 


Appeal from an order in bankruptcy reversing in part the order of a referee, 
confirming the sale at auction of the bankrupt’s property, including its corporate 
name ; also appeal from an order denying a motion for rehearing the first order. 

First order modified, and appeal from second order dismissed. 


Samuel P. Gilman and Gerson C. Young, both of New York City, for appellant, 
Abraham I. Menin, trustee. 

David S. Hecht, of New York City, for appellant, Parke-Bernet Galleries, Inc. 

Vincent Keane, of New York City, for appellee. 


Before L. HAND, CHASE, and CLarK, Circuit Judges. 
L. HaAnp, Circuit Judge: 


This case comes up on two appeals. The first is from an order in bankruptcy, 
reversing the order of a referee so far as it confirmed the sale of that one out of 
four parcels of the bankrupt’s property, which included its name and “good-will” ; 
the second appeal is from an order denying a motion for a rehearing of that decision. 
The bankrupt filed a petition as debtor under Chapter XI of the Bankruptcy Act, 
11 U. S. C. A. § 701 et seq., for an “arrangement,” and while this was pending, 
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the referee ordered all its property to be sold, including its name and “good-will.” 
The Mutual Life Insurance Company, a pledgee of the bankrupt’s shares, objected 
to this so far as it involved the sale of the debtor’s corporate name; but the referee 
overruled the objection and struck down the property in four lots. (Two weeks 
later the debtor was adjudicated a bankrupt and the proceeding was dismissed as 
an “arrangement” and proceeded as a liquidation.) The Mutual Life Insurance 
Company then appealed from that part of the referee’s order which confirmed the 
sale of the corporate name, and succeeded before the district judge who sent the 
matter back for a resale without the name. After the trustee and the buyer had 
appealed from the judge’s order and while the appeal was pending, the trustee 
moved for a rehearing, or in the alternative that the judge should refer the case 
back to the referee for further evidence. This motion the judge denied, and the 
trustee has also appealed from the denial. 

The bankrupt had been engaged in the City of New York as an “auction gal- 
lery,” its business being to auction off works of art and its income coming from 
commissions upon the resulting sales; it had been in this business for many years 
and had acquired a very high reputation among dealers in works of art. The 
proceeding under Chapter XI was not, apparently, expected really to result in any 
“arrangement,” but to enable the “good-will” to be sold at better advantage than 
it could be in liquidation. The four lots sold were made up as follows: (1) The 
“Painting Sales Records” ; that is, the records of what had been sold in the past ; 
(2) the furniture, fixtures, equipment and miscellaneous property; (3) the “Art 
Reference Library”; (4) the “right, title and interest in and to the name American 
Art Association-Anderson Galleries, Inc.,’’ with the right to use it ; the “good-will” ; 
all interest in the shares which the bankrupt held in subsidiary companies together 
with the use of their names ; ““Customers’ Lists, books, records and correspondence 
other than books of account needed . . . . to wind up its affairs . . . . all con- 
tracts containing restrictive covenants, all sales catalogues”; and three small 
accounts which the referee thought it necessary to include in order to allow the 
“good-will” to be sold at all. The first and third lots were struck down to one 
purchaser; the second and fourth to another, the appellant, the Parke-Bernet 
Galleries, Inc. The appeal concerns only the fourth. 

There can be no question of the power of the court to sell the “good-will” of 
the bankrupt along with its other assets. Sawilowsky v. Brown, 5 Cir., 288 F. 533; 
Woodward v. White Satin Mills Corp., 8 Cir., 42 F. 2d 987, 990, 991; United 
States Ozone Co. v. United States Ozone Co. of America, 7 Cir., 62 F. 2d 881, 
885, 886 [22 T.-M. Rep. 304]. What rights the buyer gets and what the bank- 
rupt loses, are another matter. The Bankruptcy Act, § 70 sub.a (5), 11 U.S.C.A. 
§ 110, sub. a (5), vests in the trustee all “property” which the bankrupt may 
transfer, or which his creditors may reach, and both are to be determined by the 
law of the state. The law of New York, like that of most other jurisdictions, has 
expanded the meaning of the term “good-will” since Lord Eldon defined it in 
Crutwell v. Lye, 17 Ves. Jr. 335, 346; it includes not only the likelihood that cus- 
tomers will return to the old place of business, but also that they will continue 
to do business with the old name. Whether this is because they assume that 
the quality of the service or the honesty of the management will continue; or 
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whether because of the mere inertia of past habit—like the “good-will” which 
results from advertising—we need not inquire. However acquired, our law 
recognizes the competitive advantage that this disposition gives to the successor 
of an established business, and treats it as “property.” Obviously, so understood, 
“good-will” is dependent in its much more important part upon the privilege of 
using the old name and of preventing its use by others; in modern times, especially 
in a city like New York, the mere privilege of doing business at the old site is 
ordinarily not of prime consequence. 

The Parke-Bernet Company, by buying the second and fourth lots, became the 
owner of all the bankrupt’s property except the “Painting Sales Records” and 
the “Art Reference Library.” The record does not disclose how vital either of 
these last was to the conduct of the business, and we may assume that their absence 
will not so cripple it that it cannot go on in real continuity with its past. Thus the 
“good-will” passed to this bidder, and since the exploitation of it substantially 
coalesces with the use of the old name, we have first to consider the extent of 
the acquired privilege to use that name; more concretely, whether some phrase 
must be added to indicate that the business is being conducted by a successor. 
So far as concerns the public at large, we can see no more reason to require this 
than when a trade-mark is sold. If an individual or a firm sells a business which 
has been conducted under his or their names, it can be plausibly argued that 
those who deal with the buyer may be misled; but everyone knows that the name 
of a corporation assures no continuity of personnel—at least when, as here, the 
only name of an individual which it contains has long since ceased to mean that he 
has any share in its management. Buffalo Oyster Company v. Nenni, 132 Misc. 
213, 217, 229 N. Y. S. 210. Only the bankrupt’s interest can therefore demand 
a distinguishing phrase. In New York, whatever may have been the proper 
scope of Slater v. Slater, 175 N. Y. 143, 67 N. E. 224, 61 L. R. A. 796, 96 Am. 
St. Rep. 605, we may take it as now settled—at least in the case of the involuntary 
sale of an individual’s business or of a firm’s—that the buyer must add the word 
“successor,” or its equivalent to the old title. Jn re Brown’s Will, 242 N. Y. 1, 
150 N. E. 581, 44 A. L. R. 510. See also Hegeman & Co. v. Hegeman, 8 Daly, 
N. Y., 1. But it does not follow that the same is true of a corporation. We cannot 
find any case in which the question has been directly adjudicated, and those dicta 
which seem to recognize no distinction between corporations and individuals have 
been thrown out quite casually and without discussion. Montreal Lithographing 
Co. v. Sabiston, [1899] App. Cas. 610, 614; Metropolitan T. & T. Co. v. Metro- 
politan T. & T. Co., 156 App. Div. 577, 582, 141 N. Y. S. 598 [3 T.-M. Rep. 135] ; 


Lothrop Publishing Co. v. Lothrop, Lee & Shepard Co., 191 Mass. 353, 355, 


77 N. E. 841, 5 L. R. A. N. S. 1077. It would seem that limitations upon the 
buyer’s privilege are proper only so far as they are complementary to the bank- 
rupt’s privilege to use the name in competition with him. If the bankrupt retains 
no such privilege he can certainly have no interest in what the buyer may call 
himself; if on the other hand the bankrupt may compete in his old name, obviously 
both should not use the same name. Thus the discussion comes down to the extent 
of the bankrupt’s privilege to compete with the buyer. 
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In 1910 the Court of Appeals of New York (Von Bremen v. MacMonnies, 200 
N. Y. 41, 93 N. E. 186, 32 L. R. A., N. S., 293, 21 Ann. Cas. 423) accepted the 
doctrine of the House of Lords in Trego v. Hunt, L. R. 1896, App. Cas. 7, that 
the voluntary sale of a business deprived the seller of the right to solicit the old 
customers, though not of competing with him in the same business. An involuntary 
transfer does not affect his liberty to do either. So far as we have found, it has 
never been suggested that an individual bankrupt—or other owner involuntarily 
dispossessed—may not so compete in his own name, but must adopt another. 
Such a limitation would impose a handicap which might be decisive; indeed it 
would often give his creditors the practical power of preventing his resumption of 
the only activity by which he could earn a living. This is shown to be the source 
of his privilege by the fact that where he has done business only under a trade-name 
he must abandon it in any future competition with the buyer. Sawilowsky v. 
Brown, supra, 5 Cir., 288 F. 533; Children’s Bootery v. Sutker, 91 Fla. 60, 107 So. 
345, 44 A. L. R. 698. Now a corporation is in this respect like an individual doing 
business under a trade-name. Lawyers Title Ins. Co. v. Lawyers Title Ins. Corp., 
71 App. D. C. 120, 109 F. 2d 35, 42, 43. Stripped of its assets it is no more than 
a procedural convenience ; its franchise allows the shareholders to act collectively for 
the corporate purposes, but it gives them nothing more. They do not need the 
same protection as an individual resuming his old business ; they may severally com- 
pete under their own names, or they may without serious embarrassment do so col- 
lectively under a new name. Thus, although a bankrupt corporation may have 
the same privilege of competition as an individual, it would @ priori seem proper to 
forbid its competing under its old name. 

The authorities are not very helpful. In New York there is nothing decisive. 
Van Dyk v. Van Dyk & Reeves, 245 N. Y. 516, 157 N. E. 840, concerned an action 
by the bankrupt to enjoin the buyer, which depends upon other considerations ; and 
may indeed have gone off on the issue of res judicata. In Lothrop Publishing Co. 
v. Lothrop, Lee & Shepard Co., supra, 191 Mass. 353, 355, 77 N. E. 841, 842, 
5 L.R. A. N. S., 1077, the court reserved the question whether a corporation which 
had made an assignment for the benefit of creditors might “have the same right 
to the use of its corporate name... . that an individual would have.” In Montreal 
Lithographing Co. v. Sabiston, supra, L. R. [1899] App. Cas. 610, the bill was 
directed against a third person, and would have succeeded if he had shown any 
disposition to compete with the buyer. The defendant was also a third person in 
Metropolitan T. & T. Co. v. Metropolitan T. & T. Co., supra, 156 App. Div. 577, 
141 N. Y. S. 598; Woodward v. White Satin Mills Co., supra, 8 Cir., 42 F. 2d 987 
[21 T.-M. Rep. 5]; Reconstruction Finance Corp. v. J. G. Menihan Corp., D. C., 
22 F. Supp. 180; Washington Barber Supply Co. v. Spokane, B. & B. S. Co., 171 
Wash. 428, 18 P. 2d 499; G. B. McVay & Son Seed Co., Inc. v. McVay Seed & 
Floral Co., Inc., 201 Ala. 644, 79 So. 116; Peck Brothers & Co. v. Peck Brothers Co., 
7 Cir., 113 F. 291, 62 L. R. A. 81; Van Dyk Co. v. Reilly Co., 73 Misc. 87, 130 
N. Y. S. 755 [1 T.-M. Rep. 317]; and E. Edelman & Co. v. Fredericks Armature 
Mfg. Co., D. C., 3 F. Supp. 973. On the other hand in Theobald-Jansen Electric 
Co. v. Harry I. Wood Electric Co., 285 F. 29, the Sixth Circuit affirmed an order 
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which had refused to sell the bankrupt’s name, because, being a corporation, it con- 
tinued to exist and was entitled to a discharge ; and this was followed in Re Connolly 
& Wallace Co., D. C., 32 F. Supp. 827. But Judge Holt enjoined the bankrupt in 
S. F. Myers Co. v. Tuttle, C. C., 188 F. 532, and so did Mr. Justice Erlanger in 
Julius Bien Co. v. Franklin, 87 Misc. 434, 151 N. Y. S. 23 [5 T.-M. Rep. 22]. 

There being no decisive weight of authority to the contrary, we feel free to hold, 
and we do hold, that, as an incident to the transfer to it of the “good-will” of the 
bankrupt, the Parke-Bernet got the privilege of using the old name without dis- 
tinguishing phrase, and the right to prevent the bankrupt from using it in competi- 
tion, not only in the same business, but in any other which could possibly be con- 
fused with the old business. The referee’s order which the judge reversed went 
farther than this. It directed the bankrupt to accept the bid for its “right, title and 
interest in and to the name . . . . or any component part . . . . and the right to 
use the same and engage in any business thereunder.” It then ordered it to “execute 
and deliver and file all documents... .and consents necessary and proper to 
permit the Parke-Bernet Galleries, Inc., or any corporation. . . . formed by it 

. toassume....the name... .orany part... . thereof... . and for- 

ever to cease to use . . . . the said name . . . . and every part thereof . 
and... .totake... . all steps necessary to cease to use the said name.” Finally 
it enjoined the bankrupt from “using . . . . said name or any part thereof or any 
name similar . . . . in connection with . . . . any . . . . business whatsoever.” 
Literally at any rate, this went further than merely to protect the buyer in the 
exploitation of the “good-will” ; the referee obviously supposed that the name passed 
like a chattel, a chose-in-action, or any other bit of property. In this we think he 
was in error ; we can find no warrant in the books for considering a name, qua name, 
as property. No doubt “property” is itself a conventional concept, but so are all 
legal concepts ; this one has not as yet embraced names. Nor is there any necessity 
for its doing so; on the contrary so to enlarge it would take away from the first user 
privileges which, at least in theory, he might have an interest to retain; that is, the 
use of the name in a new business which did not even remotely compete with the old. 
Therefore, although we reverse the order of the district court, we shall not direct that 
the referee’s order be affirmed verbatim et literatim. The order of the referee will 
therefore be amended so that the paragraphs, which we annex hereto, shall read as 
they there appear.” 





1. “(d) A bid for the debtor-in-possession’s right, title and interest in and to the good-will of 
said corporation, including the debtor-in-possession’s right, title and interest in and to the stock 
of any and all subsidiary corporations and the use of the names of the said subsidiary corporations, 
or any component part or parts thereof, and including Customers’ Lists, books, records and 
correspondence other than books of account needed by the debtor-in- possession to wind up its 
affairs for the benefit of its creditors, all contracts containing restrictive covenants, all sales 
catalogues, including those used by the auctioneers at the time of the sales of the property 
described therein, and other material including those catalogues and records held by the New 
York Public Library, and the accounts of K. T. Brown in the amount of $40.60, N. C. Baker, 
in the amount of $10.00 and Ira Abilgard in the amount of $.39 made by Parke-Bernet Gal- 
leries, Inc., in the amount of $6,500.00; and it is further 

* * * 


“Ordered, in connection with the sale of the aforesaid furniture and fixtures and good-will 
and other assets and business of the debtor corporation to Parke-Bernet Galleries, Inc., that the 
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DIXI-COLA v. COCA-COLA 


DIXI-COLA LABORATORIES, INC., et at. v. THE COCA-COLA 
COMPANY 


United States Circuit Court of Appeals, Fourth Circuit 
January 11, 1941 


TRADE-MARK INFRINGEMENT—‘CocA-COLA” AND “Drxi-CoLa”—NON-CONFLICTING MARKS. 

In the case at issue, “Dixi-Cola” held not to infringe “Coca-Cola,” both marks being used 
on non-alcoholic beverages. 

TRADE-MARK INFRINGEMENT—W HAT CONSTITUTES. 

Confusion of origin, as well as confusion of goods from the use of the same trade-mark, 
may constitute infringement, especially when the name has a fanciful and arbitrary character. 

TRADE-MARK INFRINGEMENT—USE OF GENERIC TERM AS PART OF MARK. 

It is not infringement for a trader to use as part of his trade-name a descriptive or generic 
word already adopted by another, provided the competing mark, taken as a whole, is clearly 
distinguishable. 

TRADE-MarkKs—“Coca-CoLa” ON A BEVERAGE—DESCRIPTIVENESS. 

The word “Coca-Cola,” taken as a whole, held in some sense descriptive of the drink which 

it designates ; it also identifies, as well as characterizes, the maker’s goods. 
TRADE-MARKS—REGISTRATION UNDER TEN-YEAR PROVISO. 

An application for registration under the ten-year proviso of the Act of 1905 is an indica- 

tion by applicant that the mark is descriptive. 
TRADE-MARKS—“COLA” AS BEVERAGE NAME—STATUS. 

Notwithstanding that, prior to the advent of “Coca-Cola” in 1886, the use of the term 
“Cola” as a beverage name was unknown, this fact held not controlling in the face of evidence 
that said word does not now indicate appellee’s product, but a class of drinks. 

UNFAIR COMPETITION—“DrxI-CoLa” “Lota-KoLa” ANp “Coca-CoLa”—PaAssInG OFF. 

In the case at issue, where it was shown that appellant’s beverage, “Lola-Kola,” was passed 
off as “Coca-Cola” with appellant’s knowledge, the conclusion was that the latter had conspired 
with their customers to palm off their goods as and for appellee’s. 

UNFAIR COMPETITION—USE OF SIMILAR COLORING INGREDIENT. 

The use by appellants to color their beverage, not sold to consumers in bottles, of a 
color resembling the dark brown color of the “Coca-Cola” beverage, thus enabling the 
goods to be passed off as appellee’s, held unfair competition, and was enjoined. 


In equity. Action for trade-mark infringement and unfair competition. From 
a decree of the District Court, District of Maryland, in favor of plaintiff, defendants 
appeal. Modified. For decision below, see 30 T.-M. Rep. 305. 


Joseph S. Mead, Birmingham, Ala., and W. Hamilton Whiteford, Baltimore, Md. 
(Mead & Moebes, Birmingham, Ala., and Due, Nickerson & Whiteford, Balti- 
more, Md., on the brief), for appellants. 


debtor-in-possession, its officers, directors, employees and agents and each of them be and they 
hereby are ordered and directed to sign, execute and deliver and file all proper documents, notices, 
certificates and consents necessary and proper to permit said Parke-Bernet Galleries, Inc., or 
any corporation or corporations formed by it or to which it may assign the assets and rights pur- 
chased as aforesaid, to assume the name American Art Association-Anderson Galleries, Inc., or 
any part or derivative thereof or similar to or resembling said name; and it is further 

“Ordered, and directed hereby that the debtor-in-possession, its officers, directors, employees, 
agents and stockholders be and they hereby are forever enjoined and restrained from using or 
causing to be used or sanctioning the use of said name or any part thereof or any name similar 
to or containing a derivative of said name or any part thereof in connection with any business in 
which the use of such name or part thereof will lead third persons to suppose that the debtor-in- 
possession is engaged in its former business or in any business in any way similar thereto.” 





40 THIRTY-ONE TRADE-MARK REPORTER 


Arthur T. Vanderbilt (Mullikin, Stockbridge & Waters, Theodore C. Waters, 
Hershey, Donaldson, Williams & Stanley and Roger B. Williams, all of Balti- 
more, Md., and Herman Shulman, Milton Handler, Benjamin Algase, Willis 
Battle and Ellis W. Leavenworth on the brief) for Pepsi-Cola Company, Life 
Savers Corporation and Nehi Corporation, as amici curiae. 

Hiliary W. Gans, Baltimore, Md., and Harry D. Nims, New York, N. Y. (Brown 

& Brune and Charles Ruzicka, both of Baltimore, Md., Robert B. Troutman, 


Atlanta, Ga., and Percy E. Williamson, Jr., New York, N. Y., on the brief), 
for appellee. 


Before PARKER, SoPER and Dosir, Circuit Judges. 


SoPER, Circuit Judge: 


The Coca-Cola Company, a Delaware corporation, is undoubtedly entitled to 
relief in this case of trade-mark infringement and unfair competition. Fraudulent 
conduct on the part of the Dixi-Cola Laboratories, Inc., a Maryland corporation, 
and certain individuals resident in Maryland and trading as Marbert’s, Inc., and 
Apola Extract and Syrup Corporation, has been established. The only question 
seriously disputed, albeit an important one, is the extent of the relief to which the 
plaintiff is entitled. 

The plaintiff is the owner of the trade-mark “Coca-Cola” for a syrup to be 
used with carbonated water as a beverage. The defendants make and sell a concen- 
trate and a syrup to be used in the production of a similar beverage under the names, 
“Marbert the Distinctive Cola and Dixi-Cola.” The defendants do not use the word 
“coca”; but they claim the right to use the word “cola” in the combinations men- 
tioned. The evidence shows that they have also used other terms, such as “Apola 
Cola” and “Lola-Kola,” but as to them they now make no defense. The plaintiff 
concedes that the names “Dixi-Cola” and “MarBert the Distinctive Cola” are not 
so similar to “Coca-Cola,” that a purchaser of the beverage known as Dixi-Cola 
would be led to believe that he was buying the beverage Coca-Cola, but nevertheless 
charges infringement on the ground that the use of the word “cola” in defendants’ 
trade-marks or trade-names leads the public to believe that their products originate 
with the plaintiff. 

The decree of the District Court sustains this contention, forbidding the defend- 
ants to continue the use of names containing the word “cola,” or to use “Coca-Cola” 
or any other name which includes either the word “coca” or “cola.” The defendants 
are also enjoined from the performance of various acts designed to promote the 
passing off of their product as that of the plaintiff, and are specifically prohibited 
from giving to their merchandise, not sold to consumers in bottles, a color resembling 
the well-known dark brown color of the “Coca-Cola” beverage, when defendants 
know, or in the exercise of reasonable care should know, that the purchaser does not 
intend to dispense the goods to customers in bottles, or intends to use bottles with 
some receiving element, enabling the goods to be passed off as the plaintiff’s product. 
The defendants, however, are given permission under certain distinguishing safe- 
guards, to state on their containers and labels, or in advertisements, if it should be 
a fact, that their products contain an extract of coca leaves or cola nuts. 
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The broad claim of the plaintiff to the exclusive use of the word “cola” in a trade- 
mark or trade-name is based upon the contention that “Coca-Cola” is a technical 
common-law trade-mark, adopted as a fanciful and arbitrary word by the first pro- 
ducer of the beverage in 1886. The plaintiff also relies on five registrations of the 
mark in the United States Patent Office, one under the Act of March 3, 1881, 21 
Stat. 502, and four under the Act of February 20, 1905, 33 Stat. 724. The Dis- 
trict Judge concluded that these registrations were valid, but it is not necessary for 
us to decide the point here for, as the judge also held, the substantive rights under 
a trade-mark are not dependent upon or affected by registration, and its secondary, 
as distinguished from its primary significance, is still open to question. Thaddeus 
Davids Co. v. Davids, 233 U. S. 461 [4 T.-M. Rep. 175] ; Trade-Mark Cases, 100 
U. S. 82, 92 (1879) ; American Trading Co. v. Heacock Co., 285 U. S. 247 (1932) 
(22 T.-M. Rep. 127]; Anheuser-Busch v. Cohen, D. Md., 1930, 37 F. 2d 393, 
396 [20 T.-M. Rep. 561] ; Beckwith v. Commissioner, 252 U. S. 538, 543 (1920) ; 
American Steel Foundries v. Robertson, 269 U. S. 372, 381 (1926) [10 T.-M. 
Rep. 255] ; United Drug Co. v. Rectanus Co., 248 U. S. 90, 99 (1918) [9 T.-M. 
Rep. 1]. 

A vigorous contest has arisen in this case as to whether the name “Coca-Cola” is 
in reality a technical trade-mark, entitled to the widest protection, or is a descrip- 
tive name which through long years of use and extensive advertisement has acquired 
a secondary significance. So far as the validity of the trade-mark and the right of 
the plaintiff to prevent its use as a whole by any competitor are concerned, the issue 
is unimportant. It was held in Coca-Cola Co. v. Koke Co., 254 U. S. 143 (1920) 
[10 T.-M. Rep. 441], that “whatever may have been its original weakness, the name 
for years has acquired a secondary significance, and has indicated plaintiff’s product 
alone” ; and it was held by this court the next year in Coca-Cola Co. v. Old Dominion 
Beverage Corp., 4 Cir., 271 F. 600 [11 T.-M. Rep. 128] (certiorari denied, 255 U. S. 
234) that as the plaintiff’s trade-mark had been duly registered under the ten- 
year proviso of the Act of February 20, 1905, it is “immaterial that it may once have 
been descriptive or that to a degree it may be so still.” See, also, Coca-Cola Co. v. 
Gay-Ola Co., 6 Cir., 200 F. 720, 211 F. 942 [3 T.-M. Rep. 1]; Nashville Syrup Co. 
v. Coca-Cola Co., 6 Cir., 215 F. 527 [4 T.-M. Rep. 323] ; Coca-Cola Co. v. Bennett, 
8 Cir., 238 F. 513 [7 T.-M. Rep. 159] ; Coca-Cola Co. v. Chero-Kola Co., C. A. D. C., 
273 F. 755 [11 T.-M. Rep. 252]; Steinreich v. Coca-Cola Co., C. C. P. A., 67 F. 
2d 498 [24 T.-M. Rep. il]. 

The decisions in trade-mark cases seem to show that some difference exists 
between the protection given to trade-marks and that given to trade-names, using 
these terms in the significance in which they are employed in the Restatement of 
Torts, §§ 715, 716, to indicate, respectively, arbitrary marks or coined words adopted 
as technical trade-marks, and descriptive marks which have acquired a secondary 
significance. In some cases it is said that a descriptive name which has acquired 
a secondary significance may be used by a competitor to designate his own product, 
provided that in doing so he unmistakably distinguishes it from that of the prior 
user of the name, while in other cases it is said. that the use of such a word to 
denominate the competitor’s product should be enjoined. Compare the original 
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opinion in Barton v. Rex-Oil Co., 3 Cir., 2 F. 2d 402 [13 T.-M. Rep. 156], with 
the opinion in the same case on the hearing in 29 F. 2d 474. See, also, Elgin Watch 
Co. v. Illinois Watch Case Co., 179 U. S. 665; Thaddeus Davids Co. v. Davids, 
233 U. S. 461 [4 T.-M. Rep. 17] ; Fawcett Publications v. Popular Mechanics Co., 
3 Cir., 80 F. 2d 194 [22 T.-M. Rep. 273]; Richmond Remedies Co. v. Dr. Miles 
Medical Co., 8 Cir., 16 F. 2d 598 [17 T.-M. Rep. 82] ; Vacuum Oil Co. v. Climax 
Refining Co., 6 Cir., 120 F. 254; Trinidad Asphalt Co. v. Standard Paint Co., 
8 Cir., 163 F. 977, affirmed 220 U. S. 446 [1 T.-M. Rep. 10]. In reality, there is 
no important difference between a trade-name and trade-mark with respect to the 
protection afforded by the courts to the exclusive right of the owner to use it to 
denominate his goods. See, Restatement of Torts, § 717 and comment (a) ; Handler 
and Pickett on Trade-Marks and Trade-Names, 30 Col. L. Rev. 168. 

It is certainly beyond dispute that the word “Coca-Cola” is the exclusive prop- 
erty of the Coca-Cola Company. The evidence in the pending case shows that what 
was said of the name in Coca-Cola Co. v. Koke Co., supra, and Coca-Cola Co. v. Old 
Dominion Beverage Corp., supra, is equally true today. There has been no let-up 
in the popular demand for the drink or in the extent of its advertising. On the con- 
trary, both have greatly increased. In 1920 the gallons of syrup sold were 18,656,445 
and the advertising expense $2,330,710.40, while in 1938 the gallons sold were 
48,508,414, and the advertising expense $7,122,863.31. No one else can lawfully use 
the word “coca-cola” for a trade-mark, even though it originally may have been a 
descriptive name. 

The plaintiff, however, is not content with this measure of protection. It insists 
in addition that no one shall use the word “cola” in a trade-mark, even in connection 
with a prefix that prevents all confusion with the name “Coca-Cola.” The reason 
given is that the word is so closely associated with “Coca-Cola” in the public mind 
that any drink, bearing the word as part of its name, will be thought to proceed 
from the same source. Forty-one witnesses from Baltimore, Springfield and Bir- 
mingham testified that when they saw goods labeled by a name containing the suffix 
“cola,” they were led to believe, not that the goods were “Coca-Cola,” but that they 
originated with the Coca-Cola Company. Hence, it is clear that the defendants 
have appropriated the result of the plaintiff’s efforts and expenditures, and imperiled 
the reputation of the Coca-Cola Company and its product. 

Confusion of origin, as well as confusion of goods, from the use of the same 
trade-mark, may constitute infringment, especially when the name is of a fanciful 
and arbitrary character. See the decision of this court in Arrow Distilleries, Inc. v. 
The Globe Brewing Co., — F. 2d [30 T.-M. Rep. 60] (decided January 6, 1941). 
We must, therefore, come to the defense now set up to this part of the plaintiff’s case 
that the word “cola” is a descriptive and generic term open to all the world, which 
may be lawfully used as part of a trade-mark by competitors so long as the whole 
trade-mark is not confusingly similar to “Coca-Cola.” 

There are many cases which hold that it is not infringement for a trader to use as 
part of his trade-name to designate his product a descriptive or generic word which 
has already been adopted by another, provided that the composite marks, taken as 
a whole, are clearly distinguishable. Thus “Sal-Vet” was not infringed by “Sal 
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Tone,” since the word “Sal,” meaning salt, was descriptive of the principal ingredi- 
ent of both products, and no ordinary purchaser would confuse one of the complete 
names with the other. S. R. Feil Co. v. John E. Robbins Co., 7 Cir., 220 F. 650 
[5 T.-M. Rep. 163].’ 

In the light of these decisions, it is important to inquire whether or not the word 
“cola” has a descriptive significance apart from its use in the trade-mark ‘“Coca- 
Cola,” and has become a generic term, generally used to indicate a class of bev- 
erage. The answer is to be found, we believe, in scientific and popular literature, 
in the discussions of “Coca-Cola” cases by the courts, and the attitude of the Coca- 
Cola Company itself in the conduct of its business. The beverage was devised and 
the name “Coca-Cola’”’ was adopted by John S. Pemberton in Atlanta in 1886. The 
product was sold under a label registered in the Patent Office, which advertised 
“Coca-Cola” syrup as an extract for carbonated beverages possessing a peculiar 
flavor and the tonic and nerve stimulant qualities of the coca plant and cola nuts. 
Both of these substances were well known at that time. The word “cola” was recog- 
nized as the name of a tree native to Africa, which bears the small brown “cola nut” 
that was introduced in England in 1865 and later in the United States. Prior to 1886 
the stimulant qualities of the cola nut were frequently referred to in pharmaceutical 
and scientific publications and periodicals, and it was suggested that it could be used 
to make a beverage that would successfully compete with tea and coffee as a refresh- 
ing and invigorating drink.’ 

These facts led to the contention in the court below that at best the word “Coca- 
Cola,’ taken as a whole, is a descriptive name, entitled to protection only because 
it has acquired a secondary significance. But the contention was rejected. It was 
said that, while relatively small amounts of coca and cola extracts are found in 
the drink, the basic ingredients are sugar, phosphoric acid and a small amount 
of caffeine; and also that the words comprising the mark were so little known to 
the general public when adopted that they did not suggest at that time that the 
beverage was made from coca leaves or cola nuts. Hence it was decided that the 
name is not clearly descriptive of the product, but should be considered a coined 
word with all the characteristics of a technical trade-mark. Other courts have 


1. See, also, Graf Bros., Inc. v. Marks, E. D. N. Y., 1929, 41 F. 2d 167 [19 T.-M. Rep. 48] ; 
Caron Corp. v. Maison Jeurelle-Seventeen, Inc., S. D. N. Y., 1938, 26 F. Supp. 560 [29 T.-M. 
Rep. 59]; Colburn v. Puritan Mills, 7 Cir., 1939, 108 F. 2d 377 [30 T.-M. Rep. 57]. (The court 
regarded the plaintiff’s mark as descriptive but did not rest its discussion on this ground.) Thomas 
Kerfoot & Co. v. Louis K. Liggett Co., 1 Cir., 1933, 67 F. 2d 214 [23 T.-M. Rep. 455]; Turner 
& Seymour Mfg. Co. v. A. & J. Mfg. Co., 2 Cir., 1927, 20 F. 2d 298 [17 T.-M. Rep. 311]; 
Valvoline Oil Co. v. Havoline Oil Co., S. D. N. Y., 1913, 211 F. 189; Crowell Pub. Co. v. Italian 
Monthly Co., Inc., S. D. N. Y., 1928, 28 F. 2d 613 [18 T.-M. Rep. 144]; Social Register Assn. V. 
Murphy, C. C. D. R. L., 1904, 128 F. 116; Glenmore Distilleries Co. v. National D. Prod. Corp., 
E. D. Va., 23 F. Supp. 928, affirmed 4 Cir., 101 F. 2d 479 [29 T.-M. Rep. 305] [40 U. S. P. Q. 
264] ; Pepsi-Cola Co. v. Krause Bottling Co., 4 Cir., 92 F. 2d 272 [35 U. S. P. Q. 106]. 

2. Lindley, “The Treasury of Botany,” Longmans, Green & Co., pp. 311, 312, 1874. 

“The Dispensatory of the United States of America,” 13th Ed., pp. 1700-1701. 

American Journal of Pharmacy, pp. 27-28, January, 1883. 

“The Kola Nut,” The Druggists’ Circular and Chemical Gazette, p. 19, February, 1883. 

“The Kola Nut,” Journal of the Chemical Society, pp. 863-864, 1884. 

“A New Idea,” p. 327, June-July, 1884. 

“Notes on Kola Nut,” The American Druggist, pp. 133-134, July, 1885. 
“Kola and Kola Paste,” The American Druggist, pp. 155-156, August, 1886. 
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reached the same conclusion. See Coca-Cola Co. of Canada, Ltd. v. Pepsi-Cola Co. 
of Canada, Ltd., 1938, 4D. L. R. 161. (Reversed by the Supreme Court of Canada, 
1940, 1 D. L. R. 161.) Nashville Syrup Co. v. Coca-Cola Co., 6 Cir., 215 F. 527 
[4 T.-M. Rep. 323]. 

This view, however, has not always been maintained by the Coca-Cola Company 
in the conduct of its business, or by the courts in the never-ceasing litigation pro- 
voked by the extraordinary popularity of the product. Thus we find in 1901, ina 
suit for infringement against John B. Daniel in the Fulton Superior Court of Fulton 
County, Georgia, that the president of the Coca-Cola Company made affidavit to a 
bill of complaint wherein it was alleged that the company had been engaged for 
more than five years in the manufacture and sale of a trade-marked syrup or article, 
known as “Coca-Cola,” “the name in large measure being descriptive of the charac- 
ter of the article.” Coca-Cola Co. v. John B. Daniel, No. 8577, Spring Term, 1901. 

In 1905, the Coca-Cola Company indicated that the mark was descriptive in char- 
acter by applying, through its president, for registration in the Patent Office under 
the ten-year proviso of § 5 of the Act of February 20, 1905, 15 U. S. C. A. 85, which 


permits the registration of a descriptive mark by one who has made actual and exclu- 


sive use thereof for ten years next preceding the approval of the act. 

In 1912, in Coca-Cola Company v. Deacon Brown Bottling Co., D. C. N. D. 
Ala., 200 F. 105 [3 T.-M. Rep. 33], it was said that the right of complainant to the 
use of the words coca-cola as a technical trade-mark was doubtful, “in view of the 
fact that the words are admittedly suggestive and probably merely descriptive of 

- the constituents of the beverage, and not subject to be appropriated as a trade-mark” ; 
but the plaintiff was held entitled to an injunction because the mark had acquired 
a secondary meaning and had been registered under the ten-year clause of the Act 
of 1905. 

Again in 1912, in Coca-Cola Co. v. Williamsburgh Stopper Co., S. D. N. Y.., 
2 T.-M. Rep. 234, Judge Hough said “ ‘cola’ is admittedly a descriptive word, in 
which complainant is entitled to no special or exclusive right. Nevertheless, affidavits 
submitted are fully persuasive to the effect that ‘soft drinks,’ to which the word 
‘cola’ can properly be applied, owe if not their introduction, certainly their popu- 
larity, wholly to the long-continued efforts of complainant.” 

In 1916, in United States v. Coca-Cola Co., 241 U. S. 265, 285, the court con- 
sidered a charge under the Pure Food and Drug Act of June 30, 1906, 34 Stat. 768, 
that “Coca-Cola” was misbranded in that it contained no coca and little, if any, cola. 
The court rejected the defense that the combination of the two names constituted 
a distinctive name, and held that it was a question of fact whether or not the name 
was primarily descriptive of a compound with coca and cola ingredients. The lower 
court in an opinion, 5 Cir., 215 F. 535, filed the same day as its opinion in Nashville 
Syrup Co. v. Coca-Cola [4 T.-M. Rep. 323], had said that there could be no mis- 
branding because the public generally was not familiar with the substances described 
in the name of the beverage. But the Supreme Court repudiated this argument, 
saying (p. 288) : 


Nor would it be controlling that at the time of the adoption of the name the coca plant 
was known only to foreigners and scientists, for if the name had appropriate reference to 
that plant and to substances derived therefrom, its use would primarily be taken in that 
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sense by those who did know or who took pains to inform themselves of its meaning. Mere 
ignorance on the part of others as to the nature of the composition would not change the 
descriptive character of the designation. The same conclusion would be reached if the 
single name “Cola” had been used as the name of the product, and it were found that in fact 
the name imported that the product was obtained from the cola nut. The name would not 
be the distinctive name of a product not so derived until in usage it achieved that secondary 
significance. 


Other courts have also denied the right to the exclusive use of terms known to 
investigators, but unknown to the public at large. See, Searle & Hereth Co. v. 
Warner, 7 Cir., 112 F. 674; Thermogene Co. v. Thermozine Co., 2 Cir., 234 F. 69 
[6 T.-M. Rep. 247] ; Richmond Remedies v. Dr. Miles Med. Co., 8 Cir., 16 F. 2d 
598 ; In re Richfield Oil Co., C. C. P. A. 88 F. 2d 499 [33 U.S. P. Q. 41]. 

The decision of the Supreme Court in Coca-Cola Co. v. Koke Co. has already 
been mentioned. The court rejected the charge that the right to protection against 
infringement because of misrepresentations implied by the name that the product con- 
tained cocaine, which had formerly been used in small amounts, but had been elimi- 
nated after the passage of the Food and Drug Act. The court said (pp. 146-7) : 


. . . Weare dealing here with a popular drink, not with a medicine, and although what 
has been said might suggest that its attraction lay in producing the expectation of a toxic 
effect, the facts point to a different conclusion. Since 1900 the sales have increased at a 
very great rate corresponding to a like increase in advertising. The name now charac- 
terizes a beverage to be had at almost any soda fountain. It means a single thing coming 
from a single source, and well known to the community. It hardly would be too much to 
say that the drink characterizes the name as much as the name the drink. In other words, 
“Coca-Cola” probably means to most persons the plaintiff’s familiar product to be had 
everywhere rather than a compound of particular substances. Although the fact did not 
appear in United States v. Coca-Cola Co., 241 U. S. 265, 289, we see no reason to doubt 
that, as we have said, it has acquired a secondary meaning in which perhaps the product 
is more emphasized than the producer but to which the producer is entitled. The coca 
leaves and whatever of cola nut is employed may be used to justify the continuance of the 
name or they may affect the flavor as the plaintiff contends, but before this suit was 
brought the plaintiff had advertised to the public that it must not expect and would not find 
cocaine, and had eliminated every thing tending to suggest cocaine effects except the name 
and the picture of the leaves and nuts, which probably conveyed little or nothing to most 
who saw it. It appears to us that it would be going too far to deny the plaintiff relief 
against a palpable fraud because possibly here and there an ignorant person might call for 
the drink with the hope for incipient cocaine intoxication. The plaintiff’s position must be 
judged by the facts as they were when the suit was begun, not by the facts of a different 
condition and an earlier time. 


Shortly thereafter came the decision of this court in Coca-Cola Co. v. Old Domin- 
ion Beverage Corp., 271 F. 600, certiorari denied 255 U. S. 203, in which it was 
held immaterial that the mark was descriptive since it had been duly registered under 
the ten-year clause of the Act of 1905. 

It will be perceived that in some of these earlier cases the Coca-Cola Company, 
in answer to the charges made against its trade-name, successfully maintained the 
position that the name of the beverage was not deceptive, but was actually justified 
by ingredients, while in the present case the company is endeavoring to show that 
the name is purely arbitrary and fanciful, and does not truly describe the nature of 
its product. 
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It must be concluded, we think, from this history that the word “Coca-Cola,” 

taken as a whole, is in some sense descriptive of the drink which it designates. It is 
true that the name identifies the goods of the plaintiff, but it has also come to charac- 
terize them. This process has been hastened by the fact that the combination of 
extract of coca leaves and extract of cola nuts employed by Pemberton was new, and 
it gave to the product a new and distinctive flavor for which there was no other name 
than that which he employed. Hence the drink came to be known to the public by 
this name in much the same fashion as other soft drinks are named for a small 
quantity of flavoring ingredient rather than the large quantities of sugar and water 
that mainly compose them. The process was further stimulated by the great public 
response to the drink and the activities of numerous competitors who speedily entered 
the field and were enabled lawfully to make the same or a similar beverage, since 
“Coca-Cola” was not covered by a patent. 

The record is replete with references to the number of competing drinks in 
this class. The District Judge in his opinion said that “since ‘Coca-Cola’ appeared, 
there has been a veritable flood of drinks of this type, as evidenced by the fact 
that there have been no less than 143 registrations in the United States Patent 
Office of names embodying the word ‘cola’ as a suffix.” In 1907 the Supreme Court 
of Mississippi, in the case of Coca-Cola Co. v. Skillman, 91 Miss. 677, discussed a 
statute imposing a privilege tax on “Coca-Cola,” “Celery-Cola,” “Afri-Cola,” “Hecks 
Cola,” ‘“Cola-Beta,” “Colavin,” “Nervola,” and “Nervocola,”’ or any similar or 
proprietary drinks. Some cola drinks have had a long and continuous history. Thus 
the record shows that “Lime-Cola” has been made for more than twenty years in the 
United States and that “Pepsi-Cola” has been in existence as a beverage for more 
than thirty-five years. 

The adoption of the word “cola” to characterize a class of drinks thus came about 
very naturally, to some extent with the consent of the Coca-Cola Company, as we 
shall see, and to a greater extent because in the course of events it could not be pre- 
vented. It was attended by a vast increase after 1886 in the literature relating 
to the cola nut and its uses. Publications of various types recognized the fact 
that it could be used as an ingredient of a soft drink. Numerous references to the 
cola nut and to cola syrup and extract and their use in beverages, called cola drinks, 
appeared throughout the following years in dictionaries, encyclopedias, pharma- 
ceutical magazines, trade journals and government publications.’ During the same 
period the word was adopted as part of the trade-name of a large number of com- 
peting beverages. The result is that today the phrase “cola drinks” indicates to the 
general public beverages which in taste and appearance resemble “Coca-Cola.” 

The litigation that has ensued between the plaintiff and its numerous competitors 
bears out this conclusion. The Coca-Cola Company itself has recognized the pro- 
priety of competitive trade-names containing the word “Cola” by consenting to a 


3. Murray’s “A New English Dictionary,” Vol. II, pp. 606-7, 1893. 
Webster’s New International Dictionary, 2d Ed., Unabridged, p. 1374, 1939. 
Encyclopaedia Americana, 1922. 


Ernest E. Stanford, “Economic Plants,” pp. 527-8, 1934. 


“Composition and Food Value of Bottled Soft Drinks,” Yearbook of the U. S. Dept. of Agri- 
culture, p. 116, 1918. 


“Have a Coke,” Consumer’s Digest, pp. 37-39, September, 1939. 
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number of consent decrees in unreported cases as follows: “Keen Cola” in 1913, 
“Espo-Cola” in 1914, “Gay-Ola” in 1914 (211 F. 942), “Lime Cola” and “Afri- 
Cola” in 1927, 

The courts in a number of decisions have upheld the right of competitors to 
use the word “Cola” as part of a trade-name not confusingly similar in its entirety 
to “Coca-Cola.” Thus in 1912 it was held in Coca-Cola Co. v. Williamsburgh 
Stopper Co., 2 T.-M. Rep. 234, that “cola” is a descriptive word to which the Coca- 
Cola Company had no especial or exclusive right, and that “cola” drinks were open 
to the world: In 1914, in Coca-Cola Co. v. Gay-Ola Co., 6 Cir., 211 F. 942 
[3 T.-M. Rep. 1], the use of the words “The Improved Cola” was approved with 
certain precautions to prevent the continuance of deceptive practices by the owner. 
In 1930, the use of the words “Roxa Kola” was approved in Coca-Cola Co. v. 
Carlisle Bottling Works, 6 Cir., 43 F. 2d 119 [19 T.-M. Rep. 127], and in 1939, in 
Moxie Co. v. Noxie-Cola Co. of New York, D. C. S. D. N. Y., 29 F. Supp. 167 
[42 U. S. P. Q. 443], it was said that cola is a purely descriptive term, signifying a 
cola nut or an extract of it, and distinguishing any number of the cola drinks upon 
the market. (29 F. Supp. 170.) 

The same result was reached in Pepsi-Cola Co. of Canada, Ltd. v. The Coca- 
Cola Co. of Canada, Ltd., (1940) 1 D. L. R. 161,* where the Supreme Court of 
Canada ruled that the word “cola” could not be monopolized, and that the trade-mark 
“Pepsi-Cola” does not infringe “Coca-Cola.” The court said (pp. 173, 175): 


The only similarity between the two compound words here in question lies in the 
inclusion of the word “cola” in both marks. The plaintiff does not, and of course could 
not, claim any proprietary right in the word “cola” standing alone. None the less, it is 
plain that the objection of the plaintiff really goes to the registration by any other person 
of the word “cola” in any combination, for a soft drink. If such objection is allowed, then 
the plaintiff virtually becomes the possessor of an exclusive proprietary right in relation to 
the word “cola,” .... 

We cannot say by tests of sight and sound that the compound word “Pepsi-Cola” bears 
so close a resemblance to “Coca-Cola” as to be likely to cause confusion in the trade or 
among the purchasing public. The difference between the two compound words is apparent. 
If the sound test is applied, the difference is sharply accentuated; if the sight test is applied, 
the first word, “Pepsi,” written in any form, at once distinguishes the compound words. The 
general impression on the mind of the ordinary person, we think, made by sight and sound of 
the two marks would be one of contrast, rather than of similarity. 


It must not be supposed that the Coca-Cola Company has not fought vigorously 
to protect its valuable right from invasion. Suits against competitors have averaged 
one a week during the last thirty years. Many of these competitors have been guilty 
of fraud and unfair competition, and all of them, it is safe to say, have sought to 
participate in the profits which experience had shown could be derived from making 
a drink like “Coca-Cola.” Generally, competitors have used the word “cola” as part 
of the corporate name, joined with a prefix, by which it might be distinguished 
from “Coca-Cola.” As evidence of its efforts to suppress unlawful competition, 
the plaintiff lists twenty-nine decrees by United States District Courts in unreported 
cases enjoining the use by a competitor of the word “cola” alone. Twenty-three of 





4. Cross appeals in this case to the Privy Council have been allowed. 
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these decrees were entered with consent and three upon the default of the defendant. 

The use of the word “cola” as part of a trade-name, such as “Apola Cola,” “King 
Cola,” “Keen-Cola,” etc., has also been enjoined by consent decrees in unreported 
cases. The following reported cases also resulted in decrees of infringement: 
“Fletcher’s Coca-Cola,” Nashville Syrup Co. v. Coca-Cola Co., 6 Cir., 215 F. 527 
[4 T.-M. Rep. 323] ; “Extract of Coca and Cola,” Coca-Cola Co. v. American Drug- 
gists’ Syndicate, D. C. N. Y., 200 F. 107 [2 T.-M. 397]; “Taka Cola,” Coca-Cola 
Co. v. Old Dominion Beverage Corp., 4 Cir., 271 F. 600 [11 T.-M. Rep. 128] ; 
“El-Cola,” Coca-Cola Co. v. Duberstein, D. C. Ohio, 249 F. 763; “A Genuine Coca 
and Cola Flavor,” Coca-Cola Co. v. Stevenson, D. C. Il, 276 F. 1010 [11 T.-M. Rep. 
113] ; “Mixo Cola,” Coca-Cola Co. v. Hy-Po Co., D. C. N. Y., 1 F. Supp. 644 
[22 T.-M. Rep. 423]. 

None of these reported decisions goes further than the decision of this court in 
Coca-Cola Co. v. Old Dominion Beverage Co., 4 Cir., 271 F. 600, involving the use 
of the name “Taka Cola,” and the unreported decision of the present writer in Coca- 
Cola Co. v. Philips Bros. in the District Court of Maryland, involving the word 
“Champion-Cola.” In both cases the names were regarded as so close to the name 
“Coca-Cola” as to be likely to result in the confusion of the goods. In both there 
was unfair competition in the simulation of the color scheme, of the script of the 
Coca-Cola Company, or in the confusing display of the competing name. In Coca- 
Cola Co. v. Old Dominion Co., supra, at p. 604 the court said: 

It is unnecessary to say that we are deciding the case before us. Here we have found, 
from all the facts, both infringement of a trade-mark and unfair competition. We are not 

to be understood as intimating any opinion as to whether plaintiff has or has not any 

exclusive rights in either of the words which make up the trade-mark, when either is used 

separately from the other, and under circumstances in which there is no attempt by a com- 
petitor to use plaintiff’s property to plaintiff’s damage. 

No reported case has come to our attention which distinctly holds that the word 
“cola” cannot be used as part of a name of a beverage provided that the whole name 
is not confusingly similar to “Coca-Cola.” It is urged, however, that we should 
make such a decision in this case for the reasons, which found favor in the District 
Court, that no such thing as a cola beverage in the present sense of the term, was 
known or spoken of prior to the advent of “Coca-Cola” in 1886, and that the Coca- 
Cola Company has always asserted its claim to the exclusive use of the term. In 
our opinion, these considerations, even if sustained by the evidence, are not con- 
trolling in the face of the fact that the word “cola” does not today indicate the plain- 
tiff’s product but a class of drinks to which the goods of the defendants and many 


other competitors belong. The applicable rule, supported by authority, is thus 
stated in the Restatement of Torts: 


§ 735. (1) A designation which is initially a trade-mark or trade-name ceases to be 


such when it comes to be generally understood as a generic or descriptive designation for 
the type of goods, services or business in connection with which it is used. 


Comment (a) to the foregoing subsection (1) reads as follows: 


Significance of change in meaning. When one has a monopoly of the initial distribution 
of a specific article over a period of time, and especially if the descriptive name for the 
article is one difficult to pronounce or remember, there is a likelihood that the designation 
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which he adopts as his trade-mark for the article will be incorporated into the language 
as the usual generic designation for an article of that type. When that happens, the designa- 
tion becomes merely descriptive of the goods and no longer identifies a particular brand or 
performs any of the functions of a trade-mark or trade-name. Moreover, the designation 
must then be used by others if there is to be any effective competition in the sale of the 
goods. It is immaterial that the person first adopting the designation made every reason- 
able effort to avoid this result or that the designation was coined by him and derived mean- 
ing only from his use. The designation may be used by others, subject to the limitations of 
Sub-section (2) and of Section 712 relating to fraudulent marketing. 


See, also, Comment (b). 

The following cases supporting the text deal with the competitive use of the 
full name applied as a trade-mark to a well-known article of commerce. They are 
all the more persuasive of the decision that should be reached when dealing with 
only a part of the name of the plaintiff’s beverage, that, taken by itself, has never been 
the name by which that beverage has been known to the public. Dupont Cellophane 
Co. v. Waxed Products Co., 2 Cir., 85 F. 2d 75 [26 T.-M. Rep. 513], certiorari 
denied 299 U. S. 601; 304 U. S. 575; rehearing denied 305 U. S. 672; Bayer Co. 
v. United Drug Co., S. D. N. Y., 272 F. 505 [11 T.-M. Rep. 178] ; Ford v. Foster, 
(1872) L. R., 7 Ch. App. 611; Kellogg Co. v. National Biscuit Co., 305 U. S. 111 
[28 T.-M. Rep. 569]; Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169; Cf. 
Saxlehner v. Eisner & Mendelson Co., 179 U. S. 19; Saxlehner v. Wagner, 216 
U. S. 375; Selchow v. Baker, 93 N. Y. 59; N. K. Fairbanks v. Central Lard Co., 
C.C. N. ¥., @ F. 1333. 

With this rule in mind, we can realize the full significance of the evidence that the 
word “cola” was originally adopted in part for its descriptive properties, and has 
since become a generic term, used in common by manufacturers as part of the trade- 
names for their products; and the evidence of plaintiff’s witnesses that the word 
indicates to them only a product of the Coca-Cola Company is seen to be entitled 
to little weight. See the discussion of the evidence in Dupont Cellophane Co. v. 
Waxed Products Co., supra. When the products of a similar nature are extensively 
advertised and widely sold, the possibility of some confusion between the goods of 
competitors and the goods of the principal producer cannot always be avoided; but 
under the circumstances pertaining to the manufacture and sale of “Cola drinks,” 
the amount of confusion in the absence of fraud will be negligible and may be dis- 
regarded. See, John Morrell & Co. v. Doyle, 7 Cir., 97 F. 2d 232, 237 [37 U. S. 
P. Q. 565, 569, 570] ; Bliss, Fabian Co. v. Aileen Mills, 4 Cir., 25 F. 2d 370, 372 
[18 T.-M. Rep. 334]. Our conclusion is that there is no infringement of the plain- 
tiff’s trade-mark by the mere use of such names as “Dixi Cola” or “Marbert the 
Distinctive Cola.” 

We are, however, in accord with the conclusion of the District Court that the 
conduct of the defendants has been such as to justify a decree restricting their busi- 
ness activities in the future along certain lines. The evidence amply justifies the 
finding that distributors of their products in New England, New York and St. Louis, 
and to a less extent in Baltimore, have attempted to sell and have sold their syrup 
to customers, engaged in the fountain trade, with the understanding that the drink 
made therefrom should be sold as and for “Coca-Cola.” The officers of the defend- 
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ant corporation had knowledge of these activities and participated therein. The sale 
of syrup to the fountain trade constituted about 10 per cent of the total business 
of the defendant. 

The evidence also justifies the finding that the bottled beverage made by bottlers 
from defendant’s concentrate was passed off as “Coca-Cola” in various bars and 
taverns. It is difficult to ascertain how widespread this practice has been, but 
there is some evidence that an officer of the corporation encouraged the practice. 
The defendants were also fully aware of the use of the infringing word “Lola-Kola” 
by bottlers, and indeed agreed to place this word on all packages of its concentrate 
sold to Lola Bottlers, Inc. Under these circumstances, it is a reasonable conclusion 
that the defendants have conspired with their customers to palm off their goods for 
those of the Coca-Cola Company whenever it was safe to do so. 

The remedy for these illegal acts, which appears in the decree, is the issuance of 
an injunction against the defendants enjoining them from committing any acts 
calculated to cause any product other than the plaintiff’s to be known or sold as 
“Coca-Cola” or “Koke,” or any colorable imitation thereof. The defendants are 
also enjoined “(f) From giving to any part of their merchandise not sold by defend- 
ants, their agents or distributors, in bottles to consumers, a color imitating or resem- 
bling the color of plaintiff's product, if or when defendants know, or in the exercise 
of reasonable care should know, that the purchaser thereof intends to dispense such 
merchandise to the consumer other than in bottles, or intends to bottle the bev- 
erage made from such product and to use on the bottles, labels or caps some 
extrinsic, deceiving element that in conjunction with the color imitating plaintiff’s 
color enables such purchaser to pass off his, her or their product for plaintiff's 
product.” 

This portion of the decree is justified by the facts. It is true as stated in Coca- 
Cola Co. v. Koke, supra, that “the product, including the coloring matter, is free 
to all who can make it if no intrinsic deceiving element is present.” See, also, 
Coca-Cola Co. v. Williamsburgh Stopper Co., S. D. N. Y., 2 T.-M. Rep. 234; 
Coca-Cola Co. v. HyPo Co., E. D. N. Y., 1 F. Supp. 644. But it has also been held 
that the copying of the color of the drink may be enjoined when the act is a part of a 
scheme of unfair competition. Coca-Cola Co. v. Gay-Ola Co., supra; Coca-Cola Co. 
v. HyPo Co., supra. 

The decree of the District Court will therefore be affirmed, except insofar as it 
adjudicates an infringement by the use of the names “Dixi Cola,” “Marbert Cola” and 
“Marbert the Distinctive Cola,’ or prohibits the use of said names or of any name 
which includes the word “Cola,” or from supplying the product on calls for “cola’’ 
or from committing any acts calculated to cause its product to be known as “cola.” 


Modified. 
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ARROW DISTILLERIES, INC. v. THE GLOBE BREWING COMPANY 
United States Circuit Court of Appeals, Fourth Circuit 
January 6, 1941 


TRADE-MARKS—COINED WorDS—PROTECTION. 

It is the rule that coined or fanciful words should be given a much broader degree of 
protection than words in common use. 

TRADE-MARKS—“ARROW” FoR BEER—USE ON ALCOHOLIC LiQuors Nor INFRINGEMENT. 

Where appellee prior to 1913 adopted the word “Arrow” as a trade-mark for its beer, 
and obtained several registrations of the word in the Patent Office, and appellant in 1933 began 
to use the same word on alcoholic liquors, in an action for infringement, held that, inasmuch 
as the word “Arrow” has been so commonly used as a trade-mark for various kinds of goods 
and has, therefore, lost its distinctiveness, there was no infringement by appellant, especially 
as there was no evidence of confusion, or intent to deceive; and the decision of the lower court 
was reversed. 


In equity. Action for trade-mark infringement, with counterclaim by defendant. 
From a decision of the District Court, District of Maryland, enjoining both parties, 
plaintiff appeals. Reversed and remanded. For decision below, see 30 T.-M. 
Rep. 60. 


Harold F. Watson, of Washington, D. C. (Bartlett, Poe & Claggett and Robert D. 
Bartlett, both of Baltimore, Md., and Watson, Cole, Grindle & Watson, of 
Washington, D. C., on the brief), for appellant. 

Edward G. Fenwick and Charles R. Fenwick, both of Washington, D. C. (Morton 
H. Rosen, of Baltimore, Md., and Mason, Fenwick & Lawrence and Edward T. 
Fenwick, both of Washington, D. C., on the brief), for appellee. 


Before PARKER, SOPER and Doig, Circuit Judges. 


SoPER, Circuit Judge: 

The parties to this suit each use the same trade-mark, “Arrow,” for their 
products. Arrow Distilleries, Inc., a Michigan corporation, uses the same on 
alcoholic cordials and liqueurs, and the Globe Brewing Company, a Maryland cor- 
poration, on beer and ale. The suit was originally instituted by the Distilleries Com- 
pany under R. S. § 4915, 35 U. S. C. A. 63, to secure relief from an order of the 
United States Patent Office directing the cancellation of its registered trade-mark 
upon the petition of the Brewing Company. A counterclaim was filed by the 
Brewing Company in the pending suit, charging infringement of its prior registered 
trade-mark, and this charge the Distilleries Company denied. Subsequently the 
Distilleries Company withdrew its cause of action under R. S. § 4915 and amended 
its complaint so as to charge infringement of its trade-mark by the Brewing Com- 
pany. The position of the Distilleries Company has always been that there was 
no infringement on either side, but it charged infringement to meet the contingency 
of a contrary decision by the court, so that in such event it might obtain affirmative 
relief with respect to those territories in which it had first made use of the trade- 
mark. The Brewing Company has, therefore, become in effect the plaintiff in the 
suit. No substantial evidence of confusion in the public mind between the parties 
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or their product was offered, and the suit has become one of technical trade-mark 
infringement in which the Brewing Company seeks to show that its trade-mark 
“Arrow,” as applied to beer, has such a degree of distinctiveness that the public will 
be led to attribute a common origin to cordials and liqueurs sold under the same 
designation. 

The Brewing Company and its predecessors have been engaged in the brewing 
and distribution of beer since prior to 1913. In that year, the trade-mark “Arrow” 
was adopted for their product. Since that date the mark has been continuously used, 
having been applied to nonalcoholic beer during the prohibition period. It was 
registered in the Patent Office for malt beverages five times in the years 1914, 1921, 
and 1937. The District Court found that the business has extended to nineteen 
states, most of them on the eastern seaboard or in the southern part of the United 
States. Ninety-six per cent of the business has been done in Maryland, Virginia 
and the District of Columbia. The sales from 1933 to 1939 amounted to nearly 
$20,000,000. More than $2,000,000 has been spent since 1922 in advertising 
“Arrow” beer. 

The Distilleries Company was formed in the fall of 1933 and began to make and 
sell “Arrow” cordials and liqueurs in 1934. The name was adopted because one 
of the organizers had been connected with the Arrow Distilleries of Peoria, III., 
before national prohibition. In 1935 registration of the trade-mark “Arrow” was 
secured, and shortly thereafter, the present controversy was begun. The District 
Court found that the products of the Distilleries Company have been sold in 
thirty-eight states of the Union. By far the greater part of the business has been 
done in New York, New Jersey, Illinois, Michigan, Minnesota and Wisconsin. 
Total sales amounted to more than $3,500,000 between 1934 and 1938, of which 
nearly $3,000,000 was received for goods bearing the “Arrow” trade-mark. More 
than $900,000 has been spent in advertising and in sales promotion, the greater part 
to encourage the sales of the “Arrow” brand of goods. 

The District Judge held that the beer and ale made by one party were goods 
of the same descriptive properties as the cordials and liqueurs made by the other, 
and that there was likelihood of confusion, since the products of both were being 
sold under the same trade-mark in the same sort of store. But he held that each 
of the parties was the owner of a valid trade-mark, as applied to alcoholic beverages, 
and was entitled to its exclusive use in those states of the Union in which it was 
the first user; and hence that the use of the mark therein by the opposing party 
constituted infringement. The Globe Brewing Company was enjoined from employ- 
ing the trade-mark or the representation of an arrow on alcoholic beverages of any 
description within the states in which the Distilleries Company was found to be 
the prior user; and the Distilleries Company was similarly enjoined with respect 
to the territory in which it was found that the Brewing Company was the prior 
user. The Distilleries Company was also enjoined from employing its corporate title 
in connection with alcoholic beverages of any description in the last mentioned states 
unless the labels employed in connection with the goods should bear a notation 
indicating that the Distilleries Company had no connection with the manufacturer 
of “Arrow” beer. 


_ 
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No appeal was taken from the decree by the Brewing Company, but the Dis- 
tilleries Company appealed on the grounds (1) that there was no infringement by 
either party, and (2) that if technical infringement existed, the decree should be 
modified by taking certain territory from the field allotted to the Brewing Company 
and giving it to the Distilleries Company. 

The crucial issue in the case is whether the word “Arrow” is a word of such 
distinctive character, when adopted as a trade-mark for one kind of intoxicating 
liquors, that it cannot be used on any other kind without creating the belief that 
both spring from a common source; or, on the other hand, is a word like “Standard,” 
or “Gold Medal,” or “Blue Ribbon” which has been adopted by many persons as a 
trade-mark for articles of diverse kind that it does not signify the goods of any one 
user. The question is important because, in determining the extent of the field of 
exclusive occupation, a name in the first class is accorded liberal treatment in the 
law of trade-marks, while the name in the second class is narrowly restricted to the 
particular kind of goods for which it is used by its owner. The District Judge held 
that “Arrow” is a name of the first class, specifically stating that it is not like the illus- 
trative words of the second class above set out. 

In the Restatement of Torts it is said that in determining whether one’s interest 
in a trade-mark is protected with reference to the goods on which it is used, one of 
the important factors is “the degree of distinctiveness of the trade-mark.” § 731 (f). 

. . The more distinctive the trade-mark is, the greater its influence in stimulating 
sales, its hold on the memory of purchaser and the likelihood of associating similar desig- 
nations on other goods with the same source. If the trade-mark is a coined word, such 

as “Kodak,” it is more probable that all goods on which a similar designation is used will 

be regarded as emanating from the same source than when the trade-mark is one in common 

use on a variety of goods, such as “Gold Seal” or “Excelsior.” 


The decisions show that the adoption by a person of an arbitrary, fanciful or 
distinctive word, such as “Aunt Jemima,” “Kodak,” “Rolls-Royce,” to indicate 
his goods, is attended by a monopoly of use in a wide field. Many of these decisions 
aie listed in Standard Oil Co. of N. Mex. v. Standard Oil Co. of Calif., 10 Cir., 
56 F. 2d 973, 978 [22 T.-M. Rep. 363], note 1. See, also, California Packing Corp. 
v. Halferty, C. A. D. C., 295 F. 229 [14 T.-M. Rep. 281] ; Elgin American Mfg. 
Co. v. Elizabeth Arden, C. C. P. A., 83 F. 2d 687 [26 T.-M. Rep. 415]; Four 
Roses Products Co. v. Small Grain Distillery Co., C. A. D. C., 29 F. 2d 959 [18 T.-M. 
576]. Thus, it was held in Standard Oil Co. v. California Peach and Fig Growers, 
D. C. Del., 28 F. 2d 283 [19 T.-M. Rep. 1], that the words “Nujol Treated Figs,” 
used as a trade-mark for a laxative, infringed the established trade-mark “Nujol” 
as applied to refined mineral oil intended for a like purpose, although it was obvious 
that no one receiving a package of figs would believe that he was getting a bottle 
of oil. The arbitrary name had come to indicate so clearly the producer of that 
oil that its use upon figs would probably lead purchasers to conclude that both articles 
had a common origin. 

The narrow scope which the courts have accorded to words in common use 
by manufacturers on a large variety of goods is illustrated in France Milling Co. 
v. Washburn-Crosby Co., Inc., 2 Cir., 7 F. 2d 304 [15 T.-M. Rep. 185], where the 
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words “Gold Medal,” as applied to “straight” wheat flour, were held not to be 
infringed by the words “Gold Medal” as applied to prepared “pancake” and buck- 
wheat flour. During a period of forty-four years the words had been registered more 
than sixty times and applied to many diverse articles. The court said (p. 306) : 
To take another view of the matter, the degree of exclusiveness of appropriation accorded 
to the originator of a trade-name often varies with the kind of name he originates. If the 
name or mark be truly arbitrary, strange, and fanciful, it is more special and peculiarly 
significant and suggestive of one man’s goods, than when it is frequently used by many and 
in many differing kinds of business. Of this “Kodak” is a famous example, and the English 


courts have prevented one from putting forth Kodak bicycles, at the suit of the originator of 
the name for a totally different article. 


. . . One who devises a new, strange, “catching” word to describe his wares may 
and often has by timely suit prevented others from taking his word or set of words to gild 
the repute of even wholly different goods (cases supra); but one who takes a phrase 
which is the commonplace of self-praise like “Blue Ribbon” or “Gold Medal” must be con- 
tent with that special field which he labels with so undistinctive a name. 

The word “Simplex,” which was considered in American Foundries v. Robertson, 
269 U. S. 372, has had a similar history. The Simplex Railway Appliance Company 
and its successor used it as a trade-mark on certain railway appliances for twenty 
years, and its successors then made application to the Patent Office to register it 
as a trade-mark for other appliances of the same general character. Registration 
was refused on the ground that “Simplex” was the predominating word in the name 
of several corporations. In a subsequent suit under R. S. § 4915 brought by the 
applicant against the Simplex Electric Heating Company, which had also used 
the word as a trade-mark on insulated wire and other goods, it transpired that the 
word comprised the whole or a part of sixty registered trade-marks, as applied to 
many classes of merchandise. The Supreme Court held that registration should 
have been granted because the word had been used so many times in so many 
different ways that it was no more calculated to denote the defendant corporation 
than any of the other corporations which had embodied it in their names. In the 
opinion (p. 384), examples of other words of similar character, such as “Anchor,” 
“Champion,” “Pride,” “Star,” etc., were given. 

The restricted field vouchsafed to popular trade-marks devoid of distinctiveness, 
is disclosed by many decisions denying infringement despite the use of the same 
word by different persons on goods of the same general character; for example, 
“Nox All” on mixed stock food and on wheat flour—Pease v. Scott Milling Co., 
(E. D. Mo.) 5 F. 2d 524 [15 T.-M. Rep. 152] ; “Par” on hand soap and on granu- 
lated soap—Treager v. Gordon-Allen, 9 Cir., 71 F. 2d 766 [24 T.-M. Rep. 419] ; 
“Sun-Maid” and “Sun-Kist’”—California Packing Corp. v. Sun-Maid R. Growers, 
9 Cir., 81 F. 2d 674, 7 F. Supp. 497 [26 T.-M. Rep. 265] ; “Club” on crackers and 
on cookies—Keebler-Weyl Baking Co. v. J. S. Ivins’ Son, (E. D. Pa.) 7 F. Supp. 
211 [24 T.-M. Rep. 161]; “Trump” on candies and on cookies—Mason, Au and 
Mogenheimer C. Co. v. Loose-Wiles Biscuit Co., (E. D. N. Y.) 1 F. Supp. 755; 
“Emerson” on electric motors and on radios—Emerson Electric Mfg. Co. v. Emer- 
son Radio & P. Corp., 2 Cir., 105 F. 2d 908, 24 F. Supp. 481 (S. D. N. Y.). 

The courts have considered the distinctiveness of trade-marks in factual situa- 
tions very similar to that in the case at bar. Thus it was held in Pabst Brewing 
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Co. v. Decatur Brewing Co., 7 Cir., 284 F. 110 [13 T.-M. Rep. 1], that the name 
“Blue Ribbon,” which had been registered more than sixty times as a trade-name 
for various articles of commerce, and had been established by the complainant as a 
trade-name for beer, was not infringed by its use as a trade-name for malt extract ; 
and in Burger Brewing Co. v. Maloney-Davidson Co., 6 Cir., 86 F. 2d 815 [32 U.S. 
P. Q. 136], that the trade-mark “Buckeye,” as applied to malt syrup, was not 
infringed by the use of the same trade-mark on beer. The word “Buckeye” had 
been registered in the Patent Office more than one hundred times by many different 
persons for a great variety of goods. In P. H. Schneider v. Century Distilling Co., 
10 Cir., 10 F. 2d 699, the court concluded that there was very little likelihood of 
confusion from the use by one person of labels employing the word “Century” on 
distilled alcoholic liquors, and the use by another of the same word on several 
malt beverages. In contrast with these cases is Anheuser Busch, Inc. v. Budweiser 
Malt Products Co., 2 Cir., 295 F. 306 [13 T.-M. Rep. 193], where it was held 
that the owner of the distinctive word “Budweiser,” as a trade-mark for beer 
and malt liquors, was entitled to protection against the use by another of the name 
“Budweiser Malt Syrup.” 

It must be conceded that in some of the cited cases the classification of goods 
has proceeded on very fine lines, and it should be understood that these instances 
are used to illustrate a principle rather than as examples to be slavishly followed in 
the future. Moreover, it should be borne in mind that the distinctiveness of a mark 
is only one of the factors to be taken into account in deciding a question of infringe- 
ment. Nevertheless, the rule that coined or fanciful marks or names should be given 
a much broader degree of protection than words in common use is sound, for it 
recognizes not only the orthodox basis of the law of trade-marks that the sale of 
the goods of one manufacturer or vendor as those of another should be prevented, 
but also the fact that in modern business the trade-mark performs the added function 
of an advertising device, whose value may be injured or destroyed unless protected 
by the courts. Schechter, “The Rational Basis of Trade-Mark Protection,” 40 Har- 
vard Law Review 813; Restatement of Torts, § 715(b). 

In deciding the question in the instant case, two sets of fact, established by the 
evidence, should be borne in mind. (1) It was shown that the manufacture of 
beer and ale and the manufacture of cordials and liqueurs are separate industries. 
In the first, the product is fermented or brewed, while in the second it is distilled. 
The two industries may not be lawfully maintained on the same premises under 
the federal statutes. An experienced witness testified without contradiction that he 
knew of no person who made both kinds of goods. It goes without saying that a 
purchaser desiring an article in one class could not be misled into accepting an article 
in the other. (2) The word “Arrow” is in very common use as a trade-mark. The 
word itself or the pictorial representation of an arrow has been registered ninety- 
eight times as a trade-mark for various articles, including collars, shirts, playing 
cards, toggle bolts, sewing machines, condensed milk, pickles, noodles, etc., etc. 
Nine times it has been registered for alcoholic beverages, including ale, beer and 
whiskey. Obviously, the word has a common appeal to advertisers, possibly because 
it suggests the quality indicated by the slogan of “Arrow” beer that “it hits the spot.” 
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We think it belongs to the class of trade-marks whose exclusive field is closely 
restricted. The inferences, to which the name naturally gives rise, have encouraged 
so wide a use and so frequent a registration for many different articles that there 
is little danger that its mere use, even in the closely related fields of beers and cordials, 
will indicate a common origin or endanger the reputation of the plaintiff’s goods. 
As we have shown, no actual confusion or intent to deceive is indicated by the evi- 
dence. The conclusion is that each party may continue to use the word “Arrow” as 
a trade-mark for its goods without infringement of the rights of the other. The 
decree of the District Court must be reversed and the case remanded with direc- 


tions to dismiss the complaint of the plaintiff and the counterclaim of the defendant. 
Reversed and remanded. 





PECHEUR LOZENGE COMPANY, INC. v. NATIONAL CANDY 
COMPANY, INC. 


United States District Court, District of New Jersey 


December 31, 1940 


TRADE-MARKS AND TRADE-NAMES—W HEN PROTECTED. 
The courts will protect a name or device which identifies an owner’s commercial good- 
will, whether it be a trade-mark or distinctive dress of package. 
TRADE-MARK INFRINGEMENT—IMITATING LABELS. 
In an action to enjoin defendant from the use on its candy of a label similar to that used 
by plaintiff, the fact that in each case the maker’s name was shown on the labels in small 


letters could not be relied on, as the purchaser is seldom as familiar with the manufacturer’s 
name as with his trade-mark. 


TRADE-MARK INFRINGEMENT—SUITS—DEFENSES. 
Defendant may not break up plaintiff’s trade-mark, “Pay Roll,” into its two parts and then 
only attack each separately, as the marks must be considered in their entirety. 
TRADE-MARKS—“PaAy ROLL” anp “CASH ROLL” on CANDY ROLLS—VALIDITY. 


The terms “Pay Roll” and “Cash Roll,” applied as trade-marks to candy sold in the form 
of rolls, held non-generic and arbitrary. 


TRADE-MarKs—“PAy ROLL” on CANDY—DISTINCTIVENESS. 
Where, as here, plaintiff has proved that the words “Pay Roll” identify its product, it is not 
necessary to determine whether the mark is a technical or a secondary meaning mark. 
TRADE-MARKS—“Pay Roi” anp “CASH RoLL”—COonrFLICTING MARKS. 
The term “Cash Roll” held to be confusingly similar to “Pay Roll,” both marks being 


used on packaged candy, particularly when their similarity is enhanced by the simulation of 
coins on the packages. 


UNFAIR COMPETITION—SIMULATION OF DrEss oF GoopS—CRITERION. 


In deciding as to the confusing similarity of two packages, the test is not to view them 
side by side but as purchasers remember them. 


UnFair COMPETITION—SUITS—LIABILITY. 


The manufacturer is liable when he, knowingly or unknowingly, puts into the hands of 
jobber or retail dealer the means of deceiving ultimate purchasers. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for plaintiff. 
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Henry Plate and Morgan & Lockwood, both of New York, N. Y., for plaintiff. 
McDermott, Enright & Carpenter (by James D. Carpenter, Jr.), both of Jersey 
City, N. J., for defendant. 


Wa tke, District Judge: 


The facts are: 

1. The plaintiff, Pecheur Lozenge Co., Inc. (hereinafter referred to as 
“Pecheur’’), is and at all times hereinafter mentioned, was a corporation organized 
and existing under the laws of the State of New York and a citizen of said state. 

2. The defendant, National Candy Company, Inc. (hereinafter referred to as 
“National” ), is and at all times hereinafter mentioned, was a corporation organized 
and existing under the laws of the State of New Jersey and a citizen of said state. 

3. The plaintiff has spent money and done many things to advertise its trade- 
mark and enhance the value of its good-will. Both are here sought to be protected 
and the value of each is in excess of $3,000.00. 

4. The product of Pecheur since 1916, has been sugar wafers or candy wafers 
made to simulate coins, each with the diameter of a one-cent piece, wrapped at first 
in waxed paper, later transparent glassine, and more recently, transparent cellulose 
to form what are known to the trade and to purchasers as candy “Rolls.’”* “Pay 
Roll” is the name that has continuously identified the product since it first appeared in 
the retail market. 

5. From 1916 to 1934, the labels used to wrap the rolls had the words “Pay 
Roll” printed thereon in blue and the dollar sign in red. In 1934,’ label No. 4° was 
conceived and executed with coins simulated thereon. Each simulated coin had a 
circumference in yellow, a circle of stars in yellow, numeral or numerals and dollar 
sign in red. The words “Pay Roll’ and the other words thereon were in blue. 
Labels No. 5 and No. 6 followed, the change being circumference of each coin in red 
and circle of stars in blue. On March 14, 1936, label No. 7* came into use and with 
immaterial changes it continues in use as label No. 8. The simulated coins each 
have a circumference in red, a background in yellow, the word or words, numeral 
or numerals and figure within the circumference in red. The words “Pay Roll” and 
the other words thereon are in blue, the dollar signs in red. 

6. A duplicate of label No. 7 is attached hereto and made part hereof (see illus- 
tration, p. 58). 

7. National is successor to Putnam & Brooks, established in 1885, and it first 
started to make sugar wafers or candy wafers with the diameter of a one-cent piece 
in simulation of coins in 1908, and they were sold loose, a certain number for one 
cent from 1908 to 1936. In February, 1936,° National began to package said wafers 
in the form of a candy roll,° and it has continued to make said package by wrapping 
the wafers in transparent glassine labels with coins simulated thereon. Each simu- 





Selling at retail for one cent a package. 

Order No. 46703 of Nashua Gummed & Coated Paper Co. 

Label registered, United States Patent Office on December 17, 1935, as No. 46862. 
Label registered, United States Patent Office on July 21, 1936, as No. 47748. 


Order for labels (wrapper) placed with Milprint Products Corporation, February 18, 1936. 
Selling at retail for one cent a package. 
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PUTNAM FACTORY 
MA TIONAL CANDY CO. 
GRAND RAMOS, MACH 


lated coin has a circumference in red, a background of yellow and the words and 
figure within the circumference in red. The words “Cash Roll” and the other 
words thereon are in red. 

8. A duplicate of said labels is attached hereto and made part hereof : 

9. Pecheur first learned of “Cash Roll” on or about October 30, 1937, and 
eventually this action resulted, when after notice (letter of November 3, 1937), 
National denied infringement and refused to change the dress of its package. 


Discussion 


This is an action for trade-mark infringement and unfair competition. Trade- 
mark infringement is a part of the broader law of unfair competition, and the law 
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of unfair competition may be summed up in the statement, that no man may sell 
his goods as and for the goods of another. 

What Pecheur ultimately seeks is the protection of its good-will. Its immediate 
concern is the protection of the identifying symbols of that good-will—Pecheur’s 
trade-mark and dress of package. Good-will in commerce has been aptly defined 
as “the friendliness which a consumer has toward a particular article; it is that 
friendliness which induces him to purchase a particular thing rather than another.’ 

The law recognizes and courts will protect a name or device which identifies an 
owner’s commercial good-will whether it be a trade-mark or distinctive dress of 
package made use of by him in the sale of his merchandise. 

Pecheur, like National, is a manufacturer of candy. The type of candy here 
involved has been described as sugar wafers or candy wafers. Both plaintiff’s 
wafers and defendant’s wafers are substantially the same size, about the diameter 
of a cent, and they simulate coins. Each wraps its wafers in transparent glassine 
or cellulose and forms what are known to the trade and to purchasers as candy 
“rolls.” This is a common method of merchandising candy of said type. The 
candy is inexpensive and usually sells at retail for one cent a package, and a large 
part of the consumer demand comes from children who make the purchases them- 
selves. 

Pecheur, in 1916, adopted as its trade-mark the words ‘Pay Roll” and with this 
name it has continuously identified its product. In 1934, to carry out the signifi- 
cance of the name, it adopted for its wrapper or label a design, wherein a number 
of coins were simulated. 

National, in 1936, adopted the words “Cash Roll” as a trade-mark for its 
packages of the candy hereinbefore referred to, and, to carry out the significance 
of the name, it designed a wrapper or label which included therein the simulation 
of a number of coins. 

An examination of the label of Pecheur and the label of National shows the 
name of the manufacturer in small letters. When the labels are wrapped about 
the candy and stacked, as they undoubtedly are for retail sale, it must be difficult, 
if not almost impossible, to ascertain the name of the manufacturer without pick- 
ing up the roll and deliberately searching therefor. However, the fact that the 
name does appear thereon cannot be relied upon, because the purchaser is seldom 
as familiar with the name of the manufacturer as with his mark. 

The defendant coming forward to meet the plaintiff’s charges, contends that the 
word “pay” is a common term in general use and its meaning is known by the 
average person to refer to money, that such a word cannot be the subject of exclu- 
Sive appropriation by any single person but must be left to the general use of the 
public, and that the word “cash” is in the same category. This means the defendant 
considers neither the word “pay” nor the word “cash” capable of exclusive appro- 
priation and hence incapable of functioning as a trade-mark. Even if defendant 
were to contend otherwise with respect to the word “cash” it is clear that the manner 
in which it used the word in its catalog and price lists from 1908 to 1936 was not a 





7. Edward S. Rogers, “Good-Will, Trade-Marks and Unfair Trading,” page 128. 
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trade-mark use. The word “cash” as thus used was intended to be descriptive, to 
designate a certain type of lozenge made and sold in bulk. It was not physically 
applied or affixed to either the wafers or the containers in which they were sold. A 
trade-mark must be applied or affixed to the goods or the containers in which they 
are sold.° 

If the word “pay” were used to describe money or, more accurately, compensa- 
tion, then of course the word would be in the public domain. But here the word 
“pay” in the unitary expression “Pay Roll” is applied in a fanciful and arbitrary sense 
to a candy package. Such use can and does indicate the origin and ownership of 
plaintiff’s product. For example, if the word “Ivory” were applied to an object 
carved or otherwise made from the tusk of an elephant, it would be purely descrip- 
tive of such article and incapable of exclusive appropriation. It could never, when 
so used, function as a trade-mark since it is the generic name of the thing itself. 
But the same word “Ivory” as applied to soap is fanciful and arbitrary and can 
and does function as a trade-mark—for soap. What has been said of “Ivory” and 
“Pay Roll” would apply with equal force to “Cash Roll.” 


Courts under certain circumstances protect the use of words as trade-marks even though 
they suggest the ingredients, qualities or characteristics of the goods. The distinction is 
between words which are “descriptive” and those which are merely “suggestive.”® 


National, in an effort to destroy Pecheur’s trade-mark “Pay Roll,” would first 
break up the expression into its component parts “Pay” and “Roll” and then 
attack each separately. This may not be done. The marks must be considered in 
their entirety.” 

The proposition that the designation “Pay Roll” has come to mean distinctively 
and exclusively the product of plaintiff flows from the following principles: Trade- 
marks are of two categories, one, technical trade-marks derived from coined words 
or generic words used in an arbitrary way, and two, generic words which have 
acquired a secondary meaning. Proof that a mark is unique when applied to a 
vendible commodity establishes a technical trade-mark and thereby raises a presump- 
tion that the mark identifies the plaintiff’s goods. It is only with respect to second- 
ary meaning marks that the plaintiff must prove this identity as a fact. The dif- 
ference, therefore, is wholly one of procedure. Said difference, however, is entirely 
immaterial in this case, as the plaintiff has proven that “Pay Roll” identifies only its 
product. It is unnecessary, therefore, to determine whether the mark is a tech- 
nical trade-mark or a secondary meaning mark. 


8. Diederich v. W. Schneider Wholesale Wine & Liquor Co., 195 F. 35 [2 T.-M. Rep. 265], 
appeal dismissed for want of jurisdiction, 232 U. S. 720; Schneider v. Williams, 44 N. J. Eq. 391. 

9. Le Blume Import Co., Inc. v. Coty, et al., Cir. 2nd, 293 Fed. 344, 351 [13 T.-M. Rep. 233]. 

10. In Joseph Schlitz Brewing Company v. Houston Ice & Brewing Company, et al., 250 
U. S. at page 29 [9 T.-M. Rep. 279], the late Mr. Justice Holmes, speaking for the court, said: 
“It often is said that the plaintiff must show a deception arising from some feature of its own 
common to the public. United States Tobacco Co. v. McGreenery, et al., 144 F. 531, 532, cited 
by the court below. But, so stated, the proposition may be misleading. It is not necessary that 
the imitation of the plaintiff’s feature taken alone should be sufficient to deceive. It is a fallacy 
to break the fagot stick by stick. It would be enough if, taken with the elements common to the 
public, the inspection accomplished a result that neither would alone. New England Awl & 
Needle Co. v. Marlborough Awl & Needle Co., 168 Mass. 154, 156.” 
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It is true there is authority for the proposition that, where the front part of 
two trade-marks differ in appearance, sound and meaning, there is no infringement 
even though there may be identity of the last parts." The present case does not 
come within the rule. The word “Cash” per se and the word “Pay” per se are not 
alike in meaning, sound or appearance but the differences (in meaning at least) dis- 
appears almost entirely when both words are combined with the word “Roll” to 
form “Cash Roll” and “Pay Roll,” respectively. Even the word “Roll” takes on an 
additional connotation when thus combined. There is substantial similarity (if not 
identity) in meaning in “Pay Roll” and “Cash Roll” when each mark is considered 
in its entirety, and this similarity of meaning is enhanced when the simulation of 
coins on the package all add to the general effect and significance sought to be created 
by the trade-marks used. 

The cases cited by National and identified by the following comparisons can 
be distinguished. In said cases it does not appear the defendant was guilty of simulat- 
ing plaintiff’s dress of package or of adding in any way by such means to the signifi- 
cance of the marks there employed. Furthermore, the marks there in controversy, 
when considered in their entirety, did not take on a new and closer meaning, lacking 
when their component parts were considered separately. Concededly, “Honeymoon 
Pie” does not infringe “Eskimo Pie,” “Armour Star,” “Southern Star”; “Never 
Leak,” “Roof Leak” or “Kentucky Tavern,” “Town Tavern.” 

The fact that some of the composite trade-marks of the type under consideration 
are distinguishable to the eye and ear when seen or heard in their entirety is not the 
sole test.” 

Defendant further contends that no one has the exclusive right to put out a candy 
“roll” or to monopolize the word “roll,” that it has a right to use a wrapper (label) 
of the type employed by both Pecheur and National and that one should not be per- 
mitted to monopolize the simulation of a coin or coins or a particular color or colors. 

It begs the question to argue that National is within its legal rights in respect 
to each individual act here involved. Of course, the defendant has a right to use 


11. See Glenmore Distilleries Co. v. National Distillers Products Corporation, 23 F. Supp. 928, 
affirmed, 101 F. 2d 479, Cir. 4th [29 T.-M. Rep. 305] ; writ of certiorari denied, 307 U. S. 632, and 
cases cited therein. 

7 . it must not be overlooked that appeals to the eye and ear are but the means 
through which deceptive and false impressions are sought to be made upon the mind itself, and 
are consequently not exhaustive of the means by which unfair competition may be attempted 
or accomplished. As substantially the same thought may be suggested and aroused, the same 
mental reaction stimulated, the same picture brought before the mind’s eye by words having 
neither the same physical appearance, spelling, pronunciation, nor sound—as, for example, the 
words “same” and “identical”—so the boundaries to the field of unfair competition are not so 
narrow as to direct ocular or auricular similitude. 

“A trader, desiring to deceive, but not versed in the mental sciences, or in the method of 
implanting in the human mind through association of ideas or by suggestion a desired impression 
or belief, would probably use only such dress, marks, or names as would present directly 
to the eye or ear a deceptive resemblance to the dress, mark, or name of the trader having an 
established good-will. But the trader, not more honest, but more skilled in the means and 
methods of confusing and deceiving the human mind, would probably resort as well to less 
direct, but not less successful, ways of accomplishing his aim. By such a person the power 
through suggestion to awaken the imagination and direct the mind to a predetermined goal 
would not be overlooked. But the law guards the good-will of a trader—and thereby the public— 
against unlawful injury, and with equal care, whether the method of deception by which the 
injury is brought about is of the latter or of the former character.” Williamson Candy Co. v. 
Ucanco Candy Co., 3 F. 2d 156 at 158 [14 T.-M. Rep. 383]. 
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the word “roll” and to package its product in the form of a candy roll. It has 
the right to put out its candy in the same size wafer, form and package. However, 
it does not have the right to market its product in such manner as to cause the public 
to mistake it for the product of Pecheur.’® 

While “Pay Roll” and “Cash Roll” are not synonymous, there is nevertheless a 
similarity in the significance of both expressions. Both connote money, and when 
to both expressions are added wrappers (labels) on which coins have been simulated, 
the resemblance is heightened. 

The arrangement of the coins on National’s package is remarkably similar to the 
arrangement of coins on Pecheur’s package. It is more than a coincidence“ and 
even though differences as well as similarities are apparent, when the packages 
are compared side by side, this is not the test." In all cases of this kind the con- 
sumer is rarely, if ever, afforded an opportunity to make a side-by-side comparison. 
He must rely upon his memory.’° “The person to be considered is the incautious 
purchaser.’”’ In this case that incautious purchaser is usually a child and the Eng- 
lish courts have given consideration to the fact that children are the purchasers of 
products such as gum and candy.” 

The law is not made for the protection of experts, but is for the public—that 
vast multitude, which includes the ignorant, the unthinking and the credulous who, 
in making purchases do not stop to analyze, but are governed by appearance and 
general impressions.” It is the casual or ordinary purchaser who must be protected 
and as to him the test is general appearance.” 

Truth as a defense on the grounds that defendant’s wafers are in the form of 
coins and when packed form a “Cash Roll” is insufficient. If the words “Cash Roll” 
described literally a roll of cash it would be telling the literal truth. Here, however, 
such is not the case. Both Pecheur in its use of “Pay Roll” and National in its 
use of “Cash Roll” are employing their respective designations in a figurative sense. 
Conceding for the moment that the situation is otherwise before absolving it on 





13. Mason Au & Magenheimer Confectionery Mfg. Co. v. Chumas, et al., Same vy. Alps 
Candies, Inc., 275 F. 357 [11 T.-M. Rep. 253]. 

14. “While in suits of this character it is not essential to prove that the defendant intended 
to pass off its goods as those of the plaintiff, yet its intention so to do is by no means immaterial, 
because, if it be established that the defendant intended to deceive—intended that its goods should 
be passed off as the plaintiff’s—it can rarely with effectiveness, and never with grace, say that 
its fraudulent conduct has not had, and will not have, the intended effect. It would be a strain 
upon human credulity to believe that such and so many points of similarity as here found could 
innocently exist. See Yale & Towne Mfg. Co. v. Alder, 154 F. 57, 85 C. C. A. 149 (C. C. A. 2); 
Putnam Nail Co. v. Bennett, et al., 43 F. 500.” Williamson Candy Co. v. Ucanco, supra. 

15. G. Heileman Brewing Co. v. Independent Brewing Co., 191 F. 489, 497 [2 T.-M. Rep. 47] ; 
Liggett & Myer Tobacco Co. v. Hynes, 20 F. 885. 

16. William Waltke & Co. v. Geo. H. Schafer & Co., 263 F. 650 [10 T.-M. Rep. 246]; 
Godillot vy. American Grocery Co., 71 F. 873, 874; Scriven, et al. v. North, et al., 134 F. 366, 379; 
Florence Mfg. Co. v. J. C. Dowd & Co., 178 F. 73, 75 [1 T.-M. Rep. 289]. 

17. Battle & Co. v. Finlay, et al., 45 F. 796. 

18. Nims on “Unfair Competition and Trade-Marks,” page 843. Matter of Application by 
Wheatley Akeroyd & Co., 37 R. P. C. 157 (Ch. Div. 1020). 

19. Florence Mfg. Co. v. J. C. Dowd & Co., supra; J. N. Collins Co. v. F. M. Paist Co., 
14 F. 2d 614 [16 T.-M. Rep. 512]. 

20. C. & W. Chum Co. v. Dickinson, Same vy. A. K. Ackerman Co., 245 F. 809, 613 [9 T.-M. 
Rep. 89]; Auto Acetylene Light Co., et al. v. Prest-O-Lite Co., Inc., Cir. 6, 264 F. 810 [2 T.-M. 
Rep. 11]; Ryner, et al. v. Anchor Stove & Range Co., Cir. 6, 70 F. 2d 386 [24 T.-M. Rep. 269] ; 
Chesebrough Mfg. Co. v. Old Gold Chemical Co., Inc., Cir. 6, 70 F. 2d 383 [24 T.-M. Rep. 149]. 
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the ground that it was merely telling the truth, equity would first ascertain from 
the defendant’s acts whether or not it intended to deceive the prospective purchasers 
of its products. In this type of case literal or formal truth is not enough. The ques- 
tion is: What impression will be made on the purchaser ?”* 


We also have in this matter, shall we say, a defendant who is careful always to sell its 
goods as its own, but who puts them up in a style of package so similar to that used by one 
of its competitors, earlier in the market, that unscrupulous dealers, who purchase from the 
manufacturer or jobbers in order to sell at retail to consumers are enabled to delude 
numerous of such retail purchasers by giving them the goods of the defendant as those of the 
plaintiff. It seems apparent this is unfair competition, both on reason and authority.”* 


Before we close, brief reference should be made to an emissary of the plaintiff, 
employed to make a certain purchase and although he asked for “Pay Roll” he was 
given “Cash Roll.” The defendant dismisses this incident in its brief with the state- 
ment: “The boy made no objection when handed ‘Cash Roll.’ He wasn’t 
deceived.” It is immaterial whether or not he was deceived. The sale disclosed 
the dealers’ intent and purpose just the same as if it had been made to one who was 
deceived,” and the argument that National is not responsible for the conduct of an 
independent jobber or retailer is answered by saying the manufacturer is liable when 
he knowingly or unknowingly puts into the hands of the jobber or retail dealer 
the means of deceiving the ultimate purchasers.* But even if we were to hold 
there is no evidence of confusion, when injury to the plaintiff’s business is threatened 
or imminent, though no person is shown to have been deceived, a court is authorized 
to intervene to prevent its probable occurrence. The originator of a brand or trade- 
mark is not required to wait until the wrongful use has been continued for such a 
time as to cause substantial pecuniary loss,” or to put it another way, the probability 
of confusion and deception is sufficient to justify the aid of equity. 


Conclusions of Law 


National’s use of the designation “Cash Roll” is an infringement of Pecheur’s 
designation “Pay Roll.” 





21. Canal Co. v. Clark, 80 U.S. 311. 

22. Reid, Murdoch & Co. v. H. P. Coffee Co., 48 F. 2d 817 [21 T.-M. Rep. 172]. 

23. Julius Kessler & Co. v. Goldstrom, 177 F. 392; Lever Bros., Limited v. Pasfield, 88 F. 
484; Badische Anilin & Soda Fabrik v. A. Klipstein & Co., et al., 125 F. 543; Hennessy, et al. v. 
Wine Growers’ Assn., 212 F. 306 [4 T.-M. Rep. 303], “. . . ., it is the truth that is to be ascer- 
tained; and, if to get at the facts which are essential to sustain an issue upon which valuable 
property rights depend, circumstances make it impossible to obtain evidence of disinterested 
persons, it none the less becomes the solemn duty of the court to work to a correct finding, and 
in doing so to weigh all evidence, no matter whether given by interested or disinterested wit- 
nesses.” Hennessy, et al. v. Wine Growers’ Assn., supra. 

Coca-Cola Co. v. Gay-Ola Co., 200 F. 720, 722, 723 [4 T.-M. Rep. 297]: “Accordingly, we 
find it recognized by this court that, in a suit for unfair competition, it is not necessary to show 
that the immediate purchasers were deceived as to the origin of the goods; but even if they thor- 
oughly understand that they are buying the counterfeit, and not the genuine, the manufacturer of 
the counterfeit will be enjoined from selling it to dealers with the purpose and expectation that 
it shall be used by the dealers to deceive the consumer.” 

24. Lever v. Goodwin, 36 Ch. Div. 1. 

25. Amoskeag Manufacturing Company v. David Trainer, et al., trading as D. Trainer & 
Sons, 101 U.S. 51. 











64 





THIRTY-ONE TRADE-MARK REPORTER 


National’s package is deceptively similar to Pecheur’s package and its use thereof 
is likely to cause confusion of the purchasing public and amounts to unfair com- 
petition. 

Judgment is directed in favor of Pecheur Lozenge Co., Inc., and against National 
Candy Company, Inc., on the cross claim of National Candy Company, Inc., and in 
favor of Pecheur Lozenge Co., Inc., and against National Candy Company, Inc., 
on the complaint, and National Candy Company, Inc., shall account for and pay 
over to Pecheur Lozenge Co., Inc., such gains and profits as have accrued or have 
arisen or have been earned or received by National Candy Company, Inc., and all 
such gains and profits as would have accrued to Pecheur Lozenge Co., Inc., but for 
National Candy Company, Inc., together with costs and disbursements. 





ONEIDA LTD. v. NATIONAL SILVER COMPANY 
New York Supreme Court 
November 12, 1940 


UNFAIR COMPETITION—IMITATING MARK AND LABEL—EXTENT OF PROTECTION. 

Where one manufacturer uses a trade-name, trade-mark or label similar to those in use 
by a competitor, a remedy will be afforded against the simulating offender, if the original 
use was extensive or general; but the rule is otherwise where the field is new to both. 

UNFAIR COMPETITION—DEFINITION—DECEPTION OF PuUBLIC—TEST. 

Unfair competition is a species of fraud where fraudulent intent is a necessary ingredient. 
The test is whether the simulation or other acts result in deception, or the likelihood thereof, 
or in confusion in the public mind concerning the source of the competing goods. 

UNFAIR COMPETITION—DECEPTION OF PUBLIC—PARTIES. 

The rule is that he who induces another to commit a fraud and furnishes the means is 

equally guilty with the one who perpetrates the fraud. 
UNFAIR COMPETITION—SUITS—EVIDENCE. 

Under the rule in the State of New York, evidence adduced on the question of substitu- 
tion, even if illegally obtained, held admissible and competent, the only question being one 
of its credibility. 

UNFAIR CoMPETITION—IMITATING SILVERWARE DESIGN—‘‘CORONATION,” “PRINCESS ROYAL” AND 
“King Epwarp’—INJUNCTION. 
Plaintiff, a manufacturer of silverware, in 1936 brought out a new pattern called “Coro- 
nation” and, later in that year, defendant put out a new silverware pattern under the name 
“King Edward,’ having no resemblance to plaintiff's “Coronation” design. Late in 1938 
plaintiff brought out a pattern called “Princess Royal,” its sale having been confined chiefly 
to California. In 1939 defendant designed a pattern which it called “Princess Royal,” said 
pattern bearing no resemblance to plaintiff’s “Princess Royal,” but simulating its “Coronation” 
design. This pattern defendant widely advertised as a pattern of the “King Edward Silver 
Plate line.” 
Inasmuch as it appeared from the exhibits and the preponderance of testimony that cus- 
tomers had been confused and deceived in buying defendant’s “Princess Royal” ware as and 
for plaintiff’s goods, defendant held guilty of unfair competition and its further use of the 
“Princess Royal” name and pattern was enjoined. 
Unrair COMPETITION—SUITS—LACHES. 

Where the sale of defendant’s pattern began, in eastern territory, about November 15, 
1939, and plaintiff made complaint to defendant on April 19, 1940, held there was neither 
laches nor acquiescence on the part of plaintiff. 
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In equity. Action for unfair competition. Decree for plaintiff. 


Miller, Hubbell & Evans (Wallace H. Martin and Stewart L. Whitman, of Nims 
& Verdi, all of New York City, and L. W. Burdick, of Utica, N. Y., of counsel), 
for plaintiff. 

Costello, Cooney & Fearon (George R. Fearon, Samuel Robert Weltz and Ben- 
jamin M. Franklin, of counsel), for defendant. 


Davis, Judge: 


The cause of action alleged by the plaintiff is one for unfair competition. Its 
claim is that, it being in the business of manufacturing silver plate and having 
originated a pattern or design called “Coronation,” which had met with an extra- 
ordinary sale, the defendant, seeking to take advantage of the extensive advertising, 
sale and popularity of this particular pattern, copied or simulated the pattern, and 
sold in the market in competition with plaintiff a pattern of its own called “Princess 
Royal,” thereby injuring unlawfully the plaintiff in its good-will, its sales and profits. 
An injunction restraining these alleged unlawful acts, and an accounting are sought. 

The defendant, admitting the popularity of plaintiff’s design, denies that it made 
any copy or simulation of that pattern, or that its acts were those of unlawful com- 
petition. 

Where a person gifted with genius and imagination has by industry produced 
something attractive and interesting to the general public, which has a commercial 
or monetary value, there is always a temptation to persons of lesser qualities to 
imitate and exploit it to their own profit. In books or plays such imitative acts 
are called plagiarism; in commercial art or design it is called piracy; in general, 
it is given the colloquial term, “chiseling.” 

The legal and equitable principles governing such acts in unfair competition have 
long been established and accepted in this country. They are subject to no dispute 
either in general or in this suit... .* 

Ordinarily, this substitution of one product for another is accomplished by 
offering goods strikingly similar in design or appearance, but of an inferior quality 
seductively offered in greater quantity with representations express or implied that 
a new or bargain price may be obtained. All this is intended to confuse or deceive 
the unwary, casual or ordinary purchaser, who will rely on the attractive appearance 
to the eye, with the inducement of the new lower or bargain price. 

Sometimes a manufacturer or dealer uses a distinctive name or mark in connec- 
tion with the design constituting a trade-name or trade-mark; and the competing 
dealer uses a similar design, name or mark, or copies the package or label in or 
under which the goods are offered to the public. If the original use was extensive 
or general, where markets have already been established a remedy will be afforded 


against the simulating offender; but the rule is otherwise where the field is new 
to both. 


P Note.—Because of the great length of this opinion, certain passages not essential to its com- 
plete understanding have been omitted and the omission indicated by four periods——Eb. 
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The question of whether equitable relief will be granted or withheld depends 
upon the facts developed in the particular case, which accounts for the variances 
in results in adjudicated cases. The courts will inquire beyond the adroitness used 
in simulation, and disregard minor differences, for the test of offensive simulation 
is in general resemblance, not incidental differentiation. Unfair competition is a 
species of fraud, where fraudulent intent is a necessary ingredient. The test is 
whether the simulation or other acts result in the deception, or the likelihood thereof, 
practiced on the inexperienced public, the casual or ordinary purchaser of goods, 
or in confusion in the public mind concerning the source of the competing product. 
In certain cases the court will take the ensemble which the competing party has 
made up for the public display of their goods and compare it with that of the original 
vendor. The essence of unfair competition is to be found in cases where the 
simulated article is “palmed off” or “passed off” as the goods of another, involving, 
of course, the intent to deceive. This consists not only in the sale of the original 
vendor to dealers or retailers, but also the acts of these latter persons in actual or 
attempted substitution. The rule is that he who induces another to commit a fraud 
and furnishes the means, is equally guilty with the one who perpetrates the fraud. 
The fact that dealers, who have become familiar with both articles and can readily 
distinguish the difference, is not important. Courts will not tolerate a deception 
devised to delude the consuming purchaser by simulating some well-known product. 
It is not necessary to establish that any particular person has been actually deceived 
—it is the opportunity afforded for deception and the likelihood of confusion or 
deception which the courts take into consideration. . . . 

There is a multitude of authority in adjudicated cases sustaining the general 
principles above stated. I cite a comparative few of this great number: Fisher v. 
Star, 231 N. Y. 414 [11 T.-M. Rep. 333]; Lever Bros. v. Eavenson & Sons, Inc., 
157 Misc. 297 (modified and affirmed 249 App. Div. 617) [25 T.-M. Rep. 648] ; 
American Chain Co., Inc. v. Carr Chain Works, Inc., 141 Misc. 303 [22 T.-M. Rep. 
147]; Warner & Co. v. Lilly & Co., 265 U. S. 526 [14 T.-M. Rep. 747]; Queen 
Mfg. Co. v. Isaac Ginsberg & Bros., 25 F. 2d 284 [18 T.-M. Rep. 275]; Yale & 
Towne Mfg. Co. v. Alder, 154 Fed. R. 37; Photoplay Pub. Co. v. LaVerne Pub. Co., 
269 id. 730 [10 T.-M. Rep. 102]; Wesson v. Galef, 286 id. 621 [12 T.-M. Rep. 
100] ; Fuller v. Huff, 104 id. 141. 

With this statement of the legal and equitable doctrine, I may proceed to the 
discussion of the cause of action here. The acts of the defendant are alleged to be 
the sale of silverplate of a pattern of similar design to plaintiff’s pattern, with the 
incidental adoption of a trade-mark theretofore used by the plaintiff in another 
pattern ; a similar system of advertising, copied at least in part by the defendant ; 
and high-pressure salesmanship in obtaining a wide market among dealers by 
offering attractively a greater number of pieces in a set of inferior quality at a much 
lower price, with representations at times that there was a strong resemblance to 
the plaintiff’s pattern, and the sets could be sold in place thereof as purchasers would 
readily believe that the old pattern or a new one of similar type was being offered 
at a bargain. With the defendant’s denial of these charges there arises in this, as in 
practically all such cases, a question of fact... . 
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The testimony is that in 1895 the silverplate business was at a low ebb because 
the product did not wear. The plaintiff undertook to bring out a plated ware of 
high grade that would stand ordinary wear, and would likewise be artistic and 
attractive, to compete with the sterling silver trade. In 1901 it began advertising 
its manufactured product called “Community Silver.” About 1910 the name was 
changed to “Community Plate.” After that, from seven to ten million dollars were 
expended in advertising this plate in its different patterns, largely in magazines of 
national circulation. It is not to be doubted that the plaintiff was one of the pioneers 
in the modern silverplate industry, and has been for years one of its leaders, having 
a nation-wide sale of its silverplated “flatware”—meaning table silverware. In this 
period of years it brought out many different patterns. . 

When a particular type of plate has gone through several patterns and has 
gained recognition, it is often called in the trade a “line,” and is given a distinctive 
brand. Thus, the highest grade produced by the plaintiff in recent years is called 
“Community Plate,’ which was a brand or distinguishing mark “backstamped” in 
small letters on the narrow part of the handle. The plaintiff had other lines, appar- 
ently of lesser grade, given other names, such as “Tudor Plate—Oneida,” or some- 
thing similar. The backstamp indicates the “brand” or the manufacturer. The 
plaintiff makes eighteen “lines” and has about 130 active patterns. Usually sales 
of silverplate in sets or quantities are accompanied by a written paper called a 
“guarantee,” which, in general, provides that it will endure for a lifetime or that it 
will be replaced if it does not give satisfactory service. How much of value may 
be attached to such guarantees is problematical. It may be that at the time of sale 
it has some influence. In certain sales that were the subject of proof, the pur- 
chasers either got no guarantee or did not know whether they had one or not. It 
is unlikely that such a separate paper, if taken, would be retained for the ordinary 
lifetime ; and the guarantee generally offered by manufacturers would be only as 
good as the guarantor and the reputation that it bears. It is the attractiveness of 
the design, the price, sometimes the brand, and the manner of calling the ware to 
the attention of potential customers by advertising or otherwise, that naturally 
promote sales. Beyond that, it is the human element of taste and other imponderable 
influences that would be potent in the promotion of this type of business. In cases 
like this we deal with conditions as we find them in the evidence. 

The business of the defendant, apparently under a different name, commenced 
about fifty years ago. It has, during that time, manufactured cutlery, and more 
recently other novelties; and it has sold cutlery and clocks. It has never been a 
manufacturer of silverplate. Such plate as it has sold was manufactured by another 
on defendant’s order from designs it furnished. The evidence is not clear, but it 
seems that it has been selling silverware for from twenty to twenty-five years and 
apparently in the cheaper grades. It has never been classed among the leading 
vendors of silverplate of high grade, but it dealt in different patterns, of which it 
had about seventy-five. It does not claim to have established any line nationally 
advertised and known before 1936. It backstamped its wares with different names 
at different times to indicate the brand. 
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The plaintiff brought out a new pattern named “Coronation” in 1936 at about 
the time of the coronation of King Edward VIII. It caused its design to be 
patented on May 26, 1936... . 

The defendant later in that same year originated and had manufactured and 
sold a pattern of silverware called “King Edward.” This pattern bore no resem- 
blance whatever to that of the plaintiff’s pattern “Coronation.” It was backstamped 
“National Silver Plate.” 

The “Coronation” pattern was advertised very extensively in national maga- 
zines at about the time it went on sale in August and in the following years, includ- 
ing 1939. . . . This method of advertising consisted in showing photographs or 
drawings of certain pieces or of sets in a chest with appropriate descriptive language 
and the name of the manufacturer or brand; and in promoting its sale it used in 
stores where its goods were on sale, certain window or counter displays consisting 
of the open chest showing the flatware, with a cardboard background containing 
advertising matter, with an electric flasher. 

These different chests contained a varying number of pieces and sold at different 
prices : at $24.75 for small sets ; at $49.75, $59.75 and $69.75 for those containing a 
greater number of pieces—there being at times special sales in which it was alleged 
that the special price represented a reduction from the standard price—all advertised 
as “Community Plate.” This Coronation pattern proved to be the most popular 
pattern ever put out by the plaintiff, and had the largest sale. In the years following 
its first sale in August, 1936, a total of 10,328,832 pieces were sold, of which more 
than one-third were sold in the year 1939. 

Plaintiff had also brought out late in 1938 a pattern that it called “Princess 
Royal,” which it claimed was designated as a trade-mark, although not registered. 
The sale of this pattern was confined chiefly to the State of California; and it was 
not advertised. 

It was in the year 1939, at the height of the popularity of Coronation, and after 
plaintiff had designed and sold its Princess Royal pattern that the defendant designed 
a pattern which it also called “Princess Royal.’ This bore no resemblance to the 
plaintiff’s Princess Royal, but it did, as claimed by plaintiff, simulate the design 
Coronation. 

The defendant obtained a patent for this Princess Royal design on July 11, 
1939... . 

The King Edward pattern in 1936 and a portion of 1937 was a “half plate” 
spoon. It is claimed by defendant that some time in the early part of 1937. it was 
changed to “full plate.” It was advertised by defendant and dealers largely in 
newspapers and over the radio as King Edward pattern, sometimes with the name 
of the defendant appearing in the advertisement, and sometimes without such name. 
As time went on, there was reference not only to the King Edward pattern, but to 
“King Edward Silver Plate,” sometimes with adjectives such as “exquisite.” “Sil- 
ver plate” is a term descriptive of all plated ware. This pattern met with consider- 
able sale during these years, amounting to about 3,800,000 pieces. The expense of 
advertising, compared with that of Coronation running through the same period, 
was inconsiderable and was limited chiefly to newspapers, except as to radio broad- 
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casts. There was never but this one pattern; but when, in November, 1939, the 
defendant began its vigorous campaign to promote the sale of Princess Royal, its 
advertisements and displays referred to its being a new pattern “in nationally adver- 
tised King Edward Silver Plate.” 

During the course of the trial the defendant made labored efforts to establish 
that the King Edward pattern had become a “line”; and that the Princess Royal 
was a new pattern in that “line.” It was at least interesting, if not amusing, to note 
how the defendant’s employees and its counsel were exceedingly scrupulous when- 
ever they spoke of the new pattern, to refer to it as “the Princess Royal pattern of 
the King Edward Silver Plate line,” as though a “line’’ could be established by the 
mere choice of words. 

It was the claim of the defendant’s vice-president that in 1939 he was anxious 
to achieve an ambition to have his company become known as an important factor 
in the silverplate industry by engaging in national advertising and establishing a 
recognized line of silver (which, of course, began with the King Edward pattern 
in “half plate,” later in “full plate’) with a new pattern called “Princess Royal’ to 
be introduced as related to the “nationally advertised King Edward Silver Plate.” 
The plaintiff claims this was subterfuge to carry out its plan of simulation. 

The methods following the introduction of the Princess Royal pattern in pro- 
moting sales were similar to those followed by plaintiff. . . . It used the same 
general form of counter display of a chest of silver with a background of cardboard.* 

As far as it appears, there had never been any actual sale price for this silver 
at $47.79. King Edward had been sold for $24.95 and in smaller quantities for 
$19.95. The nearest that it came to being “half price” to any chest of silverplate 
was to some of the advertised sale prices of Coronation. The sale of Princess 
Royal was promoted vigorously by the genius of salesmen, advertising, post cards, 
circulars and different devices in stores. There had been sold 1,290,000 pieces up 
to May, 1940. 

In the course of time there have been many different patterns brought out by 
different manufacturers. These are listed in trade journals. As new patterns are 
developed old ones are often abandoned. It sometimes happens that different manu- 
facturers will use the same or similar names, either perhaps inadvertently or in 
adopting a name that has once been abandoned. 

In several instances before the present claim of simulation, the defendant with 
its cheaper wares had brought out patterns with similar or identical names to those 
used by plaintiff. In two instances the plaintiff had patterns called “Barbara” and 
“Flight” ; and the defendant, a little later, adopted these identical names for two of 
its patterns. In the case of “Barbara” in particular, the plaintiff wrote to the 
defendant on May 20, 1936, protesting against the use of this name. To this letter 
there was no reply. Two other letters followed ; and at last the defendant answered 
on December 7, 1936, in brief, undertaking to change the name of the pattern and 





2. Explanatory note——The display chests used by defendant contained sets for eight persons, 
numbering 88 pieces, and numerically larger than any offered by plaintiff. The chests were 
advertised as giving purchaser a saving of $23.94. They bore the words “Princess Royal” in 
large script, and below the word “Pattern” in smaller type. Over the chest were the words 
“half price introductory sale.” The chest was not similar to plaintiff’s—Eb. 
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to discontinue its sales. However, the same pattern was advertised and being sold 
as late as April, 1938. 

The explanation on the part of the defendant as to how these patterns came to 
be adopted can be characterized by a single word—plausible. This evidence of 
using the same name was received to show intent, and a course of conduct on the 
part of the defendant preceding the adoption of the Princess Royal pattern in 
competition with plaintiff’s Coronation. . 

There has been in this case on the part of the plaintiff neither laches nor 
acquiescence in respect to defendant’s acts, as the defendant has urged in its briefs. 
The sale of defendant’s pattern began intensively about November 15, 1939, in 
eastern territory. In other parts of the country the sale got under way about 
mid-February, 1940, and continued until about May. Naturally, it was necessary 
for the plaintiff to discover what was going on, make an investigation, and accumu- 
late its proof before venturing recklessly to commence an action. Complaint was 
made to the defendant by letter dated April 19, 1940, in respect to this alleged 
simulation and substitution of patterns. The action was commenced about April 27. 
No act of defendant was done in reliance on laches or acquiescence. 

In preparing its evidence on the subject of substitution and “palming off” the 
defendant’s pattern in place of that of plaintiff, the plaintiff employed college girls, 
obtained chiefly from college placement bureaus, to go to stores pretending to be 
shoppers or purchasers seeking to buy silverware by different methods, to ascertain 
if there were attempts to substitute or actual substitution. I shall refer to this 
phase of the case more fully later. The testimony of these college students met 
with objection by the defendant on the ground that by Section 70 of the General 
Business Law the acts of these persons were illegal for they were not licensed 
detectives. Without passing on the question of the application of the law to these 
persons at the time, I stated that the rule in this State, contrary to the rule in 
federal courts, was that such evidence, even if illegally obtained, was admissible and 
competent ; and that the only question was one of credibility, which as concerned 
these witnesses was not otherwise attacked. In defendant’s brief, counsel say the 
statute was violated and argue that the evidence has “no probative force”; and 
thereafter refer exclusively to the young ladies as “unlicensed detectives.” There 
was no violation of the statute, and had there been, the rule as to competency is as 
above stated. (People v. Adams, 176 N. Y. 351; affd. 192 U. S. 585; People v. 
Defore, 242 N. Y. 13; Hernandez v. Brookdale Mills, 201 App. Div. 325; Matter 
of Davis, 252 id. 591.) 

As stated heretofore, the questions of simulation and “passing off” or “palming 
off,” are primarily questions of fact upon which the granting or withholding a 
remedy must depend. There are certain tests or rules that may be invoked in aid 
of the trier of the facts where conflict exists between witnesses. Where there is 
contradictory testimony, it becomes important to note the appearance and manner 
of the witnesses, their general background and interest, whether or not they are 
at all times frank, or become evasive when subjected to cross-examination where a 
statement made candidly and truthfully would likely be unfavorable to the party on 
whose behalf they had been called. . 
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Consideration must also be given to the contradiction of the testimony of dis- 
interested witnesses by those who are more or less vitally interested, when the 
dispute between them is not one of details or a mistake or a difference in recollection, 
but relates to a positive fact. Specific illustrations on this latter phase of the sub- 
ject will be given in a discussion of the evidence. . 

The parties have submitted the case by oral argument and briefs. The briefs 
aggregate 335 pages. I have read the entire testimony and the briefs with care, 
making abstracts of the testimony deemed important. 

The evidence of simulation, substitution and unfair competition may, besides 
ocular observation, be divided roughly into certain classes : 


1, The testimony of the buyers for certain dealers or retailers as to representations made 
by defendant’s salesmen in offering the new Princess Royal pattern in attempts to induce 
a sale; and the reaction of customers who came into these stores to purchase silverplate 
when Princess Royal was offered for sale; 2, customers who had actually been deceived in 
buying Princess Royal, thinking that they had ordered or obtained the Coronation pattern ; 
3, persons pretending to be shoppers who visited numerous stores where the Princess 
Royal pattern was being sold and by different methods either actually purchased or made 
deposits on purchases, in which either deception actually occurred or there was confusion— 
perhaps in good faith—in selling a set of Princess Royal for Coronation. Another method 
designed to accomplish the same purpose was by writing a letter to the dealer, sending a 
picture of the Coronation and being offered Princess Royal; 4, conducting a “survey” 
among housewives, showing them an article of silverplate of the Princess Royal pattern, 
and asking them to identify it. In relation to this “survey” certain housewives were called 
who had answered the questionnaire and testified as to their confusion in respect to 
identifying the Princess Royal with the Coronation pattern. 


1. Eight persons connected with the buying department of different widely scat- 
tered dealers testified that their first acquaintance with the Princess Royal pattern 
was when it was brought to their attention by defendant’s salesmen after there had 
been an unusually successful sale of Coronation. In brief, the testimony was that 
the salesman, and sometimes the buyer, commented upon the resemblance of the 
new pattern to Coronation. In some instances there was reference to the fact that 
another pattern had had great success in sales and this pattern would do the same 
thing ; and in instances where it was thought that there might be trouble or conflict, 
the doubting dealer was assured that was taken care of by a patent. Some of these 
witnesses testified that customers having seen Princess Royal, became confused 
and spoke of it as the Coronation, or as the new pattern; or wanted the Coronation 
pattern at the new prices. 

These witnesses were connected with independent dealers, some of them dealing 
with both the plaintiff and the defendant, and must be classed as disinterested. 
Each of defendant’s salesmen involved denied categorically that he had ever had 
such conversations with the buyers, or that the word Coronation had been men- 
tioned by anybody. In only one instance was there conflict between one disinter- 
ested witness and another. An assistant buyer of one store, named Kinsella, testified 
that he had such a conversation with one of defendant’s salesmen. Another witness 
named Bossey, called by the defendant, testified that he was the buyer and made the 
purchase of the Princess Royal; that nothing was said in the conversation about 
similarity between the two patterns; and that Kinsella was present when the 
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purchase was made. Proof was lacking, however, that Kinsella did not see the 
salesman separate from the interview with Bossey. . . . 

The salesmen were clothed with apparent authority to make such representations 
as were ordinarily deemed necessary in the course of business. If the similarity 
(in the goods) was obvious either to them or to the purchasers, it would naturally 
be a subject of conversation. The defendant became responsible for what was 
represented by the salesmen in their efforts to promote the sales, and if the defendant 
accepted the benefits of such sales, it impliedly ratified the conduct of its agents 
(Angerosa v. White, 248 App. Div. 425, affd. 275 N. Y. 524; Burke v. Bonat, 
255 N. Y. 226, 230; Low v. Hart, 90 Id. 457)... . 

2. Two women who made actual purchases of the Princess Royal pattern testi- 
fied that they believed it at the time to be Coronation, with which pattern they had 
become somewhat familiar through advertisements. In one case the purchaser 
clipped a coupon from the defendant’s advertisement in a newspaper and sent it to 
the dealer, and did not learn until long afterward that the pattern was not Coronation. 

The other had seen Coronation advertised and in the stores, and later saw an 
advertisement of Princess Royal in a newspaper, and thought it was the same 
pattern. She made a clipping from the advertisement and went to a store and showed 
the pattern to the salesman. He produced a piece from the silver set and told her 
it was the pattern that she wanted. She noted that it was slightly different from 
the Coronation pattern ; and told him that this was a little different, and mentioned 
the Coronation, whereupon he took her to a different counter and showed her a piece 
from another set and said it was the same set only in a cheaper price; and that 
the pattern was the same, by the same company, only one was solid in a lower 
grade of silver and the other had little holes in it. She then bought the Princess 
Royal set, believing it to be Coronation in a lower grade of silver. 

These were what we may call “inexperienced” witnesses. On cross-examination 
they were somewhat confused as to whether they had seen the name of defendant or 
the brand in the advertisements and otherwise; but there was nothing to impeach 
their credibility and good faith. 

3. The plaintiff engaged through college placement bureaus young ladies who 
were graduates or undergraduates seeking employment. These young women were 
given careful instructions as to their duties by impersonating shoppers in visiting 
stores where silverplate was sold, and by different methods to purchase, or attempt 
to purchase, sets of Princess Royal. In certain cases they took a picture of the 
Coronation pattern and asked for a set resembling that, sometimes mentioning the 
Princess Royal price, and sometimes the number of pieces, but without mentioning 
the name of the pattern. Others, by a similar process, took a picture with the 
printed name Coronation, and in some instances stated the name. Others took a 
Coronation teaspoon or other article, which was shown to the salesmen. In other 
cases a letter was sent to the dealer with a picture of the Coronation pattern attached 
with a clip. 

In a considerable number of the stores the salesman . . . . declined to substitute 
Princess Royal pattern for the type shown or called for as Coronation. In other 
instances, twenty-two different dealers, some with branch stores, sold to these wit- 
nesses Princess Royal sets under these varying circumstances. In ten of these cases 
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actual cash purchases of sets were made; and in the other instances the sale was 
represented by a cash deposit, or in one instance by opening an account. All told, 
forty-one separate purchases were made at thirty different stores. . . 

These witnesses were not informed of the purpose of this employment, and many 
of them had little knowledge on the subject of patterns or brands. Always two went 
together so that there were two witnesses to each sale. They followed their instruc- 
tion and generally made notes as to what occurred. There was nothing to impeach 
their credibility ; and their veracity was not attacked, but rather generally accepted 
by counsel except for the charge that they were “unlicensed detectives.” 

4. Five other young ladies of the same type were employed in a similar manner 
to make what was called a “survey.” They were given a book of fifty sheets upon 
each of which there were three questions. On the cover was one of the articles 
of the Princess Royal pattern with the backstamp concealed. These witnesses 
separately visited homes of what may be called the middle class of people, sought 
an interview with the housewife, explained that they had nothing to sell, but were 
simply making a survey, showed the pattern and asked the housewife to identify 
it and to write and sign the answers. Two of the questions were in the following 
form: (1) Who do you think puts out this silverware? (2) If you wanted to 
buy a set of this silverware how would you ask for it? The third question related 
to knowledge of any person who had recently purchased this set, and was unimpor- 
tant. Answers previously given were concealed. They interviewed 1,000 women 
and received a variety of answers, a considerable portion of which identified the 
article as that of plaintiff; and in only one instance was identification made as 
Princess Royal. More than one-third did not know the manufacturer or pattern. 

When this evidence was offered I had doubts as to its competency, but took it 
subject to motion to strike out, or eventually to disregard it. I think that the evi- 
dence was competent. These persons, though not customers of a store, were 
members of the public and may be regarded as potential purchasers. . . .' 

The plaintiff did not rest alone upon this survey. From the housewives who 
had in the questionnaire identified the pattern as one of plaintiff or its manu- 
facture, twenty-four women were called as witnesses who gave their reasons for 
being confused or deceived in identifying the Princess Royal pattern shown them. 
They were familiar with advertisements of silverware patterns. Such evidence has 
greater weight than that obtained in the “survey.” The defendant did not attempt 
to fortify its survey through any such witnesses. 

The foregoing testimony, if accepted, indicates deception and confusion caused 
among purchasers as apparently planned and designed. There was other proof 
to the same effect, in seeking to ascertain whether or not defendant had a con- 
certed purpose in copying and simulating plaintiff’s pattern, and was in a position 
to put that purpose into effect. Plaintiff employed a man by the name of Rodgers, 
engaged in the business of commercial art, to visit the defendant, representing that 
he was the agent of a man interested in obtaining a large quantity of “premium” 
silverware, 1.e., silverware to be given to purchasers of other goods in redemption 





3. The court found the results of both surveys inconclusive and therefore attached no weight 
to the evidence.—Eb. 
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of coupons. Rodgers... . testified that he went to defendant’s place of business 
and was met there by one Tyler, who was variously described as “an assistant to 
the vice-president,” “a salesman in some executive relation in respect to sales” and 
the vice-president’s “lieutenant,” and as “sales manager.” He also met Mr. Eisen- 
berg, the assistant to the vice-president, who introduced himself as the head of the 
flatware department. . 

Rodgers made his errand known, to the effect that he represented a principal 
desirous of obtaining a large quantity of premium silverware at a comparatively 
low price. He was shown different patterns, including Princess Royal, and com- 
mented that he had seen advertisements of other silverware, and what his principal 
wanted was a pattern already well known or advertised, but that kind did not seem 
to be available for premium use—with which Tyler agreed, adding that Princess 
Royal was not available for such use. Rodgers then asked if it would be possible 


to get a copy of a well-known design, and Tyler said that it would be possible, 


that he was an eyewitness to the copying by Mr. Eisenberg of the Coronation pattern ; 
that he saw Eisenberg make a rough draft, and the finished pattern made was 
called Princess Royal. This latter statement was not made in the presence of Eisen- 
berg, and while it was accepted as part of the sales talk, I do not regard it as an 
admission by defendant, for it was the recital of a past event. 

Arrangements were made for Tyler to meet Rodgers and his principal at a hotel 
on a day shortly following. Rodgers prepared for this interview by engaging a 
suite of rooms in one of which was set up a dictograph with a skilled operator and 
a stenographer. The voices of the two men were tested over the microphone so that 
the operatives could become familiar with them. Tyler came, was introduced to 
the principal, called Dalstrom, and a long interview was had. Among other things, 
Rodgers asked Tyler how he was doing with Coronation, and the latter said that 
Coronation was not their pattern, but Oneida’s; their design was Princess Royal, 
which was a member of the Coronation family; and said, if you take Princess 
Royal in one hand and Coronation in the other, and turn around, he was willing 
to bet the average person would not be able to tell the difference. Dalstrom asked 
Tyler if Princess Royal was a simulation, and Tyler said the designer may have 
got a few differences from Coronation, but they had papers on file that gave them 
patent rights to the original Princess Royal design. 

The original record of this dictograph conversation, with the operator who took 
it, was produced in court, as was also a typewritten transcript thereof, the authenticity 
of which was not questioned. There was talk of Dalstrom’s purpose not to experi- 
ment with a new original design in this premium ware, but to have something that 
resembled a well-known pattern. In this connection Tyler said, “We know the 
faults of half a dozen patterns that are selling today. We may not be able to give 
you those patterns as premium items, but before Mr. Eisenberg left, and I talked 
with him today . . . . we can take this pattern and with slight alteration in the dies, 
if we have to get new dies, we can design a popular-priced pattern.”” Mr. Dalstrom: 
“Do you mean you can take a pattern that is selling extensively today and simulate 
it with slight variations?” Mr. Tyler: “That’s right. We can take any of ours 
without any question. We can even—not steal—” Mr. Dalstrom: “Well, that’s a 
harsh word.” Mr. Tyler: “But we can borrow, because every manufacturer has 
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done it. We can borrow the various symbols in the silver business, such as the 
shell . . . . when you show a shell at the tip here, then you have a shell with a 
gadroon border—and a gadroon border is nothing more than a series of lines that 
come down to the edge of the pattern. . . .” 

There was similar recorded talk about the Princess Royal being a member 
of the Coronation family, and the difficulty the average person would have in dis- 
tinguishing between Coronation and Princess Royal if examined separately, as 
testified to by Rodgers; and that it was possible, with very slight variations, to take 
a well-known pattern and make another closely resembling it. Under the circum- 
stances, Tyler must be regarded as the authorized representative of the defendant. 
The upshot of it was that the defendant could and would make a close copy of any 
well-known design. 

Tyler was called as a witness. In appearance and manner he was one of the 
best called by defendant. He denied practically all that Rodgers had testified to in 
the first interview at defendant’s place of business, and gave his own version of the 
conversation, which was quite different; but in respect to the interview recorded 
on the dictograph, he admitted its accuracy as to his representations, with the lame 
excuse that he made them while interested in making a large sale, but did not speak 
truthfully, and was without belief in the facts he stated. As I said earlier, the 
credibility of the testimony of an interested witness is shaken when he contradicts 
the testimony of other witnesses who are apparently truthful, or are corroborated. . . . 

This brings us to a consideration of the two patterns, their similarities and 
differences, and whether the ordinary purchaser relying on her memory of patterns 
illustrated in magazines or other advertisements or having actually seen such patterns 
in stores or in use, might be expected to become confused or be deceived. This 
subject, though related to the question of actual deception and confusion, may 
be considered in this respect independently. 

It is unimportant to consider the origin of plaintiff’s pattern, except to say 
that it was one created by professional artists or designers. That of Princess Royal 
had its origin in the mind of the defendant’s vice-president, in the idea that a new 
pattern should be brought out ; and it was roughly sketched or drawn by Eisenberg, 
who had ideas and some degree of skill in making designs. When his rough draft 
or sketch had been made, Eisenberg turned it over to a man named Shulgasser, a 
“hack,” or, as he expressed it, a “free lance designer” not regularly employed by 
defendant, who was paid $10.00 for his finished design of a pattern. His first efforts 
did not meet with approval, for the design was said to be too severe, and he then 
furnished two or three other designs until he had created the present Princess Royal 
pattern. Shulgasser was called as a witness. He said he knew the Coronation 
pattern but he disclaimed making or attempting to make any copy of it, but claimed 
to have derived his inspiration from other sources in art. He was admittedly 
impecunious, and his appearance and manner did not create a good impression. He 
was evidently of the type that would naturally be selected to make a copy. 

As has been stated earlier, there are numerous concerns competing for trade 
in the silver or silverplate industry. Different patterns are designed and given 
names that attract the eye or excite the imagination. . . . Each pattern may be 
given a name thought to be representative or characteristic ; and the success to be 
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gained in sales depends largely upon the attention attracted from the public by 
skillful advertising in mediums having wide circulation and the response shown 
by actual purchases. Then the danger of simulation arises. 

The base or standard of designs in silver or silverplate, as well as in artistic 
design or adornment in other fields, consists of conventionalized flowers, leaves and 
the like, scrolls, and the use of lines, and the general outline. In all patterns the 
ornamentation is on the handle of the spoon or other article. On the Coronation 
the central figure of the ornamentation was a five-petal flower surrounded by leaves 
or scrolls, and above it were vertical lines, sometimes referred to as a “lyre.” It was 
unique in that this part of the pattern was “pierced” ; 7.e., there were small openings 
on both sides of the “lyre,” and one somewhat below the central flower. These, of 
course, did not show in the photographs or in newspaper or other advertisements, 
except that they were darker than the other parts of the ornamentation. The edge 
of this part was slightly irregular, which was also unusual; but this irregularity was 
not readily discernible on examination, nor in illustration except when greatly 
magnified. The ornamentation was placed between horizontal lines with a blank 
space extending about a quarter of an inch to the top where a small letter or mono- 
gram might be placed. 

Below the design vertical lines ran to the beginning of the bowl of the spoon. 
These were in slight “ridges” or “waves,” 1.e., there was a small depression between 
the lines. At the termination of these vertical lines there were three horizontal lines. 
The top of the spoon was flat, sometimes described as “square end.’”’ This also was 
at the time quite unusual in silver or silver plate, for most designs of the handle had a 
rounded or tapering top. 

Princess Royal had the same long, tapering handle and the flat top. Its central 
design was also a five-petal flower, slightly larger than that of Coronation. That 
was surrounded by leaves or a conventionalized flower which extended to the top 
of the pattern, somewhat in the manner of the “lyre.” In the corners were small 
parts of the same flower, and along the edges there were figures somewhat resem- 
bling the figures of the irregular edge of Coronation. This design was also placed 
between two horizontal lines, but above and below these lines in distinction from 
Coronation there was further small ornamentation. These at the top nearly filled 
the blank space. From the bottom of the design vertical lines ran on the outer 
edges of the handle to near the beginning of the bowl of the spoon. They ter- 
minated with further ornamentation by small designs of the flower between horizon- 
tal lines. 

From this description, based on my own observation, points of similarity and 
difference may readily be noted. No independent experts on design were called 
by. either party. The similarities were noted by the plaintiff’s designer and by 
numerous lay witnesses. The differences were sharply pointed out by similar 
witnesses called by the defendant. The plaintiff does not claim that there are no 
differences or distinctions between the two patterns, but it says that the simulation 
was in the collocation of plaintiff’s design, which was original and unique. 

By a process of “dissection” item by item, even small differences may be brought 
out clearly. . . . Of course, dealers soon become familiar with the two patterns 


and readily distinguish the differences between them. In my own experience on 
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the trial and in later consideration of the evidence with the articles constantly before 
me the differences not manifest at first, are now clearly recognized. 

The articles of silverware which are in most common use and generally used 
in illustration are, to my mind, in the order of their importance, the teaspoon, 
the table knife and fork. If the Princess Royal teaspoon is superimposed upon 
Coronation, its whole outline is practically identical with that of the other, except 
that the handle of Coronation is less than a quarter of an inch the longer. The 
table knives are likewise almost identical in outline, but being larger, the difference 
in design is more marked. As to the fork, the general outline of the handle is the 
same, but that of Princess Royal is longer and the utility part is shorter. 

There would be ordinarily no confusion if the articles were placed side by side 
and given careful observation, or perhaps not even if the observation was some- 
what casual. But that is not the manner in which Princess Royal was sold. It 
was offered at a special sale, at a so-called “introductory half price,” and the chest 
and display stood alone; and where sales were made to those seeking Coronation 
pattern there was no effort, in many stores at least, to exhibit to the prospective 
purchaser the other pattern and with instances of assurance that it was the same or 
a new pattern of the same concern at a lower price. The real test of general 
similarity, the collocation of the different features and outline is, that numerous 
persons have taken one for the other. 

No doubt the ordinary purchaser in these days gets his chief inspiration from 
illustrated advertisements. In buying silverware, interest is excited by the attrac- 
tiveness of the design. When the housewife goes to purchase a part or a whole 
set of silver, very likely she carries the picture of the design in her mind and 
memory—not as to its details, but in its general style and outline. Confronted 
with a pattern, it is extremely doubtful that she can note minor distinctions, particu- 
larly when offered an unexpected bargain. 

Those who simulate the well-established product of another can have no strong 
hope to deceive persons well informed and discriminating. Rather, they must 
depend largely upon attracting the interest of a class having some knowledge of 
patterns but being largely uninformed and undiscriminating concerning the quality 
of the wares and the reputation and business standing of different manufacturers, 
who are attracted by offers of a bargain. Princess Royal was largely sold at stores 
which had for a long time exhibited and sold Coronation at a higher price. A sudden 
introductory sale of a ware closely resembling that of plaintiff at a “half off” or 
bargain price, would naturally tend to deceive or confuse those who were accus- 
tomed to visit the store, and were furnished no ocular basis of comparison between 
patterns and names. The backstamp on Princess Royal was “National Silver 
Company,” followed by a sort of monogram with the letters “K. E. S.”; but these 
letters, said to mean “King Edward Silver Plate,” are distinguishable only on 
close scrutiny. Defendant relies upon the fact that in advertisements and on the 
store display and on the chest there were the words “National Silver Company,” 
and “King Edward Silver Plate.” These, not always conspicuous, are insufficient 
under the circumstances to overcome the testimony concerning simulation, confusion 
and deception. 
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These general principles were put to actual tests in this case. The result, as 
already indicated by a review of the evidence, connotes that there was actual con- 
fusion and deception in accordance with a plan and design to that end. An early, 
and perhaps the leading case in dealing with conflicting designs in silverware, is 
Gorman Co. v. White (81 U. S.—14 Wall. 511). This case dealt with an infringe- 
ment of a patent, but, as I have earlier stated, the same general principles are applied 
in cases of unfair competition, except that in the latter the rule is broader. It was 
held in reversing the Circuit Court that the appearance to the eye or sameness 
of effect upon the eye, was the main test of substantial identity of design; that it 
was not essential to such identity that the appearance should be the same to the 
eye of an expert; and that if in the eye of an ordinary observer, giving such atten- 
tion as a purchaser usually gives, the two designs are substantially the same, and if 
the resemblance is such as to deceive such an observer and sufficient to induce 
him to purchase one supposing it to be the other—then there was copying or 
infringement. . 

In accordance with the doctrine heretofore stated, and in view of the proof 
which I have attempted to recite at some length, I reach the conclusion that the 
defendant by its simulation of plaintiff’s pattern, its manner of introducing the new 
Princess Royal to the trade with suggestion and encouragement that the pattern 
might be recognized as that of plaintiff, at least in some instances, and the fact 
that persons were readily confused and deceived—was engaged in acts of recognized 
unfair competition. It should be added that defendant discontinued its advertising 
of Princess Royal after the suit was brought, and apparently discontinued pushing 
its sales without the issuance of a preliminary injunction. For this it is to be com- 
mended as showing at least a modicum of good faith. 

There remains to be considered the remedy. The plaintiff is entitled to an 
injunction restraining the sale of the Princess Royal pattern in competition with 
that of plaintiff’s Coronation. As to the name Princess Royal, in which plaintiff 
claims a prior trade-mark, the sale of plaintiff’s pattern was limited practically to 
the State of California of an unadvertised pattern. I do not deem an injunction 
restraining the use of the name warranted under the proof. 

On the question of accounting, there was no definite proof of damages through 
loss of sales or profits of Coronation. Between November 1, 1939, and May 30, 
1940, defendant sold 8,321 sets of Princess Royal, containing 1,290,000 pieces. 
It naturally would follow as a fair inference that inroads would be made on plaintiff’s 
sales (Michel Cosmetics, Inc. v. Tsirkas, 282 N. Y. 195 [30 T.-M. Rep. 327]). It 
may be that such proof of actual damages exists, which, though difficult of measure- 
ment, may be adduced if an accounting is directed. It will be necessary to settle the 
findings and the form of the judgment to be rendered. Therefore, I will hold in 
abeyance the question of accounting until I hear counsel further on this subject. 
Costs will be allowed to the plaintiff in the judgment. 


Settle findings and judgment on five days’ notice, unless otherwise agreed by 
counsel by stipulation. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Color 


“Yellow Band” and strip of yellow paper registrable. 


Frazer, A. C.: Reversed the decision of the Examiner of Trade-Marks who 


had refused to register to Oscar Mayer & Company a mark for sausage, which is 
described in the application as 





a band colored yellow, positioned about a plurality of sausages, the width of the band 
being less than the length of the sausages, the end portions of the sausages being exposed. 


In his decision the Assistant Commissioner said: 


More specifically, applicant’s mark is a relatively narrow strip of yellow paper loosely 
encircling a cluster of sausages, and visible through a Cellophane container. The Examiner 
refers to the mark as “a yellow wrapper for sausages,” and thus refuses registration because 
of functional utility. As an additional ground of refusal to register he holds that “the 
alleged mark is color unassociated with a design.” 

As described in the application, I am inclined to agree with the Examiner that applicant’s 
mark is characterized only by color, and that registration was properly refused for that 
reason. As shown in the drawing, however, I think the mark constitutes a design, and that 
the description may be so amended as to overcome this ground of rejection. 

I am unable to agree with the Examiner that applicant’s paper band functions as a 
wrapper. Moreover, applicant has been granted registration of the same mark as applied 
to a single sausage, and also of the words “Yellow Band.” It appears that applicant’s goods 
are popularly known and called for as “Yellow Band” sausages, and that both this expres- 
sion and the appearance of such a band indicate origin in applicant of such goods. In order 
to insure full protection of the marks previously registered, it would seem that applicant 
should be given the benefit of any doubt that may exist as to the registrability of the sub- 
stantially identical mark here in issue. 

The decision is reversed, and the application is remanded to the Examiner of Trade- 
Marks for appropriate action consistent with the views herein expressed.’ 


Conflicting Marks 


“Customaire” conflicts with “Customized.” 


Frazer, A. C.: Reversed the decision of the Examiner of Interferences and 


sustained the opposition of Hickey-Freeman Co. to the application of Wm. Haber- 


man Corporation for the registration of the word “Customaire,” in association with 


a design, as a trade-mark for men’s outer shirts. 
In his decision the Assistant Commissioner said: 


The opposer has established its own prior use of the trade-mark “Customized,” in 
connection with men’s suits and overcoats. This mark is registered under the provisions 
of the Act of February 20, 1905; and though both the applicant and the Examiner seem 
to feel that it is descriptive, its validity must be presumed for the purposes of the present 
proceeding. Nor is it material that the mark has usually been applied in association with 
other words. The only question is whether applicant’s mark so nearly resembles opposer’s 
mark as to be likely to cause confusion when used upon goods which are not only of the 
same descriptive properties, but are manifestly very closely related. In my opinion that 
question must be answered in the affirmative. 





1. Ex parte Oscar Mayer & Company, Ser. No. 417,468, 163 M. D. 634, November 1, 1940. 
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He then pointed to the case of Ely & Walker Dry Goods Co. v. Sears, Roebuck 
& Co., 24C. C. P. A. 1244, 90 F. (2d) 257 [27 T.-M. Rep. 462].’ 


“Friendly Hand” conflicts with “The Friendly Five.” ) 


Frazer, A. C.: Affirmed the decision of the Examiner of Interferences sustain- 
ing the opposition of General Shoe Corporation to the application of Wendell P. 
Murray for registration of the notation “Friendly Hand,” claimed to have been 
used since January 15, 1933, as a trade-mark for gloves. 

In his decision the Assistant Commissioner said: 


No testimony was taken by either party, the only evidence in the record being certified 
copies of two registrations issued to opposer December 22, 1925, and pleaded in the notice 
of opposition. The registered marks are “Friendly” and “The Friendly Five,” both appro- 
priated to boots and shoes. 

Applicant argues that the goods of the parties are of different descriptive properties, 
and that their marks are not confusingly similar. It is my opinion that both contentions 
are clearly unsound. I agree with the Examiner that gloves and shoes are “even more 
closely related than men’s shoes and men’s suits, topcoats and overcoats which were held 
to possess the same descriptive properties” in the case of In re Keller Heumann & 
Thompson Co., 23 C. C. P. A. 837, 81 Fed (2d) 399 [26 T.-M. Rep. 83]. In attempting 
to distinguish that case, applicant points out that the marks there under consideration were 
identical; but I think that is also substantially true of the mark “Friendly” as applied to 
opposer’s shoes, and the mark “Friendly Hand” as applied to applicant’s gloves. Appli- 
cant has merely added to opposer’s registered mark a word descriptive of his own goods, 
which, as was observed by Judge Hatfield in The Bon Ami Co. v. McKesson & Robbins, 
Inc., 25 C. C. P. A. 826, 93 Fed. (2d) 915 [28 T.-M. Rep. 87], does not “avoid the charge 


of confusing similarity.’* 


Non-Descriptive Terms 


“Teel” non-descriptive for dentifrice. 


Frazer, A. C.: Reversed the decision of the Examiner of Trade-Marks and 
held that The Procter & Gamble Company, of Cincinnati, Ohio, is entitled to register 
the word “Teel” as a trade-mark for a dentifrice. 

Observing that the Examiner refused registration on the ground that the mark 
merely describes or misdescribes the goods, the Assistant Commissioner said: 


In our language the word “teel” is substantially obsolete, occurring only in a few 
scientific works on the subject of oils and oil chemistry ; and I doubt that it would convey 
any meaning, descriptive or otherwise, to the average individual. As applied to an oil it 
is, of course, descriptive, notwithstanding its obscurity ; but as applied to a dentifrice I am 
of the opinion that it is sufficiently arbitrary to constitute a valid trade-mark.’ 








2. Hickey-Freeman Co. v. Wm. Haberman Corporation, Opp’n No. 18,647, 163 M. D. 633, } 
October 30, 1940. 

3. General Shoe Corporation v. Wendell P. Murray, Opp’n No. 18,979, 163 M. D. 623, Octo- 
ber 11, 1940. 

4. Ex parte The Procter and Gamble Company, Ser. No. 441,710, 163 M. D. 631, October 25, 
1940. 
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PART II 


S. C. JOHNSON & SONS, INC. v. JOHNSON 
United States Circuit Court of Appeals, Second Circuit 
December 30, 1940 


TRADE-MARK INFRINGEMENT—RIGHT OF NEWCOMER TO USE Own NAME IN BUSINESS. 


It is well settled that a newcomer may be compelled to add some distinguishing words 
if he uses even his own surname to conduct his business. 


Unrair CoMPETITION—SvUITS—“JOHNSON’s”—SAME SURNAMES IN COMPETING BUSINESS— 
ForM OF DECREE. 


Where plaintiff and its predecessors in business had since 1886 used the surname 
“Johnson’s” on their products, originally floor-wax, but later extended to cover other prepara- 
tions, such as floor cleaners, varnishes, fillers, brushes, enamels, lacquers, etc., and defendant 
thereafter applied its name “Johnson” to a cleaning fluid for rugs, upholstery, tapestry, and 
similar goods, also for tiles and other glazed surfaces, where there was evidence of con- 
fusion among customers, defendant was required to use the name “Johnson’s Cleaner” as a 
single phrase and add thereto the words “made by Johnson Products Company, Buffalo, 
New York” in type equally large and conspicuous. 

UNFAIR COMPETITION—RESTRICTIONS ON THE USE OF SURNAMES. 
In the case at issue, if a man allows the good-will of his business to become identified 


with a surname as common as Johnson, it is fair to impose upon him the risk that another 
Johnson may wish to sell goods not very far afield. 


In equity. Action for trade-mark infringement and unfair competition. From 


judgment for plaintiff, defendant appeals. Modified. For opinion below, see 
29 Trade-Mark Reporter 543. 


John R. Weaver, Buffalo, N. Y., for appellant. 
William F. Waugh, Chicago, IIl., for appellee. 


3efore L. Hanp, CHASE and Crark, Circuit Judges. 
L. Hann, Circuit Judge: 


The defendant appeals from a judgment enjoining him from selling his “House- 
hold Cleaner’’ under a label in which appears the word “Johnson’s” ; from imitating 
the plaintiff’s trade-mark (which is the same word) or “affixing” it to goods “of 
substantially the same descriptive properties” as are mentioned in the plaintiff's 
“registrations” ; and from representing that his goods “emanate from or are in any 
way connected with plaintiff.”” The facts were as follows: The plaintiff is a Wis- 
consin corporation organized in 1932 to take over a business founded in 1886 by 
one Samuel C. Johnson, and thereafter carried on either by him, or by a firm made 
up of himself and his son, or himself, his son and his grandson. At the time of the 
trial in November, 1938, this business had become very large, employing 
nearly 900 persons and selling to more than 17,000 dealers and jobbers. Originally 
Johnson had made and sold only floor-wax; later he, or the firm, added other 
preparations—floor cleaners, varnishes, fillers, brushes, enamels, lacquers, waxes 


Paste * 
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for motors, furniture polishes and the like; but never any sort of fabric cleaner. At 
some time undisclosed, but after 1932, the plaintiff began to sell as suitable for 
glazed surfaces one of its cleaners which it had theretofore sold only as a silver 
polish ; that was its first excursion into any of the markets which the defendant has 
ever exploited, as will appear. It registered the name “Johnson’s” as a trade-mark 
in 1915, 1923, 1927 and 1928, applicable generally to its products ; and it has always 
conspicuously marked all its boxes or bottles with that word. In 1932 the defendant 
started in business under the name “Johnson Products Company”; it may be 
assumed that he did not then know of the plaintiff's business. He made and sold 
a cleaning fluid, used chiefly for rugs, upholstery, tapestry and other fabrics, but also 
for woodwork, tiles and other glazed surfaces. He adopted a yellow label with the 
word “Johnson’s” in large red letters and below it the word “Cleaner” in letters 
half the size; at the bottom of the label was the legend in small type, “Copyright 
1933, by Johnson Products Co. Buffalo, N. Y.” The plaintiff proved to the satis- 
faction of the judge that the defendant’s use of the name has caused confusion among 
the plaintiff's customers ; and we cannot say that the finding is “clearly erroneous.” 
We should have so found ourselves ; and indeed the testimony leaves no doubt that, 
while he did not actively instigate his employees to mislead customers, the defendant 
instructed them not to undeceive any who were already misled and to take advantage 
of their confusion. 

Obviously, the plaintiff cannot stand upon the usual grievance in such cases, 
i.e., that the defendant is diverting its customers. It has no customers to divert, for 
it does not sell a cleaner for fabrics; and, as to glazed surfaces, it began to sell its 
cleaner for these after the defendant ; it was the newcomer in that market. There- 
fore it invokes the doctrine that when a good-will is established under the owner’s 
name, given or assumed, he may protect it, not only against the competition of those 
who invade his market, but also against those who use the name to sell goods near 
enough alike to confuse his customers. We have often so decided, and it is not 
necessary to do more than refer to our last discussion. Emerson Electric Mfg. Co. 
v. Emerson Radio & Phonograph Corp., 105 F. 2d 908 [29 T.-M. Rep. 514]. Since 
in such a situation the injured party has not lost any sales, the courts have based his 
right upon two other interests: first, his reputation with his customers; second, his 
possible wish to expand his business into the disputed market. The first of these 
is real enough, even when the newcomer has as yet done nothing to tarnish the 
reputation of the first user. Nobody willingly allows another to masquerade as 
himself; it is always troublesome; and generally impossible, to follow the business 
practices of such a competitor closely enough to be sure that they are not damaging, 
and the harm is frequently done before it can be prevented. Yet even as to this 
interest we should not forget that, so long as the newcomer has not in fact miscon- 
ducted himself, the injury is prospective and contingent, and very different from 
taking away the first user’s customers. The second interest is frequently less pal- 
pable. It is true that a merchant who has sold one kind of goods, sometimes finds 
himself driven to add other “lines” in order to hold or develop his existing market ; 
in such cases he has a legitimate present interest in preserving his identity in the 
ancillary market, which he cannot do, if others make his name equivocal there. But 
if the new goods have no such relation to the old, and if the first user’s interest in 
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maintaining the significance of his name when applied to the new goods, is nothing 
more than the desire to post the new market as a possible preserve which he may 
later choose to exploit, it is hard to see any basis for its protection. The public may 
be deceived, but he has no claim to be its vicarious champion; his remedy must be 
limited to his injury and by hypothesis he has none. There is always the danger 
that we may be merely granting a monopoly, based upon the notion that by adver- 
tising one can obtain some “property” in a name. We are nearly sure to go astray 
in any phase of the whole subject, as soon as we lose sight of the underlying prin- 
ciple that the wrong involved is diverting trade from the first user by misleading 
customers who mean to deal with him. Unless therefore he can show that, in order 
to hold or develop his present business, he must preserve his identity in the dis- 
puted market, he cannot rely upon the second of the two interests at stake. We 
discussed this in Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Corp., 
supra, but the decision did not depend upon it. It follows from what we have said 
that the newcomer will be subject to stricter limitations upon the use of his name 
when he is competing in the first user’s own market, than if, as here, he has been 
the first to enter a new, though closely related, market. 

It is well settled that a newcomer may be compelled to add some distinguishing 
words if he chooses to use even his own surname to conduct his business. Thaddeus 
Davids Co. v. Davids Mfg. Co., 233 U. S. 461 [4 T.-M. Rep. 175]; L. E. Water- 
man Co. v. Modern Pen Co., 235 U. S. 88, 94 [5 T.-M. Rep. 1]; John B. Stetson 
Co. v. Stephen L. Stetson Co., 85 F. 2d 586 (C. C. A. 2) [26 T.-M. Rep. 527]. 
However, so far as we have found, in all these cases the newcomer has been actually 
competing, and did not, as here, merely enter an adjacent market. As we have 
just said, what is a reasonable resolution of the conflicting interests in one case 
ordinarily will not be in the other; and it is obvious that no general principle is 
available and that the interests must always be weighed against each other. In the 
case at bar, while the defendant has not so conducted his business as to disparage 
the plaintiff’s name, or injure its good-will among those who may confuse the two, 
the plaintiff is, nevertheless, entitled to some measure of protection against the future 
for the reasons we have already given. On the other hand, there is no evidence 
that it will be necessary for the protection or development of its markets to go into 
the adjacent market for fabric cleaners, or even that it was necessary in 1932 to go 
into that for cleaners of glazed surfaces ; and without such proof we cannot regard 
this interest of the plaintiff as entitled to legal protection. Therefore, while it is 
entitled to some measure of relief, we think that the judgment went too far. It will 
be enough if the defendant is enjoined from using the word “Johnson’s,” except in 
combination with the word “Cleaner,” or to use the phrase so constituted except 
in immediate juxtaposition to the legend, “made by the Johnson Products Company, 
Buffalo, N. Y.,” in type equally large and conspicuous. It is quite true that this will 
not surely advise the public that the defendant’s cleaner is not made by the plaintiff ; 
but it appears to us that the only alternatives are too drastic. That chosen by the 
district judge, while it did not entirely forbid the use of defendant’s name, took from 
him a very natural idiom; it would have been appropriate enough, if he was com- 
peting, but not where the injury is so problematical as it is. The only other is to 
compel him to use the phrase, often prescribed in such cases, “not connected with 


noe ahead Ais 








ees 


STEEM-ELECTRIC CORP. v. HERZFELD-PHILLIPSON CO. 85 





S. C. Johnson & Sons Inc.” That is even more severe; it not only advertises the 
injured party, but directly suggests that the defendant has been found guilty of some 
unfair practice. When all is said, if a man allows the good-will of his business to 
become identified with a surname so common as Johnson, it is fair to impose upon 
him some of the risk that another Johnson may wish to sell goods not very far afield ; 
and he must show a substantial interest if he would seriously impair the second 
Johnson’s privilege to use his own name in customary ways. We have annexed the 
judgment in the modified form in which it is to be entered.’ 


Judgment modified, with costs to the defendant. 


1. United States District Court, Western District of New York, S. C. Johnson & Sons, Inc., 
Plaintiff v. John W. Johnson, Defendant. 


“This cause came on to be heard at the January, 1941, term of this court and was argued 
by counsel, and thereupon, upon consideration thereof, it ts ordered, adjudged and decreed that: 


“1. An injunction be, and the same is hereby allowed as prayed for in the Amended Bill of 
Complaint, and the said John W. Johnson, defendant, his agents, servants and employees, and all 
holding by, through or under him, are hereby perpetually enjoined from selling or offering for 
sale, directly or indirectly, his household cleaner on which the name ‘Johnson’s’ appears as part 
of the title or name of the product on the label or packaging thereof, unless he uses the words 
‘Johnson’s Cleaner’ as a single phrase and adds in immediate juxtaposition thereto the legend 
made by ‘Johnson Products Company, Buffalo, N. Y.’ in type equally large and conspicuous ; 
and from copying the plaintiff’s trade-mark, ‘Johnson’s,’ by using it without the aforesaid legend, 
and from otherwise infringing the plaintiff’s trade-mark and competing unfairly with the plaintiff. 

“2. The defendant, John W. Johnson, his agents, servants, employees and attorneys, are 
further permanently restrained and enjoined from authorizing either actually or impliedly, any 
agents, demonstrators, salesmen or dealers from representing to any buyer, retailer or consumer 
that the goods manufactured, sold or advertised by the said defendant emanate from or are in 
any way connected with plaintiff, and from causing others in any way to make such oral or 
written representations. 

“3. It is further ordered, adjudged and decreed that plaintiff having waived damages, no 
damages or costs shall be recovered by the plaintiff from the defendant. 

“Dated this day of , 1941.” 





STEEM-ELECTRIC CORPORATION v. THE HERZFELD-PHILLIPSON 
CO., ET AL. 


United States Circuit Court of Appeals, Seventh Circuit 
December 18, 1940 


TRADE-MARKS—“STEEM-ELEcTRIC” ON HOUSEHOLD IRONS—DESCRIPTIVE TERM. 

The word “Steem-Electric,” used as a trade-mark on steam-electric irons, held descrip- 

tive, not having acquired a secondary meaning. 
TRADE-M ARKS—REGISTRATION—DISCLAIMER—EFFECT. 

The fact that plaintiff disclaimed the words “Steem Electric” when applying for registra- 
tion held not conclusive as to descriptiveness, in as much as plaintiff's common-law right to 
its mark is not affected by registration. Nevertheless, such disclaimer was recognition by 
plaintiff that the said words were merely descriptive, and increases its burden in establishing 
the validity of its mark. 

TRADE-MARK INFRINGEMENT—“STEEM-ELEcTRIC” AND “STEAM-O-Matic”—NON-CONFLICTING 
Marks. 
The term “Steem-Electric” held not to be confusingly similar to “Steam-O-Matic.” 
Unrair Competition—UsE or StippLeD FInIsH—PUuBLICI JuRIS. 

Plaintiff's charge that defendant competed unfairly with it by using a stippled finish on 

its irons held unfounded, as the use of such finishes on kitchen ware is common. 
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In equity. Action for trade-mark infringement and unfair competition. Appeal 
from the District Court, Eastern District of Wisconsin. From judgment for 
defendants, plaintiff appeals as to all defendants, except Bremer. Affirmed. For 
decision below, see 30 T.-M. Rep. 129. 


Edward S. Rogers, Charles B. Cannon and George H. Wallace, all of Chicago, IIl., 
and E. H. Hallows, Milwaukee, Wis., for appellant. 


A. L. Morsell, Jr., C. B. Morsell and W. H. Lieber, all of Milwaukee, Wis., for 
appellees. 


Before Evans, Major and Kerner, Circuit Judges. 


Major, Circuit Judge: 


This suit was brought by Steem-Electric Corporation against Harry E. Bremer, 
trading as H. E. Bremer Manufacturing Company, the Herzfeld-Phillipson Com- 
pany, a corporation, Western Hardware and Specialty Company, a corporation, 
and Steam-O-Matic Corporation, to enjoin the infringement of Design Patent No. 
D-112,129, the infringement of plaintiff's trade-mark “Steem-Electric” registered 
November 20, 1937, under the Trade-Mark Act of February 20, 1905, and again 
April 25, 1939, under the Trade-Mark Act of 1920, and for unfair competition. 

Counsel for the plaintiff, at the conclusion of the hearing, conceded non-infringe- 
ment of the design patent, and the court, by judgment, entered November 24, 1939, 
dismissed the complaint for want of equity. The appeal was taken from the order 
of dismissal as to all defendants except Bremer. The judgment of dismissal as to 
him is, therefore, not before us. 

The product in suit, around which the charge of trade-mark infringement and 
unfair competition revolves, is a steam electric or electric-steam iron, which, as the 
name indicates, is heated by electricity and generates steam from water contained 
in a chamber within the iron. This iron is thus distinguished from an electric iron 
heated by electricity, but which operates without steam, as well as the old-fashioned 
iron which receives its heat by contact with an outwardly hot object. 

In plaintiff's first registered trade-mark, the words “Steem-Electric’” are dis- 
closed in combination with a design showing lightning flashes adjacent to the word 
“Electric” and a cloud of escaping steam adjacent to the word “Steem.” In this 
registration appears this disclaimer: “No claim is made to the words ‘Steem- 
Electric’ apart from the mark.” The second registration merely designated the 
words “Steem-Electric.” 

The plaintiff, about three years prior to the starting of suit commenced and 
subsequently has been engaged in the manufacture and sale of household steam- 
electric irons under its trade-mark name of “Steem-Electric.”” The defendant, 
Steam-O-Matic Corporation, shortly thereafter, commenced and subsequently has 
been engaged in the manufacture and sale of a similar iron under its trade-name of 
“‘Steam-O-Matic.” These irons are assembled for the defendant, Steam-O- Matic 
Corporation by the defendant, Western Hardware and Specialty Manufacturing 
Company. The defendant, the Herzfeld-Phillipson Company (commonly known 
as the “Boston Store” in Milwaukee, Wis.), is a retail dealer selling the “Steam-O- 
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Matic” iron. The controversy, therefore, is largely between the plaintiff and the 
Steam-O-Matic Corporation. 

The essential issue in dispute is whether the plaintiff's trade-mark “Steem- 
Electric” has acquired a secondary meaning as indicating the plaintiff’s product, 
and, if so, whether it is infringed by the defendant’s trade-mark ‘“Steam-O- Matic.” 
A corollary to this issue is whether the defendants are guilty of unfair competition. 
As bearing upon the latter issue, the contention is made that the defendant, in the 
production of its iron, employs a stippled finish which is characteristic of the plain- 
tiff’s iron. 

Plaintiff, in support of its position, relies largely upon Armstrong Paint and 
Varnish Works v. Nu-Enamel Corporation, 305 U. S. 315 [29 T.-M. Rep. 3], 
affirming a decision of this court (95 F. 2d 448). On the other hand, Steam-O- 
Matic Corporation (hereinafter referred to as the “defendant’’), places equal empha- 
sis upon Kellogg Company v. National Biscuit Company, 305 U. S. 111 [28 T.-M. 
Rep. 569]. As might be expected, the plaintiff endeavors to distinguish the latter, 
and the defendant the former case. Before considering these authorities and others 
relied upon by the respective parties, it seems appropriate to give a brief résumé 
of the facts as they appear in the record. 

Many witnesses were heard, some in person and others by deposition, which 
evidence the plaintiff argues establishes without question the secondary meaning 
of plaintiff’s trade-mark, infringement by the defendant and unfair competition. It 
would unduly prolong our opinion to refer to such testimony in detail. As the 
defendant points out, all the testimony bearing upon these issues had to do with 
incidents occurring subsequent to the commencement of the suit. Also, the testi- 
mony came largely, if not entirely, from paid investigators employed by the plaintiff 
to obtain evidence, and from wholesale and retail dealers who were agents for the 
sale and distribution of plaintiff’s iron. While, no doubt, testimony obtained subse- 
quent to the commencement of the suit was properly admissible, yet we are of the 
opinion that its weight was, to some extent, impaired. Likewise not controlling, 
but of some significance, is the fact that not a single bona fide customer for plaintiff’s 
iron testified in behalf of the plaintiff. 

The testimony of the wholesale dealers was largely to the effect that to them 
the trade-mark “Steem-Electric’” designated an iron manufactured by the plaintiff. 


Typical of such testimony is that of the witness Stern, buyer for a department store 
of Hartford, Conn. 


Q. When you see the trade-name, “Steem-Electric Iron,” does it indicate any particular 
manufacturer to you? 


A. It definitely does. It indicates the make of irons manufactured by the Steam- 
Electric Corporation of St. Louis, Missouri. 


Retail dealers gave similar testimony, and generally stated that in ordering plain- 
tiff’s iron, they designated it as “Steem-Electric.”” Typical of such testimony is that 
of the witness Thompson, buyer for a New York department store. 


Q. When you buy this product, what do you ask for? 
A. Steem-Electric irons. 

Q. And why is that? 

A. That’s what it is, so far as I know. 
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There is also testimony to the effect that when consumers wanted the plaintiff's 
product they called for “Steem-Electric” irons. Demonstrators at department 
stores testified that prospective customers inquired and talked about the “Steem- 
Electric” iron. A member of a team who had conducted a radio program for the 
plaintiff, testified to receiving 6,000 letters referring to plaintiff's iron, and that 
ninety to ninety-five percent of them spelled the word “steam” as “Steem.” 

Assuming that plaintiff’s testimony in this respect furnishes some support for 
its contention that the trade-mark “‘Steem-Electric” carried a secondary meaning, 
it must be remembered that its dealers and agents, exclusively engaged in purchasing 
and selling its product, would naturally associate with plaintiff the product sold 
under its trade-name. It does not follow that the public or any considerable portion 
thereof would be thus impressed. It is also important to observe that many of plain- 
tiff’s witnesses—in fact, twenty-six out of thirty—admitted, in effect, that the words 
“Steem-Electric” were descriptive of the product rather than the producer. Typical 
of such testimony is that of the witness Berman: 

Q. If you were going to specify a household electric steaming iron made by some com- 
pany other than the Steem-Electric Corporation of St. Louis, Missouri, would you use 
the name “Steem-Electric” 

A. Yes. 

Q. In order to differentiate from the ordinary electric iron, of which you have thirty- 
five other makes, and when you are talking about one of the irons like the plaintiff's, it 


is almost necessary to use the word “Steam” is it not? 
A. That’s right. 


Also, the witness Bernstein: 


? 


Q. Then wouldn’t you say that an iron which is heated electrically, and which dis- 
charges steam must be designated as a steam electric iron to differentiate it from an 
ordinary non-steam electric iron? 

A. Yes. 

It is not disputed but that prior to the time that plaintiff commenced the manu- 
facture of its iron, there were a number of irons on the market electrically heated 
and steam generating. They were, as a class, commonly designated as the steam- 
electric, or electric-steam iron. A number of such irons were covered by patents, 
one of which, Kako Patent No. 1,347,224, entitled “Electric Steam Iron,” expired 
prior to the time that plaintiff entered this field. 

The first and foremost legal question presented is whether plaintiff's trade-mark 
“Steem-Electric” acquired a secondary meaning as indicating the plaintiff’s product. 
The District Court in this respect made the following finding of fact: “In view of 
the descriptiveness of plaintiff’s mark, and in view of the prior and common uses 
of similar terms, as set forth in paragraph 12 above, plaintiff’s alleged mark “Steem- 
Electric” cannot and has not acquired a ‘secondary meaning.’ In fact, plaintiff 
states that the present appeal is largely from this finding. 

Before deciding this question, we refer to defendant’s contention that the plaintiff 
is precluded from use of the mark “Steem-Electric’”’ because of its unqualified dis- 
claimer of such words in its first trade-mark registration. We do not think this 





* Paragraph 12 cites a number of companies which have adopted and used the term “Steam 
Electric Iron” prior to the adoption of the term “Steem-Electric” by the plaintiff. 


. 
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argument is sound for the reason that the plaintiff has the common-law right to its 
trade-mark if otherwise valid, irrespective of registration. Armstrong Company v. 
Nu-Enamel Corporation, supra; United States Ozone Company, et al. v. United 
States Ozone Company of America, 62 F. 2d 881, 885. If its right in this respect 
is not dependent upon registration, it would seem to follow that the disclaimer could 
not be utilized as an estoppel. At the same time, we think it is reasonable to assume 
that the reason for the disclaimer was recognition on the part of the plaintiff, and 
perhaps the Patent Office as well, that the disclaimed words were merely descriptive 
of a product in common use and, therefore, could not be protected by trade-mark. 
If this assumption is correct, the disclaimer is inconsistent with the plaintiff’s present 
position and increases its burden in establishing the validity of its mark. In this 
connection it is pertinent to point out that the defendant is only charged with 
infringement of the trade-mark “Steem-Electric,” as there is no contention that it 
uses such words in connection with the electric flashes and clouded effect as shown 
in the plaintiff's first registration. 

That the words “Steam-Electric” are descriptive as designating a product long 
in use and as manufactured and sold by many concerns, both prior and subsequent 
to the time of plaintiff’s entry into this field, is forcibly demonstrated by this record. 
Can plaintiff, by changing one letter in the word “steam” so as to make it read 
“steem” make it any less descriptive? It is our view that the answer must be in 
the negative. 

It would serve no useful purpose to attempt to review and distinguish what the 
courts have said in dealing with situations of this character. A study of such cases 
is rather convincing that each case must stand upon its own facts. At this point, 
however, we refer to Standard Paint Company v. Trinidad Asphalt Company, 220 
U. S. 446 [1 T.-M. Rep. 10]. There the court held that the word “rubberoid” 
being a descriptive word, was nonetheless descriptive when spelled “ruberoid” and 
that the latter could not be appropriated as a trade-mark. The court used language 
pertinent to the instant situation, when, on page 455, it said: 


. . . . The word, therefore, is descriptive, not indicative of the origin or the owner- 
ship of the goods; and, being of that quality, we cannot admit that it loses such quality 
and becomes arbitrary by being misspelled. Bad orthography has not yet become so rare 
or so easily detected as to make a word the arbitrary sign of something else than its con- 
ventional meaning, as different, to bring the example to the present case, as the character 
of an article is from its origin or ownership. 


It must not be overlooked, however, that while the court denied the effect of a 
trade-mark to a descriptive name, it was not considering a situation where such 
name had acquired a secondary meaning. This was pointed out in a footnote 
(p. 335) in Armstrong Company v. Nu-Enamel Corporation, supra. In fact, the 
court in the latter case recognized plaintiff's trade-mark as descriptive of the product 
there in issue. So we think it must be concluded that the mere fact that a trade- 
name is descriptive is not sufficient to invalidate it. 

Its validity depends upon whether it has acquired a secondary meaning—that 
is, if, in the minds of the public, it means the producer rather than the product. 
While it is not easy to distinguish some of the language employed in the Nu-Enamel 
case from Kellogg Company v. National Biscuit Company, supra, we are of the 
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opinion that the basic distinction, and that which was largely determinative of the 
court’s conclusion in the Nu-Enamel case, was the concession of the defendant that 
‘““Nu-Enamel” had acquired the meaning of the plaintiff's products and that it was 
a mark which distinguished such products from others of the same class. In the 
instant case, where no such concession was made, we must determine whether plain- 
tiff has sustained the burden of establishing a secondary meaning for its trade-name. 
On this question we think the Kellogg case comes near being conclusive. Plaintiff 
argues that the proof in the case at bar discloses a secondary meaning and that it is 
thus distinguishable from the Kellogg case. We do not believe this argument is 
tenable. In the Kellogg case, the court, on page 118, said: 


. . There is no basis here for applying the doctrine of secondary meaning. The 
evidence shows only that, due to the long period in which the plaintiff or its predecessor 
was the only manufacturer of the product, many people have come to associate the product, 
and as a consequence the name by which the product is generally known, with the plain- 
tiff’s factory at Niagara Falls. But to establish a trade-name in the term “shredded 
wheat” plaintiff must show more than a subordinate meaning which applies to it. It 
must show that the primary significance of the term in the minds of the consuming public 
is not the product but the producer. This it has not done... . 


In the Kellogg case, the proof in this respect was more favorable to the plaintiff 
than here. There the name in controversy had been used by the plaintiff and its 
predecessor exclusively for many years, while here the name had only been used by 
plaintiff for a comparatively short time, and at the time of its adoption, was a 
common term. Here the amount spent in advertising plaintiff's trade-name was 
infinitesimal in comparison with that expended in the Kellogg case. In the instant 
case the most that can be said for plaintiff’s proof is that its trade-name carries a 
“subordinate meaning” in the minds of the consuming public, rather than one of 
“primary significance.” In fact, as already pointed out, the record is barren of 
evidence coming from the consuming public as to its reaction in relation to plaintiff's 
trade-name. 

Also, in the Kellogg case, the court stressed the fact that plaintiff's patent, upon 
the product to which the term in dispute applied, had expired, and that, thereupon, 
there passed to the public the right to make the article as well as the right to apply 
thereto the name by which the article had become known. A somewhat similar situa- 
tion is presented here. As already pointed out, at least one patent upon a steam- 
electric iron had expired. With such expiration the monopoly ceased, and any 
member of the public had a right to manufacture and sell, not only the product 
covered by the patent, but under the name by which it was therein described. 

The court below found that plaintiff’s trade-mark “cannot and has not acquired 
a secondary meaning.’ There is no occasion for us to decide the possibility of such 
acquirement. It is sufficient to conclude that it has not, and to that extent, we 
approve of the court’s finding. 

Furthermore, we are of the opinion that, even though plaintiff has a valid trade- 
mark, it has not been infringed by the defendant. Defendant’s trade-name, “Steam- 
O-Matic,” is readily distinguishable from the term “Steem-Electric” both when 
written and spoken. It is difficult to believe that the public, assuming that its sensi- 
bilities are so keen as to recognize a “Steem-Electric” iron as being the product of 
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the plaintiff, would not, at the same time, recognize a “Steam-O-Matic” iron as 
coming from a different source. To hold that the defendant is precluded from the 
use of the word “steam” in its trade-name is to say that it cannot use a generic word 
descriptive of its product. 

Plaintiff points to the confusion occasioned by the alleged similarity of defend- 
ant’s trade-name. There is some proof in this respect, but it does not follow that it 
was the result of the name employed by the defendant. In fact, we are of the 
opinion that such confusion as was shown was the result of the adoption by the 
plaintiff of a term, not only descriptive of its product, but one long employed by the 
public in describing the same product manufactured and sold by others. 

Plaintiff, as we understand its argument, also claims that it is entitled to prevail 
on the grounds of unfair competition, and this, irrespective of the validity of its 
trade-mark or infringement thereof. While unfair competition, no doubt, may 
exist independently of trade-mark infringement, yet “the facts supporting a suit 
for infringement and one for unfair competition are substantially the same.” Arm- 
strong v. Nu-Enamel Corporation, supra. There is, however, some testimony in 
the instant case which has a bearing upon the charge of unfair competition, which 
we do not think is material to the infringement issue. A number of witnesses gave 
testimony to the effect that the stippled finish on the plaintiff’s iron distinguished 
it from other irons, and plays a material part in its identification by the public. In 
our view, plaintiff's position in this respect is without merit. As already stated, 
in the beginning this suit charged the defendants named in the complaint with 
infringement of a certain design patent issued to Ernest F. Pohl. The court below 
found with reference to this patent: 


The design, as shown and claimed in Pohl patent in suit No. D-112,129 was invented 
by the defendant Harry Bremer, and Ernest F. Pohl. 


Ernest F. Pohl, president of the plaintiff corporation, assigned this patent to 
the corporation. The defendant, in the court below, as here, urged that the com- 
plaint be dismissed on the ground that the plaintiff was in court with unclean hands. 
The contention as made there, and pressed here, was that Pohl, in obtaining this 
patent, knowingly made a false affidavit that he was the sole inventor, when, as a 
matter of fact, the invention was that of Harry E. Bremer. We have studied the 
testimony bearing upon this issue and are of the opinion that the District Court dealt 
charitably with Pohl in giving him credit as a joint inventor. It is possible, however, 
that he might have been innocently mistaken, and we therefore conclude that the 
defense of unclean hands should not prevail. 

Accepting the situation as found, it is difficult to see how plaintiff is entitled to 
exclusive rights in the so-called stippled finish. This stippled or hammered finish 
was common on aluminum castings and had been used extensively on various kinds 
of kitchen wares. Bremer had long used it, and in the design patent the stippled 
finish is shown—in fact, it is the most distinguishing feature of the design. Bremer, 
for some time, was employed by the plaintiff in the production of this stippled- 
finished product used in connection with its iron. For some reason not material, 
Bremer severed his connection with the plaintiff and commenced supplying the 
stippled product to the defendant, Western Hardware and Specialty Company, 
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associated with the defendant, Steam-O- Matic Corporation, in the manufacture and 
assembly of its iron. Under such circumstances, it is not strange that plaintiff 
conceded non-infringement of the design patent and failed to appeal from the order 
dismissing its complaint as to Bremer. It appears there could be no question but 
the Bremer, as a joint inventor, had equal rights with the plaintiff as to the design 
disclosed by the patent. It would seem to be axiomatic that in utilizing that design 
he could not be successfully charged with unfair competition, and certainly not 
infringement. His rights in this respect, however, would be futile unless he could 
manufacture and sell the stipple-finished metal. If Bremer had this right, which 
we think he did, it must follow that the defendants, who purchased such metal from 
him, would not be liable for unfair competition by its use. 

We therefore conclude that the defendant has the right to manufacture and sell 
its iron under the trade-name employed, and with the stippled finish. Under the 
Kellogg case, however (pages 118, 119 and 120), it appears that this right is limited 
by its obligation to use reasonable care to inform the public as to the identity of its 
product. The testimony supports the following finding : 

. . The plaintiff's iron is much heavier than defendants’ iron; there is a marked 
difference in the shape and appearance of the two irons; plaintiff’s iron is sold in a pre- 
dominantly red carton; defendants’ iron is sold in a plain craft package with blue 
lettering. Defendants, in their advertising on the cartons and otherwise, do not use any- 
thing resembling plaintiff’s cloud effect and lightning flashes. 

Plaintiff’s iron, as well as defendants’, together with the respective cartons in 
which they are packed and sold, are here as physical exhibits. An inspection dis- 
closes no similarity between the cartons and it appears that the irons are as dis- 
similar in size, shape, weight and design as could be expected, considering the fact 
that all irons, so far as we are aware, have a similarity common to that product. 
We are of the opinion that the defendant exercised reasonable care so that its 
product would not be palmed off on the public as that of the plaintiff. 

It is our view that the District Court was not in error in dismissing plaintiff's 
complaint, and its judgment is affirmed. 





THE COCA-COLA COMPANY v. NICHOLAS CHRISTOPHER, TrRapDING As 
LA COQ COMPANY 


United States District Court, Eastern District of Michigan, Southern Division 
January 23, 1941 


UNFAIR COMPETITION—SECONDARY NaAmMEsS—‘Coca-CoLa” (“CoKE”’) AND “La Cog” on 
BEVERAGES—IMITATING APPEARANCE OF Goons. 

In as much as plaintiff's “Coca-Cola” mark is commonly shortened to “Coke” by pur- 
chasers of the beverage, the use by defendant of the name “La Coq” for a similar beverage 
held unfair competition, particularly as defendant colored his product to resemble plaintiff’s 
beverage. 

Unratir CoMPETITION—SUITS—DAMAGES—W HEN ALLOWABLE. 

Damages for unfair competition must be confined to the loss actually sustained as the 
direct and natural consequence of such act. Damages which are uncertain or speculative 
cannot form the basis of recovery. 
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In equity. Action for unfair competition. Injunction granted. 


Edwards S. Rogers, of New York City, Hulbert, Whittemore & Belknap, of De- 
troit, Mich., Spalding, Sibley, Troutman & Brock, of Atlanta, Ga., and Arthur 
C. Beaumont, for plaintiff. 


FINDINGS OF FACT AND CONCLUSIONS OF LAW 
LEDERLE, District Judge: 


1. Plaintiff is a Delaware corporation. The defendant is a citizen of Michigan 
and a resident in the city of Detroit. The amount involved in this suit is in excess 
of $3,000, exclusive of interest and costs. 

2. The plaintiff and its predecessors have, for many years, applied the trade- 
mark “Coca-Cola” to a soft drink syrup and beverage made therefrom, and have 
spent large sums of money advertising this product. For many years plaintiff’s 
trade-mark has been commonly abbreviated by dealers and the public to “coke.” 
The use of this name for plaintiff's product has been common in Detroit and vicinity. 
Counsel for the defendant conceded “. . . . that when I asked for ‘coke,’ however 
it is spelled, I expect to get Coca-Cola. . ” Soft drinks are usually ordered by 
spoken word, and a call for “coke” is a call for Coca-Cola, and is so understood by 
dealers and the public. 

3. On January 17, 1940, the defendant filed a voluntary petition in bankruptcy 
and was adjudged bankrupt on January 29, 1940. In February, 1940, while the 
bankruptcy proceedings were pending, he started to do business under the assumed 
name of the “La Coq Company,” in the city of Detroit. He never disclosed to the 
Bankruptcy Court the fact that he was engaged in this business, and received his 
discharge in bankruptcy on September 12, 1940. The defendant had not to exceed 
$1,500 to be used for the purpose of developing his product. This money he 
secured by borrowing small amounts from several different individuals. 

4. The defendant testified as a witness in his own behalf, and from his testimony 
and his demeanor upon the witness stand I am forced to conclude that from the 
outset he intended to palm off his goods as those of the plaintiff, and that he selected 
the name “La Coq” for the purpose of deceiving the public. He did not have 
sufficient capital himself to advertise his product and no means of securing such 
capital, and without such advertising there was no possibility of the success of this 
venture. The name “La Coq” is commonly pronounced the same as it would be if 
it were spelled “L-a C-o-k-e,” and this in turn would normally be understood to 
mean “a coke” with the broad “a.” The defendant also artificially colored his 
product for the sole purpose of making it similar in appearance to the product of 
the plaintiff. 

5. The defendant, by his conduct, passed off his goods as the plaintiff’s goods 
and adopted means which he knew would be likely to deceive the public into thinking 
that the plaintiff was the manufacturer thereof. 

6. Before filing its complaint the plaintiff requested the defendant to discontinue 
the use of the name “La Coq,” but the defendant refused to do so. 
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CONCLUSIONS OF LAW 


1. The court has jurisdiction of the subject matter and of the parties to this 
action. 

2. The plaintiff is the owner of the trade-mark “Coca-Cola,” and is entitled to 
its exclusive use and to the exclusive use of the word “coke,” the abbreviation of 
its trade-mark “Coca-Cola.” The use by the defendant of the term “Coq” is 
equivalent to the use of “Coca-Cola.” The use of this term is a representation that 
the defendant’s goods come from the plaintiff, or that the defendant is acting by 
or under the authority of the plaintiff. The defendant has attempted to take 
advantage of the good-will earned by the plaintiff, and the attempt to deceive the 
average purchaser and palm off his goods as the goods of the plaintiff constitutes 
unfair competition. Socony-Vacuum Oil Company v. Rosen, 108 Fed. 2nd, 632. 

3. Plaintiff is entitled to a perpetual injunction enjoining the defendant from 
using upon or in connection with the sale, manufacture, bottling, advertising or 
offering for sale of any beverage syrup or beverage made therefrom, the word 
“coq,” whether in association with the term “la” or any other word, and otherwise 
competing unfairly with the plaintiff. 

4. The plaintiff has not proved actual damages to its business or established a 
measurable loss resulting from the unfair competition. Damages for unfair com- 
petition must be confined to the loss actually sustained by the plaintiff as the direct 
and natural consequence of such act, and damages which are uncertain or speculative 
cannot form the basis of recovery. Socony-Vacuum Oil Company v. Rosen, supra. 
Liberty Oil Corporation v. Crowley, Milner & Company, 270 Michigan 187, 258 
Northwestern 241 [25 T.-M. Rep. 124]. 


5. A judgment may be entered for the plaintiff in accordance with these findings 
with costs. 





ADAM HAT STORES, INC. v. NATHAN RICE AND SIDNEY RICE boinc 
BUSINESS UNDER THE ASSUMED NAMES “THE PITTSBURGH HAT & 
CAP COMPANY” ano “AMAN’S HAT COMPANY” 


United States District Court, Western District of Pennsylvania 
February 4, 1941 


TRADE-MARK INFRINGEMENT—“ADAM” AND “AMAN’S Hat Co.” on Hats—CONFLICTING 
Marks. 

Where, after plaintiff had originated and extensively used since 1924 the name “Adam 
Hats” the adoption by defendants in 1939 of the name “Aman Hats” held infringement, and 
an injunction was ordered. 

Uratr CoMPETITION—UsE oF CONFUSING LABELS AND BUSINESS STYLE. 

The use by defendants of the words “Aman Hats,” together with the notation “The Fight- 
ing Hat” and the name “Aman’s Hat Company” held unfair competition as against plaintiff, 
which was first to adopt and use the name “Adam” on hats. 


In equity. Action for trade-mark infringement and unfair competition. In- 
junction granted. 
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Briesen & Schrenk (Karl Pohl and Malcolm R. Warnock, of counsel), all of New 
York City, and Robert B. McKinley, of Pittsburgh, Pa., for plaintiff. 
Julius E. Foster and Harry J. Applestein, both of Pittsburgh, Pa., for defendants. 


SCHOONMAKER, Judge: 


The case was heard on plaintiff’s motion for a preliminary injunction supported 
by injunction-affidavits and the defendants’ counter-affidavits. Both the plaintiff 
and the defendants are engaged in the business of selling and distributing men’s 
hats and other articles of headwear. 

The complaint presents two claims against the defendants : 


1. A claim for infringement of plaintiff’s registrations under the Trade-Mark Act of 
February 20, 1905 (Title 15, U. S. C. A. Sec. 81-109), covering plaintiff’s “Adam” die in 
several forms, all embodying the essential elements “Adam” or “Adam Hats, AH,” and 
a crest design in combination; plaintiff’s crest design trade-mark separately; and plain- 
tiff’s trade-mark “AH” separately. The plaintiff claims defendants are infringing these 
trade-marks by using a hat die, the essential elements of which are the name “Aman’s 
Hats,” a colorable imitation of “Adam”; plaintiff’s trade-mark “AH”; and a crest design 
in which there is deception similar to plaintiff’s crest design. 

2. A claim for the infringement of said trade-marks at common law and for unfair 
competition, based on defendants’ use of said deceptive “Aman Hats” die; of the mis- 
leading fictitious name “Aman’s Hat Co.,” and similar names conflicting with plaintiff’s 
trade-mark and customary trade-name “Adam Hats”; and of another die “The Fighting 
Hat” die, one of the elements of which is said misleading name, the “Aman’s Hat Co. 


The complaint and supporting affidavit disclose that plaintiff has been in the 
business of selling “Adam Hats” since 1924, and that the business has grown to 
such an extent that the “Adam Hats” are now for sale in some 2,200 retail stores 
throughout the United States. The plaintiff has advertised its “Adam Hats’’ for 
many years, and at great expense, having expended in advertising over $2,000,000. 
The advertising media have included newspapers, store, and display cards; the 
radio-broadcasting facilities, and in connection therewith, broadcast-ringside de- 
scriptions of prize fights. In each of the years 1935, 1936 and 1937 plaintiff sold in 
excess of one million “Adam Hats.” In each of the years 1938 and 1939 it sold 
in excess of two million such hats. The word “Adam” is plaintiff's most important 
trade-mark. It is affixed to all of plaintiff's hats by being imprinted on the linings, 
the sweatbands, or both, in association with a shield with the letters “AH.” “Adam” 
is the distinguishing element of plaintiff's corporate name. The trade-mark “Adam, 
AH,” and shield mark and trade-name “Adam Hats,” are the visible symbols of 
plaintiff's nation-wide good-will. 

The defendants are apparently trying to benefit by the widespread advertising 
of plaintiff’s hats, and are selling a hat known as “Aman’s Hats,” with the idea of 
confusing the public and palming off their hats as those of plaintiff. 

In May, 1939, defendants placed on sale their so-called “Aman’s Hats,” with 
the letters “AH” and a crest design similar to the one plaintiff uses on its “Adam 
Hats.” In October, 1939, plaintiff objected to this use, and the defendants agreed 
to eliminate the letters “AH.” The same month defendants applied for registration 
of the notation “Aman’s” in the United States Patent Office, and it is registered 
under the Act of March 19, 1920. In November, 1939, defendants sought registra- 
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tion of the name “Aman’s Hat Co.,” pursuant to the Fictitious Names Act of 
Pennsylvania. In January, 1940, defendants filed an application for registration of 
the notation “Fighting Hat” in association with a picture of two prize fighters, and 
the name “Aman’s Hat Co.” In May, 1940, defendant Nathan Rice, Bernard R. 
Abels, a salesman in the firm, and William E. Adams, a steel worker and ex-farm 
hand, filed with the Secretary of the Commonwealth, articles of incorporation of a 
proposed corporation under the name of W. E. Adam Hat Co., which was rejected 
on the ground that it would tend to confusion with plaintiff’s name. 

These facts, coupled with the similarity of the hat dies of defendants with the 
Adam hat die of plaintiff, lead us to the conclusion that a proper case is presented 
for a preliminary injunction, which we will grant on plaintiff's giving bond in the 
sum of $10,000. This view finds support in Tanqueray Gordon & Co. Ltd. v. 
Gordon, 10 Fed. Supp. 852 [25 T.-M. Rep. 546] ; Bourjois, Inc. v. Hermida Labo- 
ratories, Inc., 106 F. (2nd) 174, 177 [29 T.-M. Rep. 464]. 

Findings of fact, conclusions of law, and decree in accordance herewith may be 
submitted by plaintiff, on notice to defendants’ counsel. 





J. A. DOUGHERTY’S SONS, INC. v. KASKO DISTILLERS PRODUCTS 
CORP. 


United States District Court, Eastern District of Pennsylvania 
November 19, 1940 


TRADE-MARK INFRINGEMENT—SUITS—PLEADING AND PRACTICE. 
Where, after trial without jury, but before decision, plaintiff moved for new trial on 


ground of newly discovered evidence, the court does not actually determine motion, but ° 


considers evidence together with evidence previously adduced in deciding case. 
TRADE- MARKS—SCOPE OF PROTECTION. 

Protection of a trade-mark will now be accorded in areas where the business is develop- 

ing, or where expansion is a normal expectation. 
TRADE-MARKS—TITLE—OcCCUPANCY OF MARKET. 

In order that a trade-mark be established as appurtenant to a business in a particular 

area, there must be an actual occupation of the market by that business. 
TRADE- MARKS—ABANDONMENT— ‘COUNTRY GENTLEMAN” ON LiQuor. 

Where plaintiff was first to adopt the name “Country Gentleman” as a trade-mark for 
whiskey and made sales thereof in Pennsylvania prior to repeal, but withdrew from said 
state thereafter though serving markets adjacent to Pennsylvania, plaintiff held not entitled 
to relief as against defendant, which innocently, and without protest from plaintiff, built up 
a valuable business in corn whiskey under the trade-mark “Country Gentleman.” 

TRADE-MARK INFRINGEMENT—SUITS—LACHES. 

Where the delay in taking action against an infringer results in a situation inequitable to 

alter, equity will not enjoin its continuances if its origin was innocent. 
TRADE-MARK INFRINGEMENT—SUITS—RELIEF. 

In the case at issue, defendant was given the right to use the trade-mark “Country 
Gentleman” in the State of Pennsylvania without interference by plaintiff, so long as 
defendant restricts itself to that area. 


In equity. Action for trade-mark infringement and unfair competition. Judg- 
ment for defendant. 
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Beekman Aitken, New York, N. Y., and Marshall A. Coyne, Philadelphia, Pa., for 
plaintiff. 

Fox, Rothschild, O’Brien & Frankel, Jerome J. Rothschild and Daniel Lowenthal, 
all of Philadelphia, Pa., for defendant. 


FINDINGS OF Fact, OPINION, CONCLUSIONS OF LAW 
3aRD, District Judge: 


This suit was instituted by J. A. Dougherty’s Sons, Inc., Distillers, against the 
Kasko Distillers Products Corporation to obtain an injunction restraining the Kasko 
corporation from infringing upon the rights of the plaintiff in the trade-mark 
“Country Gentleman,” using it in any manner, or otherwise unfairly competing 
with the plaintiff. The plaintiff prayed for further relief in the form of an account- 
ing of damages done to the plaintiff and profits received by the defendant as a result 
of the defendant’s use of the trade-mark “Country Gentleman.” Other relief, 
auxiliary to the injunctive relief, was also sought. 

In its complaint, the plaintiff avers that it had been in the business of manufac- 
turing and distributing distilled spirits prior to April, 1932, and that during April 
it selected as a trade-mark for its products the words “Country Gentleman.” It is 
further averred that, during April, 1932, under special government permit, the 
plaintiff commenced to distribute and sell distilled spirits in bottles labelled “Country 
Gentleman,” within Pennsylvania and throughout the United States. The product 
so labelled is alleged to have been and now to be one of high quality. Large sums 
of money are alleged to have been spent in promoting the sale of the product in the 
United States generally and in Pennsylvania particularly. These expenditures, 
the plaintiff avers, resulted in the sale of large quantities of the product in the 
United States and Pennsylvania. By reason of these alleged facts, the plaintiff avers 
that it thereby became and now is the owner of the exclusive right to use this trade- 
mark in connection with sale of its liquor products in interstate commerce. 

The plaintiff avers that the defendant, with knowledge of the plaintiff's prior use 
of and success with the trade-mark “Country Gentleman” began, in June, 1934, to 
put out and distribute and sell, in Pennsylvania and other states, corn whiskey in 
bottles labelled similarly to those of the plaintiff. These alleged acts of the defendant 
have, it is averred, constituted unfair competition and an infringement of the plain- 
tiff’s rights resulting in damage to the plaintiff and profit to the defendant. 

It is admitted by the defendant that it adopted the trade-mark “Country Gentle- 
man”’ in June, 1934, and averred that it adopted the same only after thorough investi- 
gation revealed no prior or current use. The defendant denies that it knew of the 
alleged prior appropriation by the plaintiff until the plaintiff informed the defendant 
of the plaintiff’s claim to priority in April, 1939. The defendant further avers that 
it spent large sums of money to acquire its allegedly large volume of sales of corn 
whiskey under the “Country Gentleman” label. Valuable good-will is averred as 
another result of defendant’s expenditures and efforts. The defendant denies that 
the plaintiff has spent large sums for promotion and advertising of its “Country 
Gentleman” brand and alleges that the plaintiff spent no money for such purposes 
during the last five years preceding the filing of its complaint. The defendant also 
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alleges that the plaintiff has sold no whiskey under the “Country Gentleman” trade- 
mark in Pennsylvania during the last five years preceding the filing of the complaint. 
Defendant avers that the plaintiff has known of the defendant’s use of the trade- 
mark “Country Gentleman” for several years and has been delinquent in instituting 
an action for protection of the plaintiff's alleged rights in the trade-mark. Defendant 
finally denies that its acts constitute an infringement of the plaintiff’s rights. 

A counterclaim was asserted by the defendant for injunctive and other relief 
similar to that sought by the plaintiff against the defendant. In addition to aver- 
ments appearing in the answer, the defendant avers that it registered the trade-mark 
with the proper United States and Pennsylvania authorities in June and September, 
1934, that plaintiff has long known of the defendant’s use of the trade-mark, and 
that the plaintiff contemplates appropriation of the defendant’s good-will pertaining 
to the trade-mark. 

The plaintiff answered the counterclaim, denying the material averments thereof 
and reiterating its previous position that it is the owner of exclusive rights in the 
trade-mark “Country Gentleman” and demanding that the counterclaim be dismissed. 

Trial was had before the court without a jury. Thereafter, and before judgment, 
the plaintiff moved for a partial new trial under Rule 59 of the Federal Rules of 
Civil Procedure, 28 U. S. C. A. following §723c, on the ground of newly discovered 
evidence. This motion was not formally determined, but the evidence was con- 
sidered, along with the evidence previously adduced, in the instant findings of fact. 

I make the following special 


FINDINGS OF FACT 


1. The plaintiff is a Maryland corporation organized and existing under the laws of the 
State of Maryland, and is engaged in the business of bottling and selling whiskies, with its prin- 
cipal place of business in Philadelphia, Pennsylvania. 

2. The defendant is a corporation, organized and existing under the laws of the Common- 
wealth of Pennsylvania, and is engaged in the business of bottling and selling whiskies with its 
principal place of business in Philadelphia, Pennsylvania. 

3. The plaintiff commenced to sell whiskey under the trade-mark “Country Gentleman” 
during April, 1932. 

4. The sales referred to in paragraph three were under a special permit from the United 
States Treasury Department, authorizing the sale of whiskey for medicinal purposes only. 

5. The plaintiff sold whiskey trade-marked “Country Gentleman” to purchasers in Pennsyl- 
vania and in the United States generally, for medicinal purposes, between April, 1932, and 
December, 1933, when the Eighteenth Amendment was repealed. 

6. From the date of the repeal of the Eighteenth Amendment until the effective date of the 
Pennsylvania Liquor Control Act, January 1, 1934, the plaintiff sold “Country Gentleman” 
whiskey to but one purchaser, The Adelphia Hotel, Philadelphia, Pennsylvania. 

7. Since January 1, 1934, the Pennsylvania Liquor Control Board has been the only agency 
for distribution and marketing of spirituous liquors in Pennsylvania. 

8. Between January 1, 1934, and April 5, 1934, the plaintiff sold three cases of “Country 
Gentleman” to the Pennsylvania Liquor Control Board on special order. 

9. Since April 5, 1934, the plaintiff, though making sales in adjacent states and in the 
United States generally, has made no sales to the Pennsylvania Liquor Control Board. 

10. Since April 5, 1934, the plaintiff has made no effort and spent no money to promote 
sales of its “Country Gentleman” brand in Pennsylvania. 

11. In June, 1934, the defendant, after reasonable and customary investigation as to its prior 
or current use, revealed no prior or current user of the trade-mark “Country Gentleman,” inno- 
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cently, in good faith, and without any knowledge of its prior use, commenced to use the trade- 
mark “Country Gentleman” for its whiskey. 

12. The defendant registered this trade-mark with the proper Pennsylvania and United 
States authorities in September, 1934, and June, 1935, respectively, although the United States 
Patent Office, in proceedings instituted by the plaintiff, recommended on November 8, 1940, 
that this registration be cancelled. 


13. The defendant, since June, 1934, has spent over $80,000 to publicize and promote the 
“Country Gentleman” brand in Pennsylvania. 

14. Since June, 1934, the defendant has sold increasingly large amounts of whiskey under 
the trade-mark “Country Gentleman” to the Pennsylvania Liquor Control Board. 

15. The defendant now sells to the Pennsylvania Liquor Control Board over 80 percent of 
the corn whiskey sold in Pennsylvania, and sold whiskey of a retail value of nearly $1,000,000 
in 1939 to the Board—all of which was trade-marked “Country Gentleman.” 

16. The plaintiff knew of the defendant’s use of the trade-mark “Country Gentleman” on or 
before the year 1937. 


17. The plaintiff made no objection to the defendant’s use of the trade-mark “Country 
Gentleman” until April 28, 1939. 

18. The plaintiff did not affirmatively consent to the defendant’s continued use of the trade- 
mark “Country Gentleman.” 


19. The defendant’s “Country Gentleman” has the exclusive recognition of the Pennsylvania 
market. 


20. The plaintiff’s “Country Gentleman” is known in the “Philadelphia Market Area,” but 
not to the consuming public in Pennsylvania. 


21. The defendant has established a valuable trade in its “Country Gentleman” brand in 
Pennsylvania. 


DISCUSSION 


There is no such thing as valid trade-mark except as appurtenant to an estab- 
lished continuing business with which it is employed. United Drug Co. v. Rectanus 
Co., 248 U. S. 90; Ph. Schneider Brewing Co. v. Century Distilling Co., 107 F. 2d 
699 [29 T.-M. Rep. 317]. Although it was the rule that the right of protection 
would not be projected in advance of the extension of trade, United Drug Co. v. 
Rectanus Co., supra, and Hanover Milling Co. v. Metcalf, 240 U. S. 403, protection 
will now be accorded in areas where the business is developing or where expansion 
is anormal expectation. Sweet Sixteen Co. v. Sweet “16” Shop, 15 F. 2d 920 [17 
T.-M. Rep. 71]; Western Oil Refining Co. v. Jones, 27 F. 2d 205 [18 T.-M. 
Rep. 432]. 

In order that a trade-mark be established as appurtenant to a business in a 
particular area, there must be an actual occupation of the market by that business. 
Levy v. Waitt, 61 F. 1008. It is not clear that to make a few spasmodic sales, such 
as were made by the plaintiff in the instant case after repeal of the Eighteenth 
Amendment, is sufficient. Some sales were made prior to repeal to druggists and 
doctors for medicinal purposes, but the market created by repeal was immeasurably 
larger and altogether different in nature than that existing theretofore. 

The plaintiff did appropriate the trade-mark and did, prior to the repeal of the 
Eighteenth Amendment, make a number of sales. I deem those sales sufficient to 
have created a trade-mark right in the plaintiff in that pre-repeal market. The 
plaintiff, of course, had a right to use that trade-mark in the new and different 
market created by repeal, there then being no other user. After repeal, and the 
institution of the Pennsylvania Liquor Control Board, the administrative agency 
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of the state’s liquor monopoly system, the plaintiff evinced no intention to promote 
sales in Pennsylvania. So complete was its withdrawal, voluntarily chosen or a 
result of a lack of demand, that the defendant, an active concern, had no knowledge 
of the “Country Gentleman” brand of the plaintiff. 

However, the plaintiff first used the trade-mark “Country Gentleman.” It has 
continued to use it as an appurtenance to its business, though now doing no business 
in Pennsylvania. Failure to evince intent to continue in Pennsylvania and absence 
of sales in Pennsylvania for several years are evidence of intent of the plaintiff to 
abandon and not again use the trade-mark in Pennsylvania. But plaintiff was will- 
ing to serve the Pennsylvania market and did serve markets adjacent to Pennsyl- 
vania. In the face of this, abandonment of the trade-mark cannot be inferred. 
Property in and protection of appurtenances to trade is not dependent upon the 
amount of business done, so long as there is persistent and continuing activity or 
intent to become active again in the market concerned. 

However, the defendant has innocently built up a large and valuable business 
in corn whiskey under the trade-mark “Country Gentleman,” and during the last 
few years of the defendant’s innocent activity, the plaintiff has been aware of this 
and failed to inform the defendant of any rights in the trade-mark or institute action 
to enforce those rights. Upon these facts it is difficult to justify an award to the 
plaintiff of the relief he seeks. That the circumstances bar an accounting appears 
indisputable. 

If possible, the defendant should be afforded an opportunity to continue the 
business which it has innocently and by commendable diligence developed to a most 
lucrative degree. The plaintiff’s failure to act when informed of the defendant’s use 
of the trade-mark “Country Gentleman,” which failure resulted in continued inno- 
cent promotion by the defendant, cannot be interpreted as evidence of good faith. 

There are authorities for the plaintiff’s contention that its “mere” failure to act 
quickly does not bar it from injunctive relief unless the delay has been so long and 
under such circumstances as to defeat the right itself. McLean v. Fleming, 96 U. S. 
245; Menendez v. Holt, 128 U. S. 514. However, upon investigation it must be 
concluded that this case presents a circumstance outside the scope of the cited 
authorities. Where the delay results in a situation inequitable to alter, equity won’t 
enjoin its continuance if its origin was innocent. Old Lexington Club D. Co. v. 
Kentucky D. & W. Co., 234 F. 464 [6 T.-M. Rep. 457]; Procter & Gamble Co. 
v. J. L. Prescott Co., 102 F. 2d 773 [26 T.-M. Rep. 445]. To permit another to 
build up his business reputation and thereafter, by asserting a right to the trade- 
mark, acquire the benefits of the reputation seems inequitable. Though I do not 
decide that such is the purpose of the plaintiff, it is apparent that an award of the 
relief asked would place it in a position to do so. At the same time, as it is in the 
exercise of discretionary jurisdiction that the doctrine of reasonable diligence is 
applied, and those who seek equity must do it, a court might hesitate as to the 
measure of relief, where the use, by others, for long period, in face of the com- 
plainant’s inaction, has largely enhanced the reputation of a particular brand. 

The recent case in this district of Bisceglia Bros. Corporation v. Fruit Industries, 
20 F. Supp. 564; affirmed 101 F. 2d 752 [29 T.-M. Rep. 127] affords support for 
these conclusions. There are definite factual differences between that case and 





teen oe 








—— 








J. A. DOUGHERTY v. KASKO DISTILLERS 101 





this, but they are not so fundamental that the equitable concepts therein resorted 
to are beyond the scope of the present factual situation. 

Since the plaintiff has made sales in states adjacent to Pennsylvania, it is con- 
tended that the defendant’s very numerous sales in Pennsylvania have promoted 
confusion and deceived the public as to the identity of the brand concerned, in so far 
as they have “filtered’”’ into the adjacent states. The case of Terminal Barber Shops 
v. Zoberg, 28 F. 2d 807 [18 T.-M. Rep. 551] presents an example of the effect 
likely to result from the use by separate parties in adjacent markets of the same 
trade-mark or trade-name. The defendant in New Jersey adopted the trade-name 
which was used in New York City by the plaintiff. The defendant, by operating in 
areas contiguous to the location of the plaintiff's shops took advantage of and 
profited by the reputation of the plaintiff. The result to the plaintiff was a loss of 
customers who formerly had come from the area in which the defendant operated. 
The plaintiff was granted injunctive relief against the defendant. While this affords 
an analogy, it is not a perfect one. The parties in the instant case are selling mer- 
chandise of distinctly different qualities, and the separate state control renders the 
sales less likely to be intermixed. However, even assuming without admitting that 
some slight confusion may result, I am satisfied that, in view of all the facts of this 
case, it is not inequitable to decree that the defendant shall hereafter have the right 
to use the trade-mark “Country Gentleman” within the Commonwealth of Penn- 
sylvania, free from interference by the plaintiff, so long as the defendant restricts 
itself to that area. 


CONCLUSIONS OF LAW 


1. The plaintiff obtained the right to use the trade-mark “Country Gentleman” as a business 
appurtenance in 1932. 

2. This right was limited to the area the plaintiff then occupied, was then entering, or would 
enter in the normal course of business expansion. 

3. The markets created by the repeal of the Eighteenth Amendment, including that peculiar 
to Pennsylvania, were markets into which the plaintiff could enter in the normal course of 
business expansion. 

4. The plaintiff has the right to use the trade-mark in those states in which it is appurtenant 
to his business or normally expanded business. 

5. This right includes the right to protection by injunction restraining activities infringing 
on it or unfairly competing with its exercise. 

6. The plaintiff’s delay in prosecuting this right, while the defendant innocently built up a 
valuable business in Pennsylvania bars the plaintiff from an accounting and from the protection 
defined in paragraph five, in so far as concerns the defendant’s sales in Pennsylvania. 

7. The plaintiff is entitled to a decree enjoining the defendant from using the trade-mark 
“Country Gentleman” in those areas outside of Pennsylvania where the plaintiff is using the 
same or may do so in the course of normal sales expansion, and from otherwise unfairly com- 
peting with the plaintiff's use of the trade-mark “Country Gentleman” in those areas; this decree 
to be conditional upon a restriction, by the plaintiff, of its use of the trade-mark “Country 
Gentleman” to areas exclusive of Pennsylvania, and upon the plaintiff's restraint from unfair 
competition with the defendant in the latter’s use of the trade-mark “Country Gentleman” in 
Pennsylvania. 

8. The defendant is entitled to a decree enjoining the plaintiff from using the trade-mark 
“Country Gentleman” in Pennsylvania, and from otherwise unfairly competing with the defend- 
ant’s use of the trade-mark “Country Gentleman” in that state; this decree to be conditional 
upon a restriction, by the defendant, of its use of the trade-mark “Country Gentleman” to 
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Pennsylvania and areas not subject to occupation by the plaintiff in the normal course of expan- 
sion of the plaintiff’s sales, and upon the defendant’s restraint from unfair competition with the 
plaintiff in the latter’s use of the trade-mark “Country Gentleman” in areas exclusive of Penn- 
sylvania where the plaintiff is using the trade-mark or may do so in the normal expansion of 
its sales. 

9. In light of the circumstances herein noted and others made apparent in the course of the 
trial, it is deemed proper that each party should bear its own costs. 

10. A decree in accordance with the findings and conclusions herein may be submitted for 
entry as the order of this court. 





The requests for findings of fact and conclusions of law are affirmed to the 
extent consistent herewith, and denied in so far as inconsistent herewith. 





MANZ v. PHILADELPHIA BREWING COMPANY 
United States District Court, Eastern District of Pennsylvania 
December 12, 1940 \ 


TRADE-M ARKS—ABANDON MENT. 

In order to constitute abandonment of a trade-mark or trade-name, there must be not only 
non-use, but also the intention to abandon. Non-user of the words “Manz Beer” by plaintiff 
and the G. Manz Brewing Company for a period of almost forty-seven years held abandon- 
ment. 

UNFAIR COMPETITION—SUITS—PaAnRTIES. 

The fact that the plaintiff was a stockholder in a corporation which at one time used the 
words “Manz Beer” on its product, held not to give him any right to maintain a bill to enjoin 
defendant from using the said words. : 

UNFAIR COMPETITION—UsE OF FAMILY NAME BY ANOTHER. 

Although it is the universal custom for male persons to bear the name of their parents, 
there is nothing in the common law prohibiting a man from taking any name he may 
choose. Plaintiff, therefore, was without right to enjoin defendant from the use of the name 
“Manz” as a trade-mark, particularly as the use of said word as a trade-mark had been 
abandoned by plaintiff’s corporation. i 

UNFAIR CoMPETITION—TRADE-N AMES—PROTECTION. 

Trade-names can only be protected against use or imitation on the ground of unfair com- 
petition. Where, therefore, as here, there was no unfair competition, inasmuch as plaintiff 
did not compete with defendant, the complaint was dismissed. 


a 


In equity. Action for unfair competition in the use of a family name. On 
defendant’s motion to dismiss on ground that complaint fails to make out a cause 
of action. Motion granted. 


Reuben Miller and Sidney R. Zall, both of Philadelphia, Pa., for plaintiff. 
Rutledge Slattery, of Philadelphia, Pa., for defendant. 


GANEY, District Judge: 


Complainant filed a bill averring that the defendant, Philadelphia Brewing Com- 
pany, a corporation engaged in the brewing and marketing of beer, marketed its 
product under the name of “Manz Beer” ; that the complainant is the son of Gottlieb 
Manz, who, in 1856, operated a brewery in the City of Philadelphia in which the 
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complainant joined with his father, and subsequently, without alleging a date, 
the petition avers a corporation was formed under the laws of the Commonwealth 
of Pennsylvania, under the name of G. Manz Brewing Company in which the com- 
plainant was a stockholder; the beer marketed by the corporation was known as 
“Manz Beer,” of fine quality and had acquired a reputation of high standard in 
the trade; that in 1893, the plant operated by G. Manz Brewing Company at Sixth 
and Clearfield Streets, Philadelphia, Pa., was sold, and subsequently acquired 
through divers conveyances by the Philadelphia Brewing Company, the defend- 
ant herein; that in none of the sales of the plant were the words “Manz Beer” 
transferred, nor was any trade-name or good-will ever sold, assigned or transferred ; 
that no persons of the name of “Manz” are associated with the defendant in any 
capacity whatsoever ; that the purpose of the use of the name “Manz Beer” is to 
mislead and deceive the consuming public to believe that the product thus sold 
is manufactured by members of the Manz family ; that the father of the complainant, 
Gottlieb Manz, had departed this life, and the sole surviving member of the family 
“Manz” engaged in the manufacture of beer during the existence of G. Manz Brew- 
ing Company is the complainant; that notice was given in January, 1937, to the 
defendant of its unauthorized use of the name “Manz” in connection with its sale 
of beer; that, notwithstanding such notification, the defendant still continued to 
market its beer under the name “Manz Beer” and utilized the property right of 
the complainant to its financial advantage; that defendant be restrained from the 
use of the name “Manz Beer” and that an accounting be made of the profits of 
the defendant company for use of the complainant’s family name since the use of 
the name by the defendant company. To this averment of the bill, defendant filed 
a motion to dismiss on the ground that the complainant failed to make out a cause 
of action. 

It is seen from the foregoing that the defendant here asserts a property right in 
the words “Manz Beer.” No averment is made that the phrase “Manz Beer” is or 
was used as a trade-mark but merely as a trade-name and trade-names can only 
be protected against use or imitation on the ground of unfair competition. Draper 
v. Skerrett, 116 F. 206. As pointed out in 63 Corpus Juris 335, Sec. (30) 4 “there 
is a distinction between the principle of unfair trade and the right acquired by a 
trade-name. Such unfairness has two angles: One relating to deception in imitat- 
ing the goods of another so that the public will purchase the counterfeit rather than 
the real; and the other having reference to a camouflage produced by transacting 
business under a similar name and thereby causing people to believe the substitute 
to be the original.” Since there is here no allegation of unfair competition it is diffi- 
cult to see how any injury came to the plaintiff, assuming he had a property right 
in the words “Manz Beer,” as the complaint shows that the corporation of G. Manz 
Brewing Company sold the plant wherein the beer was made at Sixth and Clearfield 
Streets in the City of Philadelphia in 1893, and has never since resumed the making 
of beer. 

A trade-mark or trade-name is a right appurtenant to a business or trade in 
connection with which it is employed. Its function is to designate the goods as the 
product of a particular trader and to protect his good-will against the sale of another’s 
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product as his. United Drug Co. v. Rectanus Co., 248 U. S. 90, 97, 39 S. Ct. 48, 
63 L. Ed. 141 [9 T.-M. Rep. 1]; Ph. Schneider Brewing Co. v. Century Distilling 
Co., 107 F. 2d 699 [6 T.-M. Rep. 148] ; Hanover Milling Co. v. Metcalf, 240 UV. S. 
403, 412-414. Further, anyone may use a generic name in connection with a business, 
the only restriction being one must not use the name so as to work a fraud upon 
others of the same name; that is no resort to any artifice which would mislead 
the public as to the identity of the business firm or produce injury to the other. 
Brown Chemical Co. v. Meyers, 139 U. S. 540; Coats v. Merrick Thread Co., 149 
U. S. 562; Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169. 

Further, the use of the name “Manz Beer” by the defendant can in no sense be 
stated to be an artifice nor to attract trade not belonging to the defendant since 
there has been an abandonment by the G. Manz Brewing Company of their business 
since the year 1893 which is a period of almost forty-seven years and there can be no 
misleading of the public with respect to its use since the defendant in compliance 
with the statutory requirements of the Commonwealth of Pennsylvania, Act of 
1933 (Sec. 284, Sec. 2 as amended; 47 P. S. 104) has its name permanently affixed 
as manufacturer to every bottle, case, keg or other container of beer thus showing 
that the “Manz Beer” made is made by the Philadelphia Brewing Company and not 
the G. Manz Brewing Co. 

However, it further seems to me that the plaintiff has no standing in this action 
by reason of the fact that the complaint shows that, if any property right was at 
any time vested in anyone by the use of the term “Manz Beer,” it was in the 
G. Manz Brewing Company, a corporation, and not in the plaintiff and while the 
plaintiff may have been a stockholder in the corporation, it does not give him any 
right to maintain a bill to enjoin the defendant from using the words “Manz Beer.” 
Edison v. Hawthorne, 108 F. 839. The plaintiff has pressed a number of cases upon 
the court ; in Minton v. Smith, et al., 276 Ill. Appellant Ct. 128, there was no definite 
abandonment by the plaintiff as she told her employees she was going to resume 
business; there was likewise no definite abandonment in Ohlbaum v. Correa, 166 
N. Y. Sup. N. Y. S. 89. In Scheer v. American Ice Company, 66 N. Y. S. 3, while 
there was a provision that the plaintiff should not engage in the ice business for a 
period of five or ten years without the defendant’s permission, yet there was in this 
case a possibility of liability on the plaintiff’s part by reason of the fact that the 
plaintiff's name was in large letters on the defendant’s wagon, and correspondence 
was being had by the defendant on the plaintiff’s letterheads. The courts have 
always been clear to point out that in order to constitute an abandonment of a trade- 
mark or trade-name there must be not only non-user, but also the intention to aban- 
don. Gold Seal Associates, Inc. v. Gold Seal Associates, Inc., 56 F. 2d 452; Baglin 
v. Cusenier Co., 221 U.S. 580 [1 T.-M. Rep. 147] ; Beech-Nut Packing Company v. 
Lorillard Co., 273 U. S. 269 [14 T.-M. Rep. 351]. The courts have found aban- 
donment in periods of from two and one-half years as in The Tygert-Allen Fertilizer 
Co. v. J. E. Tygert Co., 191 Pa. 336, to twenty-three years in Raymond v. Royal 
Baking Powder Company, 85 F. 231. Here there can be no question of the inten- 
tion on the part of the G. Manz Brewing Co. to abandon the use of the term “Manz 
Beer” since no effort has been made to manufacture it for a period of more than 
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forty-seven years. In the case of Edison Polyform Mfg. Co., 73 N. J. Equity 136, 
67 Atl. 392, the plaintiff's right to the protection of equity was founded mainly on 
a contract right with one of the defendants and that this right was personal only 
to the person to whom it was given. 

In the argument counsel for the plaintiff also urged, aside from any matter of 
unfair competition, that the plaintiff had a property right to be protected from any 
one using the family name Manz. 

Although the custom is universal for male persons to bear the name of their 
parents, there is nothing in the common law prohibiting a man from taking any 
name he may choose. Linton v. First National Bank of Kittanning, 10 F. 2d 894, 897. 
In Du Boulay v. Du Boulay (L. R. 2 P. C. 430-441) Lord Chelmsford observes: 


In this country we do not recognize the absolute right of a person to a particular 
name to the extent of entitling him to prevent the assumption of that name by a stranger. 
The right to the exclusive use of a name in connection with a trade or business is familiar 
to our law; and any person using that name after a relative right of this description has been 
acquired by another, is considered to have been guilty of a fraud, or at least an invasion 
to another’s right, and renders himself liable to an action, or he may be restrained from 
the use of the name by an injunction. But the mere assumption of a name which is 
patronymic of a family by a stranger who had never before been called by that name, what- 


ever cause of annoyance it may be to the family, is a grievance for which our law affords 
no redress. 


See also Olin v. Bate, 98 Ill. 53. Hence the assumption by a stranger of a family 
name such as here gives the plaintiff no right of redress as such when there is no 


competition created by the use of the name and its use is not productive of any injury. 
Bill dismissed. 





WEINER, ET AL., DOING BUSINESS AS CHICAGO PRINTED STRING 
COMPANY v. NATIONAL TINSEL MANUFACTURING 
COMPANY 


United States District Court, Eastern District of Wisconsin 


December 2, 1940 


TRADE-MARKS—REGISTRATION UNDER 1905 AcT—EFFECT. 
Registration under the Trade-Mark Act of 1905 raises a strong presumption of validity. 
TRADE-MARKS—“PRINT-AD-STRING” AND “RIBBONETTE”—SUGGESTIVE MARKS. 
The words “Print-Ad-String” and “Ribbonette” held suggestive rather than descriptive 
of ribbon-like tape of glued cotton yarn, used as advertising tape. 
UNFAIR CoMPETITION—“TYE-AD-STRING” AND “PRINT-AD-STRING’—USE OF SIMILAR TRADE- 
MARK. 
In using the name “Tye-Ad-String” as a trade-mark for its advertising tape, defendant 
held guilty of unfair competition against plaintiff, registered owner of the mark “Print-Ad- 
String” for the same goods; and an injunction was ordered. 


In equity. Action for trade-mark infringement and unfair competition. On 
motion for temporary injunction. Motion granted. 
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Thiess, Olson & Mecklenburger, of Chicago, Ill., and Lines, Spooner & Quarles, 
of Milwaukee, Wis., for plaintiffs. 


Strauch & Hoffman, of Washington, D. C., and Ralph W. Brown, of Milwaukee, 
Wis., for defendant. 


Durry, District Judge: 


In 1915, Charles Weiner, one of the plaintiffs herein, started the business known 
as the Chicago Printed String Company. In 1919 a partnership, of which he was 
one of the members, took over the business. Thereafter a corporation was formed, 
and that in turn was succeeded by a partnership. In 1936 the plaintiffs herein, as 
a partnership succeeded to, and at the time of the commencement of this action 
owned and operated the business of the Chicago Printed String Company. 

Since 1915 this company has continuously engaged in the manufacture and 
sale of advertising tape, used for tying packages. It is a flat ribbon-like cotton 
tape upon which the user may cause its name to be printed with accompanying 
advertising matter. The tape is made in two grades, the cheaper or coarser grade 
being known as “Print-Ad-String” and the finer grade being known as “Ribbonette.” 

From a small beginning the business has developed so that this company now 
has 28,000 customers on its books; it employs thirty salesmen who at least twice 
a year cover every city in the country of 5,000 population or more; it has 300 
jobber customers ; and in addition it carries on a direct mail advertising campaign. 

In 1915 there were other manufacturers of package-tying advertising tape. The 
product was generally known in the trade as “advertising tape.” At that time most 
merchants in this country used common string in tying packages. Weiner originated 
the name “Ad-String” and adopted the name “Print-Ad-String” as a trade-mark 
The Chicago Printed String Company caused this name to be registered as a trade- 
mark in the United States Patent Office, under date of February 15, 1927, pursuant 
to the Act of February 20, 1905, registration certificate number being 224,032. In 
1917 Weiner adopted the trade-mark “Ribbonette” for the finer grade of package- 
tying tape and that name was registered on October 23, 1917, under the same 1905 
Act, registration certificate number being 119,150. This trade-mark was renewed 
in 1937, 

The Chicago Printed String Company has carried on an extensive advertising 
campaign throughout the years. For the last five years, more than $25,000 per 
year has been expended in such campaigns, and as a result, a large volume of 
business has developed, and the trade-marks “Print-Ad-String” and “Ribbonette” 
are generally and widely known to the trade and consuming public. 

About May 1, 1940, the defendant started to sell flat ribbon-like tape under the 
names of “Tye-Ad-String” and “Ribbontye.” Its coarser grade, corresponding to 
the plaintiffs’ coarser grade “Print-Ad-String,” was designated “Tye-Ad-String,” 
and its better grade was designated “Ribbontye,” corresponding to plaintiffs’ “Rib- 
bonette.” Likewise defendant printed the name “Ribbontye” in script which was 
quite similar in appearance to the script oftentimes used by the plaintiffs in advertis- 
ing “Ribbonette.” 

It appears from the affidavits of several of the leading competitors of the plaintiffs 
that the names “Print-Ad-String” and “Ribbonette” are well known throughout the 
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trade and that these names signify the products of the Chicago Printed String Com- 
pany and no other. No other company or concern has at any time challenged the 
plaintiffs’ exclusive rights to either of the trade-marks “Print-Ad-String” or “Rib- 
bonette,” except in three instances by companies which at such times employed one 
William A. Elbers. In 1929 this court enjoined Mr. Elbers and others from com- 
peting unfairly with the Chicago Printed String Company by selling and distribut- 
ing spool holders in colorable imitation of spool holders sold by the Chicago Printed 
String Company. In 1932 the Milwaukee Printed String Company, with which 
Elbers was associated, started to use the name “Ribbon-sette”’ but discontinued 
such use upon demand by plaintiffs’ predecessors. In 1937 Elbers was employed 
by the Standard Tyetape Company of Asheboro, N. C. Shortly thereafter that 
company, trading as United Printed String Company, brought out an advertising 
tape called “Tie-Ad-String.” Upon complaint by the plaintiffs, this practice was 
discontinued. Then Mr. Elbers was employed by the defendant herein, and within 
a few months thereafter that company commenced to market advertising tape under 
the names “Tye-Ad-String” and “Ribbontye.” 

At the time of the commencement of this action, the plaintiffs were the owners 
of the trade-marks and registrations hereinbefore described, and also of the business 
and good-will connected with said trade-marks. 

This suit is based upon trade-mark infringement and unfair competition. The 
matter now before the court is the motion of the plaintiffs for a temporary injunction 
pendente lite. 

The defendant contends that the plaintiffs’ trade-marks are invalid on the 
ground that they are descriptive. There is, of course, a strong presumption of 
validity. A strong presumption of validity arises from registration of these marks 
in the United States Patent Office. Feil v. American Serum Co., (C. C. A. 8) 
16 F. 2d 88 [77 T.-M. Rep. 90] ; Alfred Schneier Co., Inc. v. Sam Branson, 16 F. 
Supp. 493 [30 U.S. P. Q. 204] ; Detroit Motor Appliance Co. v. Burke, 4 F. 2d 118. 

The trade-marks in question were established in the trade after many years of 
effort. The late comer in such an established field is under a special duty to avoid 
confusion. Northam Warren Corp. v. Universal Cosmetic Co., (C. C. A. 7) 
18 F. 2d 774 [17 T.-M. Rep. 203]. 

“Print-Ad-String” is a trade-mark for a flat ribbon-like tape of glued cotton 
yarn, sometimes printed and other times not printed, and would appear to be sug- 
gestive, rather than descriptive. The same is true of “Ribbonette.” While defend- 
ant contends this is merely a dictionary word, coupled with a suffix meaning little 
or small, and while such name might signify a small ribbon, yet there is nothing 
in the combination itself that signifies an advertising package-tying tape made of 
glued cotton yarn. At this stage of the proceedings, at least, it would appear that 
at the time the names were adopted, they would have no meaning to the purchasing 
public as referring to advertising tape. 

It is not necessary at this time to pass on the validity of the trade-marks because 
it would appear under all of the circumstances appearing from the record that the 
defendant has been conducting unfair competition. It will be noted that the defendant 
used the three-syllable, hyphenated form “Tye-Ad-String” for the coarser grade 
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which corresponded to plaintiffs’ coarser grade “Print-Ad-String.” For its better 
grade, it used one word with “ribbon” dominant, just as plaintiffs for many years 
have done in designating their better grade. 

While it cannot ordinarily be said that a plaintiff is entitled to an interlocutory 
injunction as a matter of strict right, yet the application is addressed to the sound 
discretion of the court. Rice & Adams Corp. v. Lathrop, 278 U. S. 509, 514. Each 
case must stand upon its own facts. Nims on “Unfair Competition and Trade- 
Marks,” 3d Ed., pp. 613-616, 858; Manitowoc Malting Co. v. Milwaukee Malting 
Co., 119 Wis. 543, 97 N. W. 389. 

The Court of Appeals of this circuit has recently passed upon the duties of the 
District Court on a motion for preliminary injunction in a trade-mark and unfair 
competition case. Selchow & Righter Co. v. Western Printing & Lithographing 
Co., et al., (C.C. A. 7) 112 F. 2d 430. 

As I am of the opinion that a denial of the plaintiffs’ motion will result in great 
injury to them and in the defendant getting substantial advantage to which it would 
be entitled only as a result of a final adjudication in its favor, the preliminary injunc- 
tion should therefore be granted, provided the defendant’s interest can be protected 
by an indemnifying bond. 

A temporary injunction may be issued upon the plaintiffs giving bond in the 
sum of $5,000 to protect the defendant from all damage and costs which may be 
adjudged against the plaintiffs in this cause by reason of any wrongful and 
improvident issue of an order for a writ of preliminary injunction. 





ARMOUR & COMPANY v. ARMOUR SHIPPING CORPORATION 
(25 N. Y. S. 2d 47) 


New York Supreme Court, Special Term, New York County 
January 8, 1941 


UNFAIR COMPETITION—PART OF CORPORATE NAME—INTENT. 

In an action to enjoin use of part of corporate name, it is to some extent immaterial 
whether or not there was any intent to mislead the public, or that there was no evidence of 
direct competition, since actual fraud or willful intent need not be shown. 

UnFaiR CoMPETITION—“ARMOUR”—USE OF CORPORATE NAME IN NON-COMPETITIVE BUSINESS. 

Plaintiff has for many years been engaged in packing and selling meat products under 
its trade-name “Armour.” Defendant, engaged in selling similar products to European 
countries, was enjoined from the use of the name “Armour” on its products, especially as 
none of its officers or directors bore such name. 


In equity. Action for unfair competition. Injunction granted. 


Peter F. Curran, of New York City, for plaintiff. 
J. A. Darwin, of New York City, for defendant. 


BENVENGA, Justice: 


This is an action in equity to enjoin the defendant from using the name “Armour” 
as part of its corporate title. 
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The plaintiff is engaged in the business of manufacturing, processing and selling 
meats and meat products of all kinds. It markets its products throughout the United 
States and in foreign countries. It has been engaged in that business for many 
years, and has built up a good-will of considerable value. The defendant is engaged 
principally in the business of selling and arranging for the delivery of meats and 
other good products for delivery to Germany and other European countries. None 
of the defendant’s incorporators, directors or officers bears the name “Armour.” 

The defendant denies any intent to mislead the public and claims that, in selecting 
its corporate title, it acted innocently and in good faith. But that is to a certain 
extent immaterial. It is not essential to the right of the plaintiff to an injunction 
to show actual fraud or willful intent on the part of the defendant. Taendsticksfabriks 
Akticbolagat Vulcan v. Myers, 139 N. Y. 364, 367, 34 N. E. 904; N. K. Fairbank 
Co.v. Luckel, King & Cake Soap Co., 9 Cir., 102 F. 327, 330, 331; Gehl v. Hebe Co., 
7 Cir., 276 F. 271, 273 [12 T.-M. Rep. 154]. 

Nor is it material that there is an absence of evidence of direct competition. 
The plaintiff is entitled to be protected not only from direct competition, but from 
any injury which might be occasioned by the use of a trade-name so clearly resem- 
bling its name as to deceive the public into the belief that the defendant’s goods and 
merchandise are those of the plaintiff, or which might lead the public to believe that 
the defendant is in some way connected with the plaintiff. Long’s Hat Stores Corp. 
v. Long’s Clothes, Inc., 224 App. Div. 497, 231 N. Y. S. 107 [18 T.-M. Rep. 562] ; 
John Forsythe Co. v. Forsythe Shoe Corp., 234 App. Div. 355, 357, 358, 254 
N. Y. S. 584, modified 259 N. Y. 248, 181 N. E. 467 [22 T.-M. Rep. 327] ; Maison 
Prunier v. Prunier’s Restaurant & Café, Inc., 159 Misc. 551, 555, 556, 288 N. Y. S. 
529 [28 T.-M. Rep. 33] ; Armour & Co. v. Master Tire & Rubber Company, D. C., 
34 F. 2d 201 [20 T.-M. Rep. 14]. 

An accounting having been waived by the plaintiff, an injunction is granted 
without damages to the plaintiff. Bond fixed at $500. Settle judgment, findings of 
fact and conclusions of law. 


SUZUKI & COMPANY OF NEW YORK, LTD. v. MAGGI CO., INC. 
MAGGI CO., INC. v. SUZUKI & COMPANY OF NEW JERSEY, LTD. 


United States Court of Customs and Patent Appeals 
Oppositions Nos. 17,651 and 17,652 
February 24, 1941 


TRADE-MarKS—OpposITIon—“Aji” AND “Macci”—ConFLictInG MARKS. 


The word “Aji” held to be confusingly similar to “Maggi,” both marks being used on 
seasoning preparations. 


Appeal from a decision of the Commissioner of Patents in an opposition pro- 
ceeding. Affirmed. For the Commissioner’s decision, see 30 T.-M. Rep. 108. 


Joseph W. Milburn of Washington, D. C., and Edmund Dill Scotti, of New York 
City, for appellant. 
Edward G. Roe, of New York City, for appellee. 
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BLAND, Judge: 


The appeals here involved are from the decisions of the Commissioner of Patents 
which affirmed those of the Examiner of Trade-Mark Interferences in two opposi- 
tion proceedings. By stipulation the testimony taken applied to both oppositions. 
Single briefs were submitted below and the same character of briefs are submitted 
here. The Examiner sustained both oppositions and in each case held that the 
applicant was not entitled to register the trade-mark for which application was 
made. The Examiner wrote a separate decision in each instance, but in the oppo- 
sition involved in appeal No. 4421 he relied upon his reasons fully set forth in his 
decision in the companion opposition. The Commissioner wrote but one decision 
which was filed in both oppositions. We will dispose of the cases in one opinion. 

S. Suzuki & Company of New York, Ltd., hereinafter referred to as appellant, 
is the owner of a well-known trade-mark registered as “Ajinomoto,” which it used 
in the hyphenated form, “Aji-No-Moto,” on its product which is here involved, to 
wit, seasoning powder. In the two applications which are involved here it sought 
to register, for use on the same product, the trade-mark “aji.” In one application 
the mark consists of the term “aji” on a panel. There is no contention here that 
the mark with the panel is registrable if the other is not. 

Appellee, the Maggi Co., Inc., filed notices of opposition, based upon its several 
registered trade-marks, “Maggi” and “Maggi*” for seasonings in solid and liquid 
form for improving soups, etc. The oppositions are based upon the confusion-in- 
trade clause of Section 5 of the Trade-Mark Act of February 20, 1905, as amended 
(15 0.3: 4. Ase). 

The record clearly shows that appellee or its predecessors have used the said 
trade-marks on said goods extensively since 1895, and there is some testimony 
indicating that they had been so used prior to that date. The record shows that the 
product was of Swiss origin; that it had been advertised in this country since 1902; 
that such advertisement continued on through the years, the expenses of which 
amounted to many thousands of dollars per year ; that the sales of appellee’s product 
during one period of six years from 1931 to 1937 were over a million dollars ; that its 
products are sold in nearly every state of the United States; that the sales are made 
to the institutional trade, to hotels and restaurants, and to the retail trade, that is, 
to chain and independent grocers, delicatessen stores and to home consumers ; that 
it carries on a general line of advertising, and that at one time it employed the radio 
service for that purpose. 

The appellant alleges that it has used its mark on its said goods since August 3, 


1937. 


Notwithstanding the thirteen reasons of appeal assigned by appellant, we think 
the only question presented which we need to determine is whether or not the con- 
current use of the two marks as proposed by appellant would result in such confu- 
sion or mistake as the said registration statute was intended to prevent. The 
record is a large one. Among other things the testimony was directed to the 
meaning of the respective trade-marks and especially to their pronunciation. The 
briefs of the parties are quite complete in the analysis of this testimony. 
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The record shows that the word “‘aji’” may be pronounced ajé, with “a” sound- 
ing as in “at” and “i” taking the sound of long “é,” or it is pronounced 4jé, the “a” 
being sounded as in “age.” The same is substantially true with the testimony as 
to “Maggi” and “Maggi*.” They may be either pronounced with long “a” as in 
“may” or with short “a” as in “mat.” 

When the “a” in “aji” is given the long sound and “i” that of “é,” and the same 
sound is given to “a” and “i” in “Maggi” and “Maggi’,” and the “g’s” are given 
the soft sound, the result is identical except for such sound as may be attached to 
the letter “‘m,” which, in most words, is never very distinct. 

While there may be some resemblance in the appearance of the marks, it is our 
belief that confusion would result by the concurrent use of the two marks on the 
goods of the respective parties, which are admittedly of the same descriptive proper- 
ties, chiefly on account of the similarity of the sound of the marks. Unquestionably, 
in ordering the merchandise by telephone or in advertising it over the radio the goods 
sold under the mark “‘aji” might easily be understood to be the goods of appellee 
which are sold under the trade-marks ‘Maggi’ or “Maggi*.” 

Appellant contends that people of foreign extraction buying the goods would 
not be confused because of the difference in the meaning of the terms. It contends 
that the trade-mark ‘‘aji” is ordinarily pronounced by English-speaking people by 
repeating the three letters separately, or if pronounced as one word the “a” is 
sounded as the initial “A” in “Ajax.” 

There is much contention here between the parties relating to what the record 
shows as to the usual manner of pronouncing the marks involved, and as to the 
proper way to pronounce them, and in the testimony of the witnesses there is con- 
siderable conflict on this question. It nevertheless appears that they may be pro- 
nounced and are frequently, in the trade, pronounced so that the mark “aji” is 
very similar in sound to “Maggi.” 

We attach little importance to the testimony as to the correct way of pronounc- 
ing the marks, and we think, under circumstances like those at bar, the decision of 
the issue involved should not be controlled by fine distinctions drawn by orthoépists. 
In The American Products Co. v. F. A. Leonard, 19 C. C. P. A. (Patents) 742, 
53 F. (2d) 894 [22 T.-M. Rep. 64], this court said: 


. As was well said by the witness, Clarence N. Mills: “There is no such thing 
as a correct pronunciation for a trade-mark. It is pronounced in different ways by 
different people.” 


Appellant further contends that there is no actual confusion proved; that there 
is such a difference in the appearance of the words when they are considered in 
their entirety, and such a difference in the purchasing conditions of the two goods 
that confusion would appear to be impossible. It contends that the goods of both 
parties are sold to discriminating purchasers and that even if it be assumed that 
there was a possibility of confusion it would be vague and far-fetched. Appellant’s 
contentions also embrace the assertion that in the terms “Maggi” and “Maggi*” the 
“g’s” are normally given the hard sound as in “Maggie.” 

As before stated, we are in agreement with the conclusion reached by the 
Patent Office tribunals that on account of the similarity of the sound of the marks 
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confusion is likely to result from the concurrent use of the two marks on the respec- 
tive goods of the parties, and we do not overlook the fact that there is some similarity 
in appearance. However, as was said by the Commissioner, similarity in sound 
alone may be of controlling importance, and we think it would be sufficient in the 
present instance to bar the registration of the mark sought. 

In Marion Lambert, Inc. v. O’Connor, 24 C. C. P. A. (Patents) 781, 86 F. 
(2d) 980 [28 T.-M. Rep. 207], where the marks “Voo” and “Dew” were held to 
be confusingly similar, this court said: 


Obviously, sound may be of controlling importance where there are other similarities 
in the marks which are contributive to the likelihood of confusion. . 


This court has gone further than the last above quotation would imply. In 
E-Z Mills, Inc. v. Martin Brothers Company, 25 C. C. P. A. (Patents) 992, 95 F. 


(2d) 269, where the trade-marks “E-Z’’ and “Klad-ezee’” were concerned, the 
court said: 


. . That similarity in sound alone is sufficient to constitute confusing similarity 
between marks is well established. . . . 


On this question see Esso, Inc. v. Standard Oil Co., 98 F. (2d) 1, and especially 
Traders Oil Mill Company v. Lever Brothers Company, 26 C. C. P. A. (Patents) 
899, 100 F. (2d) 249 [29 T.-M. Rep. 163]. 

As to appellant’s argument concerning the lack of actual confusion being proved, 
the difference in the purchasing conditions and the contention that the goods of both 
parties were sold to discriminating purchasers, it is sufficient to say first, that while 
unimportant under the circumstances of this case, the record does disclose what 
appellee argues are two instances of actual confusion. Actual confusion does not 
have to be proved. E-Z Mills, Inc. v. Martin Brothers Company, supra. If there 
is any difference concerning the manner in which the goods of the respective parties 
are purchased shown by the instant record, it certainly is not such as to be material 
in the decision of the issue presented. As to the purchasers of seasoning powder 
being discriminating in the sense that term is used in numerous decisions, we know 
of nothing about the goods, or the parties to whom they are sold, which is disclosed 
in the instant record, that would warrant a holding that the purchasers of the goods 
involved may be regarded as any more discriminating than are the purchasers of 
numerous articles relating to food sold to various kinds of purchasers throughout 
the world. 

As to the normal English pronunciation of the terms “Maggi” and “Maggi®” 
involving giving the “g’s” a hard sound, we think this is immaterial in view of the 
fact that it is shown in the record that the terms are not given this sound when 
used by many persons in dealing with the goods upon which the marks are used. 

The circumstances of this case suggest to us that the appellant seeks to reap 
where it has not sown and make applicable the language used by this court in Skelly 
Oil Co. v. The Powerine Co., 24 C. C. P. A. (Patents) 790, 86 F. (2d) 752 
[27 T.-M. Rep. 78], in which it was said: 


A vast field of words, phrases and symbols is open to one who wishes to select a 
trade-mark to distinguish his product from that of another. Unquestionably, in our 
ever-increasing complex business life, the trend of modern judicial decisions in trade-mark 
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matters is to show little patience with the newcomer who in adopting a mark gets into 
the border line zone between an open field and one legally appropriated to another. As 
between a newcomer and one who by honest dealing has won favor with the public, doubts 
are always resolved against the former. 


By quoting the last sentence above we do not mean to imply that we entertain any 
doubt in the premises. Under the circumstances of this case we conclude that the 
likelihood of confusion would unquestionably result from the concurrent use of the 
marks, and the decisions of the Commissioner, affirming those of the Examiner in 
sustaining the oppositions and holding that appellant may not have the registration 
of its proposed mark as applied for are affirmed. 


GarreETT, Presiding Judge, and Jackson, Associate Judge, concur in the conclusion. 








DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 


“Mini-Miser” conflicts with “Oil Miser.” 


Frazer, A. C.: Affirmed the decision of the Examiner of Interferences sustain- 
ing the opposition of Petroleum Heat and Power Company to the application of 
Bastian-Morley Co., Inc., for registration of the notation “Mini-Miser” as a trade- 
mark for gas water heaters. 


In his decision the Assistant Commissioner said: 


Opposer is the owner of two registrations, effected under the provisions of the Act 
of February 20, 1905, prior to applicant’s claimed date of first use of the mark here sought 
to be registered, of marks alleged to be confusingly simulated by applicant’s mark and to 
be appropriated to merchandise of the same descriptive properties as applicant’s goods. 
One of the registered marks is the notation “Oil Miser,” and the other is the same notation 
in association with a pictorial representation of a miser. Both are registered for oil 
burners. 

I am not at all sure that oil burners per se have the same descriptive properties as gas 
water heaters. I find it unnecessary to pass upon the question, however, because opposer 
also pleaded and proved actual prior use of its registered marks in connection with oil- 
burning water heaters, which are unquestionably of the same descriptive properties as 
applicant’s gas-burning water heaters. 

As applied to these latter goods, I am clearly of the opinion that the marks “Mini- 
Miser” and “Oil Miser” are too nearly alike to be used concurrently without a reasonable 
likelihood of resulting confusion. 


He then added: 


Applicant insists that the expression “Oil Miser” is descriptive of opposer’s goods. 
Be that as it may, opposer’s use of the mark constitutes a bar to the registration of a con- 
fusingly similar mark to another for goods of the same description. Trustees for Arch 
Preserver Shoe Patents v. James McCreery & Co., 18 C. C. P. A. 1507, 49 Fed. (2) 1068 
[21 T.-M. Rep. 374]. 





1. Petroleum Heat and Power Co. v. Bastian-Morley Co., Inc., Opp’n No. 18,776, 163 M. D. 
624, October 11, 1940. 
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“Star of Them All” conflicts with “Star Biscuits.” 


Frazer, A. C.: Affirmed the decision of the Examiner of Trade-Marks reject- 
ing the application of The B. Manischewitz Company for registration of a trade- 
mark for crackers or biscuits, said mark comprising a large, blue, six-pointed star, 
beneath which are printed the words “Star of Them All.” 
The Assistant Commissioner observed that registration was refused by the 
Examiner on the ground that applicant’s mark is confusingly similar to a trade- 
mark registered to another for the same goods, said registered trade-mark com- 
prising a large five-pointed star, above which is a scroll bearing the words “Star 


Biscuits,” and below which is a similar scroll bearing the words “of America, Inc.” 
He then said: 


I agree with the Examiner that “the goods of each party are likely to be known as 
‘Star’ biscuits,” and it seems to me that confusion would inevitably result from the con- 
current use of these two marks. 


He then added: 


Applicant points out that it has been granted registration of a mark stated in the brief 
to be “in all ways identical with the one involved in the present appeal, with the excep- 
tion that the word features are shown in Hebrew but have the same meaning as the 
English words here involved.” Applicant thus seeks to invoke the rule announced in 
Ex parte New York Evening Journal, Inc., 505 O. G. 1034, “that after a mark has once 
been registered its owner is entitled to the benefit of any reasonable doubt as to the 
registrability of the same or a closely similar mark upon a subsequent application to 
register. Applicant’s argument upon this point would be more impressive were it sup- 
ported by fact. Unfortunately, however, the registration referred to sets forth the 
information that: The words shown in the drawing are in Hebrew and mean ‘The Aris- 
tocrat of the family.’ ”” 


Descriptive Terms 


“Nu-Rich” descriptive of fresh milk. 


Frazer, A. C.: Affirmed the decision of the Examiner of Trade-Marks and 
held that Carnation Company is not entitled to register the notation “Nu-Rich,” 
under the provisions of the Act of February 20, 1905, as a trade-mark for fresh milk. 
Observing that the Examiner of Trade-Marks refused registration on the ground 
that the milk is descriptive of the goods, the Assistant Commissioner said: 


As used in applicant’s mark “Nu” is, of course, a mere misspelling of the word “new,” 
and would be so understood by purchasers. As applied to milk “new” has precisely the 
same significance as “fresh,” and, like the word “rich,” is purely descriptive. The language 
of the Court of Customs and Patent Appeals in the case of In re The Midy Laboratories, 
Inc., 26 C. C. P. A. 1294, 104 Fed. (2d) 617, is here peculiarly applicable. I quote: 

“Obviously, the granting of applicant’s application in this case would result in register- 
ing, when combined, words non-registrable separately. The combination of the words in 
no way changes their significance in any trade-mark sense. Each continues to have the 
same meaning that it would have as a separate word.’””* 


2. Ex parte The B. Manischewits Company, Ser. No. 416,429, 163 M. D. 632, October 29, 
1940, 


3. Ex parte Carnation Company, Ser. No. 431,294, 163 M. D. 635, November 4, 1940. 
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“Opalescent,” held descriptive of lipsticks, face powder, etc. 


Mack in, F. A. C.: Affirmed the decision of the Examiner of Trade-Marks 
refusing to grant the application of Helena Rubinstein, Inc., for registration of the 


notation ‘““Opalescent’’ as a trade-mark for lipsticks, face powder, eye-shadow, 


mascara and rouge for cosmetic purposes. 

Observing that the Examiner refused registration on the ground that the mark, 
as used by the applicant, does not function as a trade-mark, but is merely descriptive, 
or misdescriptive, of the goods to which the mark is appropriated, the First Assistant 





Commissioner quoted dictionary definitions of the word “opalescent,” and said: 


Having in mind the various connotations of the several dictionary definitions quoted 
above, it does not seem to me to be unlikely that the appearance, before or after appli- 
cation, of one or more of the products listed in appellant’s application might be appro- 
priately described as “opalescent.” So far as this meager record shows, the term in ques- 
tion may well be either descriptive or misdescriptive of products of others now on the 
market or to be put on the market at some future time. Other manufacturers have the 
right to refer to their goods by such an aptly descriptive term without hindrance or threat 
of trade-mark infringement. 


* + * * * * 


From the labels it seems that the word “Opalescent” is used to designate each of the 
colors of several different kinds of cosmetics the conjoint use of which is recommended 
for achieving Helena Rubinstein’s newest conception of the elegant woman. So used, 
the word is purely a designation of color, though it is not the name of any single color 
and is fanciful in its descriptiveness. There is no suggestion of a technical trade-mark 
use to indicate origin. 

The Examiner called attention to the fact that the word “Opalescent” is the only 
designation of color appearing on appellant’s labels, and to the common and almost invari- 
able practice of placing a color or shade designation on rouge, face powder, and lipstick. 
I agree with his conclusion that this fact increases the descriptive significance of the word. 

If the mark be considered as a generic term used to identify the colors of several 
products intended to be associated in use, it may be that it should not be refused registra- 
tion solely on the ground that it is descriptive. However, as presented, it seems clear that 
the mark is not of such character and is not so used as to meet the requirements of a 
statute authorizing the registration of trade-marks. The labels and allegations give the 
impression of adjective use of “Opalescent” in combination with other words for denoting 
color.® 


Goods of Different Descriptive Properties 


Soiler compounds and ball bearings. 


FRAZER, A. C.: Affirmed the decision of the Examiner of Interferences dis- 
missing the opposition of Norma-Hoffmann Bearings Corporation to the application 
of Edw. H. Hufnagel for registration of a trade-mark. 


In his decision the Assistant Commissioner said: 


Applicant’s mark is the word “Norma,” and his goods are described in the application 
as “boiler compounds, soot destroyers, and rust solvents.” While there is no evidence on 
the subject, it is conceded by opposer that these are all chemical preparations in solid or 
liquid form. 


_ 6. Ex parte Helena Rubinstein, Inc., Ser. No. 425,257, October 10, 1940 (163 M. D. 614, 47 
U.S: P. @: 136). 
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The opposition is predicated chiefly upon opposer’s prior adoption, use, and regis- 
tration of the same mark for ball bearings, roller bearings, and related machines and 
mechanical devices. The record discloses that opposer has also applied the mark to a 
grease for bearings; but, as pointed out by the Examiner, such use was not pleaded in 
the notice of opposition, nor does it appear to have antedated applicant’s first use of the 
mark on the goods set forth in the application. For either of these reasons the Examiner 
was right in refusing to consider it as a basis for judgment. 

It is opposer’s contention that rust solvents may be used to prevent the formation of 
rust on ball or roller bearings. There is no evidence to support this contention, and I 
doubt that the asserted fact is one of which judicial notice may properly be taken. But 
even were it proved, I should still be constrained to agree with the Examiner that neither 
rust solvents and bearings, nor any other of the goods to which the parties respectively 
apply the mark in question, possess the same descriptive properties within the meaning of 
the Trade-Mark Act. 

Another ground of opposition pleaded in the notice is that applicant’s mark constitutes 
an appropriation of opposer’s corporate name. Obviously, such appropriation is only 
partial; and there is nothing in the record to indicate that the word “Norma” alone would 
be likely to suggest ““Norma-Hoffmann Bearings Corporation” to the mind of the public, 
except in connection with the particular class of merchandise in which opposer deals." 
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Oleomargarine and bakery products. 


Frazer, A. C.: Reversed the decision of the Examiner of Trade-Mark Inter- 
ferences who had refused to register to Harrow-Taylor Butter Company the notation 


“Richmade,” under the provisions of the Act of March 19, 1920, as a trade-mark 
for oleomargarine. 


Observing that the Examiner of Trade-Marks refused registration in view of a 
prior registration of the trade-mark “Richmaid” as applied to various bakery 
products, the Assistant Commissioner said : 


I agree with the Examiner that the two marks are substantially identical, but I am 
unable to agree that the goods with which they are respectively used possess the same 
descriptive properties within the meaning of the statute. In the case of California Prune 
and Apricot Growers Association v. Albany Packing Co., 502 O. G. 1186 [29 T.-M. 
Rep. 151], I held that dried fruits and certain meat products were of different descriptive 
properties, and that no one “would be likely to assume that they have a common source 
of origin merely because they bear the same mark.” Manifestly the goods involved in the 


instant proceeding differ at least as widely as did those considered in that case, and the 
same ruling should have been made.® 





5. Norma-Hoffman Bearings Corporation v. Edw. H. Hufnagel, Opp’n No. 18,828, 163 M. D. 
630, October 24, 1940. 
6 


. Ex parte Harrow-Taylor Butler Company, Ser. No. 424,806, 163 M. D. 637, Novem- 
ber 26, 1940. 
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PART II 


SELCHOW & RICHTER COMPANY v. WESTERN PRINTING & LITHO- 
GRAPHING COMPANY et AL. 


United States Circuit Court of Appeals, Seventh Circuit 
May 13, 1940 


UnFair COMPETITION—“PARACHEESI” AND “PACHISI” FOR GAME—CONFLICTING MARKS. 

The adoption by defendant of the names “Pachisi” and “Parchesi” as trade-marks for a 
game held unfair competition as against plaintiff, which, through its predecessors in business, 
had used the name “Parcheesi” to designate a similar game since the year 1869. 

Unrair CoMPETITION—SUITS—PRELIMINARY INJUNCTION—WHEN GRANTED. 

When the denial of motion for a preliminary injunction would result in great injury to the 

plaintiff, and in the defendants getting substantial advantage, an injunction should be granted. 


In equity. Action for trade-mark infringement and unfair competition. From 
a decision of the District Court, Eastern District of Wisconsin, in favor of plaintiff, 
defendants appeal. Affirmed. For decision below, see 29 T.-M. Rep. 625. 


Foley & Brach and Jerome J. Foley, both of Racine, Wis. (Arthur E. Farmer and 
Benjamin H. Stern, both of New York, N. Y. and Jerome J. Foley, Racine, 
Wis., of Counsel), for appellants. 

Lecher, Michael, Whyte & Spohn, Milwaukee, Wis. (John W. Michael, Milwaukee, 
Wis., and Axel V. Beeken and Valdemar Beeken, both of New York, N. Y., of 
counsel), for appellee. 


Before TREANOR and KERNER, Circuit Judges, and Linb.ey, District Judge. 
TREANOR, Circuit Judge: 


Defendants-appellants have prosecuted this appeal from the order of the District 
Court granting a preliminary injunction during the pendency of the principal ac- 
tion or until further order of the court. The action was predicated on the claim 
that the defendants were infringing the trade-mark rights of the plaintiff and were 
threatening to continue such infringement. The relief sought was a permanent in- 
junction to restrain the defendants from invading the plaintiff’s common law rights 
in the trade-mark and from continuing their unfair business practices and unfair 
competition against the plaintiff. Other appropriate relief was sought. 

At the close of the hearing on plaintiff's motion for a preliminary injunction 
the District Court made findings of fact and stated its conclusions of law thereon. 
The findings of the District Court may be summarized as follows: 

The suit involves the trade-mark “Parcheesi,” and is based both upon infringe- 
ment of the common law rights of the plaintiff in the trade-mark and unfair com- 
petition. The business of plaintiff and its predecessors has been, since 1869, largely 
devoted to the production of a game which is sold under the name of “Parcheesi.” 
It is evident that an ordinary customer going into a store and asking for the game 
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‘“Parcheesi” has no information as to who might have manufactured and produced 
that game ; but it appears from “‘plaintiff’s moving papers” that persons in charge of 
buying games for large stores and retail outlets have for many years associated the 
game of “Parcheesi’” with the plaintiff only and that retail stores, which keep in 
stock the same game under the name of “India,” a name used by defendant, have 
found that public demand makes it necessary also to carry in stock the game pro- 
duced by plaintiff under the name “Parcheesi.” The plaintiff and its predecessors 
“Parcheesi.” Plaintiff does not claim that 
it is entitled to the exclusive use of the game as such; and for some years previous 


have built up a good-will in the game 


to April, 1939, the defendants, as well as other toy manufacturers, have sold to the 
trade the same game but under the name of “India.”’ On or about April 1, 1939, 
defendants caused to be manufactured and thereafter distributed and sold to the 
trade under the name ‘“‘Parchesi” the same game which it had been selling under 
the name of “India.’’ After the commencement of this suit the defendant, Whit- 
man Publishing Company, answered that it had ceased to manufacture the game 
marked “‘Parchesi” and submitted to the court a sample of another game marked 
“Whitman’s Pachisi,” “having a cover of red or orange with lettering in white,” 
and claimed the right to make and sell the game under such designation. Plaintiff 
filed a supplemental bill asking that defendants also be enjoined from using the name 
‘“Pachisi.” The game marked “Parchesi” that defendants manufactured and sold 
is very similar in appearance, and has very great descriptive resemblance to the 
game that plaintiff manufactures and sells. There was apparently a deliberate at- 
tempt to imitate the plaintiff’s game as much as possible without making an exact 
duplicate. The changes made by the defendants in the sample submitted to the 
court will not prevent confusion with plaintiff’s game. Business concerns which 
purchase games for the holiday trade usually put in their orders during August and 
September ; and great damage would undoubtedly be done to the plaintiff if de- 
fendants were permitted to sell their game pending the outcome of this suit. 

The foregoing includes the substance of the findings of fact. On the basis of 
the facts as found, the court stated the following conclusions of law: 


2. The defenses of alleged invalidity of plaintiff’s trade-mark and trade-mark registra- 
tion and of plaintiff's alleged abandonment of its trade-mark need not and will not be deter- 
mined on this motion. 

3. The manufacture, distribution and sale by defendants of the game of “Parchesi” . . . 
so far as can be determined at this stage of the action, constitutes unfair competition against 
the plaintiff. 

4. The manufacture, distribution and sale threatened by defendants of the game of 
“Whitman’s Pachisi” submitted to the Court, so far as can be determined at this stage of 
the action, would constitute unfair competition against the plaintiff. 

5. The balance of convenience or injury should be resolved in favor of plaintiff. 

6. A temporary injunction is necessary to prevent irreparable injury to the plaintiff. 

7. A temporary injunction may be issued, upon the plaintiff giving bond in the sum of 
twenty-five hundred dollars ($2,500.00) to protect the defendants from all damage and 
costs which may be adjudged against the plaintiff in this cause by reason of any wrongful 
and improvident issue of an order for a writ of preliminary injunction. 
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The question for decision by this court is whether the District Court committed 
error in granting the preliminary injunction; and the test of error is whether on 
the basis of the case made on the motion for preliminary injunction the District 
Court abused its discretion. 

The action of the District Court on a motion for preliminary injunction is not 
predicated upon an anticipated determination of issues of fact or questions of law 
which may be involved in the case. Consequently, where the granting of a pre- 
liminary injunction would give to a plaintiff all the actual advantages which could be 
obtained by the plaintiff as a result of a final adjudication of the controversy in 
favor of the plaintiff, a motion for preliminary injunction ordinarily should be 
denied. On the other hand, when the denial of the motion will result in great in- 
jury to the plaintiff and in the defendant’s getting substantial advantage to which he 
would be entitled only as the result of a final adjudication in his favor, the pre- 
liminary injunction should be granted if the defendant’s interest can be protected by 
an indemnifying bond. 

In Ohio Oil Co. v. Conway’ the Supreme Court indicated the considerations 
which should guide the District Court in refusing or granting a preliminary injunc- 
tion : ‘Where the questions presented by an application for an interlocutory injunc- 
tion are grave, and the injury to the moving party will be certain and irreparable, if 
the application be denied and the final decree be in his favor, while if the injunction 
be granted, the injury to the opposing party, even if the final decree be in his favor, 
will be inconsiderable, or may be adequately indemnified by a bond, the injunction 
usually will be granted.” 

And it is made clear by the Supreme Court in Rice & Adams Corp. v. Lathrop’ 
that a District Court, without abusing its discretion, may either grant or refuse a 
preliminary injunction in many given situations without committing error. The 
Supreme Court pointed out that the exercise of discretion should be based prin- 
cipally “upon a balancing of the relative conveniences and inconveniences which 
might result,” and stated that the order before it, which had denied the requested in- 
junction, was conclusive in an appellate court and that “an order granting it would 
have been equally so.” 

Weare of the opinion that the showing made at the hearing on the motion for a 
preliminary injunction was sufficient to justify the District Court’s granting the 
preliminary injunction. To have refused the request obviously would have been 
more damaging to the plaintiff than to the defendants, and it is far from clear that 
the damage thus done could have been cured by a final adjudication in favor of the 
plaintiff. An adjudication in favor of plaintiff will mean that the defendants are 
not entitled to have any trade advantage through the use of the name “Parchesi,” 
or “Pachisi,” and the use by defendants of either name during the pendency of 
the action would give such advantage; and even a final decree against the de- 
fendants would not destroy all the advantage thus gained by the temporary asso- 
ciation of defendants’ game with the name of plaintiff’s game. On the other hand, 


1. 279 U. S. 813, 815. 
2. 278 U. S. 509, 514. 
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if the final adjudication goes in favor of the defendants, the only result of the 
granting of the preliminary injunction will be to have postponed during the pend- 
ency of the action the use of the names by the defendants, and the damage result- 
ing from such postponement can be adequately compensated for by the payment of 
money. And in this respect defendants are adequately protected by the indemnify- 


ing bond, or at least no complaint has been made as to its adequacy. 
The judgment of the District Court is affirmed. 





CALIFORNIA FRUIT GROWERS EXCHANGE et at. v. WINDSOR 
BEVERAGES, LTD. Et At. 


United States Circuit Court of Appeals, Seventh Circuit 
February 28, 1941 


TRADE-MARK INFRINGEMENT—CITRUS FRUITS AND CARBONATED CITRUS FRUIT BEVERAGE—Goops 
OF SAME DESCRIPTIVE PROPERTIES. 

Carbonated citrus fruit and other beverages held to be of the same descriptive properties 
as oranges, lemons and other fresh citrus fruits. 

TRADE-MARK INFRINGEMENT—‘SUNKIST’” ON CITRUS FRUIT—SECONDARY MEANING. 

The word “Sunkist” used by plaintiff since 1907 as a trade-mark on citrus fruits and their 
derivatives, and protected by registrations in the Patent Office, held to have acquired a 
secondary meaning as indicating exclusively plaintiff’s products. 

TRADE- MARKS—SCOPE OF PROTECTION. 

A trade-mark protects the owner against not only its use on articles to which he has 

applied it, but also on such other articles as might naturally be supposed to come from him. 
UNFAIR COMPETITION—DECEPTIVE USE OF TRADE-MARK. 

In the case at issue, to use precisely the mark of plaintiff. as defendant has done, held to 
indicate an intention to gain something, either from the former’s advertising or reputation, 
or to compete therewith and thus forestall the expansion of plaintiff’s business. 


In equity. Action for trade-mark infringement and unfair competition. From 
a decision of the District Court, Northern District of Illinois, dismissing the com- 
plaint, plaintiff appeals. Reversed. 


Edw. S. Rogers, Wm. T. Woodson and James H. Rogers, all of Chicago, IIl., for 
appellants. 
Diamond & Nirdlinger, of Chicago, IIl., for appellees. 


Before Major and Kerner, Circuit Judges, and LINbLey, District Judge. 
LinbLeEY, District Judge. 


Plaintiffs appeal from a judgment dismissing for want of equity their com- 
plaint seeking to restrain trade-mark infringement and unfair competition upon 
the part of defendants. The court found that defendants’ products “are different 
from plaintiffs’; that the latter have a right to use the trade-mark “Sunkist” “‘be- 
cause of their particular class” and that the name has not acquired a secondary 
meaning insofar as plaintiff's products are concerned. Plaintiffs insist that the 
evidence does not support these findings; but that the proof discloses that defend- 
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ants’ carbonated citrus fruit and other beverages, labeled prominently with the trade- 
name, constitute merchandise “of substantially the same descriptive properties” 
within the meaning of the federal statute, 15 U. S. C. A. 96; that the mark has 
come to mean to the public that goods to which it is attached are those of plaintiffs ; 
and, consequently, that its use not only infringes plaintiffs’ trade-mark but consti- 
tutes unfair competition. 

Plaintiff California Fruit Growers Exchange is a cooperative marketing asso- 
ciation, with approximately 14,000 member growers, 200 local associations, and 
25 district exchanges. Its sole activity is marketing fruits and their products. The 
trade-mark “Sunkist” has been used by this plaintiff since 1907. Continuously 
since that time it has labeled its fruits with the mark and distributed oranges, worth 
approximately $1,000,000,000, lemons worth $438,000,000, and grapefruit worth 
$29,000,000. It has expended some $28,000,000 in advertising its wares marketed 
under the trade-mark. It has procured U. S. registrations of the mark in various 
years from 1909 to 1933 for many articles including, among others, oranges, lemons, 
citrus fruits, oils and acids, pectin, citrus-flavored non-alcoholic maltless beverages, 
as soft drinks, and concentrates for making the latter. 

The other plaintiff, California Packing Corporation, packs and sells groceries, 
including canned fruits and vegetables and their juices as well as other products. 
It has used the trade-mark “Sunkist” since 1907, selling products labeled with this 
mark of the value of $35,000,000 and expending some $300,000 in advertising its 
goods under the mark. Between 1908 and 1933 it procured federal registration of 
the mark for canned and dried fruits and vegetables, milk, butter, walnuts, ketchups, 
pickles, olive oil, jams, jellies, olives, coffee, tea, beans, pineapple juice and grape 
juice, and various other products. 

The joint and concurrent use of the two marks by both plaintiffs was eventuated 
under the virtue of an agreement between them whereby each has granted the other 
the right to employ the mark—a practice this court has approved. Waukesha 
Hygeia Mineral Springs Co. v. Hygeia Sparkling Distilled Water Co., 63 F. 438, 
441. Other courts have agreed; California Packing Corp v. Sun-Maid Raisin 
Growers, 81 F. 2d 674 (C. C. A. 9) [26 T.-M. Rep. 255]. Consequently, both 
plaintiffs properly joined in the complaint. Pillsbury v. Eagle, 86 F. 608 (C. C. A. 
7). 

The defendant corporation and the individual defendant officers, in Chicago, 
manufacture and sell non-alcoholic carbonated “fruit” beverages, including an 
“orange drink,” lemon “soda,” and other so-called sodas designated: strawberry, 
grape, cream and cherry; ginger ale and root beer. They place upon each container 
of such products, as the most prominent part of the label, the word “Sunkist” as a 
trade-mark or brand name. Indeed, as one glances at the bottle, the word, in large 
letters, at once attracts the eye and dominates the view. 

The evidence shows that the trade-mark is commonly recognized in the trade 
as indicating products originating with the plaintiffs. The assistant secretary of 
the National Association of Retail Grocers, the President of Cook County Food 
Dealers Association, the Editor of the official publication of the National Association 
of Retail Druggists and others thoroughly qualified to speak, testified that the name 





peice 


gsi 











i 
: 






























































CALIFORNIA FRUIT v. WINDSOR BEVERAGES 123 





“Sunkist” suggests to each of them the wares of plaintiffs ; that in retail stores, fruit 
branded “Sunkist” has the greatest demand of any handled. The customer de- 
mands it, and the products of each plaintiff, marked with this name, are recog- 
nized as possessing the finest quality. They attest that the name “Sunkist” is asso- 
ciated only with plaintiffs ; that orange drinks marked “Sunkist” are taken by the 
public as originating from, or connected with the business of plaintiffs; that the 
labels of defendants suggest the goods of plaintiffs and imply that they are made 
by plaintiffs; that the bottled products of defendants, so labeled, indicate to the 
customer an origin only from plaintiffs; that when shoppers called upon dealers in 
Chicago handling defendants’ wares and inquired whether the beverages of defend- 
ant offered for sale were made by the “Sunkist people” or by the company “which 
put out ‘Sunkist’ oranges,’ in most instances, the reply was “yes,” in some 
cases, “yes, see the label” and more rarely, “I don’t know, I think so.” 

The court had before it, therefore, the registration mentioned under the statute, 
U. S.C. A. Title 15, Section 96, wherein it is provided that any person who shall, 
without the consent of the owner, reproduce, counterfeit, copy or imitate any regis- 
tered trade-mark and affix the same to labels of merchandise of substantially the 
same descriptive properties as that registered, shall be liable to damages at the suit 
of the owner of the registered mark; covering here, registration for canned fruits 
and canned fruit juices, under the patent classification of “non-alcoholic beverages.” 
It had also proof that the words had come to be associated in the minds of the pur- 
chasing public only with the merchandise of plaintiffs, meaning they had originated 
in plaintiffs’ operations ; that defendants’ products, carbonated non-alcoholic bever- 
ages, bearing the same labels, actually produce confusion in the minds of the public 
and are being sold in the market to people who believe they are buying plaintiffs’. 
In addition defendants stipulated that the trade-mark had acquired a secondary mean- 
ing in that it was associated with plaintiffs alone, insofar as “citrus fruits and canned 
and bottled foods are concerned.” 

These facts beget but one offspring, the inevitable conclusion that defendants 
have endeavored to appropriate and capitalize the trade-mark and trade-name of 
plaintiffs. The evidence supports no other ultimate thought. The court should 
have entered a decree granting the relief prayed. 

It is urged that the products of defendants are not of the same descriptive prop- 
erties as those of plaintiffs. But we have seen that these trade-marks are registered 
and used by plaintiffs for the labeling of fruit juices, vegetable juices, canned jams 
and preserves and many other foods and beverages. In other words, they have been 
applied to foods and beverages manufactured and bottled or canned and thus sold 
on the market. To the most casual observer, it is apparent that a beverage said to be 
an “orange” drink, whether synthetic or real, when labeled in glaring form with 
plaintiffs’ trade-mark, indicates that plaintiffs have begun to supplement their busi- 
ness of producing foods and beverages by including carbonated beverages. 

The language of the act was not intended to be more or less comprehensive than 
the term “class” used in the first part of the section. The real test is whether the 
use of identical or similar trade-marks would be likely to cause confusion or mistake 
in the minds of the public, to deceive purchasers—where the challenged goods are 


124 THIRTY-ONE TRADE-MARK REPORTER 


sold in the same stores or distributed in the same manner. Here confusion is bound 
to result. It was the congressional intent to prevent such confusion and resulting 
mistake or deceit. Though the merchandise of others may be dissimilar, if the 
trade-mark is the same or similar, and the merchandise such as reasonably may be 
attributed to plaintiffs, deceit results. Decker & Cohn, Inc. v. S. Liebovitz Sons, Inc., 
46 F.2d 179 (C. C. A.) [21 T.-M. Rep. 33] ; Goodrich Co. v. Hockmeyer, 40 F. 2d 
99 (C. C. A.) [20 T.-M. Rep. 205]. Surely bottled beverages bearing the name 
“Sunkist” belong to the same general class of merchandise as bottled fruit and vege- 
table juices sold under the same name. As Judge Baker said, speaking for this 
court, in Church & Dwight Co. v. Russ, 99 F. 276, “Goods are in the same class 
whenever the use of a given trade-mark or symbol or both would enable an unscru- 
pulous dealer readily to palm off on the unsuspecting purchaser the goods of the in- 
fringer as the goods made by the owner of the trade-mark, or with his authority and 
consent.” To use precisely the mark of plaintiffs, as defendants have done, indi- 
cates an intention to gain something, either from plaintiffs’ reputation or their adver- 
tising or to compete therewith and thus forestall the extension of their business. 
Similar instances are to be found in Aunt Jemima Mills Co. v. Rigney, 247 F. 407 
(C.C. A. 2) [8 T.-M. Rep. 163]; Vogue Co. v. Thompson-Hudson Co., 300 F. 509 
(C. C. A.6) [15 T. M. Rep. 1] Wall v. Rolls-Royce Co., 4 F. 2d 333 (C. C. A. 3) 
[15 T.-M. Rep. 239] ; Armour & Co. v. Master Tire & Rubber Co., 34 F. 2d 201; 
Del Monte Special Foods Co. v. California Packing Corp., 34 F. 2d 774; Akron- 

verland Tire Co. v. Willys-Overland Co., 273 F. 674 (C. C. A. 3) [11 T.-M. Rep. 
281] ; Alfred Dunhill of London, Inc. v. Dunhill Shirt Shop, Inc., 3 F. Supp. 487 ; 
Waterman Co. v. Gordon, 72 F. 2d 272 (C. C. A. 2) [24 T.-M. Rep. 343]. From 
these and other precedents we conclude that it 1s now settled in this country that a 
trade-mark protects the owner against not only its use upon the articles to which 
he has applied it but also upon such other articles as might naturally and reasonably 
be supposed to come from him. Protection extends to all goods of the same class, 
even though the alleged infringement is not upon the same species of articles. 
Mantle Lamp Co. v. Aladdin Mfg. Co., 78 F. 2d 426 (C. C. A. 7) [25 T.-M. Rep. 
427|; Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Corp., 105 F. 
2d 908 (C. C. A. 2); Kotabs v. Kotex Co., 50 F. 2d 810 (C. C. A. 3); Del Monte 
Special Food Co. v. California Packing Corp., 34 F. 2d 744 (C. C. A. 9) [19 T.-M. 
Rep. 443]. 

Defendants insist that the rule is not so liberal and that we must give more strict 
application to the statutory words than we have indicated is proper. But we do 
not think the citations submitted controvert the correctness of our conclusion. If 
they do, then we are of the further opinion that the present-day rule is in accord with 
our expressions. 

In addition to infringement of the trade-mark, the proof is beyond doubt that de- 
fendants have infringed upon plaintiffs’ common law rights and have competed un- 
fairly or, perhaps we should say, have been guilty of unfair trade practices. The 
evidence is clear that the marks of plaintiffs have acquired a secondary meaning. 
They are purely fanciful in character, but to the public generally they have acquired 
the secondary significance of relating to and being associated with plaintiffs’ products 
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only ; they have come to indicate that the goods in connection with which they are 
used are produced and sold only by plaintiffs. Being now endowed with such 
quality, they are entitled to protection. Armstrong Co. v. Nu-Enamel Corp., 305 
U. S. 315 [14 T.-M. Rep. 159] ; Nu-Enamel Corp v. Armstrong Paint & Varnish 
Works, 95 F. 2d 448 (C. C. A. 7) [26 T.-M. Rep. 73]. The correct reasoning is 
that plaintiffs, having a property right in a trade-name, may prevent others from 
enjoying that property right or its use under conditions over which the owner has no 
control. If defendants are not restrained, into the hands of the retailer comes an 
unlawful instrument which enables him to increase his sales of the dishonest goods, 
thereby lessening the market for the honest product. This the law will not permit. 
Chesebrough Mfg. Co. v. Old Gold Chemical Co., Inc., 70 F. 2d 383 (C. C. A. 6) 
[24 T.-M. Rep. 149]. 

In addition to what we have said the record contains other evidence bearing 
upon the intent of defendants which we do not deem it necessary to set forth at 
greater length. 

The evidence justifies findings only in accord with what is herein contained. 
The judgment will be reversed with directions to proceed in a manner consistent 
with the expressions herein contained. 





AMERICAN BRAKE SHOE AND FOUNDRY CO. v. ALLTEX 
PRODUCTS CORP. 


United States Circuit Court of Appeals, Second Circuit 
March 3, 1941 


UNFAIR CoMPETITION—“BRAKEBLOK”—SECONDARY MEANING—DECEPTION OF BUYERS. 

Inasmuch as the words “brake block” (or “Brakeblok”) as used by plaintiff as a trade- 
mark for automobile brake linings had not acquired a secondary meaning as indicating plain- 
tiff’s linings exclusively, and owners of repair shops and service stations, who were the only 
buyers, were not shown to have been deceived by defendant’s use of the name “National Brake 
Block,” the decision of the lower court dismissing the complaint was affirmed. 

UnFarir CoMPETITION—SUITS—TESTIMONY. 

Where the testimony as to the meaning of the words “brake block” as given by witnesses 
was conflicting, held that the prefix “National” as used by defendant was sufficient to dis- 
tinguish its brake linings from those put out by plaintiff under the name “American Brake- 
blok.” 

UNFAIR COMPETITION—SCOPE OF PROTECTION. 
It is proper to protect a business, though only a part of it is hurt. 


In equity. Action for trade-mark infringement and unfair competition. From 
a decision of the District Court, Southern District of New York, dismissing the com- 
plaint, plaintiff appeals. Affirmed. 


Edward S. Rogers, New York, N. Y., for appellant. 
Harry Malter, New York, N. Y., for appellee. 


Before L. Hanp, Aucustus N. Hanp and Crark, Circuit Judges. 
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L. Hanp, Circuit Judge: 


This appeal is from a judgment dismissing a complaint in an action upon a 
trade-mark and for unfair competition. The plaintiff is the manufacturer of lining 
for automobile brakes, used both upon buses and trucks and upon passenger cars. 
For the heavy work of buses and trucks the lining is moulded into short thick blocks, 
set at intervals around the periphery of an expanding member which bears against 
the inside of a friction rim on the wheel. These are universally called “brake 
blocks” in the trade and the controversy does not concern them; but the same 
material later came into use for passenger cars, to some extent replacing earlier 
brake linings which had a basis of woven fabric. When so used, instead of being 
moulded into thick short blocks or slabs, the material is made in the same sizes and 
proportions as fabric lining; 7.e., long, narrow strips ordinarily not over three- 
eighths of an inch thick; but—unlike fabric lining—stiff and hard, rigid arcs of a 
circle of proper radius, so that they can be fastened to the expanding member. In 
spite of the fact that pieces so formed are not properly “blocks,” the plaintiff has used 
that name for them, selling them as “American Brakeblok,”’ the same name that it 
uses in selling blocks for buses and trucks. In 1929 it tried to register the plural 
of this mark—‘“American Brakebloks”—unsuccessfully then, but successfully in 
April, 1930. Apparently it did not begin to make linings for passenger cars until 
the following year ; but its position is that the words “brake-block”’ even without the 
prefix, “American,” have acquired a secondary meaning when applied to passenger 
car linings—though not to buses and trucks—and that the defendant infringes it by 
the term ‘“‘National Brake Block” under which it markets its own product of just the 
same kind. (In 1932 the plaintiff succeeded in securing registry of the singular, 
“American Brakeblok,” but this does not affect its legal position. ) 

The plaintiff took much testimony of the kind usual in such cases, designed to 
show that the trade understood by the words “brake block” when applied to the lin- 
ing for passenger cars, not merely the long, stiff narrow strips of material, made 
without fabric, but only such linings when manufactured by the plaintiff. A large 
part of this testimony came from repair shops and service stations which dealt only 
in the plaintiff’s linings, and part of this amounted to no more than that the witnesses 
supplied the plaintiff's goods when asked for “brake block.” So much of it is not 
material. However, in a number of instances the dealers also declared that to them 
the words meant only the plaintiff’s linings, and that might be evidence of secondary 
meaning, even though they sold only the plaintiff’s goods. Moreover, there were a 
number of other witnesses who did sell the linings of other makers, and they too 
said that they understood that “brake block”’ simpliciter meant the plaintiff’s lining. 
The testimony was, nevertheless, not all one way, for the defendant introduced a 
number of witnesses who said that they distinguished linings by the names of the 
manufacturers ; and that to them “brake block” meant any stiff brake lining even 
for passenger cars, as distinct from fabric lining. Indeed, at times the plaintiff 
itself has thought it desirable to emphasize the adjective “American” as by saying 
“insist on American Brakeblok—not just ‘brake blocks.’”” Upon this evidence the 
judge found that the whole phrase, “American Brakeblok,” had acquired a second- 
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ary meaning and was entitled to registry under the Act of 1920, but he did not find, 
as the plaintiff insists that he should have done, that the words “brake block’’ alone 
had a secondary meaning. Believing that the defendant’s prefix “National” was a 
plain enough distinction from the only mark which he was willing to accord the 
plaintiff, he dismissed the complaint. 

We should scarcely feel justified in holding ‘clearly erroneous” an express find- 
ing made on such a record that the plaintiff had not established any secondary mean- 
ing or the words “brake block,” and in spite of the absence of an express finding we 
think that the judge’s disposition of the case implied the equivalent of such a finding. 
However, we need not rest our decision on that assumption. It is probably true 
that there are a substantial number of people who understand “brake-block”’ to mean 
the plaintiff's linings, and we agree that this might have been enough to justify some 
relief in spite of the fact that there were also a number who did not so understand 
it. At times courts have indeed seemed to assume that the owner of a secondary 
mark loses if he fails to show that substantially everybody supposes the mark to 
mean not only what it describes but that he, or some single maker or seller, is the 
source of the goods; but we need not go so far. Arguendo we will assume that if 
to a substantial part of the trade, though not by any means to all of it, a descriptive 
term has acquired a secondary meaning, competitors may be required to distinguish 
their wares in some way that will not impose upon them a disproportionately heavy 
burden. It is proper enough to protect a business though only a part of it is hurt; 
that accords with the principle which constitutes the whole law of the subject. Han- 
over Star Milling Co. v. Metcalf, 240 U. S. 403, 412-13, 414 [6 T.-M. Rep 149]; 
United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 97 [9 T.-M. Rep. 1]; 
Prestonettes, Inc. v. Coty, 264 U. S. 359, 368 [18 T.-M. Rep. 135] ; Caron Corp. v. 
V. Vivadou, Inc., 4 F. 2d 996-97 [15 T.-M. Rep. 335]); Parfumerie Roger & 
Gallet v. M. C. M. Co., Inc., 24 F. 2d 698, 699 [18 T.-M. Rep. 139] ; Industrial 
Rayon Corp. v. Dutchess Underwear Corp., 92 F. 2d 33, 35. 

In the case at bar this might have led us to give some relief, even though we 
did not forbid all use of the words “brake block,’ except for the way in which these 
goods are marketed. Apparently, unscrupulous dealers substitute the defendant’s 
lining for the plaintiff’s when they know that the owner wants the plaintiff's; and 
indeed there is some evidence that the defendant’s own salesman have advised dealers 
to do just this. On this account the plaintiff invokes the well settled doctrine that a 
make-up which facilitates substitution to the consumer is unlawful, however well in- 
formed the jobber or retailer may be. Federal Trade Commission v. Winsted 
Hosiery Co., 258 U. S. 483, 494 [11 T.-M. Rep. 277] ; William R. Warner & Co. 
v. Eli Lilly & Co., 265 U. S. 526, 530 [14 T.-M. Rep. 247] ; Andrew Jergens Co. v. 
Bonded Products Co., 21 F. 2d 419, 424 (C. C. A. 2) [17 T.-M. Rep. 363]. Here 
too the repair shops and service stations are themselves not misled ; they know what 
they want and they get it. One of them did indeed say that he was a little con- 
fused by the defendant’s title ““National Brake Block’’; but not even he had bought 
the defendant’s lining for the plaintiff’s. It is the car owners whom the repair 
shops and service stations deceive, for there are owners who prefer the plaintiff's 
linings and expect to get them when they ask for “brake block.” Yet when an 
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owner takes his car to the shop he does not watch it while it is being relined; or, if in 
rare instances he may, which does not appear, he does not know what lining is put 
on. Ordinarily he goes away, and when he comes back, he takes the car as it is 
delivered to him. If a dishonest repair shop or service station has meanwhile sub- 
stituted the defendant’s lining, the defendant’s use of the word “brake block” has 
not helped him in the fraud. The use of the name can injure the plaintiff only in 
so far as it results in mistaken buying by the last buyer who accepts the goods be- 
cause of their name, and the owner is not such a buyer. To succeed, the plaintiff 
was therefore bound to show that repair shops or service stations were deceived, 
and that it failed to do. 

There is no evidence to impute to the defendant the proposals of some of its sales- 
men that dealers should fraudulently substitute the defendant’s linings for the 
plaintiff's. 

Judgment affirmed. 








THIERFELD Et AL., poING BUSINESS As ANNETTE HANDBAG CO. v. 
POSTMAN’S FIFTH AVENUE CORP. Et at. 


United States District Court, Southern District of New York 
February 13, 1941 


TRADE-MARKS AND UNFAIR COMPETITION—SUITS—DEFENSES—SECONDARY MEANING. 

Defendant’s contention that a word registered under the 1920 Act is entitled to protection 
only if it has acquired a secondary meaning held sound. 

UnFrair CoMPETITION—SUITS—DEFENSES—LACHES. 

Where plaintiff’s mark “Corde,” used on handbags, was shown to have been commonly used 
by manufacturers and others to describe certain types of embroidery, and plaintiff never 
objected to such use, the defense of laches held well pleaded. 

UNFAIR COMPETITION—SUITS—DEFENSES—RES JUDICATA. 

A prior judgment by a state court that the use by defendants of the marks here at issue 
was not unfair competition, and that plaintiff’s mark was merely descriptive held not res 
judicata, inasmuch as only a final judgment upon the merits is competent and conclusive in a 
subsequent action between the parties. 

UNFAIR COMPETITION—“CorRDE”’—REGISTRATION UNDER THE 1920 ActT—CANCELLATION—J URIS- 
DICTION. 

In the case at issue, jurisdiction in a suit to cancel registration of the name “Corde” 
granted under the Act of 1920, on the ground that said word was publici juris, held to lie with 
the court concurrently with the Patent Office since all the remedies at law are preserved to 
either party that existed before the passage of the said Act. 

UnFAIR COMPETITION—SUITS—DEFENSES—UNCLEAN HANps. 

As defendant characterized its defense as that of “unclean hands” rather than fraud, plain- 

tiff’s objections were withdrawn and upheld by the court. 


Inequity. Action for trade-mark infringement and unfair competition, in which 
defendant counterclaimed for unfair competition. On plaintiff's motion to strike 
out affirmative defenses and counterclaim. First motion denied; second motion 
denied in part and granted in part. 
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Louis Barnett (Albert T. Scharps, of counsel), both of New York, N. Y., for 
plaintiffs. 
S. S. Goldsmith, of New York, N. Y., for defendants. 


Concer, District Judge: 


Plaintiff has made two motions, one to strike out certain denials as sham, and 
the other to strike out affirmative defenses and a counterclaim from the answer. 

Defendants urge that these motions are not timely, and must be denied. ‘The 
contention is that, pursuant to F. R. C. P. 12(f) the motion must be “made” within 
twenty days after the service of the pleading to which it is addressed, and that 
‘‘made” means actually presented to the court. I do not agree with defendants. 
Rule 12(a) F. R. C. P. provides that “service’’ of a motion automatically extends 
time for the service of any responsive pleading. Service here was on the twentieth 
day and therefore timely. (1 Moore’s Federal Practice, pp. 391, 392, 639.) 

The first motion is to strike out certain denials. In paragraph 6 of the answer 
defendant Levine denies that a contract was made. Plaintiffs’ counsel has sub- 
mitted an affidavit that to his knowledge the contract was made. Defendant counters 
with an affidavit again denying it. I cannot, therefore, say that the denial is sham. 
Defendant also denied that its use of the word “Corde” was without plaintiffs’ 
consent. This, I think is proper, because failure to do so might be tacit admission 
of the validity of plaintiffs’ mark, a fact disputed by the defendant. I think de- 
fendant properly denied that its bags were of same descriptive qualities as those 
set out in plaintiffs’ registration, because none are there set out. 

The first motion is, therefore, denied. 

The second motion is addressed to the affirmative defenses, numbered First to 
Fourth, and to the Fifth which is pleaded as a counterclaim. 

The gist of the claim in suit is trade-mark infringement and unfair competition. 
Plaintiffs claim ownership of the word “Corde,” registered under the 1920 Trade- 
Mark Act (15 U. S. C. A. 121, et seq.) and applicable to handbags. Continuous 
use since 1934 it is alleged, and, since 1938, use of the statutory legend is asserted. 
It is averred that the word has acquired a secondary meaning. The complaint then 
states that the defendant Plymouth has infringed and continues to infringe, after 
notice, and with knowledge of prior use by plaintiffs, and that defendant Postman’s 
has sold the infringing bags with knowledge of plaintiffs’ rights and without their 
consent. 

The first complete defense asserts at length that the plaintiffs’ mark is descriptive 
and incapable of exclusive appropriation. Defendants contend that the defense is 
good because it raises a factual question as to whether the plaintiffs’ mark has ac- 


quired a secondary meaning. Under the doctrine of Armstrong v. Nu-Enamel, 305 
U.S. 315 [29 T.-M. Rep. 3], a word may be registered under the 1920 Act, and is 
entitled to protection if it has acquired a secondary meaning. I think this defense 
is good. In order to become entitled to protection, a secondary meaning must be 
established, and it is not inferred from the registration alone. (Armstrong v. Nu- 
Enamel, supra; Rouss v. Winchester, 300 F. 706 [14 T.-M. Rep. 159], cert. den. 266 
U. S. 607; Kellogg v. Nat'l Biscuit, 71 F. 2d 662 [28 T.-M. Rep. 569]. Facts 
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pleaded to negative title and exclusive use are a good defense. And the defense 
need not be stricken because it might be raised under a general denial. I construe 
this as a defense interposed by defendants to plaintiffs’ claim that, although their 
trade-mark is descriptive, it is still valid because it has acquired a secondary meaning, 

The second complete defense, in essence, is one of estoppel, or laches amounting 
to an estoppel. It is stated therein that the plaintiffs’ mark has been used as a com- 
mon word for many years by manufacturers and by fashion writers to describe 
certain types of merchandise and embroidery ; that such use was without plaintiffs’ 
consent, but that plaintiffs never objected and thus tacitly recognized legal right in 
others to use the mark. It is claimed that therefore plaintiffs are estopped from as- 
serting its rights against these defendants. 

This defense appears sufficient to establish an estoppel, or at least to prove “loss 
of distinctiveness,” which is a good defense. Saxlehner v. Eisner, 179 U.S. 19. 
It is impossible to say that an estoppel could not be spelled out. Plaintiffs’ conten- 
tion that the facts pleaded do not constitute a good defense is erroneous. Further- 
more, there is no doubt but that the defense of estoppel or laches must be affirma- 
tively pleaded. (Rule 8(c) F. R. C. P.) This defense, therefore, should not be 
stricken. 

In the third complete defense it is asserted that the plaintiffs have always repre- 
sented that their handbags, bearing their mark, are made from corded fabric, but 
that at the present they are using the mark on bags not so made, in order to deceive 
the public and the trade. 

Plaintiffs contend that this defense is insufficient to establish ‘‘fraud,” and hence 
should be stricken. On the argument however, defendants’ counsel characterized 
this defense as one of “unclean hands.” Plaintiffs’ attorney rejoined that if the 
court’s opinion stated this “concession” by defendants, plaintiffs would withdraw 
their objections. This opinion, therefore, so states, and I shall consider the objec- 
tions withdrawn. 

The fourth defense is stated to be partial and is one of res judicata. It is alleged 
that, previously, plaintiffs sued a third person in the state court for the same relief 
as here; that defendants there set up the same defenses as the defendants in the 
instant case, and that judgment there was for the defendants. It is further stated 
that the state court found that the use of the trade-marks (same as here) by defend- 
ants was not unfair competition ; was not an infringement ; that the plaintiffs’ marks 
are merely descriptive and had not acquired a secondary meaning. It is asserted 
that, as to these matters, at least, the state court judgment is res judicata. 

Defendant cites Good Health Dairy Products Corp. v. Emery, 275 N. Y. 14, in 
support of the above. I find it not analogous to this case, and therefore not con- 
trolling. I think the law to be correctly stated in Rudd v. Cornell, 171 N. Y. 114, 
as follows: ... It is only a final judgment upon the merits which is competent as 
evidence and conclusive in a subsequent action between the same parties or their 
privies....” (See also Bisnoff v. Hermann, decided December 2, 1940, N. Y. 


Law Journal, January 6, 1941.) 








/ 


ae 








THIERFELD v. POSTMAN’S FIFTH AVE. CORP. 131 





In as much as it is conceded here by the defendants that they were neither 
parties nor privies to the state court suit, that judgment cannot bind this court. This 
defense should be stricken. 

The fifth complete defense is pleaded as such and also by way of counterclaim. 
Examination thereof, however, indicates that it is not a defense, but is simply a 
counterclaim. By virtue of Rule 8(c) F. R. C. P. I will treat it as such. 

It is stated therein that “Corde” is a well-known type of embroidery which is 
also known by similar sounding words; that such words have been commonly and 
extensively used in France and in the United States to describe it; that for many 
years plaintiffs’ trade-mark has been publici juris, used by defendants and others 
and is considered a common word; that plaintiffs, with knowledge of the above, 
appropriated the word, registered it under the 1920 Act, claim exclusive rights 
thereto, and wrongfully threaten defendants, and defendants’ customers and others 
with suit, etc. It is alleged that this amounts to unfair competition and intimida- 
tion; that plaintiffs unfairly profit thereby, and that defendants are damaged. De- 
fendants demand dismissal of the complaint, cancellation of plaintiffs’ mark, injunc- 
tion and costs. 

The plaintiffs’ main contention, and the only one which need be considered at 
length, is that under the 1920 Act the defendants’ only remedy to secure cancellation 
is a proceeding in the Patent Office, and that this court lacks jurisdiction over the 
counterclaim. Defendants, on the other hand, claim that there is concurrent juris- 
diction in the Patent Office and in this court, citing Corning Glass v. Robertson, 65 
F. 2d 476. That case dealt with a situation where there were interfering trade- 
marks, and it seems clear that in such an instance concurrent jurisdiction exists. 
Defendants argue that by analogy jurisdiction should be in this court to deal with 
an instance like the present, where there are no interfering marks ; and, in any event, 
they are entitled to injunctive relief, regardless of their right to cancellation. It 
seems unreasonable to permit plaintiffs to sue defendants for infringement, and by 
the same token refuse defendants’ plea for counterrelief, based on the grounds that 
plaintiffs’ claims are invalid. A registration under the 1920 Act may be collaterally 
attacked. (Kellogg v. Nat'l Biscuit Co., supra.) 

It would seem that defendants have a claim for injunctive relief at least. By 
15 U.S. C. A. 103 (Sect. 23, Act of 1905) there are preserved to either party all 
the remedies at law or in equity arising out of the wrongful use of a trade-mark 
that existed before the enactment of the statute. This provision is applicable to the 
instant case (15 U. S. C. A. 126, being Sect. 6 of the 1920 Act). The right existed 
at common law to enjoin a person from wrongfully asserting title to a word which 
was public property, and from interfering with the business and rights of others. 
(Glen Mfg. Co. v. Hall, 61 N. Y. 226.) Threatening defendants’ customers with 
infringement suits, when done in bad faith, would sustain the granting of an injunc- 
tion. (Warren Featherbone Co. v. Landauer, 151 F. 130.) 

Finally, it should be observed that under Rule 13(a) F. R. C. P. relating to 
compulsory counterclaims, the defendant is obliged to set out his claim in order to 
preserve it. And even if this were not the case, under Rule 13(b) a counterclaim 

is permissive. 
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Inasmuch as the defendants are entitled to some of the relief which they seek, it 
is unnecessary to decide now whether their claim for cancellation of plaintiffs’ trade- 
mark could be granted. 

Plaintiffs’ motion to strike out the denials in paragraph six and nine of defend- 
ants’ answer is denied. Plaintiffs’ motion to strike out the affirmative defense and 
the counterclaim in defendants’ answer is granted as to the fourth defense, otherwise 
it is denied. Settle order on notice. 





STORK RESTAURANT, INC. v. MARCUS tTrapine as THE STORK CLUB 
ET AL. 


United States District Court, Eastern District of Pennsylvania 


January 6, 1941 


TRADE-NAMES—REASONS FOR PROTECTION. 

One’s interest in a trade-name is protected against simulation not only in a competing 
business, but in a business so related to that of the owner of the name that the possible ill- 
repute of the other would be visited upon him. 

UNFAIR COMPETITION—ELEMENTS. 

Today the emphasis in cases of unfair competition is no longer on the competition, but 
rather on the injury suffered by the plaintiff and the public. 

UNFAIR COMPETITION—USE OF SAME TRADE-NAME IN COMPETING BUSINESS—INJUNCTION. 

Defendant, operator of a restaurant known as “The Stork Club” and located in the City 
of Philadelphia, held guilty of unfair competition as against plaintiff, which was first to use 
the same designation on its restaurant located in New York City, inasmuch as there was a 
a probability that plaintiff’s patrons would be confused thereby. 

TRADE-NAMES—“THE StToRK CLuB” AS TITLE OF RESTAURANT—REQUIREMENT FOR RELIEF. 

In the case at issue, it was held that, in order to justify relief, the designation of plaintiff’s 

restaurant be known in the area of defendant’s operations. 


In equity. Action for unfair competition in the use of a trade-name. Decree 
for plaintiff. 


Abraham L. Freedman, Fred Wolf, Jr., and Wolf, Block, Schorr & Solis-Cohen, 
all of Philadelphia, Pa., and Louis R. Colman and Goldwater & Flynn, both of 
New York, N. Y., for plaintiff. 

David Kanner, of Philadelphia, Pa., for defendants. 


Barb, District Judge: 


The complainant, owner and operator of a restaurant and cafe named “The 
Stork Club” in New York City, at which food, beverages, entertainment and dancing 
facilities are furnished the public, instituted this action against the defendants to 
enjoin and restrain them and each of them, individually and otherwise, from con- 
ducting a restaurant, cafe or night club in Philadelphia or elsewhere under the name 
of “The Stork Club” or any name similar thereto, with or without insignia indicat- 
ing a stork. The complainant also seeks to have the defendants restrained from us- 
ing such name or insignia as an appurtenance to a trade or business in any manner 
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whatsoever, to have judgment entered against the defendants for $10,000 damages, 
to have the defendant Marcus enjoined to cancel his registration in Pennsylvania of 
the name “The Stork Club” to have enjoined the future registration of the same or 
similar name anywhere, and to have granted such further relief as the court may 
deem just and proper. 

I make the following special 


FINDINGS OF FAcT 


1. The plaintiff is a corporation incorporated under and existing by virtue of the laws of the 
State of New York, with its principal place of business at 3 East 53rd Street, City and State of 
New York. 

2. The defendants are all residents and citizens of the State of Pennsylvania. 

3. The amount in controversy is in excess of $3,000.00 exclusive of interest and costs. 

4. The plaintiff has, since on or about August 15, 1934, continuously used the name “The 
Stork Club” as the name under which it has conducted a restaurant and cafe, supplying food, 
beverage, music, and dancing facilities, at 3 East 53rd Street, New York. 

5. The Stork Restaurant Corporation, user of the name “The Stork Club” theretofore, had 
ceased to do business prior to August 15, 1934, on or about which date the plaintiff acquired the 
physical assets of The Stork Restaurant Corporation, through one of the plaintiff’s stockholders. 

6. Since on or about August 15, 1934, the plaintiff has used, in conjunction with its use of the 
name “The Stork Club” in its business, an insignia consisting of a stork, standing on one leg and 
wearing a high hat and monocle. 

7. The plaintiff has expended considerable effort and large sums of money, approximately 
$200,000 in the last five years, advertising and otherwise promoting its business by various 
methods and through various media. Some of the advertising and promotion has been directed 
to Philadelphians, through the mail and by personal contact. 

8. The plaintiff’s, “The Stork Club,” has been referred to and written of in various periodicals 
and other printed matter of local and national circulation a large number of times. 

9. The plaintiff employs approximately 140 people to provide several hundred customers each 
day between 11.30 A.M. and 4.00 A.M., with relatively high-priced and high-quality food, 
beverages and entertainment, which service yields an average gross income of over $500,000. 

10. The plaintiff’s restaurant has been and now is patronized by persons both from in and 
about the City of New York and from the United States at large, including the Philadelphia area. 

11. The plaintiff’s restaurant has been and now is patronized by persons of some prominence 
in social, literary, artistic, professional, commercial, official and cinematic circles. 

12. The plaintiff’s restaurant is known as “The Stork Club” to a large number of people in 
and about Philadelphia, the great majority having learned through the plaintiff’s advertising 
rather than by visiting the plaintiff’s restaurant. 

13. The plaintiff has evidenced no intention to operate a restaurant in the Philadelphia area. 

14. The defendant, Albert Marcus, registered with the proper Pennsylvania authorities, on or 
about November 16, 1939, as proprietor of a restaurant business under the fictitious name “The 
Stork Club” located at 5723-25 North Broad Street, Philadelphia, Pennsylvania. 

15. Shortly prior thereto, on or about October 31, 1939, defendant Albert Marcus, under the 
name “The Stork Club,” began the operation at the above address of a restaurant, cafe and night 
club, serving food and beverages, providing music and dancing facilities, and furnishing enter- 
tainment to an average of 1,000 persons each week. 

16. The defendant Albert Marcus widely advertised in the City of Philadelphia the operation 
of his business under the name “The Stork Club.” 

17. The defendants Joseph Toll and Harry Hahn were and are associated with the defendant 


Albert Marcus in the operation of the business, the former as general assistant to the owner and 
the latter as master of ceremonies. 
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18. The defendant uses insignia and decorations similar, though not identical in all cases, to 
those used by the plaintiff. 

19. The defendant’s use of the name “The Stork Club” and related insignia has resulted in 
some confusion in the minds of several members of the public, and is of such a nature likely to 
cause further confusion. 

20. The defendant Marcus caters generally to the trade in the vicinity of his restaurant and 
in the City of Philadelphia rather than specially to persons of prominence. 

21. The defendant Marcus has not deprived the plaintiff of any patrons. 

22. The defendant Marcus is profiting from the fame and repute adjunctive to the name and 
insigna of the plaintiff’s restaurant. 

23. The defendant’s business, although fundamentally similar, is of such type that the nature 
of the reputation likely to be accorded to his business will differ materially from the nature of the 
reputation of the plaintiff's restaurant. 

24. The defendant has not given a satisfactory explanation of his choice of the name “The 
Stork Club” for his place of business. 

25. The plaintiff has not given affirmative consent or authority to the defendants or any of 
them to operate a restaurant under the name “The Stork Club,” or to use insignia indicating or 
relating to the name. 

26. The plaintiff discovered the use of the name “The Stork Club” and related insignia during 
November, 1939, and promptly thereafter, on or about November 22, 1939, notified the defendants 
to cease such use, but the defendants have failed to do so. 


DISCUSSION 


The purpose of a designation such as that used by the plaintiff is to identify the 
business in connection with which it is used. The accompanying insignia used by 
the plaintiff aids in establishing or impressing the identification in the public mind. 
Protection will be accorded such a device only when and insofar as used in connec- 
tion with a business, for such an appurtenance to trade is a property right only in 
the sense that the right to one’s trade free from unwarranted interference by others 
is a property right. General Baking Co. v. Goldblatt Bros., 90 F. 2d 241, certiorari 
denied 302 U. S. 732, petition for rehearing denied 302 U. S. 781. 

It is generally recognized today that the emphasis in cases concerning trade- 
marks, trade-names, and “unfair competition” is no longer on competition, but 
rather on the injury suffered by the plaintiff and the public, it being enough if the 
defendant’s acts result in confusion or deceit of the public. Nims, “Unfair Com- 
petition and Trade-marks,” 1929, p. 954; Amer. Clay Mfg. Co. v. Amer. Clay 
Mfg. Co., 198 Pa. 189; Great Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, 
20 F. Supp. 703. In the latter case it was declared that the owner of a nationally 
known and valuable trade-name could restrain another’s use of the same in con- 
nection with a non-competing business, even though custom and trade were not 
diverted by such use, since owner’s reputation might be tarnished thereby. Thus ii 
appears that the fact the defendant does not and probably will not deprive the plain- 
tiff of trade is not a valid defense in this instance. 

It might fairly be said that the courts, in adjudicating controversies such as the 
instant one, regard judicial sensibilities rather than strict legal principles. However, 


it is of course necessary that the plaintiff’s designation be known in the area of the 
defendant’s operation, and that the use thereof by the defendant promote confusion 
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or deceit of the public or otherwise accomplished the tarnishment referred to, unless 
the defendants selected it with some design inimical to the plaintiff. 

The defendants deny that they chose a name and insignia with any inimical 
design. With an infinity of names and insignia, real and fanciful, from which to 
choose, the defendants appropriated a designation practically identical to that of the 
plaintiff, explaining the choice as having been made “principally because the stork 
was relative to the color scheme of pink and blue being nursery or baby colors.” 
This explanation is altogether implausible, and so lends no savor of truth. How- 
ever, I will not decide that they had a design imimical to the plaintiff, though in cases 
of unfair competition, the fraudulent intent is often inferred from facts, sometimes 
against the defendant’s sworn protestations. Wolf Bros. & Co. v. Hamilton-Brown 
Shoe Co., 206 F. 611 [3 T.-M. Rep. 415]. I will believe that they intended to do 
no more than “borrow” the value of the name “The Stork Club.” 

The plaintiff, particularly and peculiarly in this instance, has an interest in the 
general reputation attendant to its operating name and insignia. By them its 
restaurant has a novel, if not unique, identification in the minds of a very large num- 
ber of people, among whom must be counted hundreds, perhaps thousands, of Phila- 
delphians who have either received advertising matter through the mails, been con- 
tacted personally, or patronized the plaintiff's place of business situate ninety miles 
distant from the City of Philadelphia. Restricted though such a reputation is or 
may be, if it is a business asset, and it appears it is, it warrants protection. 

Because an attractive, reputable trade-name can be imitated not for the purpose 
of diverting trade from its owner, but rather for the purpose of securing some of 
the good-will, advertising, and sales stimulation appurtenant to it, the interest in a 
trade-name came to be protected against being subjected to the hazards of another’s 
business not in actual competition. Restatement of the Law of Torts, section 730, 
comment (a). That is, one’s interest in a trade-name came to be protected against 
simulation not only in a competing business, but in a business so related to that of 
the owner of the trade-name that the possible ill repute of the other would be visited 
upon him. 

This protection is accorded, however, only within the limits fixed by the like- 
lihood of confusion of prospective purchasers. The issue in each case is whether 
the objected-to use subjects the complainant’s good-will to the hazards of the actor’s 
business. It has been said that “‘unless a borrower’s use is so foreign to the owner’s 
as to insure against any identification of the two, it is unlawful,” Yale Electric Cor- 
poration v. Roberson, 26 F. 2d 972, 974 [18 T.-M. Rep. 321]. I cannot rely too 
much upon this statement, as it relates to tangible goods rather than restaurantes or 
cafes, but it does persuade me that probability of identification is alone sufficient 
when actual identification would work to the plaintiff’s ultimate disadvantage. 

Upon reviewing the cases cited by the defendants, I conclude that they are in- 
applicable here due either to material factual divergence or non-controlling legal 
bases. 

Recurring now to the facts of the present case, it is objected that the plaintiff 
has not satisfactorily established its right to use the name “The Stork Club.” With- 
out considering the legal efficacy of the purchase or assignment, I am convinced there 
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is no force to this objection. The prior user, The Stork Restaurant Corporation, 
went out of business. Since the name was its property only as an appurtenance to 
its business, dissolution of the business freed the name for appropriation by another 
business. Restatement of the law of Torts, section 752. Furthermore, I am in 
sympathy with the thought that “It seems to violate common sense to hold that, be- 
cause a plaintiff asserts a trade-mark title to which is not perfect, the court must 
stand by and allow the defendant to continue to deceive the public. It does not 
seem to accord with public policy for an equity court to permit deceit of the pur- 
chasing public, once the existence of such deceit or confusion is called formally to 
its attention, for any reason.” Nims “Unfair Competition and Trade-marks,” 
1929, p. 975. The deceit in this instance is, of course, indirect if not trivial, be- 
cause there is not yet evidenced any damaging confusion, but the principle is 
appropriate. 

The defendants raise a correlative objection to the effect that the plaintiff cannot 
recover in a court of equity because it is doing business under a name other than its 
proper corporate name. It is claimed that such cannot be done in New York, and 
the cases of In re United States Mortgage Co., 32 N. Y. Supp. 11, and Scarsdale 
Pub. Co.-Colonial Press v. Carter, 116 N. Y. Supp. 731, are cited. These cases are 
concerned with circumstances not here pertinent. There is, for example, quite a 
difference between endeavoring to make binding contracts under a name other than 
the granted name and marketing goods or services under a “label” designed to facili- 
tate and insure their identification. Therefore, I do not deem the cited dicta 
pertinent. 

Manifestly, the defendant is profiting, if to an indeterminate extent, from the 
reputation and significance which are adjuncts of the plaintiff’s name “The Stork 
Club.” As noted, however, this alone is not sufficient to establish the plaintiff's 
right to the relief sought. It must appear that the public is being deceived, in some 
manner likely to prove detrimental to the plaintiff—not necessarily that the defend- 
ant is getting some business which would otherwise be going to the plaintiff, but 
that the defendant’s use is deceiving the public to the plaintiff's probable ultimate 
injury. 

Though there has been shown but slight confusion, it requires nothing but com- 
parison of the names, insignia and fundamental character of business done to demon- 
strate that there is a likelihood of future confusion. Whether the defendant’s busi- 
ness will continue to differ as it now does from that of the plaintiff can only be con- 
jectured. Whether the now patent difference will effect a depreciation of the value 
of the plaintiff's name and insignia is even more conjectural. But I am decided 
that there exists a threat, if not a promise, of growing confusion to the detriment of 
the plaintiff’s reputation in an area from which its patrons are in part drawn. 

This latter conclusion must, of course, be tempered by an admission that the fore- 
seen confusion, if it occurs, will not damage the reputation “at large” of the plain- 
tiff. That is, any injury done to the plaintiff’s reputation will be confined to a 
geographically and numerically small proportion of the plaintiff’s public. However, 
this admission does not constrain me to view the defendant’s transgressions as within 
the rule of de minimis non curat lex. In fact, reflection clarifies the possible, per- 
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Hon. haps probable effects of licensing such an usurpation of reputation as here confronts 
on te me. Upon the strength of a single, if sustained, precedent the plaintiff could be 
ther literally “hemmed in” by “Stork Clubs,” until the public was so surteited with the 
is in same that the mere mention of the name would provoke contrary reactions. . 
fe An unfair competitor may, under proper conditions, be held to an accounting for 
rust Pe Profits, VW olf Bros. & Co. v. Hamilton-Brown Shoe Co., supra, but I do not deem 
“ue the instant circumstances sufficient to satisfy reasonable prerequisites to the same. 
yur- ‘ 
as CONCLUSIONS OF LAW 
=,” . 1. The Court has jurisdiction over the matter involved in this proceeding. 
be- 2. The plaintiff corporation is entitled to use the name “The Stork Club” and the insignia 
» is adopted relative thereto in its New York business. 
3. The plaintiff is entitled to protection against trade practices which do or are likely to in- 
fringe unfairly upon the plaintiff’s use of the name and insignia. 
nO 4. The defendant Marcus in using the name “The Stork Club” and insignia similar to that 
its adopted by the plaintiff is guilty of an unfair trade practice. 
ind 5. The defendants Toll and Hahn are not parties to the practice. 


lale + 6. The plaintiff is entitled to an injunction restraining the defendant Marcus from conducting 
his restaurant-cafe-night club under the name “The Stork Club” or any name similar thereto, 





are ‘ tie 4 . 
and from using in conjunction therewith or independently any insignia similar to or suggestive 
. of that of the plaintiff. 

og 7. In light of the circumstances herein noted and others made apparent in the course of the 

ili- trial, it is deemed proper that the defendants Toll and Hahn should be relieved of the payment 

cta of any costs and that the plaintiff and the defendant Marcus each should bear their own costs. 

8. A decree in accordance with the findings and conclusions herein may be submitted for entry 

7 as the order of this court. 

+g The requests for findings of fact and conclusions of law are affirmed to the ex- 

I's tent consistent herewith, and denied insofar as inconsistent herewith. 
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- FRATELLI BRANCA & COMPANY, INC. v. PAGLIARO, DOING BUSINEss AS 

L. BRANCA & COMPANY ert At. 

n- 

n- United States District Court, Western District of Pennsylvania 

i- 

. February 11, 1941 

le UNFAIR COMPETITION—“FERNET-BRANCA” ON BittERS—UsE oF SIMILAR LABELS. 

d Where plaintiff, distributor in the United States of a bitters, originated by Fratelli Branca, 


yf Milan, Italy, fifty years ago, obtained in 1934 by agreement with the said firm the right to 
use its trade-mark “Fernet-Branca” and certain trade-names and labels, together with the 
right to manufacture the product so designated, the use by defendants on a similar product of 
the words “Fernet-L. Branca & Co.” and a label similar in color and appearance to plaintiff's 
label held unfair competition, particularly as it appeared that defendant Poliaro contracted 
a with defendant Branca to use the latter’s name in the business title, although Branca had no 
knowledge of, or experience in the manufacture of bitters. 
In equity. 


Action for unfair competition. Judgment for plaintiff. 
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Frank, Weil & Strouse, and Samuel F. Frank, both of New York, N. Y., and Frank 
R. Sack, Alexander D. Rosenbaum and Isadore A. Bernstein, all of Pittsburgh, 
Pa., for plaintiff. 

Joseph P. Passafiume, Pittsburgh, Pa., for defendants. 


Gizson, District Judge: 
FINDINGS OF FACT 


1. That the plaintiff, Fratelli Branca & Company, Inc., now is, and since the 
year 1932 has been, a corporation duly organized and existing under the laws of the 
State of New York, and doing business therein. 

2. That the defendant, Imperia Pharmaceutical Products Company, Inc., was 
incorporated on April 7, 1936, under the laws of the State of Pennsylvania, and since 
that time has been, and still is, engaged in business in Pittsburgh, in the State of 
Pennsylvania. 

3. That the defendants, Luigi Pagliaro and Luigi Branca, at the time of the 
commencement of this action were, and now are, citizens and residents of the City 
of Pittsburgh, in the State of Pennsylvania. 

4. That the defendant, Luigi Pagliaro, was one of the incorporators of the de- 
fendant corporation, Imperia Pharmaceutical Products Company, Inc., and with it 
was engaged at Pittsburgh in the manufacture of various bottled products including 
bitters. 

5. That for upwards of fifty (50) years, there had been manufactured at 
Milan, Italy, a kind of bitters packed in bottles and bearing thereon a label—the most 
prominent words whereon were the words “Fernet-Branca.” 

6. That from the beginning of the manufacture and sale of the said bitters, 
the same had been packed in a bottle of characteristic size, shape, and with a yellow 
label bearing thereon certain marks, printing and designs, the most prominent of 
which were the words “Fernet-Branca,” in large letters. 

7. That this product, called “Fernet-Branca,” was originally produced at Milan, 
Italy, by a firm or partnership known as “Fratelli Branca’ (meaning, in English, 
Branca Brothers), the members of which were one Stefano Branca and his brother. 

8. That, after the death of the said members of the original firm of Fratelli 
Branca, Maria Branca Scala, the widow of the said Stefano Branca, continued the 
said business at Milan, Italy, and in connection therewith applied for and received 
from the Patent Office of the United States certificates of trade-mark registration, 
as follows: 


No. 23,850, registered November 21, 1893, upon the labels therein described as 
follows: 


. a small oblong label having the groundwork of elliptical spaces within each of 
which appear the word “Fernet Branca, Fernet Branca” usually printed in yellow ink on 
white paper and inclosed by a black border and the facsimile signature “Fratelli Branca e 
Co.” lithographed in black ink over such groundwork, lengthwise of the label. 


No. 23,877, registered November 28, 1893, upon the word “Fernet” and the 
handwriting therein described as follows: 
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nk The essential feature of my trade-mark is the word “Fernet” and the style of lettering 
rh, and label may be varied so long as the essential feature is retained. 


No. 23,898, registered December 5, 1893, upon the main label, described as 


follows: 


... label consisting of elliptical spaces of yellowish color, encompassed by lines, and in 
the spaces the words: “Fernet, Branca, Fernet, Branca,” the whole label encompassed by a 
double line, the inner one lighter than the outer, and bearing the following inscription :— 
printed in Italian on label shown in drawing, the following a translation thereof :—‘“Branca 


“ Bros. & Co. Fernet Branca, Milan, No. 35 Via Broletto, near S. Thomas Church.” 
1€ 
9. That thereafter, the children of the said original members of the firm of 
as Branca Brothers, to wit: Bernardino Branca, residing at 2 Via Borgonuova, Milan, 
ce Italy, Countess Caroline Dolfin Boldu Branca, residing at 2 Via Borgonuova, Milan, 
of Italy, together with one Count Paolo Dolfin Boldu Branca, residing at 72 Corso 
Vittorio Emanuele II, Padua, Italy, all subjects of the King of Italy, succeeded to 
1e the said business, and continued, and still continue, the said firm or partnership of 
ty “Fratelli Branca,’ at Milan, of which they are the only members. 
; 10. That on or about August 4, 1931, the said persons, constituting the said 
e- firm of Fratelli Branca, applied for and received from the United States Patent 
it Office certificates of trade-mark registration numbered, respectively, 285,705 and 
ig 285,706, which certificates renewed to the aforesaid members of the firm of Fratelli 


Branca the trade-marks hereinbefore set forth, originally issued to the said Marta 
at Branca Scala. 


st 11. That the said members of the firm of Fratelli Branca licensed and per- 

mitted an Italian corporation known as “Societa Anonima Fratelli Branca,” to use 
S, their trade-marks, trade-names and labels, and their formula for the manufacture of 
we the said product known as “Fernet-Branca,” and that they also licensed other cor- 


yf porations in other countries of Europe, and elsewhere, to use and employ the same 
for the manufacture of the said product known as ‘“‘Fernet-Branca.”’ 

1, 12. That for upwards of fifty years, the said product was exported and sold 

1, throughout the world, under the name and short title of ‘“Fernet-Branca,” and that 

r. it was exported and sold in the United States, during such period of time, by various 

li agents of the original producers and manufacturers thereof aforesaid at Milan, 

e Italy, up to the year 1936. 

d 13. That during all of such time, the said product was advertised in Italy, in 

L, the United States, and elsewhere, on a large scale, in newspapers, on sign boards, 
and in other ways. 

s 14. That at all times, the manufacturers and distributors of the said “Fernet- 


Branca” used, in connection with such manufacture, distribution and sale, sul- 
stantially the same form of bottle, label, package, wrapping and general make-up and 
appearance of the product as that originally used since the commencement thereof, 
a true and correct reproduction thereof being annexed to the Complaint as Exhibit 
es 
e 15. That during all of such time, the characteristic elements of the advertising 
used by the producers and exporters of the said product were the words “Fernet- 
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Branca” and a reproduction of the said bottle showing, in large letters thereon, the 
words ‘‘Fernet-Branca.” 

16. That, as a result of the said sale and advertising throughout the world of 
the said product, it became known by the short name of “Fernet-Branca,” and was 
called for and asked for and offered for sale under such short name and title. 

17. That, asa result of all of such acts and circumstances, the consuming public 
came to, and did, identify the words “Fernet-Branca” as meaning the product manu- 
factured as aforesaid, and that it was so commonly understood and known. 

18. That the consuming public which now, and for many years past has pur- 
chased the said product, ““Fernet-Branca” in the United States, is composed, in large 
part, of persons of Italian birth and extraction, and of persons who have spent time 
in Italy, and elsewhere in Europe, and have been accustomed to purchase the said 
product and to be familiar with the reputation and advertising thereof under the 
said name of ‘‘Fernet-Branca.” 

19. That in the year 1934 the plaintiff herein made an agreement, in writing, 
with the members of the said firm of Fratelli Branca named in the said trade-marks 
numbered 285,705 and 285,706 aforesaid, wherein and whereby they gave and 
granted to the plaintiff herein the right to use their trade-marks, trade-names, and 
their rights to the use of the words and indicia distinguishing the use of ‘‘Fernet- 
Branca,” including the exclusive right, for the United States of America, to use all 
of the said trade-marks, trade-names and designs, and the right to manufacture 
“Fernet-Branca” in the United States, in consideration of a certain royalty therein 
stipulated and set forth, which agreement was extended and confirmed by a further 
agreement, in writing, by and between the said parties, made and entered into on 
September 10, 1934. 

20. That thereafter the plaintiff commenced manufacturing in the City of New 
York the said product, “Fernet-Branca,” and since that time has been, and still is, 
selling and distributing the same throughout the United States. 

21. That the said product was so manufactured under the direction of a chemist 
who had previously been employed at Milan, Italy, for many years, by Societa 
Anonima Fratelli Branca, and who was familiar with the secret formula and methods 
of manufacture there employed, and that the said product was manufactured from 
original materials and ingredients prepared in the said factory at Milan, Italy, and 
purchased from it by the plaintiff, and imported into the United States. 

22. That the plaintiff herein used, in connection with its manufacture, distri- 
bution and sale of the product so manufactured by it in New York City, substantially 
the same bottle, labels and general getup, as that previously employed in Italy, and 
elsewhere, by the original manufacturers and producers thereof, subject to such 
changes as were imposed by the United States officials having charge of the produc- 
tion of said product; and also used in connection with their advertising thereof, the 
same short name, “Fernet-Branca,’ and the same reproduction of the said bottles 
and labels theretofore used to distinguish and advertise the same elsewhere through- 
out the world. 


23. That, since the commencement of the manufacture of the said “Fernet- 
Branca” in the United States, in 1936, as aforesaid, the plaintiff herein has paid for 
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advertising the same in magazines, newspapers, theatre programs, and over the 
radio, a sum in excess of a quarter of a million dollars, and has paid royalties largely 
in excess of that amount to the said members of the firm of Fratelli Branca, pursuant 
to the terms of the said agreements. 

24. That as a result of the said advertising and of the quality of the product, 
insured by the method of manufacture from said imported materials and according 
to the said secret formula, the sales of the said “Fernet-Branca” in the United 
States have progressively increased from year to year in large excess, so that in the 
year 1940 they exceeded $572,000, in volume. 

25. That up to the month of August, 1940, none of the defendants herein had 
ever been engaged in the business of making or selling any bitters known as “Fernet”’ 
or as “Fernet-Branca,” though the defendant, Pagliaro, had been engaged in mak- 
ing bitter medicinal products individually and as an officer of the defendant cor- 
poration. 

26. That the defendant, Luigi Branca, was, by occupation, a barber, but at that 
time was unemployed at his trade and was actually employed as a WPA worker; 
that he had no experience or knowledge of the business of manufacturing bitters, or 
any other business; and had no reputation or business in connection therewith, 
under any name or title. 

27. That for a long time the plaintiff and its predecessors had been selling 
large quantities of ““Fernet-Branca” in the city of Pittsburgh and vicinity, through 
the long-established firm of G. E. Fabiani Company, of the said city, and that the 
defendants were familiar with the said fact and with the product manufactured and 
sold in the said district by the plaintiff and its predecessors. 

28. That in or about the month of April, 1940, the said defendant, Luigi 
Paglaro, made and entered into an agreement, in writing, with the defendant, Luigi 
Branca, wherein and whereby the said Branca permitted and allowed the said 
Pagliaro to use the said name “Branca” in connection with and upon the labels of 
any bitters, in consideration of certain payments therein set forth, although the said 
Branca was to have no active part in or any proprietary interest in the business so 
proposed. 

29. That, pursuant to the said agreement, the said defendant, Pagliaro, caused 
to be registered in the Office of the Clerk of the County of Allegheny, under the 
Pennsylvania Fictitious Names Act, his name as a person doing business under the 
fictitious name of L. Branca & Company, with his place of business at No. 53 Wash- 
ington Place, Pittsburgh, Allegheny County, for the purpose of manufacturing 
medicinal bitters. 

30. That thereafter the said defendants manufactured quantities of a product 
which they caused to be bottled in bottles of the same size and general getup and 
appearance as those used by the plaintiff and its predecessors, with a label thereon 
of a yellow color, approximating that used by the plaintiff, upon which label they 
caused to be printed in large letters the words, “Fernet-L. Branca & Co.,” and 
underneath that the words, 


BITTERS 
DIGESTIVE TONIC LAXATIVE 
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and underneath that: 


Sole Distributor U. S. A. IMPERIA PHARMACEUTICAL PRODUCTS CO., INC. 
PITTSBURGH, PA. 


a photographic copy whereof is annexed to the Complaint as Exhibit “B.” 

31. That the defendants thereupon advertised the said product for sale in a 
newspaper published in the Italian language, in the State of Pennsylvania, wherein 
they offered the said product for sale as ““Fernet-L. Branca” ; and also caused quan- 
tities thereof to be offered for sale elsewhere in the State of Pennsylvania. 

32. That the use of the name “Fernet-L. Branca” by the defendants upon the 
said product, and the getup thereof so nearly simulated that of the plaintiff herein 
as to be calculated to deceive, and that it was likely to mislead intending purchasers 
of plaintiff's product and cause persons intending to buy the same, to be deceived 
and mislead in purchasing the product made, bottled, labeled and advertised by the 
defendants as aforesaid. 

33: That by reason of the large sums aforesaid paid by the plaintiff herein to 
its licensors, and the large sums expended by it in advertising its product, its rights 
are quite valuable, and that the matter and amount in controversy, by reason thereof, 
exclusive of interest and costs, far exceeds the sum of Three Thousand ($3,000.00) 
Dollars. 

34. That by reason thereof, the plaintiff has suffered, and will continue to 
suffer, great and irreparable loss and injury, unless the defendants are restrained 
from the continuation of the practices hereinbefore detailed, and that the plaintiff 
has no adequate remedy at law for the protection of its rights in the premises. 

35. That the word “Fernet” is a generic term, meaning, “bitters.” 


CONCLUSIONS OF LAW 


I. That the defendants, and each of them, by the manufacture, labeling, use 
of the name “Fernet-L. Branca,” and imitation of the general getup and appear- 
ance of the bottles in which they offer the same, have been guilty of unfair com- 
petition with the plaintiff herein, in that the product so made and offered by them is 


likely to be confused with and purchased by buyers intending to purchase plaintiff's 
product. 


II. That plaintiff is entitled to a judgment which shall provide that the defend- 
ants herein, and each of them, their agents, servants, employes and persons purchas- 


ing from said defendants, be and they hereby are perpetuallv enjoined and restrained, 
as follows: 


(a) From using upon any bitters or similar products manufactured by or offered for 
sale by them (and not manufactured by the plaintiff herein) or upon the bottles and other 
containers of the same and upon the labels and wrappers thereof, and upon any circulars, 
other printed matter and advertising used by them in connection with the sale thereof, the 
words “Fernet-Branca,” the name “Branca,” either alone or together with any other letter, 
initial or otherwilse, or in connection with the word “Fernet,” or any other word, expres- 
sion, symbol or initial so nearly resembling the words “Branca” or “Fernet-Branca” as to 
be calculated to deceive the plaintiff's customers and the consuming public generally into 
mistaking the same for the product of the plaintiff herein. 
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(b) From using the form of labeling, bottling and the designs contained upon the bottle 
manufactured and offered for sale by the defendants—a photographic copy of which is an- 
nexed to the Complaint and therein identified as Exhibit “B,”’ or any other bottle, design, 
or label so similar to the same as to be imitative or likely to be confused with that used by 
the plaintiff, and identified by the photograph annexed to the Complaint and therein identi- 
fied as Exhibit “A.” 

(c) From substituting the merchandise manufactured by the defendants, or any of 
them, in place and stead of that of the plaintiff, or from representing, in any way, directly 
or indirectly, that the merchandise prepared and sold by them is the merchandise of the 
plaintiff or its predecessors, or is in any way connected with or authorized by the plaintiff 
herein. 

(d) That plaintiff recover against the defendants, Luigi Pagliaro, doing business as 
L. Branca & Co., as well as Luigi Branca & Company, Imperia Pharmaceutical Products 
Co., Inc. and Luigi Branca, also known as Louis Branca, and each of them, the costs. 

(e) That plaintiff have leave to apply at the foot of the said judgment for a supple- 
mental provision, if it be so advised, for the assessment of the damages sustained by the 
plaintiff, by reason of the acts of the defendants aforesaid, and for any profits made by 
them, or any of them, by reason thereof. 





PINESBRIDGE FARM, INC. v. BLOOMINGDALE BROS., INC. 
New York Supreme Court, Westchester County 
March 24, 1941 


TRADE-MarKS—F air Trape Act, NEw YorK—RIGHT OF RETAILER TO SELL Pricep-Frxep Goops 
AT Lower Price UNDER OWN TRADE-MARK. 

Plaintiff put out smoked turkey pate under the name “Pinesbridge Farm,” said goods being 
sold under the Fair Trade agreement to retailers who were to resell at the fixed price of 
65 cents. Plaintiff also sold the identical goods to a department store in containers bearing 
the trade-mark of said store, which resold them for 61 cents or less. Defendant was enjoined 
from selling or offering for sale products bearing plaintiff’s trade-mark at prices less than 
those specified by plaintiff under its Fair Trade agreement. 

UNFAIR CoOMPETITION—F AIR TRADE LAws, NEw YoRK—SvuITS—DEFENSES. 

Held that it was no valid defense in an action under the Fair Trade Laws to charge the 

manufacturer with discrimination where the alleged discriminatory contract provided for re- 


moval of the manufacturer’s trade-mark and substitution of the buyer’s own brand-name 
therefor. 


In equity. Action under the New York Fair Trade Act to enjoin defendant 
from selling price-fixed goods at a lower price under its own trade-mark. Injunc- 
tion granted so far as applicable to goods bearing plaintiff's trade-marks. 

This is a motion for a temporary injunction in an action for a permanent injunc- 
tion brought under the so-called Fair Trade Law. 

The plaintiff seeks to enjoin the defendant from advertising, offering for sale or 
selling its products at prices less than the price fixed by the plaintiff in an alleged 
Fair Trade agreement. The answer admits that the defendant had notice of said 
Fair Trade agreement and that it has sold and continues to sell plaintiff's products 
at a price below that fixed by the plaintiff, but alleges by way of defense: (1) That 
the plaintiff’s Fair Trade agreement is illegal, because part of a fraudulent plan to 
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injure the defendant and deceive the public. (2) That the plaintiff has itself vio- 
lated its Fair Trade agreement by failing to maintain its product in free and open 
competition, and by consenting and agreeing to the sale of its product at prices be- 
low that fixed by the plaintiff in its Fair Trade agreement. (3) That the plaintiff 
comes into equity with unclean hands. 

The facts are not in dispute. Simultaeously with or shortly after the plaintiff 
price-fixed its product, smoked turkey pate, it packed the identical product for R. H. 
Macy & Co. in an identical jar, the only difference being that the container bore a 
band containing the words, “Lily White’ smoked turkey pate, “Lily White” being 
the alleged trade-mark of R. H. Macy & Co. It is admitted that the plaintiff fur- 
nished some jars of the product bearing on the cap the words, “Pinesbridge Farm.” 
This it contends was an error and that only eight dozen of the jars thus labeled were 
sold when the error was discovered and that form of packing the product was dis- 
continued. I am convinced that it was an honest error and the plaintiff corrected it 
as soon as it was called to its attention. 

Thereafter, the plaintiff packed the very same product as that of the price-fixed 
products in the jar from which the word, “Pinesbridge” was entirely eliminated and 
bearing only the appellation, “Lily White Smoked Turkey Pate,” and thereafter, this 
product in that form was and is being sold by Macy at a price below the price-fixed 
product. The price-fixed product was 65 cents. Macy sells the identical product 
under its trade-name of “Lily White” at 61 cents or less. The defendant contends 
that the R. H. Macy Co. makes representations that the product contained in the jar 
labeled “Lily White” is identical with the price-fixed product bearing the label of 
“Pinesbridge Farm,” and it is conceded that it is the same article. 

The simple question presented is, under the Fair Trade agreement, can the 
producer sell the same article to retailers to be sold at a price less than that fixed, 
providing the wrapper or container does not bear the name or trade-mark of the pro- 
ducer. In other words, is it a violation of the agreement for the producer to permit 
Macy & Co. to sell the same article at a less price providing it does not bear the 
trade-name or mark of the plaintiff. It seems to be conceded by both parties that 
the identical question here presented has not been adjudicated in any case that has 
come to their attention. 

The purpose of the Fair Trade Law is to protect the property of the manufac- 
turer or producer in his trade-name or trade-mark. It is the contention of the de- 
fendant, and not without plausibility, that a manufacturer or producer who seeks 
the protection of the Fair Trade Law may not discriminate between some of his 
customers nor may he use the Fair Trade Act to enable some of them to obtain an 
undue and unfair advantage over other of his customers. 

The plaintiff counters to this and says that the defendant is at perfect liberty to 
purchase the same article from it bearing the trade-name or mark of the defendant 
and sell it at a price less than that established for the price-fixed article. Certainly, 
a manufacturer who seeks to invoke the Fair Trade Law for his own benefit has 
the obligation of fair dealing to the retailers who are his customers and may not 
by his own conduct discriminate between some of his customers to the benefit of 
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others. But is the plaintiff discriminating between the customers of the defendant ? 
He says to Macy, “‘You may not sell under the agreement, the product bearing the 
name, ‘Pinesbridge Farm’ for less than the fixed-price.” It says the same thing to 
the defendant, but it does say to Macy, ““You may sell the same article not bearing 
our label for a price less than the fixed price,” and it says the same thing to the de- 
fendant. There is no discrimination there. 

The plaintiff cannot sell the price-fixed article to the defendant at a less price 
than it sells to all other customers. It cannot grant it a discount, a drawback, a 
rebate or any such device. That would be discrimination and would be preferring 
one customer over another, but that is not the instant case. It treats all customers 
alike who sell its product labeled “Pinesbridge Farm” ; it gives to all customers the 
privilege of buying its products not labeled “Pinesbridge Farm” and selling them at 
a price below the price fixed for that bearing its label. 

It may be true, as contended for by the defendant, that Macy represents the 
“Lily White” product as being the same as the “Pinesbridge Farm” product, and 
that is not misrepresentation, but on the other hand, the defendant, if it buys the 
same product, has the same privilege of so representing. 

The purpose of the act was to protect the producer’s property, its trade-mark 
and good-will, and it would be illy served if the protection of the act were denied 
to producers who manufacture similar products under other names. If the de- 
fendant desires that his customers should have plaintiff’s product at a lower price, 
it is perfectly free to dispense them at that price, provided the good-will of the 
plaintiff is not used in connection with such sales. Apparently, the act does not 
prevent the producer of the commodity from selling the product without the trade- 
mark at any price he pleases. It interferes only when he sells with the aid of the 
good-will of the vendor, and then only to protect the good-will against injury. It 
does not preclude the retailer from removing the mark or trade-name from the 
commodity, thus separating the physical property which he owns from the good-will 
which is the property of another, and then selling the commodity at his own price, 
providing he can do so without utilizing the latter as an aid to that end. 

Basically, it does savor of unfair practice, and an imposition on the public for any 
producer to sell the same article at a less price simply because it is packed in a 
container that does not bear the trade-name of the producer. That the Fair Trade 
Act was intended to prevent this, I doubt. 

A producer will not be allowed directly or indirectly, to discriminate unfairly. 
In availing himself of the benefits of the statute, he must accept its burdens, but has 
the plaintiff discriminated unfairly? It may not be entirely fair to the customer of 
the retailer, but has it been unfair to the retailer himself? The defendant relies, 
among others, on the authority of Am. Safety Razor Corp’n v. Internat. Safety R. 
Corp’n, 26 Fed. 2d 108 [19 T.-M. Rep. 348], but there, as the court contended, the 
plaintiff manufactured and sold blades under three different trade-marks, which ex- 
cept for the trade-marks were identical, and that the plaintiff advertised its razors 
as though they were produced by different manufacturers and sold them at different 
prices, but that is not the case here at all. As to the product furnished to Macy & 
Co., under the trade-name of “Lily White,” no representation is made as to who 
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produced the article. It simply reads, “Packed for R. H. Macy & Co.,” without 
stating by whom. 

I am afraid we have not attained to that degree of altruism in business whereby 
it is incumbent upon a producer to state in effect that it is the producer of the article 
in question which is the same article as produced and sold by it under a different 
name. 

The question is an interesting one, but it is my conclusion that the plaintiff is 
entitled to a preliminary order enjoining the defendant from selling, displaying, or 
offering for sale products bearing plaintiff's trade-marks, brands or trade-names at 
prices less than those specified by plaintiff under its Fair Trade agreement. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Goods of Different Descriptive Properties 


Stereopticons, and goggles and sunglasses. 


Frazer, A. C.: Affirmed the decision of the Examiner of Interferences dis- 
missing the opposition of Trans-Lux Corporation to the application of Foster 


Grant Co., Inc., for registration of the notation “Tru-Lux” as a trade-mark for 
goggles and sunglasses. 


In his decision the Assistant Commissioner said: 


The opposition is predicated upon two grounds. The first is that applicant’s mark is 
confusingly similar to opposer’s registered trade-mark “Trans-Lux,” and the second is that 
applicant’s mark constitutes an appropriation of opposer’s corporate name. 

In support of the latter ground opposer cites the case of Tiffany & Co. v. Reilley, 
500 O. G. 774 [29 T.-M. Rep. 243], where it was held in effect that “Tiffany” was merely 
the corporate name of Tiffany & Company, and the opposition of that concern to the regis- 
tration of “Tiffany Tex” as a trade-mark was accordingly sustained. There, however, 
the applicant had appropriated the opposer’s complete name. White Cap Co. v. Allied 
Stores Corporation, 503 O. G. 870 [29 T.-M. Rep. 408]. Here the appropriation is only 
partial, and the rule applies that “where less than the whole name has been appropriated, 
the right of registration will turn upon whether it appears that such partial appropriation 
is of such character and extent that, under the facts of the particular case, it is calculated 
to deceive or confuse the public to the injury of the corporation to which the name belongs.” 
American Steel Foundries v. Robertson, 269 U. S. 372, 1926 C. D. 289 [13 T.-M. Rep. 289]. 
Upon the meager record presented—no testimony having been taken—I am unable to find 
that applicant’s mark is likely to be confused with opposer’s name, or that opposer’s prop- 
erty right in its name has been invaded. 

Opposer’s registered trade-mark is used with numerous articles of photographic projec- 
tion equipment, of which opposer’s counsel agrees that stereopticons are the most nearly 
related to applicant’s goggles and sunglasses. Broadly speaking, it may be that these 
goods are of the same descriptive properties ; but specifically they differ so widely that their 


sale under somewhat similar marks would not, in my opinion, be reasonably likely to cause 
confusion.* 


1. Trans-Lux Corporation v. Foster Grant Co., Inc., Opp’n No. 19,028, 163 M. D. 642, 
November 29, 1940. 
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Part of Corporate Name 


“Safe Way” not suggestive of Safeway Stores, Inc. 


Frazer, A. C.: Affirmed the decision of the Examiner of Interferences dis- 
missing the opposition of Safeway Stores, Incorporated, to the application of 
Southern Independent Oil and Refining Company, Inc., for the registration of the 
notation “Safe Way” as a trade-mark for gasoline, lubricating oils and greases. 

The Assistant Commissioner noted that the question presented for determination 
was whether or not applicant’s mark constituted an appropriation of opposer’s cor- 
porate name, and since applicant’s mark is but a part of opposer’s name the rule 
applies that, where less than the whole name has been appropriated, the right of regis- 
tration turns upon whether such partial appropriation is of such a character and ex- 
tent that under the facts of the particular case it is calculated to deceive or confuse 
the public to the injury of the corporation to whom the name belongs, citing Ameri- 
can Steel Foundries v. Robertson, 269 U.S. 372, 1926 C. D. 289 [16 T.-M. Rep. 51]. 

The Assistant Commissioner noted that opposer operates an extensive chain of 
grocery stores in which are sold principally food stuffs and also articles such as 
matches, cleaning fluids, brooms, toothpicks, insect sprays and other articles not 
food stuffs generally handled in grocery stores. The Assistant Commissioner then 
said : 


“Safeway” is the salient feature of opposer’s name, and has been widely used alone on 
signs, in advertising, and otherwise, to designate opposer and its stores; and as applied to 
such products as opposer sells would doubtless cause confusion if used by a competitor. 
“Safe Way,” however, is an expression of such commonplace significance in the language 
that its use in association with other and unrelated products would not, in my opinion, be 
likely to suggest opposer to the mind of the public. Opposer does not deal in gasoline or 
lubricants, nor would purchasers expect to find merchandise of that character in a chain 
grocery store. It thus appears improbable that applicant’s use, with these particular goods, 
of the mark it seeks to register, would confuse the public to opposer’s injury. 


The Assistant Commissioner also noted that since the appeal was argued opposer 
had moved to add to the record a copy of Fortune magazine of October, 1940, 
containing an article relating to the opposer’s business. The Assistant Commis- 
sioner held that the motion was untimely but that he had examined the article 
referred to and its inclusion in the record would not alter his opinion.* 


Ten-year Use Unsupported by Evidence 
Depilatories, and pills and plasters 


Frazer, A. C.: Affirmed the decision of the Examiner of Interferences dis- 
missing the opposition of Carter Products, Inc., to the application of Cartier, Inc., 
for registration of the name “Cartier,” as a trade-mark for perfume extracts, toilet 
waters, face powders, rouges, lipsticks, mascara, eyebrow pencils, and perfumery. 
The Assistant Commissioner also affirmed the Examiner’s decision refusing the 
registration applied for. 


2. Safeway Stores, Incorporated v. Southern Independent Oil and Refining Company, Inc., 
Opp’n No. 18,970, 163 M. D. 661, January 8, 1941. 
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With regard to the opposition the Assistant Commissioner said : 


The opposition is predicated upon opposer’s use of the name “Carter’s” as a trade-mark 
for goods alleged to have the same descriptive properties as those of applicant, and upon 
applicant’s asserted appropriation of opposer’s corporate name. 

Manifestly, the second ground of opposition is untenable. Opposer’s name is not 
“Carter,” but “Carter Products, Inc.”; and while the abbreviation “Inc.” may properly be 
disregarded, the word “Products” is an essential feature of the name. Swank Products, 
Inc. v. Veldown Co., 518 O. G. 781 [30 T.-M. Rep. 677]. “Carter” is a word so com- 
monly used as a surname, and otherwise, that it alone would seem unlikely to designate 
opposer to the mind of the public. Moreover, applicant’s mark is not “Carter,” but 
“Cartier,” and while closely similar these two names obviously are not the same. 

Opposer deals in medicinal pills and plasters, and in depilatories, deodorants and lip- 
sticks. It is only the pills and plasters, however, to which opposer applies the word 
“Carter’s” as a trade-mark; and I am clearly of the opinion that these two items are not 
of the same descriptive properties as any of applicant’s toilet preparations. 


As to applicant’s ex parte right to register, he said: 


The Examiner refused to register applicant’s mark because he was of the opinion “that 
the applicant is not engaged in the business of selling, as such, the particular goods described 
in its application,” and because, as correctly stated in the decision: 

“The testimony shows that the applicant is primarily engaged in the sale of jewelry and 
related goods composed of precious metals and stones, enamels, etc., and including orna- 
mental receptacles for items of merchandise such as are enumerated in its application. . . . 

“Although these receptacles are usually sold by applicant in combination with a supply of 
the materials which they are designed to hold, the latter does not sell such materials sepa- 
rately, unless for use as refills for its receptacles. Applicant’s lipstick and powder refills, 
etc., are stocked merely for the accommodation of purchasers of the receptacles, to whom 
such refills are ordinarily furnished free of charge. Applicant does not profess to be the 
source of origin of the refills or of the original contents of the containers.” 

* * + . * * 


Obvious'y, applicant’s goods here involved are of a nature that precludes affixation of a 
trade-mark in any other manner than upon the receptacles in which they are contained. 
Applicant affixes its mark to the receptacles, and sells the latter with their contents included. 
Under the circumstances it is my opinion that this constitutes trade-mark use of the mark 
upon both the contents and the receptacles, and I do not think it may fairly be said that 
merely because the value of the contents is relatively trivial they are not actually sold. 


He then added: 


There is another reason, however, why applicant is not entitled to the registration of its 
marks as presented. The application was filed under the so-called ten-year proviso of sec-_ 
tion 5 of the Act [of February 20, 1905]. 


* oe 7 * * * 


In the application, use of the mark in question is stated to have been made by 
“applicant and its predecessors since the year 1859,” and such use is alleged to have been 
exclusive during the ten-year period next preceding February 20, 1905. I agree with 
applicant’s counsel that these averments were prima facie sufficient to satisfy the require- 
ments of the statute; but this prima facie showing was overcome by the testimony of 
applicant’s own witnesses, from which it appears highly improbable that either applicant 
or its “predecessors” transacted any business in the United States prior to the year 1909. 
As the mark is not registrable unless under the ten-year proviso, the application is thus 
necessarily refused.* 


3. Carter Products, Inc. v. Cartier, Inc., Opp’n No. 18,988, 163 M. D. 638, November 26, 1940. 
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PART II 


McGRAW-HILL PUBLISHING COMPANY, INC. v. AMERICAN 
AVIATION ASSOCIATES, INC., ef At. 


United States Court of Appeals, District of Columbia 
December 16, 1940 


TRADE-MARK INFRINGEMENT—“AVIATION” AND “AMERICAN AVIATION” —NON-CONFLICTING 
Marks. 

Where suit was brought by owner of registered trade-mark “Aviation,” used on a peri- 
odical, for infringement and unfair competition, based on use by defendant of the title 
“American Aviation” on a periodical held that defendant's title will not be confused with 
plaintiff's mark and that plaintiff’s mark is not infringed. 

TRADE-M ARKS—DESCRIPTIVENESS—V ALIDITY OF REGISTRATION. 

The word “Aviation” used as a title for a periodical dealing with aeronautics held descrip- 
tive of the goods and therefore not a trade-mark, either under the statute or the common law, 
and the registration of said mark held invalid. 

TRADE-NAMES—UNFAIR COMPETITION—W HEN PRESENT. 

Unfair competition in the trade-name field is not concerned with intent or plan; it is 
enough if the acts of the defendant in the light of the plaintiff’s reputation result in an unfair 
benefit to the former. To constitute unfair competition in respect to a trade-name, the name 
must have acquired a secondary meaning or significance that identifies the plaintiff; the 
defendant must have unfairly used the name or a simulation of it against the plaintiff. 


In equity. Appeal from the United States District Court, District of Columbia. 
Affirmed. 


Charles R. Allen for McGraw-Hill Publishing Company, Inc. 
Fred B. Rhodes, Cooper B. Rhodes, and Robert F. Klepinger for American Avia- 
tion Associates, Inc., et al. 


Before Groner, Chief Justice, and EpGerton and Vinson, Associate Justices. 
Vinson, Assistant Judge: 


The McGraw-Hill Publishing Company filed a complaint against the American 
Aviation Associates and its president, Wayne W. Parrish, for trade-mark infringe- 
ment and unfair competition. The district court dismissed the complaint. The 
plaintiff appeals. 

In 1928 the Aviation Publishing Corporation secured for its periodical a regis- 
tration of the trade-mark “Aviation.”* In 1929 the trade-mark and the registra- 
tion were assigned to the plaintiff. Since that time the plaintiff has published the 
magazine “Aviation.” In June, 1937, the defendant corporation began publishing 
a periodical under the name of “American Aviation.” 

These facts outline the first issue to be considered, the charge that the defendant 
has infringed the plaintiff’s trade-mark. The law of registered and common-law 


1. The registration was made under the Act of 1905. 33 Stat. 724, 15 U.S. C. A. § 81. 
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trade-marks evolved from the broad doctrine of unfair competition. The cause of 
action for technical trade-mark infringement, however, rests upon a precise base. 
The “unfair competition” in an infringement action comes merely from interfering 
with the trade-mark itself. There is infringement if the words or designs used by 
the defendant are identical with, or so similar to, the plaintiff’s that they are likely 
to cause confusion.” 

In determining whether the words or designs create probable confusion, two 
methods may be followed. The marks themselves may be compared and contrasted ; 
evidence may be introduced to show actual instances of confusion in the purchase 
of goods. 

In following the first method, it must be remembered that the law of trade-marks 
is for the market place. Its purpose is to protect the several manufacturers in 
their respective spheres of public relations and to safeguard the consumer by helping 
him get what he thinks he wants. The method starts, therefore, with placing 
oneself in the position of a purchaser. One should look at the plaintiff’s trade- 
mark to obtain a general impression, the impression that would be carried in the 
memory, and then to observe, still as a buyer, the defendant’s mark to determine 
if it is likely to be mistaken for this “memory trade-mark” of the plaintiff. 

Under such a test we conclude that the defendant’s title, “American Aviation,” 
will not, in all probability, be confused with the plaintiff’s trade-mark “Aviation.” 
Although this conclusion is formed on the whole appearance, its expression must 
necessarily detail the differences. “Aviation” as registered and as used has all 
letters capitalized. The defendant’s title capitalizes only the first letter. The plain- 
tiff’s first “A” in “Aviation” has a pointed top; the defendant’s is flat. The de- 
fendant’s title is composed of two words, “American” being displayed almost as 
prominently as “Aviation.” Apparently, the defendant has consistently employed 
a winged design over the first “i” in “Aviation.” We agree with the trial judge’s 
statement, 


The printed titles upon the two magazines are quite different, and sufficiently so to 
indicate the difference to anyone wishing to buy either. 


The audience of both magazines, moreover, is a special one. Both magazines 
have followed a definite policy of confining their circulation to the people who are 
working and studying in the aviation field. In fact, the magazines do not attempt 
to appeal to all the subscribers of that trade. The great bulk of the purchasers are 
mail subscribers. Such an audience is much less susceptible to confusion.* 

The plaintiff, in addition, has followed the other, more reliable, method of show- 
ing probable confusion by submitting evidence that purports to reveal disorder in 
the mind of the purchasing public. Upon examination this evidence proves to be 
spotty, and for the most part manifests the mistaking of personnel in the two pub- 


2. Thaddeus Davids Co. v. Davids Manufacturing Co., 233 U. S. 461 [4 T.-M. Rep. 175]; 

S. S. Kresge Co. v. Winget Kickernick Co., 96 F. (2d) 978, 986-8 (C. C. A. 8) [28 T.-M. Rep. 

ee ae v. Great Atlantic & Pacific Tea Co., 92 F. (2d) 794 (C. C. A. 9) [27 T.-M. 
ep. ; 

3. Nims, Unfair Competition and Trade-Marks (3rd ed. 1929) § 324. Compare New 

ee Fiction, Inc. v. Dell Pub. Co., 57 App. D. C. 244, 19 F. (2d) 718 [17 T.-M. 
ep. 235]. 





152 THIRTY-ONE TRADE-MARK REPORTER 





lishing companies. Some of it reveals errors in addressing letters. Both types of 
mistakes are often made even in connection with old, well-established concerns. 
It would be well within our everyday experience to find a person rather conversant 
with periodicals who forgot whether “John Jones” was associated with “The Satur- 
day Evening Post” or with “Collier’s” and whether the home office of the latter was 
New York or Philadelphia. A publisher, though he has a registered trade-mark, 
cannot be protected from all of the inadequacies of human thought and memory. 
We believe that the record shows only one instance of a person who ordered the 
defendant’s magazine while meaning to place a subscription with the plaintiff. And 
this was a renewal subscription by a clerk of an embassy in a foreign country. 
Probable confusion cannot be shown by pointing out that at some place, at some 
time, someone made a false identification. The plaintiff did not show one instance 
of a newsstand purchaser receiving the magazine he did not intend to buy. Under 
both methods of determination, we conclude, without hesitation, that the defendant’s 
title does not infringe the plaintiff's registered trade-mark.* 

There is an alternative ground for holding that there is no infringement. Plain- 
tiff’s trade-mark “‘Aviation” is not “arbitrary or fanciful,” but descriptive. It is 
difficult to conceive of a term that would be more descriptive of the contents of the 
plaintiff’s magazine. The plaintiff suggests that a descriptive word designates some 
physical characteristic. But that magazines may be described by their subject 
matter is too clear to be doubted.*® The plaintiff further suggests that its magazine 
deals with aeronautics, more so than with aviation. It appears that the only differ- 
ence the plaintiff infers is that, while the term “aeronautics” applies to the art and 
science of operating all aircraft, “aviation” is confined to that aircraft which is 
heavier-than-air. To be able to find a term which is as, or even more, descriptive, 
does not answer the charge that the title involved is descriptive. The trial court 
found the term “aviation” to be descriptive ; we would come to the same conclusion 
if the matter were for our independent judgment. 

With this established, we turn to the act under which plaintiff registered the 
title “Aviation.” 


. no mark which consists . . . . merely in words or devices which are descriptive of 
the goods with which they are used .... shall be registered. . . .° 


Hence, the registration is invalid.’ For the same reason the title cannot become 
a trade-mark at common law.® The defendant, then, has not infringed the “trade- 


4. No infringement, Colburn v. Puritan Mills, Inc., 108 F. (2d) 377 (C. C. A. 7); infringe- 
ment, Noll v. Rinex Laboratories, 25 F. Supp. 239 (D. C. Ohio), aff’d 99 F. (2d) 1013 
(Co 46s As). 

5. Fawcett Publications v. Popular Mechanics Co., 80 F. (2d) 194 (C. C. A. 3) [22 T.-M. 
Rep. 273]; Warner Publication Inc. v. Popular Publications, 87 F. (2d) 913 (C. C. A. 2). 

6.. 33 Stat 726,15 U.S.C, Ac SS (5). 

7. Collegiate World Pub. Co. v. DuPont Pub. Co., 14 F. (2d) 158 (D. C. Ill.) [16 T.-M. 
Rep. 543]; aff’d 25 F. (2d) 1018 (C. C. A. 7); Barton v. Rex-Oil Co., 2 F. (2d) 402 
(C. C. A. 3); Photoplay Pub. Co. v. La Verne Pub. Co., 269 Fed. 730 (C. C. A. 3). Under 
the 1920 act (41 Stat. 533, 15 U. S. C. A. § 121), a descriptive word can sometimes be regis- 
tered. The Supreme Court has said, however, that this act does not alter any of the substantive 
domestic trade-mark law. Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315, 333-6 [14 T. M. 
Rep. 247]. 

8. Lilly & Co. v. Warner & Co., 268 Fed. 156 (D. C. Pa.) [11 T.-M. Rep. 11]; 275 Fed. 
752 (C. C. A. 3) [12 T.-M. Rep. 1]; 265 U. S. 526 [29 T.-M. Rep. 3]; Canal Co. v. Clark, 
80 U. S. 311, 323. Nims, Unfair Competition and Trade-Marks (3rd ed. 1929) §§ 201, 229 (5). 
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mark,” for the plaintiff has no trade-mark either under the statute or the common 
law. 


Another cause of action is alleged by the complaint. It is the charge of unfair 
competition. Unfair competition in the trade-name field is not concerned with 
intent or plan; it is enough if the acts of the defendant in light of the plaintiff’s 
reputation result in an unfair benefit to the former. To constitute unfair competi- 
tion in respect to a trade-name, two elements must be present. The name must 
have acquired a secondary meaning or significance that identifies the plaintiff; the 
defendant must have unfairly used the name or a simulation of it against the 
plaintiff. 

In respect to the first element, it is dubious whether it could be found that plain- 
tiff has acquired a secondary meaning or significance for his title “Aviation.” As 
is evident by the record and exhibits, and as the trial court found, other magazines 
have used the word “aviation” as a dominant and descriptive part of their titles. 
The plaintiff has not shown the degree of correlation between a trade-name and his 
product that has formed the basis for relief in other cases.° 

Even if the term “aviation” had acquired a secondary meaning for the plaintiff, 
the defendant has not engaged in acts of unfair competition. The plaintiff con- 
tends that the following acts are unfair: the type display of, and the color back- 
ground for, the title “American Aviation,” that title, and the sub-title or slogan, 
“The Independent Voice of American Aeronautics,” in relation to “Aviation” ’s 
sub-title, “The Oldest American Aeronautical Magazine”; the use of a geometric 
design that might be described as “winged” ; and “American Aviation” ’s comments 
upon the suit filed by plaintiff company. 

That the type display of “American Aviation” does not copy or imitate the 
plaintiff's title was shown in the discussion on infringement. The complaint on 
the color background simmers down, apparently, to the use of a hue that contrasts 
with the letters of the title. Obviously, such a contrast is necessary. Further, from 
the several exhibits before us, it appears that the defendant has consistently used 
black, highlighted by white, for the beginning letter in each of the words of its title, 
white for the remaining letters, on a bright red background, while the several issues 
of the plaintiff’s magazine present a variegated appearance. The sub-titles say two 
different things. The mere fact that the word “American” appears in plaintiff's 
sub-title and in defendant’s title is not, as plaintiff contends, unfair. The words 
of the English language make many appearances, and each time they must be taken 
in their context. The ‘winged’ designs, even upon a casual comparison, can be 
seen to be distinct, and the plaintiff has not used his regularly. We see nothing 
unfair in the comments published by “American Aviation” in regard to the suit. 

Over against these acts alleged to be unfair, the following may be noted: The 
defendant’s magazine devotes about three-fourths of its front page to news. The 
form can be typified by reference to a four-column newspaper. The plaintiff’s 
cover carries a picture with a statement by some advertiser. The primary emphasis 


9. Wisconsin Electric Co. v. Dumore Co., 35 F. (2) 555 (C. C. A. 6) [19 T.-M. Rep. 496] ; 
nea Inc. v. Budweiser Malt Products Corp., 295 Fed. 306 (C. C. A. 2) [15 T.-M. 
ep. . 
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in content differs. “American Aviation” stresses news. ‘‘Aviation” devotes itself 
chiefly to feature articles, usually technical. The trial court found “that the two 
publications are not similar in cover, design, format, general appearance, or con- 
tent.” Moreover, the magazines are read by a discriminating audience,” and an 
audience which appreciates that each has a needed function to perform. The de- 
fendant’s advertising program has not been parasitic upon plaintiff’s good-will, much 
less manifesting any attempt to “palm off” its wares for those of McGraw-Hill.” 
Its circulation has been built up by the distribution of free copies, by the reputation 
of the magazine, and by personal contact. The acts to which the plaintiff calls 
attention are not unfair competitive practices, and the further facts that have been 
pointed out suggest the complete fairness of method by which the defendant has 
brought its magazine to the public’s attention. We are in accord with the trial 
court’s finding that the defendant is not guilty of unfair competition.” Affirmed. 





PAN-AMERICAN TRADING CO. v. HINOJOSA, ET AL., DOING BUSINESS AS 
PAN-AMERICAN TRADING COMPANY 


United States District Court, Western District of Missouri 
March 12, 1941 


UNFAIR COMPETITION—TRADE-NAMES—RIGHT TO USE—RESTRICTIONS. 

Corporations and individuals may adopt and use trade-names within the sovereignty of 
their creation and domicile, even though other states may grant similar names to corpora- 
tions. However, if a corporation or individual of another state does business in the state 
where a name is proposed, the use of such name would not be permitted, as tending to unfair 
competition. 

UNFAIR COMPETITION—“PAN AMERICAN TRADING CoMPANY’—USE OF SAME NAME IN WIDELY 
SEPARATED AREAS. 

The use by defendants in Kansas City, Missouri, of the name Pan-American Trading 
Company, held not to be unfair competition as against plaintiff engaged in a similar business 
under the same name in New York City, in as much as there was no deception or confusion 
of customers, and both parties advertised exclusively in foreign markets. 


In equity. Action for unfair competition. Bill dismissed. 


Newbill & Brannock, of Kansas City, Missouri, for plaintiff. 
Eugene Damon and W. A. Hill, both of Kansas City, Missouri, for defendants. 


Reeves, District Judge: 


This is a suit by the plaintiff, a New York corporation, to restrain the use, by 
the defendants, of a similar name in the transaction of business. Both parties are 


10. 84 A. L. R. note 472, 486. See supra note 3. 

11. The plaintiff in its brief while arguing that there has been substantial confusion admits 
that “... . there is no known evidence that the defendant’s magazine has been passed off for 
that of plaintiff. . . .” 

12. Not unfair competition: Standard Paint Co. v. Trinidad Asphalt Manufacturing Co., 
220 U. S. 446, 460 [1 T.-M. Rep. 10]; Pulitzer Pub. Co. v. Houston Printing Co., 11 F. (2d) 
834, 836 (C. C. A. 5) [16 T.-M. Rep. 376]. Unfair competition. Armstrong v. Nu-Enamel 
Corp., 305 U. S. 315 [29 T.-M. Rep. 3]; Warner & Co. v. Lilly & Co., 265 U. S. 526; Socony- 
Vacuum Oil. Co., Inc. v. Rosen, 108 F. (2d) 632 (C. C. A. 6) [30 T.-M. Rep. 165]. 
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engaged in export trade, the one at New York and the other at Kansas City. The 
plaintiff carries on its business as principal, whereas, for the most part, the defend- 
ants act as agents. Moreover, the defendants employ their trade-name in soliciting 
business rather than transacting business. In such transactions the defendants act 
in the name of their principal. There is one exception, and that is in doing business 
with a milling company and in exporting cornmeal they use their trade-name. 

According to the testimony there were two instances where there was slight con- 
fusion in the names used by the parties. This confusion, however, did not involve 
trade deceptions. In one case, a resident of Kansas City had had correspondence 
with the plaintiff. Because one of his letters had not been answered he sought to 
find the plaintiff's agent in Kansas City and, in doing so, communicated with the 
defendants. There was no deception, however, and the transaction could hardly 
be accounted as confusing. The other instance was one where a remittance or a 
communication was simply sent to the address of the wrong party. There was no 
evidence that the use of the same name had deceived the public or those doing busi- 
ness with either of the parties. Moreover, it appeared that both parties sought 
purchasers in foreign communities and that this advertising was in foreign localities 
where it was desired to develop sales. 

Other facts will be stated if they become pertinent in the course of the opinion. 

1. It is the law that both corporations and individuals may adopt and use names 
and trade-names within the sovereignty of their creation and domicile. This is 
true even though other sovereignties or states may grant similar names to corpora- 
tions and permit the use of similar trade-names. There are of course limitations 
upon this right. If it appears that a corporation or an individual of another state 
or sovereignty is doing business within the state or sovereignty where a name is 
proposed, the authorities would not permit the use of such name, as obviously it 
would infringe upon the name of another doing business in such state and bring 
about an unfair trade practice or unfair competition. 

Such condition did not exist in this case. The plaintiff was incorporated under 
the laws of New York in 1907. At that time it did both an import and an export 
business. In 1919 it amended its charter so as to limit its privilege to the carrying 
on of an export trade. 

2. The two parties are widely separated from each other in the transaction of 
business. It has been held that there could be no confusion of identity between two 
establishments using a similar name, and located in the cities of New York and 
Chicago. Arnheim v. Arnheim, 59 N. Y. S. 948. 

While undoubtedly there are cases where the name of a business would be pro- 
tected, even though the principal places of business are a considerable distance from 
each other, yet the right to a trade-name in which a business is conducted is usually 
of only local extent, “and the name will be protected against use by others only in 
the locality where the business is conducted and the name is known, the right being 
co-extensive with, and limited to, plaintiff’s market.” 63 C. J. Section 123, p. 444. 

In the case of Fidelity Bond & Mortgage Co. v. Fidelity Bond & Mortgage Co. 
of Texas, 37 F. 2d 99, the Court of Appeals, Fifth Circuit, had before it an almost 
identical question. In that case it appeared that the plaintiff had first appropriated 
the name and was doing some business in Texas. The court said: 
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It is not unusual for financial institutions of different localities to have similar names, 
except as to places of domicile. . . . People buying mortgage bonds are not apt to rely 
entirely upon the reputation of the broker offering them, as they would in the case of a 
manufacturer or dealer offering merchandise. Furthermore, it hardly is possible that 
both concerns will offer the same issues of bonds at the same time. The possibility of 
deception of the public or injury to appellant by the similarity of names is very remote. 


In 26 R. C. L. p. 877, Section 54, while discussing the subject of trade-marks 
it was pointed out that the use of the same name would not justify an injunction 
save in that territory “wherein the business of the two compete.” In this case there 
is no competition worthy of the name. 

The Supreme Court in Hanover Milling Co. v. Metcalf, 240 U. S. 403, local 
citations 415 and 426 [6 T.-M. Rep. 149], discussed and approved the principle 
applicable in this case. Note the language: 


vee 


But where two parties independently are employing the same mark upon goods of the 
same class, but in separate markets wholly remote the one from the other, the question of 
prior appropriation is legally insignincant, unless at least it appear that the second 
adopter has selected the mark with some design inimical to the interests of the first user, 
such as to take the benefit of the reputation of his goods, to forestall the extension of his 
trade, or the like. 


In this case the evidence was conclusive that the defendants had no thought or 
purpose to interfere in any way whatsoever with the business of the plaintiff or 
even to trespass upon its name. The defendants said that they never heard of the 
plaintiff until a complaint had been filed with the Federal Trade Commission. 
(Incidentally, that body did not find any unfair competition or trade practice in the 
use of the two names.) This occurred in 1934 and 1935. 

In a separate concurring opinion in Hanover Milling Co. v. Metcalf, local cita- 
tion 426, Mr. Justice Holmes said: 


I do not believe that a trade-mark established in Chicago could be used by a competitor 
in some other part of Illinois on the ground that it was not known there. I think that if 
it is good in one part of the state it is good in all. But when it seeks to pass state lines 
it may find itself limited by what has been done under the sanction of a power coordinate 
with that of Illinois and paramount over the territory concerned. If this view be adopted 
we get rid of all questions of penumbra, of shadowy marches where it is difficult to decide 
whether the business extends to them. We have sharp lines drawn upon the fundamental 
consideration of the jurisdiction originating the right. 


In view of the facts and applicable principles of law, the plaintiff is not entitled 
to the injunction sought, and its bill will be dismissed. 





RCA MANUFACTURING CO., INC. v. COLUMBIA RECORDING 
CORP., ET AL. 


United States District Court, Southern District of New York 
November 7, 1940 


TRADE-MarRK INFRINGEMENT—SUITS—BaSIS. 
The basis of a suit for trade-mark infringement is the likelihood that prospective pur- 
chasers will be misled to plaintiff’s damage. 
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UNFAIR COMPETITION—SUITS—J] URISDICTION—PLEADING AND PRACTICE. 

Under the doctrine of Hurn v. Oursler, the court will retain jurisdiction when possible to 
avoid multiplicity of suits and to prevent hardship, and will construe pleading as alleging 
but one cause of action, unless the contrary is plainly shown. Accordingly, held that para- 
graphs of the complaint alleging that defendants had hired away plaintiff's key men and 
placed them in charge of infringing plaintiff’s trade-mark used on phonograph records, and 
that defendant induced artists who had theretofore recorded exclusively for plaintiff to 
record for defendants, should not be stricken, in as much as said allegations were part and 
parcel of a connected series of events, all of which tended to show trade-mark infringement 
and unfair competition. 


In equity. Action for unfair competition. On motion for bill of particulars 
and to strike out certain paragraphs of complaint. Motion for bill of particulars 
granted ; motion to strike, denied. 


Rogers, Hoge & Hills (Edward S. Rogers, Clifton Cooper and Leslie D. Taggart), 
all of New York City, for plaintiff. 

Rosenberg, Goldmark & Colin (Godfrey Goldmark and Paul A. Landsman), all 
of New York City, for defendants. 


LEIBELL, District Judge: 


This is a motion by the two Columbia defendants for a bill of particulars and 
to strike out certain paragraphs of the complaint on the ground that they are imma- 
terial and impertinent. The bill of particulars has been agreed to and only the 
motion to strike will be considered. 

The action is for injunctive relief, an accounting and treble damages, based on 
alleged trade-mark infringement and unfair competition. The complaint is in a 
single count. 

As to jurisdiction, the complaint alleges a claim for trade-mark infringement 
and unfair competition; diversity of citizenship between the plaintiff and two of 
the defendants, Columbia Phonograph Co., Inc., and Times Appliance Co., Inc., 
and an amount in controversy in excess of $3,000. There is no diversity of citizen- 
ship as between plaintiff and the third defendant, Columbia Recording Corporation. 

In substance the complaint states that the plaintiff and its predecessor, Victor 
Talking Machine Company, have been engaged in the sale of phonograph records 
in interstate commerce ; that since 1904 they have been the owners of certain duly 
registered trade-marks, namely, “a circular red label’ and the words “‘Red Seal,” 
and that since 1902 such a label and these words have been applied, continuously, 
to the central portion of phonograph disc records produced by plaintiff and its 
predecessor ; that these records are further identified by their visual aspect which, 
in addition to the above, consists of gold letters and devices superimposed on the 
label and mounted on black records; that these marks and dress distinguish plain- 
tiff’s records from all others; that plaintiff's records are widely and commonly 
known as “Red Seal Records” and they enjoy a high reputation; and that as to 
such trade-marks and dress, each embodies a valuable reputation and good-will. 

The complaint then alleges that the defendants, Columbia Phonograph Co., Inc., 
and Columbia Recording Corporation have been affiliated for many years, and that 
they have “conspired together to commit the acts of unfair competition and trade- 
mark infringement hereinafter set forth” (par. 17 of complaint). 
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The next three paragraphs of the complaint are those which the defendants, 
Columbia Recording Corporation and Columbia Phonograph Co., Inc., seek to 
strike: 

18. During the year 1939, defendants Columbia Recording Corporation and Columbia 
Phonograph Co., Inc., hired away from the plaintiff five or more men who had occupied 
key positions with the plaintiff in the manufacture and sale of “Red Seal” records, and put 
them in charge of said defendant’s record business. 

19. Thereupon, said defendants started out to divert to themselves the record business 
and good-will which the plaintiff had built up. 

20. Contemporaneously therewith, said defendants induced artists who had theretofore 
recorded exclusively for the plaintiff to record for the defendants. 


In the subsequent paragraphs of the complaint it is alleged that in September, 
1939, the said defendants began to manufacture and sell black phonograph records 
to which they applied red labels, bearing gold lettering and devices, presenting the 
same visual aspect as plaintiff’s records, and called them “Red Label Records” ; 
that defendant, Times Appliance Co., Inc., became chief distributor of defendants’ 
records throughout the United States and advertised them as “Red Seal Records” 
or “Red Label Records,” “in violation of plaintiff’s trade-mark _— and in unfair 
competition with it” (par. 23 of the complaint). 

Other allegations follow, to the effect that all the defendants thus conspired to 
commit the acts alleged ; that there is a likelihood that the public will be deceived ; 
that defendants intend this result ; and that plaintiff has been damaged. The relief 
sought is the usual prayer in cases involving trade-mark infringement combined 
with unfair competition. 

Defendants contend that the above quoted paragraphs 18, 19 and 20 of the com- 
plaint should be stricken because : 


(1) They constitute a separate and distinct non-federal claim based on facts substan- 
tially different from the facts involved in the federal claim for infringement; and that the 
court lacks jurisdiction of such separate claim by reason of the absence of diversity of 
citizenship between the plaintiff and the defendant, Columbia Recording Corporation; 

(2) They are insufficient in law to state any claim (Levering & Garrigues v. Morrin, 
61 F. 2d 115, 121); 


(3) They are immaterial and impertinent to the claims over which the court has 
jurisdiction, namely, for trade-mark infringement and for unfair competition with respect 
to such trade-marks. 


Plaintiff, on the other hand, submits that these paragraphs do not constitute 
a separate claim, that they are not pleaded for that purpose, but on the contrary 
are pleaded to establish an element of its claim for unfair competition and to serve 
to show defendants’ intent to trade on plaintiff’s good-will. Plaintiff contends that 
the acts alleged in these paragraphs are part and parcel of a connected “course of 
conduct” or aggregation of circumstances, the result of which is the diversion of 
plaintiff's record business and good-will principally through the manufacture and 
sale of records with the infringing simulation of the red seal trade-mark. (Citing 
National Biscuit Co. v. Swick, 121 F. 1007.) 

I think plaintiff’s contention is clearly correct as to paragraphs 18 and 19 of the 
complaint and, although there is no allegation to connect directly the acts alleged 
in paragraph 20 with the other acts of defendants constituting infringement of 











RCA MFG. CO. v. COL. REC. CORP. 159 





plaintiff’s red seal trade-mark and unfair competition in respect to records bearing 
those trade-marks, plaintiff may intend so to connect them by proof at the trial, if 
the facts so warrant. 

The jurisdiction of this court in this matter should be tested by the doctrine of 
Hurn v. Oursler, 289 U. S. 238 (1933) [23 T.-M. Rep. 267]. That decision was 
recently discussed and applied by the Circuit Court of Appeals of this Second Cir- 
cuit in Lewis v. Vendome Bags, 108 F. 2d 16 at page 17 [30 T.-M. Rep. 217], from 
which the following is quoted : 


Hurn v. Oursler, 289 U. S. 238, 53 S. Ct. 685, 77 L. Ed. 1148 [23 T.-M. Rep. 267], as 
a majority of the court understands the decision, requires a reversal of the decree on 
appeal. In that case the amended bill of complaint charged the defendant with three 
wrongs: (1) infringement of a copyrighted play; (2) unfair competition with the copy- 
righted play; and (3) unfair competition with an uncopyrighted revision of the plaintiff’s 
play. The District Court dismissed the bill on the merits in so far as grounds on copy- 
right infringement, and for want of jurisdiction in so far as grounded on unfair competi- 
tion. This court affirmed the decree in 2 Cir., 61 F. 2d 1031. The Supreme Court modi- 
fied it. It held that the federal question raised by the charge of copyright infringement 
gave the district court jurisdiction of the case; that rejection of the federal claim on the 
merits did not deprive the court of jurisdiction to decide the claim of unfair competition 
in respect to the copyrighted play, and that this claim should also have been dismissed on 
the merits; it affirmed the decree in so far as it dismissed for want of jurisdiction the 
claim of unfair competition in respect to the uncopyrighted revision of the plaintiff’s play, 
since this was a separate and distinct non-federal cause of action. In the case at bar the 
allegations of the bill definitely limit the bags of the plaintiff’s manufacture in respect to 
which unfair competition is charged, to bags embodying the patented design. Hence, the 
court had jurisdiction of the case, because the allegation of patent infringement raised a 
federal question and the charge of unfair competition in respect to bags of the patented 
design was, so far as appears, made in good faith. But the latter charge was not proved. 
What was proved was unfair competition with bags not embodying the patented design— 
at least, so we must assume, for the proof has not been incorporated in the record, only 
the findings. Consequently, the findings of fact and the decree are not supported by the 
allegations of the complaint regarding unfair competition; and the complaint should have 
been dismissed for failure to prove the unfair competition alleged. It is like the failure 
of proof in Hurn v. Oursler, 289 U. S. 238... . 


The following quotation from Judge Sutherland’s opinion in Hurn v. Oursler 
(supra), page 245, seems peculiarly appropriate to the determination of the juris- 
dictional issue raised on the present motion: 


But the rule does not go so far as to permit a federal court to assume jurisdiction of a 
separate and distinct non-federal cause of action because it is joined in the same com- 
plaint with a federal cause of action. The distinction to be observed is between a case 
where two distinct grounds in support of a single cause of action are alleged, one only of 
which presents a federal question, and a case where two separate and distinct causes of 
action are alleged, one only of which is federal in character. In the former, where the 
federal question averred is not plainly wanting in substance, the federal court, even though 
the federal ground be not established, may nevertheless retain and dispose of the case upon 
the non-federal ground; in the latter it may not do so upon the non-federal cause of action. 

The case at bar falls within the first category. The bill alleges the violation of a 
single right, namely, the right to protection of the copyrighted play. And it is this viola- 
tion which constitutes the cause of action. Indeed, the claims of infringement and unfair 
competition so precisely rest upon identical facts as to be little more than the equivalent 
of different epithets to characterize the same group of circumstances. The primary relief 
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sought is an injunction to put an end to an essentially single wrong, however differently 


characterized, not to enjoin distinct wrongs constituting the basis for independent causes 
of action. 


In Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315, at 
324 [29 T.-M. Rep. 3], the Supreme Court reiterated and applied this rule. The 


following is quoted from the opinion of Mr. Justice Reed: 


Once properly obtained, jurisdiction of the one cause of action, the alleged infringe- 
ment of the trade-mark, persists to deal with all grounds supporting it, including unfair 
competition with the marked article. The cause of action is the interference with the 
exclusive right to use the mark “Nu-Enamel.” If it is a properly registered trade-mark, 
a ground to support the cause of action is violation of the Trade-Mark Act. If it is nota 
properly registered trade-mark, the ground is unfair competition at common law. The 
facts supporting a suit for infringement and one for unfair competition are substantially 
the same. They constitute and make plain the wrong complained of, the violation of the 
right to exclusive use. 

In the Oursler case there was a valid copyright which was held not infringed. Here 
the trial court determined the trade-mark was invalid. The Oursler case held that, where 
the causes of action are different, the determination that the federal cause fails calls for 
dismissal. But where there is only one cause of action we do not consider that the holding 
of the invalidity furnishes any basis for a distinction between this and the Oursler case. 
Registration of “Nu-Enamel” furnished a substantial ground for federal jurisdiction. That 


jurisdiction should be continued to determine, on substantially the same facts, the issue of 
unfair competition. 


The Federal Court will retain jurisdiction when it can do so in order to avoid 
multiplicity of suits and to prevent hardship. Derman v. Gersten (D.C. E. D. 
N. Y. 1938) 22 F. Supp. 877; Mitchell & Weber v. Williamsbridge Mills, 14 F. 
Supp. 954. Furthermore, the court is inclined to construe a pleading as alleging 
only one cause of action, unless the contrary is plainly indicated. Judge Woolsey 


wrote in Corning Glass Works v. Pasmantier (D. C. S. D. N. Y.) 30 F. Supp. 477 
at page 480: 


I understand that where, as here, the use of the trade-mark is the basis of the federal 
claim for infringement, and the method of using the trade-mark is the real basis for the 
claim of unfair competition, the derivative jurisdiction prescribed by the Supreme Court 
may be invoked. This, of course, is in accordance with the wise principle of judicial 


husbandry, that—if jurisdictionally permissible—two causes should never be allowed to 
grow where at first there was but one. 


A cause of action of claim does not consist of “facts,” but rather it is the 
“wrong” which the facts together comprise. 


Baltimore S. S. Co. v. Phillips, 274 U.S. 316 at page 321: 


A cause of action does not consist of facts, but of the unlawful violation of a right 
which the facts show. The number and variety of the facts alleged do not establish more 
than one cause of action so long as their result, whether they be considered severally or 
in combination, is the violation of but one right by a single legal wrong. The mere multi- 
plication of grounds of negligence alleged as causing the same injury does not result in 
multiplying the causes of action. The facts are merely the means, and not the end. They 
do not constitute the cause of action, but they show its existence by making the wrong 
appear. The thing, therefore, which in contemplation of law as its cause, becomes a 
ground for action, is not the group of facts alleged in the declaration, bill, or indictment, 
but the result of these in a legal wrong, the existence of which, if true, they conclusively 
evince. Chobanian v. Washburn Wire Company, 33 R. I. 289, 302. 


As Mr. Justice Sutherland said, in 








; 


See 
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The above paragraph was quoted in part in Hurn v. Oursler, supra. 

In the instant case it seems to me that the facts contained in paragraphs 18, 19 
and 20 are part and parcel of a connected series of alleged events, all of which tend 
to show both the trade-mark infringement and the unfair competition through the 
illegal use of plaintiff's marks. The alleged facts are concurrent in time as to each 
claim. The two claims, unfair competition and trade-mark infringement, are in- 
separably connected and arise from substantially the same set of facts. “The law 
of trade-marks is but a part of the broader law of unfair competition.” United 
Drug Co. v. Rectanus, 248 U. S. 90, 97 [9 T.-M. Rep. 1]. 

It is true, as the plaintiff contends, that the basis of trade-mark infringement 
suits is the likelihood that prospective purchasers will be misled to plaintiff’s damage. 
American Law Institute, Restatement of Torts (1938 Vol. 3), p. 567. And see 
Coca-Cola Co. v. Carlisle Bottling Works, 43 F. 2d 101 [20 T.-M. Rep. 403]. 

Judge Swan, in Lewis v. Vendome Bags (supra), in discussing unfair com- 
petition, stated (p. 18): 

The essence of the wrong of unfair competition is selling the goods of one manufac- 


turer or vendor as those of another, and unless the defendant passes off its goods as those 
of the plaintiff the action fails. 


The facts alleged in paragraphs 18, 19 and 20 of the complaint have a direct 
relation to plaintiff’s purpose to infringe plaintiff’s trade-mark and unfairly com- 
pete. As the court said in Enoch Morgan’s Sons Co. v. Ward (C. C. A. 7), 152 
F. 690: 

Of course, an actual infringer is answerable, irrespective of his intent; but there is a 
view in which intent has a bearing on the fact of infringement. Appellee’s intent to profit 

by appellant’s marks is quite apparent, we think even when each of his acts is regarded 

separately ; when taken together, his acts are unmistakable, just as the plea of ignorance 

on the part of one who passed counterfeit money becomes untenable in the face of succes- 

Sive instances. 

See also /sraelite House of David v. Murphy, 6 F. Supp. 914; Coca-Cola Co. v. 
Duberstein, 249 F. 763 [8 T.-M. Rep. 193]. 

On the basis of these cases I think the plaintiff is entitled to plead the facts set 
forth in the three paragraphs as tending to show the defendants’ purpose to infringe 
and to compete unfairly. They are not, therefore, immaterial and impertinent. 

The fact that the acts alleged in paragraphs 18 and 20 of the complaint, in and 
of themselves do not state a claim in tort is of no moment, except that this circum- 
stance tends to substantiate the plaintiff's contentions that they were not intended to 
do so. They could not form the basis of any separate action in tort unless other 
special circumstances were shown. Harley & Lund Corp. v. Murray Rubber Co., 
31 F. 2d 532, 934. The relief which plaintiff seeks is that to which it is entitled in 
the event that it proves a case for trade-mark infringement and unfair competition in 
connection therewith. 

The defendants’ motion to strike paragraphs 18, 19 and 20 from the complaint 
is denied. Defendants’ motion for a Bill of Particulars is granted on consent. 
Submit order, accordingly, on notice. 
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THE FOLMER GRAFLEX CORPORATION v. GRAPHIC PHOTO 
SERVICE, Et AL. 


United States District Court, District of Massachusetts 
December 18, 1940 


TRADE-M ARKS—REGISTRATION—SUITS—]J URISDICTION. 


The Federal District Courts have jurisdiction in all suits at law or in equity respecting 
trade-marks registered under the statute. 
UnFAIR COMPETITION—SUITS—J URISDICTION. 


In an action for infringement of a trade-mark registered under the federal statute and for 
unfair competition, the Federal District Court retains jurisdiction conferred on it by the 
statute and will deal with claims of unfair competition, even though there is no technical 
infringement of the trade-mark. 

Unrair CoMPETITION—“GRAPHIC” ON CAMERAS—USE OF TRADE-MARK IN CORPORATE NAME. 

Plaintiff, a manufacturer of cameras put out under the registered trade-mark “Graphic,” 
sued to enjoin defendants from the use of the word “Graphic” in their corporate name, and 
defendants moved to dismiss on the ground that the complaint failed to state a proper claim 
for relief. Motion overruled, in as much as the parties are competitors and the question 
should, therefore, be left to the trial court for settlement. 


In equity. Action for trade-mark infringement and unfair competition. On 
defendants’ motion to dismiss. Denied. 


Irving U. Townsend, I. U. Townsend, Jr., and Emery, Booth, Townsend, Miller & 
Weidner, all of Boston, Massachusetts, for plaintiff. 
Worth Rowley, of Boston, Massachusetts, for defendant. 


Brewster, District Judge: 


In this action defendants have moved to dismiss on the sole ground that the 
complaint fails to state a claim upon which relief can be granted. The defendants, 
doing business as the Graphic Photo Service Corporation, are charged with the 
infringement of the trade-mark “Graphic” and with unfair competition. 

Plaintiff, in its complaint, alleges the wide and continuous use, since 1896, of 
the word “Graphic” to distinguish cameras and photographic supplies manufac- 
tured by it or its predecessors from similar products manufactured by others; that 
the trade-mark has been extensively advertised in periodicals and other advertising 
mediums, and that the public has come to recognize, as plaintiff’s products of 
uniformly high quality, those sold under the trade-mark. 

The infringement charged is the use of the word “Graphic” in defendants’ trade- 
name in its advertising and sales of cameras and photographic accessories and their 
attempt to trade upon the trade-mark “Graphic”; that infringing acts have been 
committed in the District of Massachusetts which constituted acts of unfair com- 
petition calculated to deceive the public and to injure the business and reputation 
of the plaintiff, causing loss of profits and other advantages that would otherwise 
accrue. 

It is further alleged that, in 1906, the trade-mark was duly registered, pursuant 
to the provisions of the Statutes of the United States (15 U.S. C. A. 81 et seq.) 
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The defendants, relying upon Erie R. R. Co. v. Tompkins, 304 U. S. 64, contend 
that the plaintiff’s right to relief must be determined solely with reference to the 
laws of Massachusetts. That, therefore, the allegation falls short of stating a claim 
which would entitle the plaintiff to relief in the state court, in that there is no allega- 
tion that the defendants ever used on their merchandise imitations of the plaintiff's 
trade-mark, and there is no allegation of direct and territorial competition. 

It must be conceded that enough is alleged to establish property rights in a trade- 
mark registered under the statutes of the United States. Potter-Wrightington, 
Inc. v. Ward Baking Co., 288 F. 597 [13 T.-M. Rep. 305] ; National Geographic 
Society v. Classified Geographic, Inc., 27 F. Supp. 655 [29 T.-M. Rep. 356]; 
Uproar Company v. National Broadcasting Co., 81 F. 2d 373 [26 T.-M. Rep. 363]. 
It cannot be presumed that these rights would not be recognized by the courts of 
Massachusetts. 

Statutes of the United States confer upon this court jurisdiction in all suits at 
law or in equity respecting trade-marks registered in accordance with provisions of 
the statute (15 U. S. C. A. 97) and the courts are vested with power to grant 
injunctions to prevent violation of any rights of an owner of a trade-mark “accord- 
ing to the course and principles of equity” (15 U. S. C. A. 99). The jurisdiction 
conferred upon this court by these statutes will be retained to deal with a claim of 
unfair competition even though there be no technical infringement of a trade-mark. 
Armstrong Company v. Nu-Enamel Corp., 305 U. S. 315 [29 T.-M. Rep. 3]; 
Keystone Macaroni Mfg. Co. v. Arena & Sons, Inc., 27 F. Supp. 290 [29 T.-M. 
211}. 

If the law as applied in the federal courts were to prevail, it would not be 
necessarily fatal to plaintiff’s suit that the parties were not directly competitors. 
Vogue Co. v. Thompson-Hudson Co., 300 F. 509 [13 T.-M. Rep. 349]; Prouty 
v. National Broadcasting Co., Inc., 26 F. Supp. 265 [29 T.-M. Rep. 136]. 

What effect Erie R. R. Co. v. Tompkins, supra, may have on the equitable rules 
which have been developed in the federal courts to protect the rights of the indi- 
vidual to the good-will of his business and to protect the public from deception due 
to unfair trade practices is a question that need not be decided in order to dispose 
of the defendants’ motion. 

The Massachusetts cases cited by the defendants in support of their contention 
turn upon the finding of the trial court that the acts of the defendants were not 
calculated to work harm to plaintiff or a fraud upon the public, and that such results 
did not, as a matter of fact, follow. Kaufman v. Kaufman, 223 Mass. 104 [6 T.-M. 
Rep. 266] ; Hub Dress Mfg. Co. v. Rottenberg, 237 Mass. 281 [11 T.-M. Rep. 100] ; 
Libby, McNeill & Libby v. Libby, 241 Mass. 239 [12 T.-M. Rep. 205]. 

These cases, however, recognize the proposition that where there has been a 
wrongful appropriation by a defendant of a trade which belongs to a plaintiff, 
relief may be had. It is said that ‘‘actual or probable deception of the public to the 
harm of the plaintiff is the basis of the action.” Kaufman v. Kaufman, supra. 

The plaintiff in its complaint has alleged such wrongful acts. The parties are 
competitors in a sense that both are engaged in the selling of cameras and photo 
supplies, and it may well be left to the trial court to determine whether the de- 
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fendants are invading the rights of the plaintiff by the “actual or probable decep- 
tion of the public to the harm of the plaintiff.” 

Defendants’ motion is overruled. 





THE HENRY MUHS COMPANY v. FARM CRAFT FOODS, INC., 
WILLIAM SCHREIBER, IRENE DEROSE anp HENRY SCHLITT 


United States District Court, Eastern District of New York 
March 31, 1941 


TRADE-MARK INFRINGEMENT—‘FARMCRAFT” FOR BUTTER AND MEAT PropucTs—NON-DESCRIP- 
TIVE TERM. 
The word “Farmcraft,” used as a trade-mark for butter, smoked ham, smoked tongues, 
sausages, eggs and headcheese, held suggestive rather than descriptive. 
TRADE-MARKS—COMBINATIONS OF DESCRIPTIVE TERMS. 
The combination of two descriptive components into a single coined, arbitrary and fanciful 
word may be a valid technical trade-mark. 
TRADE-MARKS—RIGHT OF Prior UsER TO EXTEND USE TO RELATED Goons. 
The modern doctrine is to grant to one who has established a trade-mark and good-will 
in connection with his business its use in any reasonable extension thereof. 
Unrair COMPETITION—SUITS—DEFENSES—RIGHTS UNDER CORPORATE CHARTER. 
Defendants’ corporate charter held not to confer on defendants the right wrongfully to 
use a name to invade another’s rights. 
UnrFair CoMPETITION—“FarM CRAFT” ON CHEESE—INJUNCTION. 
After the use by plaintiff of the word “Farmcraft” as a trade-mark on butter, dressed 
poultry and other meat products, the adoption of the same mark by defendants for use on 
cheese, held unfair competition, and was enjoined. 


In equity. Action for trade-mark infringement and unfair competition. In- 
junction granted. 


Munn, Anderson & Liddy (Orson D. Munn, Sylvester J. Liddy and Daniel H. 
Kane, of counsel), all of New York City, for plaintiff. 
William A. Blank, of New York City, for defendants. 


Gaston, District Judge: 


The complaint charges infringement of trade-mark and unfair competition. 

The plaintiff and its predecessor have been engaged in the business of packing, 
manufacturing and selling food products, particularly butter and meat products, 
since 1872. In or about January of 1930 it adopted the trade-mark “Farmcraft” 
and applied it to butter and dressed poultry. In 1934 the plaintiff extended the 
use of the trade-mark to other food products including smoked ham, smoked 
tongues, sausages, frankfurters, eggs and headcheese; and on March 19, 1935, it 
secured registration of the trade-mark. 

It is alleged that the defendants, with full knowledge of plaintiff's ownership 
of the trade-mark “Farmcraft,’ competed unfairly with plaintiff and infringed 
upon its trade-mark rights by the adoption of the term “‘Farmcraft”’ as part of its 
corporate name, and by using the name “Farmcraft” and “Farm Craft’ as a trade- 
mark for food products, particularly cheeses. The complaint alleges that such use 
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results in deception of the purchasing public, which is led into believing that the 
defendant corporation is associated with the plaintiff and that the food products 
distributed by the defendant are actually the products of the plaintiff corporation. 

Further violation is alleged in that the individual defendants caused to be filed 
in the office of the County Clerk of Queens County a certificate of doing business 
under the name and style of “Farm Craft Cheese.” 

On the other hand, the defendants contend that their food products have be- 
come known to the public, more particularly in the metropolitan area of New 
York City. They say that the words “Farmcraft” and “Farm Craft” are not sub- 
ject to trade-mark registration and they claim as good a right as the plaintiff to 
the use of those terms. They deny that they have committed any wrongful acts 
of unfair competition or of infringement. Affirmatively, they allege that during 
the month of September, 1935, without any knowledge of the use by the plaintiff of 
the words “Farmcraft” or “Farm Craft,” the individual defendants formed the 
corporation “Farm Craft Foods Inc.” 

The evidence establishes that plaintiff carries on its business substantially as 
alleged in the complaint and sells its products throughout New Jersey and the 
metropolitan area of New York, and that some of its products are sold as far south 
as Florida. Its trade-mark “Farmeraft,” for which it applied for registration on 
November 26, 1934, recites that the mark was applied to its goods since January 10, 
1930. It was first used for dressed poultry and butter. Such foods, as appears 
from the certificate of registration, are included in Class 46 of the Patent Office 
and designated “Foods and ingredients of foods.” The trade-mark was applied by 
putting a sticker on the poultry. The name was also stenciled on the shipping 
container in which the poultry was delivered. On butter a label was applied to the 
package. The label and sticker have been used continuously since 1930. No other 
trade-mark was used by the plaintiff on its butter and poultry than “Farmcraft.” 
In 1933 plaintiff started to use the term as applied to eggs and has since used it as 
a trade-mark for eggs. Then the name was applied to a complete line of sausage 
products and smoked meats, and such labels have been used continuously. The 
‘“Farmcraft’” products are sold to institutions such as hospitals, to restaurants, 
retail dealers, chain stores and to sub-jobbers. 

The plaintiff sells a variety of cheese products but in so doing acts more or less 
as a jobber. It has been engaged in such jobbing business for about twenty-six 
years, buying recognized brands such as “Breakstone,” “Kraft,” “Lion” and “Pale 
Face,” and having nothing to do with either the processing or the labeling. 

The business of the plaintiff in ““Farmcraft” products has developed consider- 
ably during the period from 1930. Its gross annual sales then were $21,151.66, 
and by steady increase in 1940 reached the sum of, roughly, $1,000,000. Its figure 
for all business done, including “Farmcraft,” in 1940, amounted to $2,578,806.93. 

The plaintiff first learned of the use by the defendants of the corporate name, 
“Farm Craft Foods Inc,” during the early part of 1939 and wrote in protest on 
February 28, 1939, but without avail. 

The defendants sought to prove that the adoption of the corporate title was 
without knowledge of plaintiff’s trade-mark ; also that they had no knowledge that 
the plaintiff had been selling cheeses in the metropolitan area. 
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It is significant that their certificate of doing business as a partnership under 
the name “Farm Craft Cheese” was not filed until December 7, 1939, about ten 
months after the notice of infringement had been served upon them. The reason 
for this registration was’apparently to assert some right to the name, for the busi- 
ness of the co-partnership was exactly the same as that of the defendant corpora- 
tion, which the individual defendants control. Indeed, to state the matter more 
accurately, it appears that there was no business at all conducted under the name of 
the co-partnership as distinguished from the corporation. 

The validity of the term “Farmcraft” as a trade-mark is attacked as descriptive 
because both the words “Farm” and “Craft” are said to be general terms and avail- 
able to the public. But the combination of two descriptive components into a 
single coined, arbitrary and fanciful word may be a perfectly valid, technical trade- 
mark. The term must be considered in its entirety. The word “Farmcraft” does 
not describe cheese nor any of the other products to which the plaintiff applies the 
term. At most, it is a suggestive term. The distinction between words which are 
descriptive and those which are merely suggestive is noted in Le Blume Import Co., 
Inc. v. Coty, et al., 293 Fed. 344 [13 T.-M. Rep. 233]. “Craft” is a word that has 
been employed in combination in frequent registrations in the United States Patent 
Office, in such instances as “Seacraft” for fish, “Pancraft” for flour and ‘“ Music- 
craft” for phonograph records. 

The defendants contend too that, since the plaintiff has never applied the term 
“Farmcraft” as a name for cheeses, they are free to use the name for that article 
of food. First let it be noted that butter and cheese are goods of the same descrip- 
tive properties and both are classified by the Patent Office under the same class 
designation, as appears from the certificate of registration of defendants’ trade- 
mark “Farm Food,” issued October 24, 1939. The holding of the Patent Office 
in the matter of A. H. Barker & Co. was that butter and cheese are goods having 
substantially the same descriptive properties. It would appear that Lawrence v. 
Sharpless Co., 203 Fed. 762 [4 T.-M. Rep. 333] is to the contrary, but I must with 
all due respect differ from the conclusion stated therein, though it may be added, 
too, that the facts in that case differ from those presented here. Moreover, in an 
opposition proceeding in the Patent Office subsequent to the 1913 decision in 
Lawrence v. Sharpless, Merrell-Soule Co. v. Kentwood Ice Mfg. and Bottling 
W orks, Ltd., it appeared that the Kentwood company sought registration of marks 
relating to ice cream, ‘butter, ice cream mix and condensed milk. The opposing 
corporation had applied a similar trade-mark to liquid milk, powdered milk and 
cottage cheese. The opposition was sustained on the ground that the applicant's 
products were goods of the same descriptive properties as the goods of the opposer, 
and, moreover, that the opposer should be free to expand its business into the other 
goods involved in the proceeding. In California Packing Co. v. Poland [14 T.-M. 
Rep. 64], also an opposition proceeding in the Patent Office, it was held that butter 
and condensed milk are dairy products, both derived from milk, both used for food, 
and quite frequently prepared in the same plant and sold by the same dealers. See 
also Aunt Jemima Mills Co. v. Rigney & Co., 247 Fed. 407 [8 T.-M. Rep. 163], 
holding pancake syrup and flour both food products commonly used together ; 
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White House Milk Products Co. v. Dwinell-Wright Co., 111 Fed. (2d) 490 [30 
T.-M. Rep. 351], grouping canned evaporated milk and coffee and tea within the 
same descriptive classification. See California Packing Corp. v. Price-Booker 
Mfg. Co., 285 Fed. 993 [13 T.-M. Rep. 62], holding pickles and condiments as of 
the same descriptive qualities as canned fruit and vegetables, since they are sold 
in the same stores and associated in the public mind; and Anheuser-Busch, Inc. v. 
Budweiser Malt Products, 295 Fed. 306 [13 T.-M. Rep. 193], as to beer and malt 
syrup. 

The modern doctrine is certainly to grant to one who has established a trade- 
mark and good-will in connection therewith, the use thereof in any reasonable 
extension of its business. Aunt Jemima Mills Co. v. Rigney & Co., supra; Water- 
man Co. v. Gordon, 72 Fed. (2d) 272 [24 T.-M. Rep. 347]; Yale Electric Cor- 
poration v. Robertson, 26 Fed. (2d) 972 [18 T.-M. Rep. 321]. 

Another defense urged is that there has been no proof of actual deception. 
Neither in the matter of the infringement of a technical trade-mark nor in unfair 
competition is it necessary to prove actual deception. Proof of the likelihood of 
deception is itself sufficient. It appears that both parties deal in the metropolitan 
area of the City of New York. The use of the defendants’ corporate name, whether 
in deliberate or unintentional simulation of the plaintiff’s trade-mark, is enough 
to cause confusion, and this is equally true of the defendants’ use of “Farm Craft” 
as applied to cheese. It is the ultimate public which must be protected and not the 
careful retail dealers or jobbers. O. & W. Thum Co. v. Dickinson, 245 Fed. 609 
[9 T.-M. Rep. 89] ; Gehl v. Hebe Co., 276 Fed. 271 [12 T.-M. Rep. 154]. 

Finally, it must be observed that the defendants’ corporate charter did not con- 
fer on the defendants the right wrongfully to use a name in the invasion of an- 
other’s rights. Great Atlantic & Pacific Tea Company v. A. & P. Radio Stores, 
Inc., 20 Fed. Supp. 703; Hudson Tire Co., Inc. v. Hudson Tire & Rubber Corp., 
276 Fed. 58 [11 T.-M. Rep. 284] ; Baker v. Master Printers Union of New Jersey, 
34 Fed. Supp. 808. Frequently it has been said that the essence of unfair com- 
petition is the palming off as one’s goods the goods of another. How deliberate the 
effort was in this case is not certain but that a confused situation is likely to result 
inevitably appears. 

The plaintiff is entitled to the relief sought. Submit findings of fact and con- 
clusions of law in conformity with the foregoing opinion. 





WINIFRED WARREN, INC., et ac. v. TURNER’S GOWNS, LTD., ET At. 
New York Court of Appeals 
March 6, 1941 


UnFaiR CoMPETITION—SUITS—“TURNER’S”—DECEPTIVE Use OF TRADE-NAME—INJUNCTION 
MopIFICATION. 

In an action to enjoin defendants from the wrongful use of the name “Turner’s” on 

women’s wearing apparel, where plaintiff appealed from a decision limiting its recovery to the 

injunctive relief granted and making the judgment final rather than interlocutory, the judg- 

ment was modified so as to reinstate the decision below, which permitted plaintiffs to establish 
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their damages and defendants’ profits. Moreover, inability to prove damages does not 
preclude plaintiffs from recovering profits realized on sales unlawfully made, together with 
interest thereon from commencement of the suit. 


In equity. Action for unfair competition. Appeal from a decision of the New 
York Supreme Court, Appellate Division. Modified. 


Arthur B. Hyman, of New York City, for plaintiffs-appellants. 
Charles Ballon, Samuel I. Hartman, and Irving H. Rosenberg, all of New York 
City, for defendants-appellants. 


Conway, Judge: 

This is an action seeking an injunction, damages and an accounting of profits 
by reason of unfair competition by defendants in the sale of dresses, gowns and 
other women’s wearing apparel. Special Term found that the corporate defendant 
adopted the name Turner’s Gowns, Ltd., for the purpose of appropriating to itself 
the plaintiff’s custom, trade and good-will and confusing the plaintiff’s customers 
and the public in general ; that thereafter the defendants embarked upon a program 
of unfair trade practices calculated to create, and which did actually create, the 
impression that their establishment was a branch of plaintiff’s establishment ; that 
the public was deceived and misled into the belief that the defendants’ establishment 
was that of the plaintiffs or a branch thereof; that the merchandise sold by the 
defendants was inferior in design, material and workmanship and sold at lower 
prices than that of plaintiffs; that by reason of its inferiority in quality and its 
lower price, the general esteem and reputation of the merchandise sold by the plain- 
tiffs was injured. 

Then followed findings 46 and 47: 

46. The plaintiffs’ business had been hindered, impaired and interfered with by the 


defendants’ use of the name Turner’s Gowns, Ltd., and the plaintiffs had been damaged 
thereby. 

47. By reason of the facts and circumstances above found, the plaintiffs, if the relief 
herein prayed for had not been granted, would have continued to be damaged by the diver- 
sion of its customers and trade and would have continued to suffer great and irreparable 
loss in name and reputation. 


Among the conclusions of law was number 5 which read: 


5. The plaintiffs are entitled to judgment against the defendants for such damages as 
plaintiffs have sustained or suffered by reason of the wrongful acts of the defendants 
herein, and for the profits which the defendants have made by reason of the wrongful 
acts of the said defendants herein, and the plaintiffs are entitled to an accounting for the 
purpose of ascertaining and computing said damages and profits. 


As to the findings of fact, it is sufficient to say that they are amply supported by 
the evidence. The conclusions of law flowed naturally from them. The decision 
directed the entry of an interlocutory judgment referring the matter to a suitable 
person to determine the amount of plaintiffs’ damages and defendants’ profits. 
Such judgment was entered with a provision for the later entry of a final one upon 
the assessment and award of damages and profits. 

Upon appeal to the Appellate Division the judgment appealed from was modi- 
fied so as to limit plaintiffs’ recovery to the injunctive relief granted and in effect 
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; 

) to make the judgment final rather than interlocutory. Findings of fact 46 and 47 
were modified so as to read as follows: 

46. The plaintiffs’ business had been injured, hindered, impaired and interfered with 
by the defendants’ use of the name Turner’s Gowns, Ltd. 

47. By reason of the facts and circumstances above found, the plaintiffs, if the injunc- 
tion herein prayed for had not been granted, would have continued to suffer great and 
irreparable injury. 

Conclusion of law number 5 was reversed. 

The result of the modification is that plaintiffs have had no opportunity to 
establish their damages and defendants’ profits either before the trial justice or the 
referee later appointed. Plaintiffs are clearly entitled to their day in court on those 
matters. The rule in such a case is well stated in Merriam Co. v. Saalfield (198 F. 


369, 371 [2 T.-M. Rep. 1]: 


.... the usual practice contemplates an accounting and that such practice should be 
followed, and an accounting ordered, unless it is made clearly and certainly to appear that 
neither upon the existing record, nor upon any record which complainant can make before 
the master, could there be any substantial recovery. If there remains any fair probability 
that the complainant can produce the necessary proof, or that, upon final hearing, and as 
aided by all such proof, the trial court or the reviewing court may think that complainant 
is entitled to a recovery of damages or profits (beyond the amount of any which may be 
tendered, if a tender is made), then the complainant should have the opportunity to make 
and present his case. 


(See, also, Michel Cosmetics, Inc. v. Tsirkas, 282 N. Y. 195, 203; Underhill v. 
Schenck, 238 N. Y. 7, 17, 18 [12 T.-M. Rep. 209].) 

This is an action in equity and not one at law. The distinction is clearly pointed 
out in Westcott Chuck Co. v. Oneida Nat. Chuck Co. (199 N. Y. 247, 251): 





We think, however, that the trial court erred in failing to award the plaintiff damages. 
The court doubtless felt controlled in this respect by the decision of the Appellate Division, 
made on an appeal from a previous trial of the case (122 App. Div. 260), in which it was 
held that in the absence of proof of damage no pecuniary recovery could be had. It is 
possible that in an action at law for damages proof of actual damage suffered by a plaintiff 
would be necessary to justify more than a nominal recovery. (Browne on Trade-Marks, 
Sec. 499; Paul on Trade-Marks, Sec. 324.) But this action is in equity. The plaintiff 
prayed as relief that the defendant account for the profits made by it on its sales, and the 
law seems well settled that equity will treat the wrongdoer as a trustee for the plaintiff 
so far as the former has realized profits from its acts. (Browne on Trade-Marks, Sec. 
506; Paul on Trade-Marks, Sec. 326. See cases there cited; Singer Mfg. Co. v. June 
Mfg. Co., supra.) 


There is no distinction in this respect between actions for unfair competition 
involving trade-marks and those involving trade-names. (Neva-Wet Corp. v. Never 
Wet P. Corp., 277 N. Y. 163, 169; Glen & Hall Mfg. Co. v. Hall, 61 N. Y. 226; 
Koehler v. Sanders, 122 N. Y. 65; Ball v. Broadway Bazaar, 194 N. Y. 429; 
Sutherland on Damages [4th ed.], Sec. 1200, p. 4487; Nims on Unfair Competi- 
tion and Trade-Marks [3d ed.], p. 1067. 

Inability to prove damages would not preclude plaintiffs from recovering on an 
accounting, profits realized from sales unlawfully made, together with interest 
thereon from the time of the commencement of the action. (Cutter v. Gudebrod 
Brothers Co., 190 N. Y. 252. Cf. Michel Cosmetics, Inc. v. Tsirkas, 282 N. Y. 
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195, 199), where there were no profits made by defendant and so only damages were 
recoverable. 

The judgment of the Appellate Division should be modified so as to reinstate 
the decision and judgment of Special Term and as so modified affirmed, with costs 
to plaintiffs in the Appellate Division and in this court. 


LEHMAN, Ch. J., LouGHRAN, Fincu, Rippey, Lewis and DesMonp, JJ., 
concur. 


Judgment accordingly. 


FORST PACKING COMPANY, INC. v. C. W. ANTRIM & SONS 
United States Court of Customs and Patent Appeals 


March 31, 1941 


TRADE-M ARKS—OPpposITION—Goops OF SAME DESCRIPTIVE PROPERTIES. 


Coffee, spices and rice, held to possess the same descriptive properties as beef, bacon, 
bologna, frankfurters and meat loaves. 


TRADE-MARKS—‘MANSION BRAND” AND “OLD MANSION”’—CONFLICTING MARKS. 


The words “Mansion Brand” held to be deceptively similar to the trade-mark “Old 
Mansion.” 


On appeal from a decision of the Commissioner of Patents, sustaining a trade- 


mark opposition. Affirmed. For the Commissioner’s decision, see 30 Trade-Mark 
Reporter, 211. 


Hauff & Warland (W. E. Warland), of New York City, for appellant. 


Edward T. Fenwick, Edward G. Fenwick and Charles R. Fenwick, of Washington, 
D. C., for appellee. 


LENRooT, Judge: 


This is a trade-mark opposition proceeding under the Trade-Mark Act of 
February 20, 1905 (as amended), wherein the Commissioner of Patents of the 
United States Patent Office affirmed a decision of the Examiner of Trade-Mark 


Interferences which sustained the notice of opposition of appellee to the registra- 
tion of the mark applied for by appellant, viz., the mark “Mansion Brand,” applied 
to “beef, bacon, bologna, frankfurters, and meat loaves consisting of a mixture of 
beef and pork.” 

Appellant brings before us for review this decision of the Commissioner of 
Patents. 


Appellee’s notice of opposition alleged prior use of the mark “Old Mansion” 


‘ 


applied to “coffee, spices and rice and kindred products”; that the goods of the 
parties possess the same descriptive properties, and that the mark sought to be 
registered by appellant is likely to cause confusion in the trade and in the mind of 
the purchasing public with the mark “Old Mansion” owned and used by appellee. 


Appellee also pleaded prior registrations of its mark applied to coffee, teas and 
spices. 
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Appellant’s answer denied that the goods of the parties are of the same descrip- 
tive properties, and denied confusing similarity in the marks of the parties, as 
applied by them. 

The issues were submitted upon stipulations of fact wherein it is stated, in the 
stipulation for appellant, that appellant is engaged at Kingston, New York, in 
processing and selling meats, pork, making meat loaves, sausages, etc.; that it has 
used the mark “Mansion Brand” upon its goods since January 1, 1937; that its 
business extends throughout the States of New York, Connecticut, Massachusetts, 
and the upper section of New Jersey, and that it offers its goods to dealers through 
personal solicitation of its salesmen and representatives. 

The stipulation for appellee states that it has used its trade-mark “Old Man- 
sion” applied to coffee continuously since May 27, 1910, applied to spices since 
September 13, 1923, and applied to tea and rice since July 7, 1924. 

The Examiner of Interferences held that the goods of the parties to which the 
respective marks are applied possess the same descriptive properties, and that the 
mark of appellant so nearly resembles that of appellee as to be likely to cause con- 
fusion or mistake in the mind of the public. 

The Commissioner concurred in the views of the Examiner of Interferences, 
and upon the question of whether the goods of the parties to which their respective 
marks are applied possess the same descriptive properties, stated that, if the ques- 
tion were one of first impression, he would be inclined to hold that the goods of the 
parties were not of the same descriptive properties, but that he deemed himself 
controlled by our decision in the case of Tetley & Co., Inc. v. Bay State Fishing Co., 
23 C. C. P. A. (Patents) 969, 82 F. (2d) 299 [26 T.-M. Rep. 217] (in which it 
was held that fish and tea possess the same descriptive properties), and that in his 
opinion no distinction could be made in that regard between fish and the meat 
products of appellant. The Commissioner further held that the disclaimed word 
“Brand” of appellant’s mark is obviously incapable of trade-mark significance, and 
that the notations “Mansion” and “Old Mansion” are, in legal contemplation, sub- 
stantially identical. 

We have no doubt that at least certain of the goods to which appellant’s mark 
is applied possess the same descriptive properties as do the goods to which appellee’s 
mark is applied. 

Specimens of appellant’s mark as used are contained in the record ; one of them 
shows that the mark is applied to sliced bacon in a package having a net weight of 
eight ounces. While there is no evidence that appellant’s goods are sold in the same 
stores and to the same class of people as are appellee’s goods, it is stipulated that 
appellant’s goods are sold to dealers, which implies a resale by them to the public, 
and we think it is a matter of common knowledge that sliced bacon in packages is 
sold in the country stores throughout the country, and in delicatessen stores in 
cities, over the same counters and to the same class of people as are appellee’s goods. 

In the case of Tetley & Co., Inc. v. Bay State Fishing Co., supra, we said: 


Fish, generally, are food products, and are commonly sold in stores and delicatessens 
where tea is also sold. This is especially true of fish in cans, and it is believed that con- 
fusion might reasonably result in the mind of the purchaser where canned tea and fish, 
especially canned fish, were exhibited for sale side by side. 
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Also, in Revere Sugar Refinery v. Salvato, 18 C. C. P. A. (Patents) 1121, 
48 F. (2d) 400 [21 T.-M. Rep. 182], we held that certain meat products, canned 
vegetables, canned fish, and other grocery products were of the same descriptive 
properties as sugar, all of the goods mentioned being sold in the same stores. 

While appellant cites many early cases of the Court of Appeals of the District 
of Columbia in support of its contention that the goods here involved are not of the 
same descriptive properties, we would observe that the interpretation of the term 
“same descriptive properties” has been greatly enlarged in recent years, not only by 
this court, but by the United States Court of Appeals for the District of Columbia 
and practically all of the other federal courts, and many of the early decisions cited 
by appellant are no longer followed. 

It is true, however, that, while the goods of the parties possess the same descrip- 
tive properties within the meaning of that phrase as used in the Trade-Mark Act, 
they are different and the marks of the parties are not identical. Therefore the 
question of confusing similarity of the marks must be determined. That the word 
“Mansion” is the dominant part of both appellant’s and appellee’s mark cannot be 
doubted. It is the part of the marks which clearly would register in the minds of 
purchasers of goods bearing either the mark “Mansion Brand” or the mark “Old 
Mansion.” 

The question, then, is, would purchasers familiar with appellee’s mark, applied 
to coffee, tea, spices and rice, upon seeing the mark “Mansion Brand” applied to 
sliced bacon, for instance, be likely to ascribe origin of such bacon to appellee? We 
think this question must be answered in the affirmative. As stated by the Commis- 
sioner, the disclaimed word “Brand” of appellant’s mark is, by itself, obviously 
incapable of trade-mark significance, and while appellant’s mark must be considered 
as an entirety, it is the dominant portion thereof—“Mansion’—that is really sig- 
nificant of origin; and we think that purchasers familiar with appellee’s long- 
established mark, upon hearing spoken the words “Mansion Brand” applied to 
packaged meat products, or seeing it upon such products, would be, to say the 
least, confused as to the origin of the goods to which the mark “Mansion Brand’”’ 
was applied. 

Appellant relies upon our decision in the case of The Cracker Jack Co. v. 
Blanton Citrus Growers, Inc., 23 C. C. P. A. (Patents) 925, 81 F. (2d) 553 [26 
T.-M. Rep. 161], wherein the question was whether citrus fruit and a popcorn 
confection were goods of the same descriptive properties. We held they were not, 
and in our opinion stated: 


... We think no one purchasing citrus fruits to which appellee’s mark is applied 
would be likely to conclude that they had the same origin as the popcorn confection to 
which appellant’s mark is applied... . 


In the case at bar we think it very natural for purchasers to conclude, upon 
seeing appellant’s mark “Mansion Brand” applied to packaged bacon or other 
packaged meat products, that its origin was in appellee, appellee having long used 
the mark “Old Mansion” upon such varied products as coffee, tea, spices and rice. 

For the reasons herein stated, the decision of the Commissioner is affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


“Natural Cross” conflicts with “Red (Green) Cross” 


VAN ArsDALE, A. C.: Affirmed the decision of the Examiner of Interferences 
sustaining the opposition of The United States Shoe Corporation to the application 
of Nu-Way Shoe Co., Inc., for the registration of the notation “Natural Cross 
Shoes” carried on the representation of an arcuate ribbon folded at the ends as a 
trade-mark for shoes. 

In his decision the Assistant Commissioner said : 


In opposition opposer presents five registrations now owned by opposer and issued 
prior to the filing date of the opposed application. Three of these registrations, to wit: 
Nos. 124,550, 156,806, and 229,174, have as a dominant feature the representation of a 
Greek cross associated with the words “Red Cross.” Another of the registrations, No. 
334,068, has a representation of a Greek cross associated with the words “Green Cross,” 
and Registration 338,608 has a representation of a Greek cross associated with the words 
“Gold Cross.” All of these registrations are for shoes. 


* * * * 


Applicant calls attention to the fact that the mark sought to be registered, as shown on 
the drawing does not include the representation of a cross of any kind and that the word 
“Natural” precedes the word, “Cross,” whereas in opposer’s registrations, cited, before the 
word “Cross” there appears either the word “Red,” “Green” or “Gold,” and in addition 
none of the registrations show any facsimile of a ribbon or any design similar to the back- 
ground shown in applicant’s mark, and that because of these differences there would be no 
likelihood of confusion or deception of purchasers resulting from the concurrent use of the 
marks in question on shoes. 

It seems clear to me that applicant’s shoes would be generally known to purchasers as 
“Natural Cross Shoes” and that opposer’s shoes are generally known to purchasers as 
either “Red Cross shoes,” “Green Cross shoes,” or “Gold Cross shoes,” and to my mind 
these terms are so similar that the absence of likelihood of confusion and deception of pur- 
chasers by their concurrent use is fraught with considerable doubt, even when the marks 
are considered as a whole, which they should be, so that under the rule that doubt as to 
likelihood of confusion and deception of purchasers must be resolved against the newcomer. 
I am in agreement with the decision of the Examiner of Interferences sustaining this op- 
position. 


After noting that applicant had made the charge that opposer came into court 
with unclean hands and should be refused to be heard in the opposition for the 
reason that its Registration 156,806 which had issued displaying the name Krohn 
Fechheimer & Co., had been changed by insertion of the name, The United States 
Shoe Corp., in such a manner that the words “United States” appeared in close 
proximity to the words “Red Cross” thereby deceiving the public into believing that 
the shoes to which opposer applies this mark were sponsored by The American 


National Red Cross and the United States Government, the Assistant Commissioner 
said: 


No proof that any such deception has materialized has been presented. Opposer’s name 
appears to be displayed as to be easily recognizable as the name of the corporation rather 
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than to signify The American National Red Cross or the United States Government. It 
seems to me that the charge of unclean hands on the part of the opposer has not been sus- 
tained.* 


“Kroll’s-Royce” conflicts with “Rolls-Royce” 


Van ArspDALe, A. C.: Affirmed the decision of the Examiner of Interferences 
sustaining the opposition of Rolls-Royce, Limited, of London, England, and Rolls- 
Royce, Inc., of New York, N. Y., to the application of Kroll Brothers Company, 
for registration of the notation “Kroll’s-Royce” as applied to baby carriages and 
go-carts. 

It was agreed by the parties, and this agreement was concurred in by the As- 
sistant Commissioner, that the goods of the parties were not of the same descriptive 
properties. 

The entire question involved in the case was whether or not refusal of applicant’s 
registration was justified under the name clause of section 5 of the Trade-Mark Act 
of February 20, 1905. The Assistant Commissioner noted that the rule applicable 
in such cases was set forth in the case of American Steel Foundries v. Robertson 
et al., 269 U. S. 372, 1926 C. D. 289 [16 T.-M. Rep. 511], and pertinent portions of 
that decision were quoted holding in effect that, where the appropriation of the 
corporate name is complete, the rule of the statute, by its own terms, is absolute 
and the proposed mark must be denied registration, but where less than the whole 
name was appropriated, the right of registration turns upon whether such partial 
appropriation is calculated to deceive or confuse the public to the injury of the cor- 
poration to which the name belongs and that where articles upon which the mark 
is used are not of the same description as those put out by the corporation, confusion 
and injury are more remote than where the articles are of like kind, but that it is 
the power and the duty of the Commissioner of Patents to determine the question in 
each case in the exercise of an instructed judgment upon a consideration of all the 
pertinent facts. The Assistant Commissioner said: 


Obviously, “Kroll’s-Royce” is not identical with “Rolls-Royce.” The inclusion of the 
name “Royce” in applicant’s mark is an appropriation of that part of the name of each of 
the opposers, and the name “Royce” is a quite dominant part of opposers’ names. As 
stated by the Examiner of Interferences, the two terms are scarcely distinguishable as to 
sound, and in this respect are confusingly similar in my opinion. In their entirety, I do 
not think they are confusingly similar in appearance, but on the other hand they are not 
so dissimilar in appearance that when the sound element is considered the name “Kroll’s- 
Royce” would not be apt to bring into mind the name “Rolls-Royce” as applied to auto- 
mobiles and the Rolls-Royce companies, and to indicate to purchasers that applicant’s goods 
did not derive from the opposers. Considering the presentation made in all its aspects, it 
seems to me that by reason of the close similarity as to sound between the names and the 
nature of the goods to which the parties apply the names, there would be considerable likeli- 


hood of confusion and injury to opposers by the use of the marks concurrently on the goods 
involved herein.” 


1. The United States Shoe Corporation v. Nu-Way Shoe Co., Inc., Opp’n No. 18,884, 163 
M. D. 649, December 10, 1940. 

2. Rolls-Royce, Limited, and Rolls-Royce, Inc. v. Kroll-Brothers Company, Opp’n No. 19,155, 
163 M. D. 1647, December 10, 1940. 
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“Wheato-Nuts” and “Grape-Nuts” 


Van ArspaLe, A. C.: Affirmed the decision of the Examiner of Interferences 
sustaining the opposition of General Foods Corporation to the application of Langen- 
dorf United Bakeries, Inc., for the registration of the notation ‘“Wheato-Nuts” for 
a breakfast cereal food. 

The record indicated that opposer and its predecessors had used the trade-mark 
“Grape-Nuts” for a breakfast cereal for many years prior to the adoption and use 
by the applicant of the trade-mark “Wheato-Nuts.” The sole question involved was 
whether, considering the respective notations in their entireties, confusion would be 
likely to result from the concurrent use of the two marks on similar goods in trade. 
The Assistant Commissioner after referring to the case of Postum Cereal Company, 
Inc. v. Farmers Mill & Elevator Association, 58 App. D. C. 73, 24 F. (2d) 901 [18 
T.-M. Rep. 165], wherein the Court of Appeals of the District of Columbia held 
that ‘“‘Wheat-Nut” was confusingly similar to “Grape-Nuts” when both are applied 
to a cereal breakfast food, and in which had been mentioned with approval a decision 
of the Commissioner of Patents in another case wherein “Bran-Nuts” was held to 
be confusingly similar to “Grape-Nuts,” and the case of Orange Crush Company v. 
California Crushed Fruit Company, 54 App. D. C. 313, 297 Fed. Rep. 892 [14 T.-M. 
Rep. 228], wherein “Suncrush” had been held confusingly similar to “Orange 
Crush” when both marks were applied to non-alcoholic beverages, the case of The 
Buckeye Soda Company v. Oakite Products, Inc., 19 C. C. P. A. 1034, 56 F. (2d) 
462 [22 T.-M. Rep. 205], in which “Novite” and “Oakite” were held not confus- 
ingly similar and the case of Yeasties Products, Inc. v. General Mills, Inc., 22 C. C. 
P. A. 1215, 77 F. (2d) 520 [29 T.-M. Rep. 396], in which “Wheaties” and 
‘Yeasties” were held not confusingly similar, said : 


I am constrained to follow the reasoning in the “Wheat-Nut” case and in the “Sun- 
crush” case and to hold that, considering the similarity of the goods and packages to which 
the names involved in the present appeal are applied and the fact that the goods are 
distributed through similar channels to the same class of consumers, coupled with the long 
use by opposer of its trade-mark “Grape-Nuts,” and the extent of its advertising and the 
amount of its distribution in packages on which it is stated that the product is composed 
principally of wheat, there is likelihood of confusion and deception of purchasers by the 
concurrent use of the trade-mark “Wheato-Nuts” by applicant on its similar products.® 


“Mellow Seal” and “Melorol” 


Frazer, A. C.: Affirmed the decision of the Examiner of Interferences who 
had dismissed the opposition of The Borden Company to the application of Metro- 
politan Ice Cream Co., for the registration of the notation “Mellow Seal” as a trade- 
mark for ice cream, ices and similar frozen confections, but had refused the regis- 
tration applied for on the ex parte ground that the applicant’s mark is confusingly 
similar to the trade-mark “‘Melorol” registered to a third party for the same goods 
prior to applicant’s claimed date of first use. 


3. General Foods Corporation v. Langendorf United Bakeries, Inc., Opp’n No. 19,094, 163 
M. D. 667, January 13, 1941. 
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The Assistant Commissioner noted that applicant had argued that the word 
“mellow,” and its phonetical equivalent “melo,” as used in the marks in question, are 
descriptive of the goods involved, and should be given little consideration as a part 
of the whole marks. The Assistant Commissioner held that such alleged descrip- 
tiveness, if conceded, would 


afford an additional ground for holding applicant’s mark nonregistrable as presented, be- 
cause applicant has not disclaimed the word it asserts to be descriptive. Moreover, 
descriptiveness in a registered mark is of no consequence in determining the question of its 
probable confusion with the mark of another; nor is it material, as applicant seems to be- 
lieve, that marks including this same word have been registered to others for the same class 
of merchandise. Marshall Field & Co. v. R. H. Macy & Co. [29 T.-M. Rep. 564]. 


In regard to the question of confusion, the Assistant Commissioner said : 


I agree with the Examiner of Interferences that “Melorol” and “Mellow Seal” are too 
nearly similar to be used on identical goods of the character here involved without a rea- 
sonable likelihood of resulting confusion.* 


“Natural Bridge” and “Natural Cross” 


Frazer, A. C.: Affirmed the decision of the Examiner of Interferences sus- 
taining the opposition of Craddock-Terry Shoe Corporation to the application of 
Nu-Way Shoe Co., Inc., for registration of the notation “Natural Cross Shoes,” 
the word “Shoes” being disclaimed, as applied to women’s and children’s shoes. 

The only question involved was whether or not the applicant’s mark so nearly 
resembled the trade-mark relied upon by the opposer as to be likely to cause con- 
fusion. The opposer’s mark, registered for the same goods, was “Natural Bridge.” 
The Assistant Commissioner noted that applicant had urged that opposer’s mark is 
both geographical and descriptive and, although conceding that the question of 
validity of a registration is not cognizable in opposition proceedings, nevertheless 
contended that in the determination of probable confusion and relative significance 
of the marks in question, geographic and descriptive characteristics should be taken | 
into consideration. The Assistant Commissioner then said: 


registered or not, is an important factor to be considered in proceedings of this character ; 


I am, ... in agreement with applicant’s counsel that the significance of marks, whether { 
and that the marks here in question differ widely in that respect. But difference in mean- 


ing alone is not controlling. 
* * * a 
It is my opinion that the two marks “Natural Bridge” and “Natural Cross,” considered 
in their entireties, are too nearly similar in appearance and in sound to be used as identical 


merchandise of the character here involved without a reasonable likelihood of resulting 
confusion. The question is not entirely free from doubt; but such doubt as exists must, of 
course, be resolved against applicant.® 





4. The Borden Company v. Metropolitan Ice Cream Co., Opp’n No. 19,068, 163 M. D. 672, 
January 17, 1941. 

. Craddock-Terry Shoe Corporation v. Nu-Way Shoe Co., Inc., Opp’n No. 18,901, 163 

M. D. 677, January 28, 1941. 
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“Willow” and “Willow Gold.” 


Van ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks 
in refusing to grant registration to Willow Brook Dairy, Inc., of the words ‘Willow 
Gold” for fluid milk on the ground that this mark is confusingly similar to a mark 
which includes the word “Willow” previously registered for milk, bread, pies, cakes 
and sandwiches. 

In his decision, the Assistant Commissioner said: 

Both marks being applied to milk, the sole question is whether the simultaneous use of 
applicant’s mark and the mark of the cited registration on milk would be likely to cause 
confusion and to deceive purchasers. 

The word “Wil-low” is the dominant feature of the mark of the registration, and the 
word “Willow” is at least as dominant in applicant’s mark as is the word “Gold.” 

Considering both marks in their entireties, it is my opinion that the two marks sound 
so nearly alike when spoken and are so similar in appearance that the simultaneous use 


of these two marks by the respective parties on milk would be likely to cause confusion 
and to deceive purchasers.® 


“Acepak” and “Agi-Pak.” 


Van ArSDALE, A. C.: Reversed the decision of the Examiner of Interferences 
dismissing the opposition filed by Minnesota Valley Canning Company, which was 
directed against the granting of registration to Western Producers Exchange of a 
mark consisting of the word “‘Acepak” displayed in peculiar block letters for fresh 
vegetables. Opposer relied upon a registration of the mark “Agi-Pak” for canned 
corn, issued to it prior to the first date of use claimed by applicant of the mark 
‘““Acepak” on the goods named in its application. 

After expressing the opinion that canned vegetables and fresh vegetables are 
definitely goods of the same descriptive properties, the Assistant Commissioner said : 


The decision of the Examiner of Interferences indicates that the Examiner was per- 
suaded the concurrent use of these marks by the parties on the respective goods would 
not be likely to result in confusion of trade by the decision in the case of the Minnesota 
Valley Canning Co. v. United Packing Corp., 495 O. G. 717, 39 U. S. P. Q. 71 [28 T.-M. 
Rep. 568], in which case it was held that the mark “Unipack” for canned fruits was not 
confusingly similar to the mark “Agi-Pak” used on canned corn. 

In my opinion, the mark “Acepak” approaches more closely the mark “Agi-Pak” in 
sound and appearance than does the mark “Unipack,” and it seems to me the marks 
“Acepak” and “Agi-Pak,”’ when spoken, are so similar in sound, and, when viewed, are 
so similar in appearance, that there is considerable likelihood that the concurrent use of 
these two marks, the one with fresh vegetables and the other with canned vegetables, would 
result in confusion and the deception of purchasers.’ 


“Alka-Seltzer” and “Vita-Seltzer.” 


Frazer, A. C.: Reversed the decision of the Examiner of Interferences who 
had dismissed the opposition of Miles Laboratories, Inc., to the application of Vita 
Seltzer Co. for registration of the notation ‘‘Vita-Seltzer” as applied to effervescent 


6. Ex parte Willow Brook Dairy, Inc., Ser. No. 431,936, 163 M. D. 691, February 4, 1941. 
7. Minnesota Valley Canning Company v. Western Producers Exchange, Opp’n No. 19,284, 
163 M. D. 694, February 5, 194k 
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preparation in tablet or powder form for upset stomach, headaches, and similar 
ailments. 

The opposer owns a registration of the trade-mark “Alka-Seltzer” for sub- 
stantially identical merchandise, which was registered prior to applicant’s adoption 
of the mark sought to be registered. The Assistant Commissioner noted that the 
Examiner of Interferences in holding confusion unlikely had relied largely on the 
case of Miles Laboratories, Inc. v. The Pepsodent Co., 26 C. C. P. A. 1272, 104 
F. (2d) 205, wherein the Court of Customs and Patent Appeals had held the marks 
“Alka-Seltzer” and “Pepso-Seltzer” not confusingly similar. In that case, as here, 
the descriptive word “Seltzer”? was disclaimed by both parties. The Assistant 
Commissioner further noted, however, that in that case the court had been careful 
to point out that disclaimed descriptive matter was not wholly to be disregarded 
in determining the question of confusing similarity between trade-marks, the rule 
still remaining that the marks must be considered in their entireties and if, when so 
considered, it appeared that they bore such near resemblances as to be likely to cause 
confusion or mistake in the mind of the public or to deceive purchasers, the mark 
must be refused registration. The Assistant Commissioner then said: 


Applying these rules in the instant case, I am of the opinion that the opposition should 
have been sustained. Nor do I agree with the Examiner of Interferences that the cited 
case is an authority to the contrary. The prefix “Vita” of applicant’s mark is much more 
nearly similar to the prefix “Alka” of opposer’s mark, both in sound and appearance, 
than is the prefix “Pepso” of the mark considered by the court. When combined with 
the descriptive word “Seltzer,” to form the hyphenated expressions “Vita-Seltzer” and 
“Alka-Seltzer,” it seems to me that the resulting similarity is too close to permit of the 
concurrent use of the two marks on identical merchandise without the likelihood of 
confusion.® 


“Microstat” and “Micro Switch” 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Interferences 
sustaining the opposition of Micro Switch Corporation to the application of Julien 
P. Friez & Sons, Inc., for the registration of the notation “Microstat” as applied to 
temperature responsive control devices, such as a thermostat controlling a heating 
or cooling system. 

The opposition was based on the prior use by opposer and its predecessor of the 
words “Micro Switch” on separate electric switches and on switches incorporated 
in thermostats as an operating part thereof. On the question of confusing simi- 
larity between the marks, the Assistant Commissioner said : 


It is my opinion that, when considered in their entirety, the words “Microstat” and 
“Micro Switch” are so similar in sound and in appearance that the use of the word 
“Microstat” on thermostats by applicant simultaneously with the use by opposer of the 
words “Micro Switch” on separate switches and on switches incorporated in thermostats 
as an operating part thereof would be likely to cause confusion and to deceive purchasers. 


The Assistant Commissioner further noted that in the notice of opposition the 
opposer had alleged that the word “Microstat” constituted such a partial appropria- 


8. Miles Laboratories, Inc. vy. Vita-Seltzer Co., Opp’n No. 18,398, 163 M. D. 679, January 
29, 1941. ;' 
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tion of the opposer’s name as would be likely to cause confusion and deception. 
On the question of partial appropriation of a corporate name the Assistant Com- 


missioner held: 


Although the goods to which the marks “Microstat” and “Micro Switch” are applied 
by the parties are considered to be goods of the same descriptive properties and the marks 
are considered to be confusingly similar when applied to those goods, nevertheless it is my 
opinion that there is no likelihood of the word “Microstat” being mistaken for or con- 
fused with the corporate name Micro Switch Corporation. I hold that the word “Micro- 
stat” is not such an appropriation of the corporate name Micro Switch Corporation as 
sanctions sustaining the opposition under the name clause of Section 5 of the Trade- 
Mark Act of February 20, 1905, as amended. 


The Assistant Commissioner further noted that the Examiner of Interferences 
in addition to sustaining the opposition ruled that the mark “‘Microstat” was not 
registrable to applicant for thermostats because the same mark is disclosed in an 
unexpired registration, No. 182,003, registered to another for rheostats. The 
Assistant Commissioner affirmed the Examiner of Interferences as to this ground 
and held: 

Thermostats and rheostats should be considered goods of the same descriptive proper- 


ties and therefore registration No. 182,003 is a statutory bar to the granting of the regis- 
tration applicant has applied for.® 


Descriptive Terms 


“Pa-Poya” for beverage 


Van Arspace, A. C.: Affirmed the decision of the Examiner of Interferences 
sustaining the petition for cancellation of the registration of The Pa-Poya Co., for 
the notation ‘Pa-Poya” as applied to non-alcoholic, maltless beverages sold as soft 
drinks and the syrups forming the bases of such beverages. 

The beverages to which the trade-mark was applied were made from the fruit 
of the papaw tree and this fruit is known by a variety of names including “papaya,” 
“papoya,” “papia,” and others. The Assistant Commissioner said: 


Section 5 of the Trade-Mark Act of February 20, 1905, includes the provision that no 
mark shall be registered under the terms of that act which consists “merely in words or 
devices which are descriptive of the goods with which they are used, or of the character or 
quality of such goods.” The word “Pa-Poya” is substantially the same as “papoya,” and 
would be recognized as the name of a principal ingredient of the beverages and syrups on 
which the mark of the registration is used. The mark is clearly descriptive of those goods 
and of their character and quality and therefore the registration is invalid under the act 


of February 20, 1905. 


In regard to the question of injury to the petitioner, the Assistant Commissioner 


noted that the registrant had filed notice of opposition against the use of the notation 
“Pa-Pi-A” based upon the registration “Pa-Poya” above noted asserting a confusing 





9. Micro Switch Corporation v. Julien P. Friez & Sons, Inc., Opp’n No. 18,580, 163 M. D. 
684, January 30, 1941. 
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similarity between the words “Pa-Poya” and “Pa-Pi-A,” the Assistant Commis- 
sioner then said: 







































The fact that respondent is asserting its registration of the word “Pa-Poya” against the 
registration of petitioner’s mark because this mark includes the word “Pa-Pi-A” and both 
words are names for the fruit of the papaw tree and descriptive of the goods here involved, 
establishes such injury to petitioner as qualifies petitioner, under Section 13 of the Act of 
February 20, 1905, to apply for the cancellation requested.?° 





“Scientific Concrete” for prepared concrete 


Van ArspaLe, A. C.: Affirmed the decision of the Examiner of Trade-Marks 
refusing to grant the application of Scientific Concrete Service Corporation for the 
registration of the notation “Scientific Concrete” as applied to prepared concrete. 

After noting that applicant had contended that the word “Scientific” as used in 
the mark is not descriptive but merely raises the idea that the goods are properly 
prepared and have good qualities, the Assistant Commissioner said : 


To my mind, the word as used in the mark not only suggests that the goods are properly 
prepared but goes further and describes the goods as being scientifically prepared, and thus 
the words “Scientific Concrete” are in this respect descriptive of the character of the pre- 
pared concrete named in the application.“ 


“Hydrolite” for waterproofing compound 


VaN ArspALE, A. C.: Reversed the decision of the Examiner of Interferences 
who had denied the petition for cancellation filed by The White Company, seeking 
to cancel the registration of The Goheen Corporation, and assigned to Vita-Var 
Corporation, for the trade-mark which consisted predominately of the word “Hy- 
drolite” for water-proofing compound for concrete, plaster and stucco. 

The Assistant Commissioner noted that the petitioner had alleged that the word 
“Hydrolite” of the registration was merely descriptive of water-proofing compounds 
for concrete because it was merely a misspelling of the word “Hydrolyte” and that 
there are water-proofing compounds for concrete which are hydrolytes and which 
react as hydrolytes in concrete mixes to make concrete water-proof. The Assistant 
Commissioner then said: 


5 


Phonetically, “Hydrolyte” and “Hydrolite” are the same, and when applied to a hy- 
drolyte the word “Hydrolite” would be considered, in my opinion, to be merely a misspell- 
ing of “Hydrolyte” and to have the same meaning. 

Accordingly, since it appears that there are hydrolytes which are waterproofing com- 
pounds for concrete, such as ammonium stearate, for instance, as stated in an affidavit filed 
on behalf of petitioner under stipulation of the parties, I consider the word “Hydrolite”’ and 
the registered mark to be merely descriptive of the goods in the registration.22 


—_er 
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10. The Pa-Pi-A Corporation (by change of name, Vanti Pa-Pi-A Corporation) v. The Pa- 
Poya Co., Canc. No. 3490, 163 M. D. 655, December 20, 1940. 

11. Ex parte Scientific Concrete Service Corporation, Ser. No. 412,160, 163 M. D. 659, De- 
cember 21, 1940. 

12. The White Company v. The Goheen Corporation (Vita-Var Corporation, assignee, sub- 
stituted), Canc. No. 3524, 163 M. D. 673, January 17, 1941. 
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PART II 


THE HEMMETER CIGAR CO. v. CONGRESS CIGAR COMPANY, INC. 
United States Circuit Court of Appeals, Sixth Circuit 


March 14, 1941 


TRADE-MARK INFRINGEMENT— CHAMPION” ON CIGARS—NON-DESCRIPTIVE TERM. 

The word “Champion” used as a trade-mark for cigars, held not to signify quality and, 
therefore, a valid trade-mark. 

TRADE-MARK INFRINGEMENT—“PorRTINA CHAMPS” ON CIGARS—EXCLUSIVE INTRASTATE USE— 
JURISDICTION. 

In a suit to restrain the alleged infringement of the mark “Portina Champs,” used on 
cigars sold wholly intrastate, held that the court retained jurisdiction to decide claim of 
unfair competition arising therefrom. 

TRADE-MARK INFRINGEMENT—“HEMMETER’S CHAMPION” ON CIGARS—SECONDARY MEANING. 

In as much as many customers called for plaintiff's “Hemmeter’s Champion” cigars by the 
name “Champion,” the latter name held to have acquired a secondary meaning indicating 
plaintiff’s cigars exclusively. 

UNFAIR COMPETITION—DEFINITION. 

In unfair competition the essence of the wrong is the sale of the goods of one manufac- 
turer or merchant for those of another. 

UnFair COMPETITION—GRADE-MARKS—RIGHT To Use—“CHamps” as Usep IN “PorTINA 
CHAMPS.” 

The owner of a trade-mark cannot prohibit others from using it as a grade-mark to 
distinguish the quality of the article. The word “Champs,” however, as used in the mark 
“Portina Champs” held not to be a grade-mark. 

TRADE-MARK INFRINGEMENT—INTENT. 

Notwithstanding that it was not shown that appellee intended to reap the benefit of 
appellant’s good-will by palming off its product for appellant’s, an injunction was granted 
to protect the latter’s mark. 
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In equity. Action for trade-mark infringement and unfair competition. Appeal 
from decision of the District Court, Eastern District of Michigan, in favor of 
defendant. Reversed. 


Duell & Kane, of New York City, and Whittemore, Hulbert & Belknap, of Detroit, 
Mich., for appellant. 


Armstrong, Weadock, Essery & Helm, of Detroit, Mich., for appellee. 
Before Hicks, Simons and Martin, Circuit Judges. 


Martin, Circuit Judge: 


This is an appeal from a final decree denying relief in a trade-mark infringement 
and unfair competition suit, brought in the District Court to protect appellant’s 
registered trade-mark, “Champion,” used in relation to its principal brand of cigars. 
The District Judge, in dismissing the complaint, adopted the opinion-report, findings ' 
of fact and legal conclusions of a Special Master, to whom he had referred the cause. 
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FINDINGS OF FACT 


The Special Master found that since 1895 the appellant company, whose presi- 
dent’s father was its founder, has manufactured and distributed to some extent in 
thirty-seven states of the Union—although the great bulk of sales were made in 
Michigan, Ohio and Indiana, with Michigan sales predominating—the brand of 
cigars in controversy “either under the mark ‘Champion’ or ‘Hemmeter’s Cham- 
pion’ (it being sharply contested between the parties as to which of these has been 
used as its mark)”; that, quite clearly, the appellant has been using its mark in 
interstate commerce ; and that the registration of the trade-mark “is now in force.”’ 

The master found further that appellant has built up in the territory of distribu- 
tion considerable good-will attributable to the quality of its “Champion” cigars and 
to diversified advertising, including counter displays, window streamers, billboards, 
and radio and newspaper advertisements, of which last mentioned the most recent 
were “built around a sport motif, the similarity between champions in athletics and 
Champion cigars having been stressed.” 

In recent years appellant made some effort to expand its sales westward, but 
with small success. Appellant manufactures two other brands of full-sized cigars 
and two brands of small cigars, but the marketing of these off brands has been quite 
limited. 

In most of its advertisements the two words, “Hemmeter’s Champion,” have 
been combined, but a foil card issued in various color combinations for window 
display and distributed prior to 1932 bore the single slogan, “Enjoy a Champion 
5¢ Cigar.” 

According to the master, “the evidence indicates” that the cigar has been known 
to customers “in the wholesale jobbing trade and in the retail field as well as to 
the consuming public by several names, including ‘Hemmeter’s Champion,’ ‘Hem- 
meter’s,’ ‘Champion’ and ‘Champs.’”” Conceding conflicting testimony of retailers 
and consumers, the master infers that “generally speaking,” the cigars “are called 
for by the full name, ‘Hemmeter’s Champion,’ or ‘Champion’ and very rarely by 
the contraction ‘Champ’ or ‘Champs.’”” The record contains numerous orders 
received by appellant, chiefly from jobbers, for “Champ” or “Champs,” but the 
cigars have never been advertised under such names. 

The appellant bases its cause of action against the appellee company, a subsidiary 
of one of the leading cigar manufacturers of the United States, upon the use by 
appellee of the word “Champs” in connection with a brand known as “Portina 
Champs,” imported from Porto Rico and first marketed in the summer of 1936 as 
an addition to a complete line of Portina cigars, widely distributed throughout 
the South. 

According to the testimony of the vice-president of appellee company “Portina 
Champs” were put upon the market to meet the increased demand, since the depres- 
sion of 1929, for cheap, machine-made cigars, packed several to the carton. The 
witness asserted that the selection of the name “Champs” was made without knowl- 
edge of the existence of appellant’s product and that the registry of trade-marks was 
not checked, because the term “Champs” was to be confined to use as a “frontmark,” 
which is a kind of grade-mark to denote the shape and size of a cigar. 
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The master considered this testimony “convincing” and found “as a conclusion 
of fact that defendant [appellee] had no intention (other than the constructive 
intent which might arise from its failure to make an adequate investigation of 
existing trade-marks on cigars) to simulate the plaintiff's [appellant’s] trade-mark 
or style of packaging, or to capitalize on the good-will created by the sale of plain- 
tiff’s cigar.” He added that the packages of the contending parties bear no remote 
resemblance and he deemed it “unlikely” that a cigar company of the “magnitude” 
of appellee, “in bringing out a brand for national distribution, should deliberately 
name and design it in such a way as to steal the good-will of a relatively small com- 
pany whose business is largely confined to one state.” 

Appellee’s “Portina Champs” are small-size cigars or “Cheroots.” They are 
machine-processed, with an unfinished wrapper of tobacco leaf and are packed in 
units of five in a paper and cellophane wrapper, with the brand-name “Portina 
Champs” imprinted in red and white on paper with a brown background. These 
cigar packages are enclosed in a red cardboard container, on the outside cover of 
which appears the words “Portina Champs,” the word “Champs” being distinc- 
tively set off in letters of smaller size and different style from the printing of Is 
“Portina.” On the cover of the paper container are displayed five athletic figures: 
a baseball player, a polo player, a golf player, a tennis player and a swimmer in the 
act of diving. There is also displayed the slogan “5 for 10.” 

The Special Master thus describes appellant’s full-size cigars, which, in two 
different shapes, is retailed at five cents: “It is packed in cigar boxes of the usual 
size and shape with the name imprinted inside of the cover in large letters in a 
combination of red, white and gold as ‘Hemmeter’s Champion,’ the word ‘Hem- 
meter’s’ being in a slightly larger and somewhat different style of type than ‘Cham- 
pion.’ The same ‘Hemmeter’s Champion’ also appears on both ends of the outside 
of the box in similar style ; and also on three of the inner sides of the box, the “‘Hem- 3 
meter’s’ being in type of the same size as ‘Champion’ and the words coming into 
view as cigars are withdrawn from the box. The cigar itself has been wrapped in 
a variety of ways over the period of its manufacture. At one time the words ‘Hem- 
meter’s Champion’ were impressed upon the cigar itself, with no additional wrap- 
ping. For about the last two years, however, each cigar has been wrapped in foil 
with the word ‘Champion’ impressed in small letters on the foil. The cigar band 
bears the name ‘Hemmeter’s Champion. 

The master thus concludes his findings of fact: “No evidence was submitted by 
plaintiffs in the trial of this cause of any actual instances of confusion of its cus- 
tomers, reliance being placed rather upon the alleged likelihood of confusion which j 
the court might infer from the evidence as to the use of the respective marks by : 
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plaintiff and defendant upon the results of an investigation made by special investi- 
gators hired by plaintiff... .” 


Tue LAw OF THE CASE 


1. It was the unsuccessful contention of appellee before the master, repeated . 
here, that the registered trade-mark of appellant is invalid for the reason that : 
“Champion” is a descriptive term, denoting the “character or quality” of the product. 
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A similar contention was rejected by this court in Thomas G. Plant Co. v. 
May Co., 105 F. 375 (C. C. A. 6), in which it was held that the word “Queen,” used 
by a manufacturer of ladies’ shoes to designate its product, is not essentially one 
which signifies quality, so as to preclude its appropriation as a trade-name. It was 
pointed out that such words as “King,” “Monarch,” “Kaiser,” “Royal,” “Victor,” 
“King Bee” and “Pillsbury’s Best” have been judicially sanctioned as trade-names. 

In our judgment, the word “Champion” plainly falls within the same category 
as may lawfully be appropriated as a trade-mark. Recognition of its validity has 
been accorded by the United States Patent Office, and registration by the Patent 
Office raises a presumption of validity. Chapin-Sacks Mfg. Co. v. Hendler Cream- 
ery Co., 254 F. 553, 556 (C. C. A. 4) [9 T.-M. 123]. Compare Hughes v. Alfred 
H. Smith Company, 205 F. 302, affirmed in 209 F. 37 (C. C. A. 2 [4 T.-M. Rep. 
45], in which the word “Ideal” was held to be a valid trade-mark as applied to 
brushes. 

II. Appellee submits that, because the distribution of “Portina Champs” was 
exclusively intrastate, appellant has no cause of action for trade-mark infringement. 
The question seems academic, for the reason that in Hurn v. Oursler, 289 U. S. 238 
(23 T.-M. Rep. 267], where a claim of copyright infringement was embraced in 
the same bill with a claim for unfair competition under state law, both claims being 
based on the same acts, the Supreme Court held that, although the federal copyright 
claim must be rejected on its merits, the federal court still had jurisdiction to decide 
the unfair competition claim on its merits, because a federal question had been 
raised on the pleadings. 

The same situation is found here. Therefore, jurisdiction should be retained 
to grant appropriate relief; not embracing any specific remedies provided by the 
Federal Act, but within the broad confines of the field left open by the express pro- 
vision of the Act of 1905, Section 23 (15 U. S. C. A. 103), to the effect that “Noth- 
ing in this act shall prevent, lessen, impeach, or avoid any remedy at law or in 
equity which any party aggrieved by any wrongful use of any trade-mark might have 
had if the provisions of this act had not been passed.” 

III. We are unable to concur in the legal conclusion of the Special Master, thus 
expressed: “While certain advertising material put in evidence referred to ‘Cham- 
pion’ alone, and while it appears a large share of its customers call for the cigar by 
that name, it is difficult in view of the above facts to escape the conclusion that 
plaintiff's real mark is the compound word ‘Hemmeter’s Champion’ rather than 
‘Champion’ alone. The situation resembles that in Kellogg Toasted Corn Flake 
Co. v. Quaker Oats Co. (C. C. A. 6), 235 F. 657 [6 T.-M. Rep. 537], where it was 
held that, because of plaintiff's advertising, its mark was ‘Kellogg Toasted Corn 
Flakes’ rather than “Toasted Corn Flakes,’ although doubtless many customers 
called for the product without designating the maker’s name. See also Spicer v. 
W.H. Bull Medicine Co., 49 F. (2d) 980 (1931) [21 T.-M. Rep. 406].” 

We find no true similarity between the facts found by the master in the instant 
case and those described in the Kellogg Quaker Oats case, supra. Unlike the word 
“Champion,” the expression “Toasted Corn Flakes” is descriptive of the product. 
When applied to thin flakes of white corn, toasted or browned by heat, the words 
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were held not to be the subject of trade-mark. We have already shown on the 
authority of the Plant Company case, supra, that the word “Champion,” when 
applied to cigars, is a valid trade-mark. Furthermore, in the Toasted Corn Flakes 
case, the evidence was insufficient to show that the descriptive phrase had generally 
acquired such secondary meaning indicating Kellogg’s product as to become a trade- 
mark. 

In the case before us, the master found as a matter of fact that a large share of 
appellant’s customers call for the cigar by the name of “Champion.” The name, 
then, has become indicative of the origin of the cigar. It has acquired a secondary 
meaning indicating Hemmeter’s goods, for which appellant has acquired a valuable 
good-will resultant from the quality of its product and from diversified advertising. 

Where words have acquired a secondary meaning with respect to a man’s mer- 
chandise, he is entitled to relief against anyone subsequently using the words in a 
manner likely to enable the later user to sell his wares as the product of the earlier. 
Computing Scale Company v. Standard Computing Scale Co., 118 F. 965 (C. C. A. 
6); Shaler Company v. Rite-Way Products Co., 107 F. 2d 8&2 (C. C. A. 6); 
[27 T.-M. Rep. 674], affirming with modification 19 F. Supp. 804. 

In the other cases cited by the master, the controversial words, “Herbs and 
Iron,” were also descriptive. Spicer v. W. H. Bull Medicine Co., 49 F. (2d) 
980 [21 T.-M. Rep. 406]. The Court of Customs Appeals said: “When a cus- 
tomer asked for a medicine as ‘Herbs and Iron,’ the druggist would understand him 
to make the inquiry in a descriptive sense, and the natural inquiry, where the drug- 
gist handled more than one such preparation, would be whether the customers 
desired ‘Bull’s’ or ‘Spicer’s’ or some other preparation of herbs and iron, of which 
there were a number on the market when the testimony herein was taken.” 

Counsel for appellee places much dependence upon Armour & Co. v. Louisville 
Provision Co., 283 F. 42 (C. C. A. 6) [13 T.-M. Rep. 44], and upon the District 
Court opinion which it affirmed, 275 F. 92. The holding was that the evidence did 
not establish the adoption of the word “Star” as a trade-mark independently of the 
name of the corporation, “Armour,” with which it was used in combination, and 
consequently that the use of the words, “Southern Star,” by another meat products 
packer did not infringe. The opinion of this court at page 45 declared, however, 
that the word “Star” or a symbol thereof “should be regarded as fanciful and as 
suggestive, rather than as purely descriptive, and thus as capable of being made 
the subject of a valid trade-mark... .” The Plant Company case, supra, and 
Menendez v. Holt, infra, were cited to support the text. It was stated that “the 
question whether plaintiff or its predecessor actually adopted as its trade-mark the 
word ‘Star,’ or a symbol thereof, as distinguished from a trade-mark ‘Armour’s 
Star’ is distinctly one of fact, the affirmative of which plaintiff has the burden of 
establishing. In our opinion, plaintiff has not sustained this burden.” 

Furthermore, it was pointed out in the District Court opinion that it had not 
been proved that the word “Star” had acquired a secondary meaning indicating 
origin of goods. 275 F. 92, 101. 

In the record under review, there is abundant proof that the word “Champion” 
has acquired a secondary meaning indicating appellant’s cigar. The master found 
that customers repeatedly order appellant’s product by the sole designation “Cham- 
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pion” ; he correctly concluded that the “mark ‘Champion’ is not descriptive and was 
properly registered under the Act of 1905”; but, by a hiatus in logical reasoning, 
he deduced that appellant’s “real mark is the compound word ‘Hemmeter’s Cham- 
pion’ rather than ‘Champion’ alone.” The District Judge upheld him in this material 
error. 

IV. It is insisted that, even if “Champion” is deemed a valid trade-mark, there 
has been no infringement or unfair competition by appellee. The entire substantive 
law of trade-marks is a branch of the broader law of unfair competition. Merriam 
v. Saalfield, 198 F. 369, 372 (C. C. A. 6) [7 T.-M. Rep. 110] ; United Drug Co. v. 
Rectanus Co., 248 U. S. 90, 97 [9 T.-M. Rep. 1]. It will be convenient, therefore, 
to consider the question of trade-mark infringement along with the topic of unfair 
competition. 

With reference to the authorities which we are about to cite or quote, we would 
repeat the words of this court: “Reported cases are helpful only in so far as they 
lay down general rules of decision. The question of infringement must be deter- 
mined upon the particular facts of the case in hand.” Coca-Cola Co. v. Carlisle 
Bottling Works, 43 F. (2d) 119, 121 (C. C. A. 6) [19 T.-M. Rep. 127]. 

V. (1) In unfair competition, as also in violation of trade-mark rights, the 
essence of the wrong is the sale of the goods of one manufacturer or merchant for 
those of another. Hanover Star Milling Company v. Metcalf, 240 U. S. 403, 412, 
413 [6 T.-M. Rep. 148] ; Prestonettes, Inc. v. Coty, 264 U. S. 359, 368 [18 T.-M. 
Rep. 135]. 

Consider the scintillant saying of Judge Learned Hand: “.. .. a reputation, like 
a face, is the symbol of its possessor and creator, and another can use it only as a 
mask. And so it has come to be recognized that, unless the borrower’s use is so 
foreign to the owner’s as to insure against any identification of the two, it is unlaw- 
ful.” Yale Electric Corporation v. Robertson, 26 F. (2d) 972, 974 (C. C. A. 2) 
[18 T.-M. Rep. 321] Compare Del Monte Special Food Co. v. California Packing 
Corporation, 34 F. (2d) 774, 775 (C. C. A. 9 [19 T.-M. Rep. 443]. 

In Weston Oil Refining Co. v. Jones, 27 F. (2d) 205 (C. C. A. 6) [18 T.-M. 
432] it was said: “Upon the question of infringement, the test, as frequently an- 
nounced by this court, is whether the alleged infringing trade-mark or label, taken 
as a whole, so far resembles the other mark or label as to be likely to be mistaken 
for it by the casual or unwary purchaser.” The previous decisions cited were Ohio 
Baking Co. v. National Biscuit Co., 127 F. 116; W. A. Gaines & Co. v. Turner- 
Looker Co., 204 F. 553 [3 T.-M. Rep. 311]; and DeVoe Snuff Co. v. Wolff, 206 
F. 420, 423, 424 [3 T.-M. Rep. 433]. In the case last listed, it was asserted that 
“it may be true that the cautious and discriminating purchaser is not likely to be so 
misled ; but the protection accorded to a trade-mark is not limited to the cautious 
and discriminating customer, but embraces the ‘ordinary’ or ‘unwary’ purchaser 
as well.” 

Likewise, in Florence Manufacturing Co. v. J. C. Dowd & Co., 178 F. 73, 75 
(C. C. A. 2) [1 T.-M. Rep. 289], it was said: “The law is not made for the protec- 
tion of experts, but for the public—that vast multitude which includes the ignorant, 
the unthinking and the credulous, who, in making purchases, do not stop to analyze, 
but are governed by appearances and general impressions.” 
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In E. Kahn’s Sons Co. v. Columbus Packing Co., 82 F. (2d) 897, 900 (C. C. 
A. 6) [26 T.M. Rep. 303], unfair competition was found to exist in that the simi- 
larity of markings was considered “likely to deceive the eye of the ordinary pur- 
chasers, neither cautious nor discriminating, and lead them to believe that they 
were buying appellant’s lard.” See also De Nobili Cigar Co. v. Nobile Cigar Co., 
56 F. (2d) 324 (C. C. A. 1) [22 T.-M. Rep. 136], where it was stated that the 
origin of an article is indicated by the word which the evidence shows is employed 
in asking for and selling the article. The appearance of the package was deemed 
of minor importance for it was said many people “‘call for the goods who have never 
seen the package, or have forgotten its appearance, or are careless or indifferent of 
all save that they wish that particular cigar known as ‘De Nobili.’ ” 

The Circuit Court of Appeals for the Seventh Circuit has not minced words: 
“One entering a field of endeavor already occupied by another should, in the selec- 
tion of a trade-name or trade-mark, keep far enough away to avoid all possible 
confusion.” Northam Warren Corporation v. Universal Cosmetics Co., 18 F. (2d) 
774 (C.C.A.7) [17 T.-M. Rep. 203]. The court adjudged that there is infringe- 
ment where “one adopts a trade-name or a trade-mark so like another in form, 
spelling or sound that one, with a not very definite or clear recollection as to the 
real trade-mark, is likely to become confused or misled.” 

To constitute unfair competition, the similarity of names need not be such as 
would actually deceive persons seeing the two commodities side by side. Ralston 
Purina Co. v. Western Grain Co., 23 F. (2d) 253 (C. C. A. 5) [18 T.-M. Rep. 63]. 
Compare Vogue Company v. Thompson-Hudson Co., 300 F. 509 (C. C. A. 6) 
[15 T.-M. Rep. 1]. 

In the face of the sound reasoning of these authorities, the master’s conclusion 
on this record that “there is insufficient likelihood of confusion to entitle plaintiff 
to injunctive relief” is manifestly incorrect. True, as he asserts, there is slight 
resemblance in the packages of the contending parties ; and the cigars, as well as the 
packages, differ in size and shape. Were the packages placed side by side, there 
is scant likelihood that a customer of the appellant would become confused in his 
choice. But, as we have seen, that is not the test. 

The master says that “no evidence was submitted by plaintiffs in the trial of 
this cause of any actual instances of confusion of its customers.”’ We think, how- 
ever, the testimony of two investigators employed by appellant to enter retail stores 
where cigars are sold in Detroit and elsewhere and to “ask for some Champs” 
revealed actual confusion among some retail dealers. 

Proof positive of the certainty of confusion which must follow the use by 
appellee of the word “Champs” appears in the testimony of one of appellee’s wit- 
nesses, Dr. Howell L. Begle, a Detroit physician who had smoked Hemmeter’s 
Champion cigars for thirty-five years. When asked, “What would the word ‘Champ’ 
when applied to a cigar signify to you as to origin?” the doctor answered, “I would 
catch myself using that term, and to me it would mean a Hemmeter Champion.” 

But, says the master, “the term ‘Champs’ is never used by defendant alone but 
always in conjunction with and following ‘Portina.’”’ He stresses the obviously 
inapplicable decision of this court in Coca-Cola Co. v. Carlisle Bottling Works, 
43 F. (2d) 119, in which it was held that “Roxa Kola,” when applied to a soft 
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drink, does not infringe “Coca-Cola.” He ignores entirely the pertinent doctrine 
of Menendez v. Holt, 128 U. S. 514, in which, where a firm of merchants had for 
years used as a trade-mark the words “La Favorita’’ to designate flour selected by 
them, in the exercise of their best judgment, as equal to a certain standard, the 
Supreme Court held that the addition by an infringer of his name, in place of the 
owner’s, to the trade-mark did not render such unauthorized use any less an infringe- 
ment but on the contrary “is an aggravation and not a justification, for it is openly 
trading in the name of another upon the reputation acquired by the device of the 
true proprietor.” See also Thomas G. Plant Co. v. May Company, 105 F. 375, 378 
(C. C. A. 6), supra, and Leonard, et al. v. White’s Golden Lubricator Co., 38 F. 
922. 

(2) In our opinion, the District Judge erred in approving the master’s holding 
that appellee has used the word “Champs,” not as a brand-name for its cigars but 
“rather to designate one style or grade in the Portina line of cigars.” 

It is true that the owner of a trade-mark on a name cannot prohibit others from 
using that name as a grade-mark to distinguish the quality of an article. Continental 
Corporation v. National Union Radio Corporation, 67 F. (2d) 938 (C. C. A. 7) 
[24 T.-M. Rep. 33] ; Columbia Mill Company v. Alcorn, 150 U. S. 460. But, as 
we read the record in this case, there is no justification for the inference drawn by 
the master and approved by the District Judge that the manner of usage by appellee 
of “Champs” classifies the word as a grade-mark and not a trade-mark. Applying 
the principle of the cases which have been discussed, the reverse conclusion seems 
obvious. See especially Thomas G. Plant Co. v. May Co., supra, and cases there 
cited. See also Chesebrough Manufacturing Co. v. Old Gold Chemical Co., Inc., 
70 F. (2d) 383 (C. C. A. 6) [24 T.-M. Rep. 149]; and Ammon & Person v. 
Narragansett Dairy Co., 252 F. 276 (affirmed in 262 F. 880 (C. C. A. 1) [10 T.-M. 
Rep. 191], in which the comment was made at page 278 of the opinion that “neither 
subtractions from nor additions to a trade-mark proper will avoid infringement, 
when such imitation as is likely to lead to confusion still remains despite the changes.” 

(3) Assuming that appellant has failed to prove that appellee had knowledge of 
the former’s trade-mark—although information could have been easily acquired by 
inquiry at the Patent Office—and assuming further that it has not been shown that 
appellee intended to reap the benefit of appellant’s good-will by palming off its own 
product for that of appellant, an injunction should nevertheless be granted to protect 
appellant’s trade-mark. As was said in O. & W. Thum Co. v. Dickinson, 245 F. 
609, 615 (C. C. A. 6) [7 T.-M. Rep. 469]: “It is not necessary to the maintenance 
of a charge of infringement of a trade-mark to prove a distinct intent on the part 
of the infringer ; it is the fact of infringement and the consequent invasion of the 
good-will and business of the owner of the mark that is controlling; the intent will 
be presumed.” See also DeVoe Snuff Co. v. Wolff, supra. 

(4) We find ourselves in disagreement with the master and the District Judge 
on another point. We think that protection should be afforded against confusion 
of potential future customers of the appellant. A trade-mark should not narrowly 
be limited to its precise present use by the owner, but room for reasonable expansion 
or alteration in the use of the mark should also be assured. “Florence Mfg. Co. v. 
J.C. Dowd & Co., 178 F. 73 (C.C. A. 2) [1 T.-M. Rep. 289] ; Barton Mfg. Co. v. 
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Hercules Powder Co., 88 F. (2d) 708; Beech-Nut Packing Co. v. P. Lorillard Co., 
299 F. 834; Peninsular Chemical Co. v. Levinson, 247 F. 658 (C. C. A. 6) [8 T.-M. 
Rep. 171] ; Western Oil Refining Co. v. Jones, supra. 

While we have not agreed with the ultimate conclusions of the Special Master, 
in which the District Judge concurred, we have been much aided by his well-done 
opinion-report, which manifests his conscientious care and intelligent, painstaking 
effort. 

(5) We recognize and approve the doctrine that the protection of a trade-mark 
should be limited to appropriate trade territory. General Baking Co. v. Goldblatt 
Bros., Inc., 90 F. (2d) 241 (C. C. A. 7) [27 T.-M. Rep. 421]. Michigan, Ohio and 
Indiana seem, from the evidence, to constitute the entire trade territory which 
appellant can justly claim. Accordingly, an injunction limited in scope to these 
three states will be granted by the District Court, as prayed in paragraphs two to 
ten, inclusive, of the prayer of the appellant’s bill of complaint. There will be no 
accounting ordered as prayed in paragraph eleven, for the reason that no actual 
wrongful intent to injure appellant has been shown, and no substantial damage 
seems yet to have been inflicted upon appellant from the use by appellee of the 
trade-mark “Portina Champs.” 


Let the decree be reversed and the cause remanded for procedure in conformity 
with this opinion. 





MENNEN CO. v. KRAUSS CO., LTD. 
(37 F. Supp. 161) 


United States District Court, Eastern District of Louisiana 
March 3, 1941 


TRADE-MARKS AND UNFAIR COMPETITION—STATE Farr TrapE Acrs—LovuIs1ANA—CONSTRUC- 
TION. 

As the Fair Trade Act is in derogation of the common right, it must be strictly construed 
and cannot, by implication, be extended to include contracts not coming within its terms. 
UNFAIR COMPETITION—STATE Fair Trapve Acts, LouIsIANA—SALE OF “MENNEN” PRODUCTS 

AT Less THAN MINIMUM PRICEs. 

In an action brought under the Louisiana Fair Trade Act (13 of 1936-), which permits 
only contracts providing that the buyer will not resell the commodity “except at the price 
stipulated by the vendor,” the fact that the contracts at issue provided that the retailer would 
not sell at a price “less than the minimum retail price or resale prices,” held to make the 
case at variance with the said act and the said contracts null and void. 


In equity. Action under the State Fair Trade Act to restrain defendant from 
selling plaintiff’s products at less than minimum prices contracted for, with counter- 


claim by defendant. Judgment for defendant, and defendant’s counterclaim dis- 
missed. 


E. Howard McCaleb, of New Orleans, La., for plaintiff. 
Milling, Codchaux, Saal & Milling and L. K. Benson, all of New Orleans, La., 
for defendant. 
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BoraH, District Judge: 


Alleging that defendant had violated Act 13 of the Legislature of Louisiana for 
the year 1936, commonly known as the Fair Trade Act, plaintiff, a manufacturer 
or producer of products which bear its trade-mark, brand or name, brought this 
suit to restrain defendant from selling its products at retail for prices less than the 
minimum prices prescribed by plaintiff in schedules issued in connection with con- 
tracts which plaintiff made with 112 retail dealers operating stores in the State of 
Louisiana. 

Upon the filing of the complaint and on motion of counsel for complainant a 
rule nisi issued herein to show cause why an interlocutory injunction should not 
be granted. After a hearing, an interlocutory injunction was issued without 
opposition in order that the matter might remain im statu quo pending a deci- 
sion on the merits. Subsequently, the defendant filed a motion to dismiss and 
an answer alleging that Act 13 of 1936 is unconstitutional, null and void in that 
said act violates Section 14 of Article XIX of the Louisiana Constitution of 
1921 which prohibits combinations in restraint of trade. Further answering in 
the alternative, and in the event that the court should hold that Act 13 of 1936 
is not unconstitutional, defendant alleges that plaintiff is still not entitled to the 
relief which it seeks for the reason that the contracts which plaintiff made with 
other dealers and which plaintiff asserts are binding on defendant do not com- 
ply with the provision of Act 13 of 1936, are not protected thereby, and hence 
constitute prohibited combinations in restraint of trade, in violation of Section 14 
of Article XIX of the Louisiana Constitution for the year 1921, and of Act 11 
of the Extra Session of the Legislature of Louisiana for the year 1915 and of 
Act 90 of the Regular Session of the Legislature of Louisiana for the year 1892. 

The answer also sets up by way of counterclaim that certain false, malicious and 
untrue averments contained in the bill of complaint having no relevancy or perti- 
nency to the subject matter of this suit constitute a libel of defendant and its busi- 
ness and have damaged defendant to the extent of $10,000, and judgment for said 
amount against plaintiff is prayed. 

Reserving for later independent discussion the questions which arise in connec- 
tion with defendant’s counterclaim for damages, it is apparent from the foregoing 
that there are only two issues involved in this case. There are no issues of fact. 

This case was tried on an agreed statement of facts with reservation of the right 
to the parties to present additional evidence. Agreeable to the stipulation, oral 
testimony was offered and received ; however, this additional evidence did not alter, 
modify or enlarge in any material respect the stipulation on file. 


FINDINGS OF Fact 
Briefly stated, the material facts are these: 


1. Mennen Company sells and distributes within the State of Louisiana certain commodities 
produced by it and which bear its trade-mark, brand or name and the said products or com- 
modities are in fair and open competition wtih commodities of the same general class produced 
by others. 
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2. After the adoption of Act 13 of the Louisiana Legislature of 1936, plaintiff entered into 
contracts with 112 retail dealers in the State of Louisiana in respect to commodities produced 
by it in which the buyer agreed not to resell said products below the current retail minimum 
price list effective November 1, 1937. Defendant has never entered into any such contract or 
similar contract with plaintiff or anyone else, nor has it agreed to maintain any retail price or 
minimum retail price in respect to any retail sales made by it of any products produced by the 
Mennen Company. 

3. During the years 1936, 1937 and up to the present time plaintiff caused to be circularized 
among all retailers of drugs, cosmetics and similar products retail minimum price lists. Each 
and all of said retail minimum price lists contained the following : 


Note—Whether or not you have signed contracts with respect to these products you 
cannot sell below the minimum prices listed below without violating Section 2 of Act 
No. 13 of 1936, which provides: “Section 2. Wilfully and knowingly advertising, offering 
for sale or selling any commodity at less than the price stipulated in any contract entered 
into pursuant to the provision of Section 1 of this Act, whether the person so advertising, 
offering for sale or selling is or is not a party to such contract, is unfair competition and is 
actionable at the suit of any person damaged thereby.” 


4. Notwithstanding these notices, defendant with full knowledge of the contracts sold at 
retail identified products produced by plaintiff at prices which defendant considered acceptable 
to itself, regardless of whether such prices were below the minimum prices specified by plaintiff 
in said price lists. 

5. That, until restrained by the court, defendant had advertised, offered for sale and sold at 
retail to the consuming public of the city of New Orleans, the commodities and products bearing 
plaintiff’s marks, names, brands and labels, below the minimum prices which the plaintiff had 
prescribed. 

6. That the plaintiff's products purchased by and delivered to defendant direct from plaintiff 
are or were the property of defendant at the time of such retail sales, but the trade-marks, name 
and good-will remained the property of plaintiff. 


DISCUSSION 


Section 1 of Act 86 of the Legislature of Louisiana for the year 1890 provides 
that “Every contract .... in restraint of trade... . is hereby declared illegal.” 
Section 1 of Act 90 of the Legislature of Louisiana for the year 1892 provides: 


Section 1. Be it enacted by the General Assembly of the State of Louisiana; That 
after the passage of this act it shall be unlawful for any individual, firm, company, cor- 
poration or association to enter into, continue or maintain any combination, agreement or 
arrangement of any kind, expressed or implied, with any other individual, firm, company, 
association or corporation for any of the following purposes: First, to create or carry out 
restrictions in trade. Second, to limit or reduce the production, or increase or reduce the 
price of merchandise, produce or commodities. Third, to prevent competition in manu- 
facture, making, transportation, sale or purchase of merchandise, produce or commodities. 
Fourth, to fix at any standard or figure, whereby its price shall be in any manner con- 
trolled or established, any article of merchandise, produce, commodity or commerce 
intended for consumption in this state. Fifth, to make or enter into or execute or carry 
out any contract, obligation or agreement of any kind or description by which they shall 
bind or have bound themselves not to sell, dispose of, or transport any article or com- 
modity or article of trade, use, merchandise, commerce, or consumption below a common 
standard figure, or by which they shall agree in any manner to keep the price of such 
article, at a fixed or graduated figure, or by which they shall in any manner establish or 
settle the price of any article or commodity or transportation between them or themselves 
and others to preclude a free and unrestricted competition among themselves, or others, 
in the sale or transportation of any such article or commodity... . 
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In the light of the foregoing provisions it is plain that the contracts between 
plaintiff and others are illegal, null and void in Louisiana unless they are made 
legal by the Fair Trade Act. Such being the situation, the natural inquiry is, do 
said contracts come within the expressed will of the lawmakers? Plaintiff must 
show that the contracts which form the basis of this action are within the expressed 
will of the lawmakers for the Louisiana Fair Trade Act, being in derogation of com- 
mon right, must be strictly construed. The act cannot be extended by implication 
so as to include contracts not coming within its terms. Richardson v. Emswiler, 
14 La. Ann. 658, 659; Ketteringham v. Eureka Homestead Society, 140 La. 176, 
181, 72 So. 916; Red River Construction Co. v. Pierce Petroleum Corporation, 
165 La. 565, 569, 115 So. 752. 

Act 13 of 1936 does not permit or legalize a contract of the verbiage of the 
contract alleged upon in this action. The contract which is made the basis of this 
action is entitled “Retail Fair Trade Sales Agreement” and it provides that, “The 
retailer will not, in said state, advertise, offer for sale, sell or resell any Mennen 
commodity, from whomsoever purchased by the retailer, at a price less than the 
minimum retail sale or resale prices in effect at the time of the sale for such Mennen 
commodity.” (Italics supplied.) The Legislature of Louisiana in adopting Act 13 
of 1936 did not legalize contracts providing that the retailer would not sell “at a 
price less than the minimum retail price or resale prices”; on the contrary, it per- 
mitted only contracts which provide that the buyer will not resell the commodity 
“except at the price stipulated by the vendor.” These two quoted phrases do not 
mean one and the same thing. To reach that conclusion is to confuse both thought 
and meaning and ignore the plain import of the words “minimum” and “stipulate.” 
The word minimum is defined in the Century Dictionary as meaning “of the smallest 
possible amount or degree ; least ; smallest ; as, a minimum charge” ; whereas stipu- 
late is defined as meaning “to arrange or settle definitely, or by special mention and 
agreement, or as a special condition: as, it is stipulated that A shall pay 5 per cent.” 
It is reasonable to assume that the lawmakers acted advisedly in selecting the 
language “except at the price stipulated by the vendor,” for when Act 13 of 1936 
was being considered thirteen states had already enacted fair trade acts, some of 
which provided for sales at the price stipulated by the vendor and some of 
which provided for sales at not less than the minimum price stipulated by the seller. 
Furthermore, at that time the courts had interpreted the phrases, “stipulated price” 
and “minimum price” and clearly defined the differences therein. Town of Lonoke 
v. Bransford & Son, 141 Ark. 18, 216 S. W. 38; Brown v. Baker, 108 Wash. 161, 
183 P. 89. In enacting Act 13 of 1936 in its present form the lawmakers were 
undoubtedly of the opinion that, if the retailers’ right to sell his merchandise at 
such price as he saw fit was to be limited, it should only be limited if every retailer 
should be compelled to sell the commodity at exactly the same price. In circumscrib- 
ing the right of the retailer to price his own merchandise language was embodied in 
the act clearly indicating that they did not consider it wise to permit a variety of 
prices for any given commodity, with the only limitation being that the price should 
not be less than a prescribed minimum. When the Legislature of Louisiana adopted 
Act 13 of 1936 legalizing contracts which provide that the buyer will not resell the 
commodity “except at the price stipulated by the vendor” it is presumed that they 
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meant what was said and this language cannot be extended by implication to include 
contracts which provide that the retailer will not resell the commodity “at a price less 
than the minimum retail sale or resale prices, in effect at the time of the sale for such 
commodity.” Having reached the conclusion that the contracts which are made the 
basis of this suit are not such contracts as are within the permissive provisions of 
Act 13 of 1936, there is no necessity for determining whether or not said act is 
constitutional. 

Plaintiff’s motion to dismiss the counterclaim of defendant presents the remain- 
ing issue for consideration. The question thus presented does not require extended 
discussion. It is well established in the law of Louisiana that an action for libel 
based upon alleged defamatory pleadings in the course of a judicial proceeding may 
not be maintained until the termination of the judicial proceeding, where as here 
the parties to the libel action are the very same parties in the judicial proceedings. 
Thompson & Co. v. Gosserand, 128 La. 1029, 55 So. 663; Wolf v. Royal Ins. Co., 
et al., 130 La. 679, 58 So. 507 ; Manuel v. Deshotels, et al., 160 La. 652, 107 So. 478; 
Robinson Mercantile Co. v. Freeman, La. App. 1937, 172 So. 797. See also 
Lescale v. Joseph Schwartz Co., 116 La. 293, 40 So. 708. 

The claim for libel comes in esse only after the litigant making the charges has 
been given an opportunity to prove them in the suit in which they are made. Howard 
v. Coyle, 163 La. 257, 111 So. 697. And since defendant’s cause of action for libel 
cannot accrue until after the termination of the instant proceeding, it follows that 
defendant’s counterclaim should be dismissed. 


CoNCLUSIONS OF LAW 


1. The contracts between plaintiff and others which are made the basis of this 
suit do not comply with the provisions of Act 13 of the Legislature of Louisiana 
for the year 1936, are not protected thereby and are illegal, null and void under the 
specific provisions of Act 86 of the Legislature of Louisiana for the year 1890 and 
Act 90 of the Legislature of Louisiana for the year 1892. 

2. There should be judgment herein in favor of defendant and against the 
plaintiff recalling the interlocutory injunction herein and rejecting and dismissing 
plaintiff’s demands. 

3. Defendant’s counterclaim for damages fails to state a claim upon which relief 
can be granted because the cause of action for libel cannot accrue until after the 
termination of the instant proceeding. The defendant’s counterclaim should accord- 
ingly be dismissed. 


The clerk is instructed to enter judgment in accordance with these conclusions. 
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ERWYN PRODUCTS, INC. v. LANDER CO., INC., anp CHURCHILL CO., 
INC. 


United States District Court, Southern District of New York 
April 18, 1941 


TRADE-MARK INFRINGEMENT—“PARFUM CRINOLINE BY ERWyYN” AND “CRINOLINE Days’”— 
NON-CONFLICTING MARKS. 


A trade-mark consisting of the words “Crinoline Days” held not to conflict with the 
words “Parfum Crinoline by Erwyn,” particularly as in the registration of the latter mark 
the word “Parfum” was disclaimed. 


UnFain COMPETITION—“CRINOLINE” ON TOILET ARTICLES—ABSENCE OF SECONDARY MEANING. 

In the case at issue, where secondary meaning of the word “Crinoline” as pointing 

exclusively to plaintiff's goods was not established, nor any bad faith on the part of the 
defendant, held there was no unfair competition. 


In equity. Action for alleged trade-mark infringement and unfair competition. 
Bill dismissed. 


Fitelson and Mayers (I. Jack London, of counsel), of New York City, for plaintiff. 
Mock & Blum, of New York City, for defendants. 


Concer, District Judge: 


This is a suit for trade-mark infringement. The testimony reveals that plain- 
tiff registered its trade-mark “Parfum Crinoline by Erwyn,” on July 18, 1939, 
received a registration certificate from the United States Patent Office, and has 
used its trade-mark as registered on the perfume items which it sells to the better 
class trade; that it started to sell its perfume in July, 1938, under the above mark. 

The defendant uses the words “Crinoline Days” on its toilet goods preparations 
which it sells to the public through five and ten cents chain stores. The defendant 
did not sell perfume items. 

In September, 1939, plaintiff decided to produce a full and complete line of 
cosmetics and perfumes under a new style of packaging and design, using the word 
“Crinoline,” but before these goods could be put on the market the plaintiff learned 
that the word “Crinoline” was being used by defendant on its toilet articles as 
“Crinoline Days.” The plaintiff then abandoned its proposed use of this name for 
its articles, although its trade-mark had been registered to include toilet prepara- 
tions, and charges infringement by defendant. 

An examination and comparison of plaintiff's registered trade-mark, as used on 
its products exhibited to the court, with that used on defendant’s products, shows 
conclusively to me that there is no infringement. 

The plaintiff's and the defendant’s use of the word “Crinoline” are both in 
script form, not printed, but one is on a bottle of perfume, while the other is on a 
box in which is contained toilet water. Both have flourishes to form a border, but 
one is around the trade-mark itself as used on a bottle, while the other is around 
the edges of the box. One is affixed to the glass bottle as a full mark “Parfum 
Crinoline by Erwyn,” while the other is on the cover of the box as “Clinoline Days.” 

Further, plaintiff claims its trade-mark of the word “Crinoline” alone is the 
word that has been infringed. However, it has been conclusively shown that plain- 
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tiff has never used this word without the full trade-mark as registered; and that 
when registering its trade-mark, the plaintiff stated that “all words are hereby 
disclaimed apart from use in the trade-mark.” On the registration certificate issued 
by the Patent Office only the word “Parfum”’ is disclaimed. This clearly restricts 
the registration to the combination mark as used, or as “Crinoline by Erwyn,” and 
as such a combination, defendant’s use of “Crinoline Days” is not an infringement. 
(Compare these cases in which the courts have held no infringement: John Morrell 
& Co. v. Hauser Packing Co., 20 F. (2d) 713 [17 T.-M. Rep. 411]—‘Morrell’s 
Pride” and “Hauser’s Pride” ; Van Camp Sea Food Co., Inc. v. Westgate Products 
Co., 28 F. (2d) 957 [19 T.-M. Rep. 189], cert. denied 279 U. S. 841—“Chicken of 
the Sea” and “Breast-O-Chicken” ; John Morrell & Co. v. Doyle, 97 F. (2d) 232, 
cert. denied 305 U. S. 643—“Red Heart” and “Strongheart”; Armour & Co. v. 
Louisville Provisions Co., 283 F. 42 [13 T.-M. Rep. 44], cert. denied 260 U. S. 
744—“Armour’s Star” and “Southern Star.” 

The plaintiff has raised the point that this action is also for unfair competition. 
Since both plaintiff and defendant are residents of the same state, the defendant 
raised the objection that this court has no jurisdiction of the common-law action of 
unfair competition. However, I believe the element of unfair competition in this 
case is nothing more than an additional element of the trade-mark infringement. 
The plaintiff's claim for unfair competition rests on practically the same facts as his 
cause of action for infringement. I believe the cause of action is single here, and 
not two separate claims. Plaintiff has not pleaded two causes of action, nor has he 
attempted to prove a common-law cause of action for unfair competition. Since 
it is a single claim, this court has jurisdiction. (See discussion of doctrine of 
Hurn v. Oursler, 289 U. S. 239 [23 T.-M. Rep. 267] on jurisdiction of federal 
courts over common-law unfair competition in both prevailing and dissenting 
opinions in Lewis v. Vendome Bags, Inc., 108 F. (2d) 16 [30 T.-M. Rep. 217].) 

The additional facts proven for plaintiff's claim for unfair competition are that 
plaintiff had sales of about 2,000 pieces between July, 1938, and November, 1939; 
that it advertised with window displays in drug stores (about ten in all) and that 
it ran an ad. in Esquire magazine. In any event, these facts do not establish any 
secondary meaning of the word “Crinoline,” in that the buying public would attach 
this word to plaintiff’s products. Further, plaintiff has not shown that defendant 
acted in bad faith, or intended to make use of the good-will of plaintiff's mark, 
product and advertising. As a matter of fact, the evidence is to the contrary. 
Defendant’s witnesses testified that they knew nothing of plaintiff's product or 
trade-mark, and that when they did learn of it, they immediately changed their 
mark from “Crinoline Days” to “Romantic Days.” 

Under all the circumstances, I am satisfied that defendant has not infringed 
plaintiff's trade-mark and further that there is no merit to plaintiff’s claim of unfair 
competition. 

I therefore direct that a decree be entered herein dismissing the complaint. 

The defendant’s attorneys should submit to me, through the clerk’s office, on 
five days’ notice of settlement, simple findings of fact and conclusions of law for my 
signature. They should be typewritten, triple-spaced, so that I may readily make 
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any necessary changes. I suggest that plaintiff's attorney, if he be so disposed, 
submit, on two days’ notice, criticisms of the proposed findings, as counter-findings 
will avail him nothing. 





JOHN LAOGHAIRE CORR (J. C. YOCHIM & CO., INC., AssIGNEE, 
SUBSTITUTED) v. OLDETYME DISTILLERS, INC. 


United States Court of Customs and Patent Appeals 
April 14, 1941 
Interference No. 2,689 


TRADE- MARKS—INTERFERENCE “THREE FEATHERS” FOR WHISKEY—ABANDONMENT. 

Good-will in a trade-mark does not survive its abandonment. As appellant’s claim to 
the title of the mark “Three Feathers” on whiskey was grounded solely on a quit claim 
acquired after the business relating to the mark was abandoned by its owners, such claim 
held unfounded. 


Appeal from a decision of the Commissioner of Patents in an interference pro- 
ceeding, and holding appellee entitled to register. Affirmed. For the Commis- 
sioner’s decision, see 30 T.-M. Rep. 55. 


BLAND, Judge: 


The instant appeal is from a decision of the Commissioner of Patents, reversing 
a decision of the Examiner of Trade-Mark Interferences who had held in a trade- 
mark interference proceeding that the appellee, Oldetyme Distillers, Inc. (herein- 
after called Oldtyme), the senior party, was not the owner of the mark involved and 
not entitled to registration of the same, and that the junior party, John Laoghaire 
Corr (J. C. Yochim & Co., Inc., assignee substituted) (hereinafter called Corr 
and Yochim, respectively), was entitled to registration of the involved mark. 

Although the interference as now constituted is between a single application of 
Yochim to register the words “Three Feathers” associated with a pictorial repre- 
sentation of three feathers, and five applications of Oldetyme to register the words 
“Three Feathers,” the word “Feathers,” a pictorial representation of three feathers, 
the words “Three Feathers” associated with a pictorial representation of three 
feathers, and the words “Three Feathers” associated with a shield design, respec- 
tively, all being used on distilled alcoholic beverages, such as whiskey and gin, the 
issue is referred to by both parties and the tribunals below as involving but one 
mark, “Three Feathers,” and we shall hereinafter so refer to it. 

When the interference was originally set up, Corr was the junior party, having 
filed two applications, each of which was for the registration of a “Three Feathers” 
mark, on May 27, 1935, slightly more than two months subsequent to the earliest 
filing date of the senior party Oldetyme. Corr filed a motion to dissolve on the 
ground that, at the time of filing his two applications in controversy, he was not 
using his mark in interstate commerce. After the motion of Yochim to be substi- 
tuted in place of Corr had been granted, the interference was dissolved as to Corr’s 
said applications on the ground that no valid registration could issue on them 
because of Corr’s admission that he had not used, in interstate commerce, the trade- 











































198 THIRTY-ONE TRADE-MARK REPORTER 





mark sought to be registered. The interference proceeded on the application of 
Yochim which was filed on July 21, 1936, which was sixteen months after the 
earliest filing date of Oldetyme—March 20, 1935. Since the burden rested on the 
junior party, Yochim, to prove its right to priority and registration, it proceeded 
to take testimony, and subsequent thereto Oldetyme also took testimony. 

As before stated, the Examiner of Interferences rendered a decision in favor 
of the junior party, and upon appeal to the Commissioner the decision was reversed, 
and in the instant appeal appellant seeks a reversal of the Commissioner’s decision. 

At one time, each party, by showing transfers or attempted transfers, sought to 
trace its chain of title to the original owner and user of the mark, H. & H. W. 
Catherwood of Philadelphia, a firm consisting of Wilson Catherwood and Magnus 
H. Brown. In this court, Oldetyme does not contend that it has successfully proved 
a chain of title to the involved mark back to the said H. & H. W. Catherwood firm, 
but relies entirely upon ownership and use by it and its immediate predecessor, 
while Yochim attempts to antedate the said date relied upon by Oldetyme by 
proving a chain of title to the mark running back to a date prior to any established 
date to which Oldetyme is entitled. 

We think, in view of our conclusion and in order that the facts of record relating 
to the proof of Yochim may be more readily understood, that it will be advantageous 
to first state the facts upon which Yochim predicates its claim of priority. It will 
be remembered that Corr originally filed applications for registration of the mark on 
May 27, 1935, at which time he had not made use of the same in interstate commerce, 
and the record discloses that he at no time made any use of the mark in interstate 
commerce. Corr was, however, for seventeen years prior to the date national 
prohibition went into effect (January 16, 1920) engaged as a salesman for “Three 
Feathers” whiskey, being for a portion of that time in the employ of J. C. Campbell, 
who was the agent of the H. & H. W. Catherwood firm. Said agency handled sales 
in the city of New Orleans and vicinity. Campbell died in December, 1915, and 
Corr took charge of the territory, where he remained in such charge until December, 
1918, at which time the business of H. & H. W. Catherwood was discontinued, 
which discontinuance will be more particularly referred to hereinafter. The record 
does not disclose that Corr, while acting as said agent of the said Catherwood firm, 
ever claimed or asserted title to the trade-mark used, or ownership of the business 
with which he was connected. 

The record shows that as early as 1900 the said Catherwood firm was a partner- 
ship composed of Wilson Catherwood and Magnus H. Brown; that Brown died 
in 1922 and Catherwood died in 1925. The Corn Exchange National Bank and 
Trust Company of Philadelphia was the executor of the estate of Wilson Cather- 
wood, and Winifred A. Brown and Francis H. Shields were executors of the estate 
of Magnus H. Brown. The trade-mark “Three Feathers” was registered in the 
Patent Office by said Catherwood firm under certificates of registration Nos. 38,540 
and 60,829, dated January 2, 1906, and February 19, 1907, respectively, which 
certificates expired on January 2, 1926, and February 19, 1927, respectively, and 
were not renewed. 

The record further shows that in November, 1918, more than fourteen months 
prior to the advent of national prohibition, the Catherwood firm notified Corr, who 
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was the New Orleans representative, as aforesaid, not to accept any orders for 
“Three Feathers” whiskey for delivery after December 31, 1918. The said notifi- 
cation also stated that the firm had only sufficient “Three Feathers” whiskey on hand 
to last for sixty days after January 1, 1919, in the home territory. After Corr had 
received the notification in November, 1918, not to accept orders for delivery after 
December 31, 1918, he sent the Catherwood firm an order for fifty cases of “Three 
Feathers’ whiskey accompanied by a certified check. The check was returned with 
the statement that the order could not be filled due to the fact that the supply of 
“Three Feathers” whiskey had been exhausted. 

About one year prior to the advent of prohibition the Catherwood firm dispensed 
with the services of its manager, Paul Shuman. It gave him a letter of recom- 
mendation in which it was stated that “Due to our retiring from business we are 
compelled to dispense with his services.” 

The Catherwood firm left its premises in Philadelphia soon after January 31, 
1919, and in the early part of that month it addressed a circular letter, dated 
January 1, 1919, to each of its customers informing them that the firm intended to 
abandon its whiskey business. At that time, fifteen states had ratified the Eighteenth 
Amendment to the Constitution relating to prohibition. In the said letter of 
January 1, 1919, appeared the following: 


On and after January 1, 1919, we will discontinue our branch offices, and will have 
no representatives. 

Owing to the growth of prohibition legislation, and the impossibility of obtaining old 
whiskeys to keep up the high standard of our famous Three Feather Whiskey Blend, we 
have decided when our present stock is exhausted to retire from business. 

It is with the utmost regret that we are forced to make this decision, and abandon a 
business which we have conducted continuously since 1811, a period of 108 years. 


When the Catherwood firm left its premises in Philadelphia soon after Janu- 
ary 31, 1919, the machinery and equipment, including tanks, were sold as junk or 
disposed of otherwise than for a continuance of an alcoholic beverage business. 
When the said circular letter was sent to the trade, the Catherwood firm had but 
$4,552 worth of whiskey on hand, only a part of which was “Three Feathers.” Its 
manager, Shuman, purchased part of the whiskey from the firm which had discon- 
tinued its bottling operations in February, 1919, and the entire stock of whiskey 
was disposed of by the firm before it moved from the premises. The partnership 
between Wilson Catherwood and Magnus M. Brown was dissolved prior to 
January, 1920. The whiskey made by the said Catherwood firm was made in 
accordance with a formula which has always remained a secret. 

Appellant’s witness Paul Shuman, manager of the Catherwood firm, testified 
that the last blend of “Three Feathers” whiskey was made in the summer of 1918, 
and that the said Wilson Catherwood and Magnus H. Brown, members of the 
H. & H. W. Catherwood firm, refused to dispose of the right to bottle “Three 
Feathers” whiskey or transfer the trade-mark ; that in so refusing they wanted the 
formula and the “brand-name” to die with them. At any rate, they expressed the 
opinion that they preferred “either to wait until the termination of prohibition, 
which at that time seemed in the indefinite future, or otherwise to permit the trade- 
name to die with the business, their intention being to prevent its use by anyone 
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other than themselves.” That neither of the members of the firm ever again 
re-entered the whiskey business is undisputed. 

On January 15, 1935, Corr inquired in a letter to Edgar W. Freeman, vice- 
president and trust officer of the Corn Exchange National Bank and Trust Com- 
pany of Philadelphia, executor of the estate of Wilson Catherwood, whether appellee 
Oldetyme had purchased the right of the Catherwood estate in the “Three Feathers” 
mark. Freeman, at the time, according to the testimony, knew that Oldetyme was 
selling whiskey under said mark. About this time, Corr offered to purchase said 


mark from the Catherwood and Brown estates, and on January 22, 1936, Freeman 
wrote Corr as follows: 


I have your letter of January 15 with further reference to the “Three Feathers” brand. 
For the past several months I have been discussing this question with Francis H. Shields, 
Esq., executor of the estates of Magnus H. Brown, and with Mr. Hampton Todd, our 
counsel in the Catherwood estate. Mr. Shields has also consulted his counsel. As a 
result of these various discussions there still seems to be some doubt just what interest 
in “Three Feathers” brand the two estates have to sell. We have agreed, however, to 
sell whatever right in this brand the two estates have for $1,500 payable $500 down and 
the balance payable upon execution and delivery of the transfer papers. It is to be clearly 
understood, however, that we are selling only whatever right, title and interest in the 


brand the two estates have and we cannot guarantee that this will give the purchaser the 
exclusive right to the use of the brand. 


On April 20, 1935, about a month before filing his applications, Corr took a 
quitclaim conveyance from the said estates of Catherwood and Brown to the alleged 
title of the said mark. This instrument recited the fact that the partnership between 
Catherwood and Brown “was dissolved in January, 1920, and the business thereof 
liquidated.” The said instrument made no mention of conveying any business or 
formula connected with the mark and especially specified that the sale was “without 
warranty of title or of authority to sell” and “without recourse to the grantors 
herein.” The consideration paid by Corr was $1,500, and the instrument included 
the said “Three Feathers” mark as well as ten other trade-marks. 

After Corr received his quitclaim conveyance, executed on April 20, 1935, he 
did nothing in the way of selling alcoholic beverages under any “Three Feathers” 
trade-mark, but on May 27, 1935, as aforesaid, filed his two applications herein- 
before referred to. Corr was never in the liquor business except as a salesman. 
His inactivity in connection with the use of the said mark continued, and no further 
steps were taken until on April 6, 1936, when he by assignment attempted to transfer 
said mark to Yochim. 

The record shows that Yochim made its first shipment of “Three Feathers” 
whiskey on July 5, 1936, and filed its trade-mark application as aforesaid on 
July 21, 1936. 

On October 12, 1936, Corr executed another instrument purporting to convey 
to Yochim his said two applications for registration of the mark and “the good-will 
of the business in connection with which said trade-marks are used.” These were 
the applications dissolved out of the interference by reason of Corr’s affidavit dated 
August 22, 1936, stating that he had not used the mark in interstate commerce. 
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Appellant’s record discloses that “Three Feathers’ whiskey was first shipped 
in interstate commerce by Yochim on July 5, 1936, but it does not disclose that any 
money was spent in the way of advertising the goods or that any great amount of 
whiskey was ever sold under the “Three Feathers” trade-mark. Yochim in its 
brief states that Corr offers as an excuse for not having been engaged earlier in 
advertising and selling “Three Feathers” whiskey, the difficulty in obtaining eastern 
rye whiskey of suitable age and quality for blending and selling under the well- 
known “Three Feathers” mark. 

As before stated, the appellee, Oldetyme, at one time relied on a chain of title 
running back to the originators of the mark, but in this court relies only upon the 
use and ownership of the “Three Feathers” trade-mark after the repeal of prohibition. 

It appears from the record that one Samuel Reiter of New Jersey, claiming to 
be the successor of H. & H. W. Catherwood, started to bottle and sell whiskey on 
his own account under the “Three Feathers” trade-mark to some extent before the 
advent of prohibition, and that the advent of prohibition made it impossible for him 
to continue said business ; that immediately upon repeal of prohibition, December 5, 
1933, said Samuel Reiter began preparations to go back into the whiskey business 
using the “Three Feathers’ trade-mark which he had used prior to prohibition. 
He at that time formed a corporation (Gallagher & Burton, Inc., later changed to 
Patterson & Coane, Inc.). In the spring of 1934 he assigned to Patterson & Coane, 
Inc., his alleged “Three Feathers” trade-mark, and the business and good-will 
connected therewith. Later that year, Patterson & Coane, Inc., arranged for Coe 
Distributors, Inc., to use the said trade-mark, and assigned to it the mark and 
good-will of the whiskey business thereto apperiaining, the contract being on a 
royalty basis and such sales being restricted to certain territory. 

Coe Distributors, Inc., contracted with Oldetyme for the latter to bottle ‘““Three 
Feathers” whiskey for both parties—Coe Distributors, Inc., and Patterson & Coane, 
Inc. Oldetyme made the first shipment of “Three Feathers” whiskey to Coe Dis- 
tributors, Inc., and Patterson & Coane, Inc., about May 10, 1934, and shipments 
continued to be made to these parties until November, 1934. On November 23, 
1934, Oldetyme and Coe Distributors, Inc., contracted for Oldetyme to take over 
the contract of Coe Distributors, Inc., with Patterson & Coane, Inc. 

Oldetyme and its immediate predecessors had, prior to March 20, 1935—its 
earliest filing date—built up a valuable business and good-will in “Three Feathers”’ 
whiskey throughout the United States, including Corr’s home city, New Orleans. 
In the period from May 10, 1934, to December 31, 1934, appellee and its immediate 
predecessors had sold 15,725 cases of “Three Feathers” whiskey. Corr on Janu- 
ary 15, 1935, had knowledge of appellee’s selling “Three Feathers” whiskey. 

As to Yochim’s claim to priority based upon title being acquired by Corr’s early 
relationship as salesman with the Catherwood firm, or by the alleged assignment of 
the naked trade-mark by the executors of the deceased members of the Catherwood 
firm, we think it is clear that such claims are untenable. Corr never asserted or 
exercised any trade-mark right in the mark involved, or showed any basis upon 
which to predicate ownership therein growing out of his relationship with the 
Catherwood firm before the firm was dissolved. The “Three Feathers” trade-mark 
was definitely abandoned and the business with which it was connected was ter- 
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minated. There remained no business or mark to which any good-will in a trade- 
mark sense could thereafter attach. The fact that the memory of the good qualities 
of “Three Feathers’’ whiskey would be recalled long after the mark and the “Three 
Feathers” business had been abandoned, and thus add to the value of the mark 
when again used, does not change the situation. The estates of Catherwood and 
Brown passed no valid title in the involved trade-mark to Corr by the quitclaim 
conveyance, for the reason that there was no such valid trade-mark in existence. 
From the record it appears that this fact was well understood by the executors of 
the respective estates, and the instrument purporting to quitclaim any right they 
might have in the marks, as far as the issue here is concerned, was a nullity. 

Appellant’s contention that the good-will survived, irrespective of the said 
abandonment of the business and the marks, is without merit. The law is well 
established that the right to use a trade-mark as against others cannot be acquired 
by the attempted transfer of the naked mark when disassociated with the business 
with which it is used. United States Ozone Co. v. United States Ozone Co. of 
America, 19 C. C. P. A. (Patents) 1256, 58 F. (2d) 1051; Brewster-Ideal Choco- 
late Co. v. Dairy Maid Confectionery Co., 20 C. C. P. A. (Patents) 848, 62 F. (2d) 
844 [23 T.-M. Rep. 86]; Kelly Liquor Company v. National Brokerage Com- 
pany, Inc., etc., 26 C. C. P. A. (Patents) 1110, 102 F. (2d) 857; Mayer Fertilizer 
& Junk Company v. Virginia-Carolina Chemical Company, 35 App. D. C. 425; 
Macmahan Pharmacal Co. v. Denver Chemical Mfg. Co., 113 Fed. 468; Kidd v. 
Johnson, 100 U. S. 617. 


We have carefully considered the authorities cited by appellant on this phase of 
the law, and find them not to be in point. 

Yochim cannot rely, as proof of title in it, upon the attempted assignment of 
the mark to it by Corr. Corr had nothing to assign. Yochim’s earliest interstate 
use of the “Three Feathers” mark is definitely shown to be on July 5, 1936. This 
was long after the appellee and its immediate predecessors had used the mark in 
interstate commerce and had established a thriving business in the sale of “Three 
Feathers” whiskey. 

Yochim presents the argument that it has traced its title through the members 
of the Catherwood firm, which firm was deprived of the use of its mark by the advent 
of prohibition, and that since that barrier was removed, it and its predecessor Corr 
did all that was necessary to do to reclaim and re-establish the trade-mark which 
had not been abandoned. The evidence shows that the Catherwood firm closed 
its business, abandoned its mark, refused to sell its formula or the good-will of the 
business before prohibition made such action necessary, and that the members of 
the firm after it was dissolved never attempted to re-enter the business and at no 
time ever evidenced any intention of again making or selling “Three Feathers” 
whiskey. 

The record definitely discloses that for a number of months after prohibition was 
repealed, Corr made no effort to exercise his said alleged right of ownership of said 
mark and made no attempt to acquire, through the executors of the Catherwood 
and Brown estates, any interest they might have in said trade-mark until after he 
was advised that the appellee’s predecessors were using the said “Three Feathers” 
mark in interstate commerce. 
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As we see it, the principle of law announced in several cases, such as Kelly 
Liquor Company v. National Brokerage Company, Inc., etc., supra, that non-use 
during the period of prohibition would not be regarded as evidence of abandonment, 
is not involved in the instant appeal. Without regard to prohibition, the record 
before us shows a definite abandonment of the mark. 

We think the Commissioner, in a very clear decision, arrived at the right con- 
clusion, and properly held that, upon the instant record, the appellee had shown 
prior ownership and use of the involved mark and a right to registration of the same, 
and that appellant was not entitled to the registration applied for. 

The decision of the Commissioner of Patents is affirmed. 


Jackson, Judge, concurs in the conclusion. 





OLD MONK OLIVE OIL CO. v. SOUTHWESTERN COCA-COLA 
BOTTLING CO. (OLD MONK PUNCH CO., AssIGNEE, SUBSTITUTED) 


United States Court of Customs and Patent Appeals 
April 14, 1941 
Cancellation No. 3,388 


TRADE-M ARKS—CANCELLATION—“OLD MONK” ON LOGANBERRY AND GRAPE JUICES—USE AT 
TIME OF FILING PETITION. 

Where petitioner for the cancellation of the registration of the notation “Old Monk,” 
used on non-alcoholic beverages, failed to show use of the same mark on loganberry and 
grape juices at the time of filing petition, held that the petition should be denied. 

TRADE-M ARKS—CANCELLATION—PLEADING AND PRACTICE—COGNIZANCE OF Errors Not As- 
SIGNED. 

Where not restricted by statute, a court may note and consider a plain error, though 
unassigned. Therefore, the Commissioner of Patents held rightly to have considered plain 
errors in the record of a cancellation proceeding, although said errors were not assigned by 
the appellant. 


Appeal from a decision of the Commissioner of Patents in a cancellation proceed- 
ing. Affirmed. For the Commissioner’s decision, see 30 T.-M. Rep. 290. 


Edward D. Jones, of Chicago, IIl., for appellant. 
John J. Riley, of Washington, D. C., for appellee. 


LENROOT, Judge: 


This is a trade-mark cancellation proceeding wherein appellant brings before 
us for review a decision of the Commissioner of Patents which reversed a decision 
of the Examiner of Trade-Mark Interferences sustaining appellant’s petition for 
cancellation of registration No. 183,211, issued on April 22, 1924, under the pro- 
visions of the Trade-Mark Act of February 20, 1905. The mark so registered 
consists of the words “Old Monk” applied, as stated in the application, to “ginger 
ale, orange, lemon, lime, and punch, all being non-alcoholic, non-cereal, maltless 
beverages sold as soft drinks.” 
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It appears that on April 13, 1938, appellant filed in the United States Patent 
Office an application for the registration of the words “Old Monk” applied to logan- 
berry juice and grape juice. The application states that “The trade-mark has been 
continuously used and applied to said goods in applicant’s business since 1913.” 

On May 6, 1938, this application was rejected by the Examiner upon registra- 
tion No. 183,211 above referred to. On April 6, 1939, further proceedings upon 
this application were suspended pending the outcome of appellant’s said petition for 
cancellation of registration No. 183,211. 

On June 10, 1938, appellant filed, under the provisions of Section 13 of said 
Trade-Mark Act, a petition for the cancellation of said registration No. 183,211, 
alleging that it deemed itself injured by said registration; that appellee’s said regis- 
tration had been cited by the Examiner to appellant’s application for registration 
above referred to; that appellee was not entitled to the use of the mark disclosed by 
said registration because, long prior to the date of first use claimed in said registra- 
tion, appellant had commenced the use of the trade-mark consisting of the words 
“Old Monk” associated with the picture of an oid monk, for loganberry juice and 
grape juice, and that on the filing date of appellee’s said registration application, 
December 12, 1923, petitioner (appellant here) was making and had made exclusive 
sales of its said “Old Monk” loganberry juice and grape juice, and that since said 
date of December 12, 1923, petitioner has made extensive sales of its said juices, 
and has never abandoned its mark; that, by reason of the facts alleged, appellee's 
registration No. 183,211 is invalid under the confusion in trade clause of Section 5 
of said Trade-Mark Act. Allegations were also made that appellee had abandoned 
its mark, and that the goods to which the respective marks are applied are of the 
same descriptive properties. 

Appellee’s answer, while not specifically denying appellant’s general allegation 
of injury, did deny all of the specific allegations of fact set forth in appellant's 
petition. 

That a petition for cancellation must allege facts upon which injury is predicated 
is well established. Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 18 
C. C. P. A. (Patents) 1294, 49 F. (2d) 482 [21 T.-M. Rep. 382]; McIlhenny’s 
Sons v. New Iberia Extract of Tobacco Pepper Company, Ltd., 30 App. D. C. 337. 

Therefore, appellee having denied in its answer all of the allegations of fact in 
appellant’s petition, the burden was upon appellant to establish by competent 
evidence injury by the registration of the mark sought to be cancelled. 

Appellee offered no evidence. Appellant moved under rule 157 of the Rules 
of Practice of the United States Patent Office to incorporate in the instant record 
the testimony taken and certain of the exhibits introduced in 1933 in a previous 
opposition proceeding between the same parties, involving the said mark of appel- 
lant and a mark of appellee consisting of the words “Old Monk.” 

This motion was granted over the objection of appellee that the evidence re- 
ferred to in the motion was incompetent, and not properly subject to motion under 
rule 157. 

Appellant also gave notice that, at the final hearing of the cause, it would use 
as evidence an official copy of said application of appellant to register the trade-mark 
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“Old Monk” in Class 45, Beverages, non-alcoholic, Serial No. 405,218, filed 
April 13, 1938, and then pending in the Patent Office. 

This motion was treated as a motion by the Examiner of Trade-Mark Inter- 
ferences and was granted over the objection of appellee that the subject of the 
notice is immaterial, irrelevant, and incompetent for the purposes of this proceeding. 
No other evidence was offered by appellant. 

Before final hearing appellee moved to strike from the record all of the incor- 
porated evidence from the opposition hereinbefore referred to as embracing an 
unrelated issue, and as incompetent because in “direct conflict with rule 154 (a)... .” 

Also before final hearing, appellee moved that a decree pro confesso be entered 
upon the ground that no competent testimony had been introduced supporting the 
allegations of the petition for cancellation. 

The Examiner of Interferences postponed to final hearing consideration of the 
motion to strike out the evidence in the opposition proceeding, and denied appellee's 
motion for a decree pro confesso upon the ground that such a decree is directed only 
against a respondent. Further, the Examiner of Interferences stated that, treating 
appellee’s motion for a decree pro confesso as one to dismiss appellant’s petition 
for cancellation, it was denied. 

The decision of the Examiner of Interferences, following final hearing, denied 
appellee’s motion to strike out the evidence incorporated from the opposition pro- 
ceeding, and upon the merits of the controversy stated: 


The proofs here relied upon by the petitioner are deemed sufficient to establish its use 
of “Old Monk,” the mark also disclosed in the registration here sought to be cancelled, in 
connection with goods possessing the same descriptive properties as the goods of the 
respondent and as of a date prior to December 12, 1923, the filing date of the application 
maturing into the registration of the respondent. 

Accordingly, the petition for cancellation is sustained and it is recommended that 
registration No. 183,211, involved herein, be cancelled. 


Upon appeal by appellee, the Commissioner reversed the decision of the Exam- 
iner of Interferences. He stated in part in his decision as follows: 


The only evidence in the record is the testimony taken in an opposition proceeding 
between the same parties, which, for various reasons, respondent’s counsel insist was 
improperly received and should have been stricken. 

* * . 


I am clearly of the opinion that much of the testimony taken in the opposition pro- 
ceeding was relevant and material in the instant proceeding, and that there was no impro- 
priety in the granting of petitioner’s motion that it be received, nor in denying respondent's 
motion to strike. It does not necessarily follow, however, that such testimony constitutes 
proof that petitioner is injured by the registration sought to be canceled. I think it does 
prove, as held by the Examiner, that petitioner had used the mark in question “in connec- 
tion with goods possessing the same descriptive properties as the goods of the respondent 
and as of a date prior to December 12, 1923, the filing date of the application maturing 
into the registration of the respondent.” But that is not sufficient. 


* * * 


The petition was filed June 10, 1938. Petitioner’s testimony in the opposition pro- 
ceeding was taken June 19, 1933. I find no reference therein to petitioner’s use of the 
mark on grape juice; but it does appear that petitioner was then using the mark on 
loganberry juice, and had so used it since 1915. As loganberry juice unquestionably is of 
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the same descriptive properties as the goods set forth in the registration, it follows that 
if such use by petitioner may be presumed to have continued, petitioner has shown itself to 
be injured within the meaning of the statute, and the registration should be cancelled. 


The Commissioner then held that such presumption was not warranted and that 
appellant, in order to succeed, must have alleged and proved that it was using such 
mark at or about the time its petition was filed. 

In support of this holding he cited our decision in the case of Model Brassiere 
Co., Inc. v. Bromley-Shepard Co., Inc., supra, and the case of Skene v. Marinello 
Co., 50 App. D. C. 265 [11 T.-M. Rep. 110]. 

The Commissioner concluded his decision as follows: 


In the instant proceeding there is no evidence that petitioner had used its mark, upon 
any goods pleaded in the petition, for a period of five years immediately preceding the 
filing of the petition. To say that it used the mark upon such goods throughout that five- 
year period would be pure speculation. The burden was upon petitioner to prove its case 
as alleged, and in my opinion it has failed to discharge that burden. 

For the reasons stated, the decision of the Examiner of Interferences is reversed. 


Both of the Patent Office tribunals having held that appellant was the prior 
user of the trade-mark “Old Monk” upon goods of the same descriptive properties 
as the goods to which appellee applied its registered mark “Old Monk,” with which 
holding we are in agreement, the only question before us is whether the Commis- 
sioner erred in holding that appellant had not established injury by appellee’s 
registration at the time of filing its application for cancellation of said registration. 

Appellant contends: 

1. That the Commissioner erred in considering this question for the reason 
that appellee had not raised the question of injury before the Examiner of Inter- 
ferences or in its assignments of error to the Commissioner from the decision of 
the Examiner. 

2. That the record establishes that, at the time of filing its petition for cancella- 
tion, it was injured by the registration sought to be cancelled. 

Upon the first question we are clear that the Commissioner did not err in con- 
sidering the question of injury to appellant. This question was squarely put in 
issue by appellee’s answer to appellant’s petition for cancellation in its denial of all 
the specific allegations of facts in said petition. 

It is true that the Examiner of Interferences made no reference to this point in 
his decision, and that appellee’s assignment of errors in its appeal to the Commis- 
sioner does not specifically raise this question. However, we have no doubt that 
the Commissioner had the right to consider this question, it having been put in 
issue by the pleadings, irrespective of whether the question had been raised in 
appellee’s appeal. 

The record did not present a case of insufficiency of evidence, concerning which 
appellant has cited a number of cases; but, as held by the Commissioner, a case of 
an entire absence of competent and material evidence. If the Commissioner was 
correct as to this, then the question before him was one wholly of law, viz., whether 
it was necessary that appellant, in order to succeed, establish use of its trade-mark 
on or about the time its petition for cancellation was filed. 
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In as much as this question stood at the very threshold of the proceeding, and 
was put in issue by the pleadings, we are of the opinion that the Commissioner had 
the right to consider it, even though not specifically raised in appellee’s appeal from 
the decision of the Examiner of Interferences. 

Where not restricted by statute, it is the general rule that a court may note and 
consider a plain error though unassigned. Mahler v. Eby, 264 U. S. 32. We find 
nothing in the statute or the rules of the Patent Office prohibiting the Commis- 
sioner, in appeals under his jurisdiction, from noting and considering plain errors 
appearing from the record before him, although such errors are not assigned by 
the party taking an appeal. 

The next question is whether, in order for appellant to succeed, it was incum- 
bent upon it to establish use of its trade-mark upon loganberry juice or grape juice 
on or about the filing date of its petition. 

We are in agreement with the decision of the Commissioner that this is neces- 
sary. We have so held in the case of Model Brassiere Co., Inc. v. Bromley- 
Shepard Co., Inc., supra. We there stated: 


It is clear to us that there is a distinction between the proof required to show the 
statutory authority to petition for cancellation and the injury or damage which would be 
resultant from an invalid registration in a case where the petitioner claimed to be the 
owner of a valid trade-mark, and a case where he disputed the right of ownership in 
anyone. In the former it is clear that he should show such facts as would show his 
ownership and use at the time the petition was filed. In that case it would be important 
for him to allege and prove that he was making a trade-mark use of the mark at the time 
of filing the petition, since, if he was not using it at that time, it would be possible that 
he had abandoned its use altogether. 


It is true, as observed by appellant’s counsel, that the language above quoted is 
to a great extent obiter dictum in that our discussion of the proof required to show 
the statutory authority to petition for cancellation of a registered trade-mark by 
one claiming to be the owner of a valid trade-mark was not necessary to our deci- 
sion; and yet the question was whether there was a distinction between the proof 
required of a petitioner for cancellation claiming to own a valid trade-mark and the 
proof required of a petitioner who merely claimed the right to use a descriptive 
mark and disputed the right of ownership of such a mark in anyone. A majority 
of the court held that there was such distinction, and that the law in this regard 
relating to cancellation of technical trade-marks is not applicable to cancellation of 
descriptive marks. A minority of the court, while in full agreement with the views 
of the majority with reference to technical trade-marks, disagreed with the majority 
opinion upon other grounds. 

In the case of Skene v. Marinello Co., supra, the Court of Appeals of the District 
of Columbia (now the United States Court of Appeals for the District of Colum- 
bia) held that proof by a petitioner for the cancellation of a registered mark that 
she was using the mark in 1917 was not satisfactory proof that she was doing so 
a year and a half later, and the court affirmed a decision of the Commissioner deny- 
ing the petition for cancellation for lack of proof establishing injury to the petitioner 
by the registration of the mark sought to be cancelled. 
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In the case of American Cyanamid Co. v. Synthetic Nitrogen Products Corp., 
19 C. C. P. A. (Patents) 1235, 58 F. (2d) 834 [22 T.-M. Rep. 275], which in- 


volved a cancellation proceeding, after citing a number of cases we said: 


It is true, as announced in some of these cases, that damage must be shown in cancel- 
lation proceedings. But there can be no doubt that damage is established by the proof in 
this case. The appellee was using its registered mark in interstate commerce at the time 


its petition for cancellation was filed. These are sufficient facts from which damage will 
be assumed. 


There are also many decisions of the Commissioner of Patents holding that, in 
a cancellation proceeding involving a technical trade-mark, use by the petitioner of 
the mark on or about the time of filing his petition must be established. 

There is no evidence in the record showing use by appellant of its mark at any 
time within five years immediately preceding the filing of its petition, unless peti- 
tioner’s application for registration of its mark, filed April 13, 1938, is prima facie 
evidence of use of the mark by petitioner on or about that date, as contended for by 
appellant. That it would be such prima facie evidence in an opposition proceeding 
involving that application we have no doubt; but this is a cancellation proceeding, 
and appellant’s application of April 13, 1938, is not here involved. Appellee was 
in no way a party to the ex parte proceedings involving that application. 

Appellant has cited no cases supporting its contention, and we have found none. 
When the use of its mark by appellant at the time of filing its petition was put in 
issue by appellee’s answer, the burden was upon appellant to establish such use by 
competent proof. To consider appellant’s application for registration of April 13, 
1938, as supplying such proof would deprive appellee of any opportunity to cross- 
examine appellant’s representatives respecting the correctness of the recitals in said 
application. In our opinion said application stands in the same relation to this 
proceeding as would an ex parte affidavit on behalf of appellant, which obviously 
could not be properly considered over the objection of appellee. Appellee did object 
to the consideration of appellant’s April 13, 1938, application as “immaterial and 
irrelevant to the controversy involved and... . entirely incompetent as evidence 
for the purposes of this proceeding.” The notice of intention to use said applica- 
tion as evidence herein was filed by appellant under the provisions of rule 154 (e) 
of the Rules of Practice in the United States Patent Office, which provides: 


Upon notice given to the opposite party before the closing of testimony, any official 
record, and any special matter contained in a printed publication, if competent evidence and 
pertinent to the issue, may be used as evidence at the hearing. 


The Examiner of Interferences overruled appellee’s objection to the considera- 
tion of said application, stating that the application would be considered, subject 
to the provisions of said rule. 

It would seem that neither the Commissioner nor the Examiner of Interferences 
gave any consideration to said application, and it would appear from the decision 
of the Examiner of Interferences that appellant’s said application was not relied 
upon by it for any purpose. The decision of the Examiner of Interferences states: 


Petitioner here relies solely upon certain testimony taken in a prior proceeding, namely, 
Opposition No. 12,206, involving the same parties. .. . 
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The decision of the Commissioner states: 


The only evidence in the record is the testimony taken in an opposition proceeding 

between the same parties... . 

It would, therefore, seem that appellant is making a contention on this appeal 
with respect to the evidentiary value of said application for registration that was 
not urged before the Examiner of Interferences on final hearing or before the 
Commissioner. 

We would further observe that no motion was made by appellant for recon- 
sideration of the Commissioner’s decision. 

Appellant makes another contention, viz., that rejection of its 1938 application, 
upon appellee’s registration here sought to be cancelled, is sufficient proof of injury 
to appellant by appellee’s registration. That this would be true we have no doubt 
had appellant shown that it was using its mark as alleged in its petition on or about 
the time of the filing thereof; but in the absence of proper proof upon that subject 
the rejection of appellant’s mark upon appellee’s registration is immaterial. 

But one question remains for consideration. It is appellant’s contention that, 
the evidence having established that it was using its mark upon loganberry juice 
on April 13, 1933, the presumption is that such use continued until June 10, 1938, 
the filing date of appellant’s petition for cancellation. Appellant has cited no 
authorities in support of this contention and we have found none. 

It would have been easy for appellant to prove that it was using its mark at the 
time its petition for cancellation was filed, if such was the fact, and we are unable 
to understand its failure to do so. 

In these days of rapidly changing conditions in the business world we think it 
would be very unsafe to indulge a presumption that one using a trade-mark on a 
certain date was also using it five years later, where the question of the later use 
is made an issue in the case. 

It may be unfortunate for appellant to hold that it is not entitled to relief because 
of failure of proof of use of its mark at the time of filing its petition for cancellation ; 
but under the rules of evidence, and in view of the issues made by the parties, we 
cannot do otherwise than find that the Commissioner committed no error in holding 
that appellant’s petition for cancellation should be denied. 

In conclusion we would observe that no question of abandonment by appellant 
of its mark is here involved, but only the question of its use on or about the time 
of the filing of its petition for cancellation. If it was not using its mark at that time, 
it was not injured by the existence of appellee’s registration. 

For the reasons herein stated, the decision of the Commissioner is affirmed. 
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IN THE MATTER OF APPLICATION OF GENERAL PERMANENT 


WAVE CORPORATION (SALES AFFILIATES, INC., AssIcNee, 
SUBSTITUTED ) 


United States Court of Customs and Patent Appeals 
April 14, 1941 
Serial Nos. 378,781 and 378,782 


TRADE-M ARKS—REGISTRATION—“V APER MARCEL” FoR HAIR-WAVING PApDS—DESCRIPTIVE TERM. 


A mark consisting of the words “Vaper Marcel” used on hair-waving pads held descrip- 
tive of the goods and hence unregistrable. 


Appeal from a decision of the Commissioner of Patents, refusing to register 
two trade-marks. Affirmed. For the Commissioner’s decision, see 30 T.-M. 
Rep. 408. 

E. Clarkson Seward, of New York City, for appellant. 


The Solicitor W. W. Cochran and Howard S. Miller, Law Clerk, for the Patent 
Office. 


LENrRooT, Judge: 


These are appeals from decisions of the Commissioner of Patents affirming 
decisions of the Examiner of Trade-Marks rejecting two applications of appellant 
for the registration, under the provisions of the Trade-Mark Act of February 20, 
1905, as amended, of marks used by appellant for hair-waving pads. 

Application Serial No. 378,781 is for the registration of the expression “Vaper 
Marcel,” and application Serial No. 378,782 is for the registration of “an artistic 
design formed... . by the words vaper marvel,” as shown in the drawing. 

The Examiner held that the last-named application is a duplicate of appellant’s 
application Serial No. 378,781, and required an election by appellant as to which 
application should be prosecuted. This appellant declined to do. 

In view of the very close relationship between the two applications, they will 
be embraced in a single opinion, but the two appeals will be considered separately. 


AppEAL No. 4,475 


The application involved in this appeal is No. 378,781, for the registration of 
the mark “consisting of the expression ‘Vaper Marcel’ for hair-waving pads.” 
The registration was denied by the Examiner. In his statement upon the appeal 
to the Commissioner he said: 


This is in answer to an appeal from the Examiner's refusal to register to applicant, 
under the 1905 Act, the notation “Vaper Marcel” as a trade-mark for hair-waving pads. 
The ground of refusal to register is that the mark is descriptive of the goods. Hair- 
waving devices quite commonly employ vapors in the operation of waving. A “Marcel” 
is a form of hair wave. Therefore, a “Vaper Marcel” hair-waving pad is reasonably 
construed as one that assists in making a marcel by the use of vapor. 
misspelling of “vapor” is negligible. 


The phonetic 
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The words “Vapor Marcel” having been recognized as descriptive of hair wavers and 
kindred devices and have been disclaimed in registration No. 221,546, Va-Per-Marcel, 
Inc., of New York, N. Y. 


The decision of the Commissioner is brief and reads as follows: 


These are appeals from the refusal of the Examiner of Trade-Marks to register the 
notation “Vaper Marcel” as a trade-mark for hair-waving pads. Two applications are 
involved, between which the Examiner required election. Applicant traverses that require- 
ment; but, as registration was properly refused in both cases, the point becomes immaterial. 

The Examiner refused registration on the ground that the mark is descriptive of the 
goods. Applicant does not deny that its hair-waving pads are used in applying vapor 
marcels, but argues that this fact does not render the mark descriptive of the pads, “or 
of the character or quality of such goods,” within the meaning of Section 5 of the Trade- 
Mark Act of February 20, 1905, under the provisions of which act the applications were 
filed. 

I think the argument is untenable. In my opinion, the purpose for which an article 
of merchandise is intended to be used is manifestly characteristic of the article. 

The decisions are affirmed. 


We are clear that the decision of the Commissioner must be affirmed. We have 
no doubt that the expression “Vaper Marcel” is descriptive of the use to which the 
articles are put, and is barred by Section 5 of said Trade-Mark Act as being 
“descriptive .... of the character or quality” of the goods to which the mark is 
applied. 

Appellant contends that the expression “Vaper Marcel’’ is only suggestive of 
“some real or fancied function of a hair-waving pad” and is in no wise descriptive 
of appellant’s hair-waving pad. 

Appellant concedes in its application that its mark is applied to “hair-waving 
pads.” It appears that the pads to which appellant’s mark is applied carry chemi- 
cals which, upon being moistened, generate heat to cause a waving solution to 
vaporize, which vapor is utilized in producing marcel waves. 

It is obvious to us that if appellant’s merchandise is properly described as hair- 
waving pads, as appellant concedes, then the mark “Vaper Marcel” merely describes 
a particular kind of hair-waving for which the pads are used, viz., in producing 
marcel waves utilizing vapor in the process, and, therefore, such mark, when used 
upon hair-waving pads, would not indicate to purchasers the origin of such pads 
in appellant. 

If the expression ‘““Vaper Marcel” applied to hair-waving pads is not descriptive 
of the character of such pads, then the term “hair-waving” would likewise not be 
descriptive of the pads, for in each case the name applied is descriptive of use only. 
We think appellant would hardly contend that the expression “hair-waving” would 
not be a descriptive mark if applied to appellant’s pads. 

Appellant has cited a number of trade-mark cases decided by this court upon 
the subject of descriptive marks, none of which in our opinion are applicable to the 
case before us. However, we do consider the case of Walgreen Co. v. Godefroy 
Mfg. Co., 22 C. C. P. A. (Patents) 818, 74 F. (2d) 127 [25 T.-M. Rep. 23], as 
analogous in principle to the case at bar. That case involved the registrability of 
the word “Peaudouce” for use on “skin cream.” The term “Peaudouce” is a com- 
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bination of the French words “peau” and “douce,” and the combination of the words 
means “soft skin.” In concluding our opinion in that case we said: 


In view of the facts of record, we are of opinion that the trade-mark “Peaudouce” is 
merely descriptive of the intended purpose and function of the goods on which it is used, 
and is, therefore, merely descriptive of the “qualities, ingredients or characteristics” of 
such goods; that, when so used, it is not subject to exclusive trade-mark appropriation ; 
and that appellee’s registration No. 250,012 is invalid and should be cancelled. . . . 


Appellant contends that the combination of the words “Vaper Marcel” is not 
found in the dictionary. It is of course conceded that the notation ‘“vaper” means 
the same as does the word “vapor.” 

Because appellant has combined two common English words, which in com- 
bination are not found in the dictionaries, is wholly immaterial. Jn re Bailey Meter 
Company, 26 C. C. P. A. (Patents) 1136, 102 F. (2d) 843. 

Here the expression “Vaper Marcel” clearly informs purchasers of appellant’s 
pads of the use to which they are to be put. 

In the case of Winchester Repeating Arms Co. v. Peters Cartridge Company, 


30 App. D..C. 505, there was involved the registrability of the words “‘Self-Loading” 


as a trade-mark for cartridges. The court held the words to be descriptive and in 
its opinion stated: 


. . . . Moreover, it is perfectly apparent from an examination of the record that 
appellant selected these words and attempted to trade-mark them because they aptly 


informed the trade of the purpose for which its goods are made and of the use to which 
they are to be put... . 


So in the case at bar, it is clear to us that appellant selected the expression 
‘“Vaper Marcel” and attempted to trade-mark it because it “aptly informed the trade 
of the purpose for which its goods are made and of the use to which they are to 
be put.” 


We deem further discussion unnecessary. We are clear that the decision of the 
Commissioner should be affirmed. 


APPEAL No. 4,479 


As indicated in the beginning of this opinion, the only difference between the 
mark involved in this appeal and that involved in Appeal No. 4,475 is the arrange- 
ment of the expression “Vaper Marcel” in what is termed in the application an 
“artistic design.” 

In view of our holding in Appeal No. 4,475 that the expression “Vapor Marcel” 
is descriptive, it is clear that the mark involved in this appeal is not registrable. 
There is no disclaimer of the expression “Vaper Marcel” as shown in the mark 
applied for. Furthermore, we do not think one may secure the registration of a 


descriptive mark by arranging the letters in a distinctive way. That question, how- 
ever, is not before us. 


For the reasons herein stated, the decision of the Commissioner of Patents in 
each of the appeals before us, Nos. 4,475 and 4,479, is affirmed. 
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THOMAS PUBLISHING CO. v. HARVEY & HOWE, INC. 
United States Court of Customs and Patent Appeals 
May 5, 1941 
Opposition No. 17,116 


TRADE- MARKS—OPPposITION—“WHAT’s NEW IN HoME Economics” AND “INDUSTRIAL EguIP- 
MENT NeEws—WuHat’s NEw” AS MAGAZINE TITLES—NON-CONFLICTING MARKS. 

A trade-mark consisting of the words “What’s New In Home Economics” in block 
letters held not to be confusingly similar to a mark comprising the words "Industrial 
Equipment News—What’s New” in block letters, both marks being used as magazine titles. 

TRADE- MARKS—OPPOSITION—MAGAZINE ON HoME EcoNoMICS AND A MAGAZINE RELATING 
TO INDUSTRIAL EQUIPMENT—NON-COMPETING Goons. 

Even though a magazine dealing with home economics may be considered as belonging 

to the same class as one relating to industrial equipment, they are not competitive. 


Appeal from a decision of the Commissioner of Patents in a trade-mark opposi- 
tion proceeding, dismissing the opposition. Affirmed. For the Commissioner’s 
decision, see 30 T.-M. Rep. 107. 


Lester L. Sargent, of Washington, D. C., for appellant. 


Erwin W. Roemer, Milton H. Gray, c/o Gardner, Carton and Douglas, of Chicago, 
Ill., for appellee. 


Jackson, Judge: 


This is an appeal in a trade-mark opposition proceeding from a decision of the 
Commissioner of Patents affirming a decision of the Examiner of Interferences 
dismissing appellant’s notice of opposition to the registration of appellee’s composite 
trade-mark comprising the symbol “H & H” in the form of a monogram running 
completely through a disk-shaped solid background and the notation ““What’s New 
in Home Economics” in slanted block letters extending through the lower portion 
of the disk, for use upon a periodical called ““What’s New in Home Economics.” 
The decision of the Commissioner also affirmed that of the Examiner adjudging 
appellee to be entitled to the registration for which application was made. 

Appellee stated in its application, filed May 14, 1937, that it had used its mark 
on its goods since September 15, 1936. 

It appears that appellant is the owner of registration No. 332,611, issued Feb- 
ruary 18, 1936, on an application filed August 5, 1935, of the trade-mark comprising 
“Industrial Equipment News” in block letters and ““What’s New” in relatively very 
small italicized letters directly beneath the other words. The mark was used on a 
periodical published by appellant. 

Appellant is the owner of two other registrations as applied to periodicals con- 
taining the words “What’s New.” One of the registrations, No. 353,515, dated 
January 11, 1938, upon an application filed June 28, 1937, is similar in form to that 
of registration No. 332,611, except the words in block letters of the latter registra- 
tion consist of the notation “Building Products.” The other registration, No. 
369,707, dated August 1, 1939, upon an application filed March 9, 1939, consists 
of the words ““What’s New” in large italics. 
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The sole issue in the case is whether the marks of the respective parties, by 
reason of containing the words “What’s New,” are confusingly similar within the 
scope of Section 5 of the Trade-Mark Act of February 20, 1905, as amended. 

The appellant relied upon its registered marks Nos. 332,611 and 353,515. Both 
parties took testimony. The evidence of appellant disclosed that its periodical 
“Building Products—What’s New,” to which was applied the registered mark 
No. 353,515, was first published in April, 1937, and the statement in that trade- 
mark registration alleged first use of the mark to have been May 4, 1937. Since 
those dates are later than the date of appellee’s use of its mark, registration No. 
353,515 was not considered by the tribunals of the Patent Office. 

Appellant filed a petition for reconsideration and rehearing by the Commis- 
sioner, in which petition a copy of its registration No. 369,707, heretofore men- 
tioned, was made a part. One of the reasons for reconsideration advanced was that 
in applying for registration of the mark “Building Products—What’s New,” appel- 
lant had merely extended the use of the words “What’s New” appearing in the 
earlier trade-mark “Industrial Equipment News—What’s New,” and that appellant 
had the right to so extend that portion of the mark to a second magazine and, fur- 
ther, that appellant had in fact made such an extension when it applied the expres- 
sion “What’s New,” registration No. 369,707, to a third magazine. The Commis- 
sioner denied the petition without opinion. 

Among the reasons of appeal here, the decision of the Commissioner, denying 
the petition as based on the aforementioned ground, is assigned as error. With this 
reason of appeal we cannot agree. To hold with appellant would be in effect to lay 
down a principle that any insignificant words constituting part of a mark, regardless 
of prior trade-mark use as such, would be sufficient to warrant successful opposition 
to the registrability of another trade-mark utterly different, in every respect, save 
that it contains such words. Of course, as is stated in appellant’s brief, it is well 
established that one may extend his trade-mark to other goods of the same class. 
However, that was not done by appellant. A mere inspection of the earliest mark 
of appellant shows that it was not ““What’s New.” 

The evidence shows that the periodical of appellant under consideration bears 
as its title the registered trade-mark “Industrial Equipment News—What’s New.” 
It is a magazine in which appear news items and advertisements peculiar to indus- 
trial equipment, parts and materials. It is distributed to key individuals in the fields 
of industry, officials, department heads, superintendents and others in a managerial 
or executive capacity in manufacturing concerns. 

The periodical of appellee to which is applied its mark is a magazine bearing 
the title ““What’s New in Home Economics.” The title is not in the form of the 
mark sought to be registered. In that form the mark seems to be quite small and 
it appears only on the editorial page of the publication. On that page there is also 
the sub-title “A National Magazine For Home Economists.” The magazine of 
appellee relates to home economics, and contains educational articles and advertise- 
ments relating thereto. It contains recipes for cooking, advertisements for sucli 
works as “Adventures in Good Eating,” “Art in Home and Clothing,” a cook book, 
and generally, as one of appellee’s witnesses stated, it “covers primarily food, food 
equipment, products, some textile and hygiene products.” Its distribution appears 
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to be entirely in the field of home economics, to schools teaching domestic science or 
home economics, to editors, home service directors of utility companies, home 
demonstration agents, etc. 

In commenting upon the goods of the parties, the Examiner of Interferences 
stated in his decision as follows: 


The publications sold by the parties possess a specifically different trade interest, and 
as above indicated are distributed or sold in the main to persons engaged in different 
professions or fields of business. The dissimilar notations “Home Economics” and 
“Industrial Equipment” contained in the respective marks are indicative of the nature of 
the contents of the publications and it is believed that the significance of these notations 
would largely govern the selection of a person interested in obtaining a publication relating 
to either class of matter. In this connection purchasers of publications such as those of the 
parties are more discriminating than those buying goods of the kinds sold, for example, in 


grocery stores and the like. 
* * * 


It seems to the Examiner that the differences in the marks considerably predominate 
over the resemblances and are such that the marks may be used concurrently without 
reasonable likelihood of confusion, especially if the specific differences in the goods of 
the parties are also considered. 


In affirming the decision of the Examiner, the Commissioner, after setting out 
the above-quoted discussion, said in his decision: 
Considering the marks as entireties, I am constrained to agree with the Examiner’s 
conclusion. The titles of the two publications so clearly identify their subject matter that 
I am unable to believe the common descriptive phrase “What’s New,” occurring as it 
does at the beginning of applicant’s mark and at the end of opposer’s, is of sufficient 
significance to render the marks confusingly similar. 


Appellant contends that the goods of the parties possess the same descriptive 
properties in that both are trade or business magazines and that the tribunals below 
erred in failing to so find. Unquestionably, the publication of appellant is a trade 
or business magazine. It may well be doubted that the magazine of appellee is 
strictly of that character. However, assuming, without holding, that the publica- 
tions here are of the same general class, and in that respect might be held to possess 
the same descriptive properties, it is clear that they are not of interest to the same 
class of readers ; that their distribution is in widely separated fields of endeavor and 
they are not competitive in any respect. 

It has been urged by appellant that confusion should be considered likely, for 
the alleged reason that business men might mistake the origin of one publication 
for the other in placing advertisements for the sale of their wares. In our opinion 
advertising is placed in any publication only after careful consideration. One who 
advertises his wares does so only when he has satisfied his judgment that his adver- 
tising reaches the class of purchasers most likely to be interested in procuring the 
thing advertised. Advertising of new advances in the industrial arts would not 
ordinarily be placed in a magazine intended solely to attract those whose principal 
interest is in the home-making science. Therefore, even though it might be held 
that the goods of the respective parties belong to the same broad class in that they 
are both magazines, they are not, for the reasons set forth, identical and when the 
existing differences are considered in connection with the clear difference in the 
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marks we can find no reason to disagree with the decision of the Commissioner of 


Patents. See Gorham Silk Hosiery Co., Inc. v. The Narrow Fabric Co., 26 C. C. 
P. A. (Patents) 980, 102 F. (2d) 407. In our opinion no likelihood of confusion 
will result from the concurrent use of the respective trade-marks of the parties. 

Both the Examiner of Interferences and the Commissioner of Patents held that 
the second registration, No. 353,515, should not be considered for the reason that 
the trade-mark there was not in use prior to the date of use by appellee of its trade- 
mark. Under the assumption that registration No. 353,515 should have been con- 
sidered by the Patent Office tribunals we have considered the same, and we find 
that so far as the issues in this case are concerned the mark there registered is no 
different in character than that registered under No. 332,611. 

The decision of the Commissioner of Patents is affirmed. 


Lenroot, Judge, did not participate in the consideration or decision of this case. 





IN THE MATTER OF THE APPLICATION OF COHEN, GOLDMAN 
& CO., INC. 


United States Court of Customs and Patent Appeals 
May 6, 1941 
Serial No. 413,181 


TRADE- M ARKS—REGISTRATION—“BRITISH KNOCKABOUT” 
MarRKS. 


A mark consisting essentially of the words “British Knockabout Model” held to conflict 


with the words “Knockabout” and “Nockabout,” all marks being used on children’s outer 
garments. 


AND “KNOCKABOUT’—CONFLICTING 


On appeal from a decision of the Commissioner of Patents, refusing to register 
a trade-mark. Affirmed. For the Commissioner’s decision, see 30 T.-M. Rep. 496. 


William H. Pattison, of Washington, D. C., for appellant. 


The Solicitor W. W. Cochran (Howard S. Miller, of counsel), both of Washing- 
ton, D. C., for the Patent Office. 


GarreTT, Presiding Judge: 


This is an appeal from the decision of the Commissioner of Patents affirming that 
of the Examiner denying appellant’s application for the registration of a trade-mark 
“for men’s, boys’ and children’s outer garments, consisting of coats, vests, pants and 
trousers,” which mark is described in the brief for appellant as follows: 


The mark sought is a composite mark and comprises the words “British Knockabout 
Model” printed in white upon and extending diagonally across a black rectangle. White 
lines upon the rectangle define a rectangular enclosure for the aforesaid words and also 
define a larger rectangle enclosing the smaller rectangle within which the words appear. 


In the application it was stated, “Applicant disclaims the word ‘Model’ apart 
from the mark shown in the drawing.” 
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The record discloses a state of facts which has led the Solicitor for the Patent 
Office to suggest, before us, the thought that a question of this court’s jurisdiction 
may be involved. 

The application as filed, November 26, 1938, sought registration under the 
provisions of the Trade-Mark Registration Act of February 20, 1905, and alleged 
use of the mark “since September 1, 1938.” 

January 13, 1939, the Examiner rendered decision refusing the registration for 
reasons stated in the decision. January 26, 1939, applicant asked for reconsidera- 
tion. February 24, 1939, the Examiner “repeated” his refusal. Thereupon, under 
date of March 1, 1939, counsel for applicant addressed a “Letter to Office,” reading : 


Hon. Commissioner of Patents. 
Sir: 

Responsive to Office letter dated February 24, 1939: 

The undersigned will, at the proper time, amend the application, so as to bring same 
under the Act of 1920. 

The undersigned desires to know whether it is the intent of said Office letter that the 
reference citations therein mentioned, preclude registration of applicant's mark in any 
event. 


To the above the Examiner responded under date of March 18, 1939: 


Applicant is advised that the references of record preclude applicant’s registration 
under the 1920 Act. 


No amendment to the application to bring it under the 1920 Act was entered, 
and appeal was taken to the Commissioner. No errors were assigned in that appeal, 
but the statement of the Examiner made after the appeal treated it as an “appeal 
from the refusal of the Examiner to allow registration under the Act of February 
20, 1905,” and discussed it upon that basis. Also, as we understand the statement, 
he set forth reasons for refusing registration under the 1920 Act. 

In his decision the Commissioner in stating the case referred to it as an appeal 
from the refusal to register the mark under the 1905 Act, but said: 


The Examiner held that, because it includes undisclaimed geographical and descriptive 
matter, the mark is non-registrable under the Act of 1905; but, as applicant has now 
expressed its willingness to accept registration under the Act of March 19, 1920, that 
ground of refusal need not be passed upon. 

Registration was also refused on the ground that applicant’s mark is confusingly similar 
to the marks “Knockabout” and “Nockabout,” both previously registered for merchandise 
of the same descriptive properties as that set forth in the application. It must be admitted, 
as urged by counsel, that those two marks are more nearly similar to each other than is 
applicant’s mark to either; but that fact adds nothing to the registrability of applicant’s 
mark. See Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 Fed. 
(2d) 906 [26 T.-M. Rep. 481], and cases there cited. As I am const[r]ained to agree 
with the Examiner that confusion would be likely to result from the concurrent use of 
applicant’s mark and either of the registered marks, it follows that in my opinion the 
registration applied for was properly refused. 


From the foregoing it appears that, while the Commissioner deemed it unneces- 
sary to pass upon the geographical and descriptive ground of refusal stated by the 
Examiner, he did pass upon and approved the Examiner’s rejection under the 
1905 Act on the ground of confusing similarity. 
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In appealing to this court appellant stated six reasons of appeal, the fifth of 
which read: 


The Commissioner erred in refusing to allow registration of the mark under the Trade- 
Mark Act of 1905. 


In the brief before us, however, appellant stated: 


In this appeal appellant will depend upon, urge and argue errors Nos. 1 to 4, inclusive, 
as set forth in appellant’s Notice of Appeal .... to this court. 


Those four reasons of appeal, as we view them, might apply to refusals under 
either of the acts, but in view of the apparent abandonment of the fifth reason, the 
only one which mentions the 1905 Act, we have experienced difficulty in deter- 
mining just what scope appellant intended its appeal should have. 

It has been settled, however, that no appeal lies to this court from a refusal by 
the Commissioner to register a mark under the Act of 1920. U.S. Compression 
Inner Tube Co. v. Climax Rubber Co., 53 App. D. C. 370, 1923 C. D. 211 [13 T.-M. 
Rep. 380]. , 

We, therefore, treat the appeal before us as being from the refusal of registration 
under the Act of 1905 and consider it solely on that basis. We should have no 
hesitation in affirming a decision of rejection under that act on the ground of 
descriptiveness were that ground before us, but we are also in agreement with the 
holding that the mark is confusingly similar to the marks “Knockabout” and “ Nock- 
about,” previously registered to others for use on goods of the same nature, and 
that confusion as to origin would be likely to result from the concurrent use of 
applicant’s mark and either of the other previously registered marks, and so rest 
our decision on that basis. 


The decision of the Commissioner denying registration under the Act of 1905 
is affirmed. 





MISHAWAKA RUBBER AND WOOLEN MFG. CO. v. THE H. C. 
GOODMAN CO. 


United States Court of Customs and Patent Appeals 
May 5, 1941 
Opposition No. 18,133 


TRADE-MARKS—OPPOSITION—“BEL-VIEW” WITH ‘“NuRSE OxForD” ON RED PANEL, AND A RED 
BALL—NON-CONFLICTING MARKS. 


A trade-mark consisting of a red panel bearing the words “Bel-View” and “Nurse 
Oxford” with picture of a nurse’s head, held not to be confusingly similar to a mark described 
as the “representation of a circular figure or ball colored red.” 


Appeal from a decision of the Commissioner of Patents, affirming the decision 


of the Examiner in an opposition proceeding, and dismissing the notice of opposition. 
Affirmed. For the Commissioner’s decision, see 30 T.-M. Rep. 413. 


Charles R. Allen, of Washington, D. C., and Eugene M. Giles, of Chicago, IIl., for 
appellant. 
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Watts T. Estabrook, of Washington, D. C., and Warren H. F. Schmieding, of 
Columbus, Ohio, for appellee. 


GarrETT, Presiding Judge: 


This is an appeal from the decision of the Commissioner of Patents in a pro- 
ceeding which arose in the United States Patent Office wherein appellant opposed 
an application made by appellee for the registration of a trade-mark for boots and 
shoes. The decision of the Commissioner affirmed the decision of the Examiner 
of Interferences dismissing the notice of opposition filed by appellant and adjudging 
applicant “entitled to the registration for which it has made application.” 

The respective marks were described by the Examiner of Interferences as 
follows: 

The mark shown in the application here involved comprises the notation “Bel-View” 
prominently displayed within a pair of approximately circular lines in association with 
the picture of a nurse’s head and the disclaimed words “Nurse Oxford,” all upon a red 
panel. This panel, which is generally circular in form, has irregular edges, its outline 
somewhat resembling that of a wax impression seal. 

The mark here relied upon by the opposer, as described in registration No. 36,471 
pleaded by the latter, is the “representation of a circular figure or ball colored red.” 


This mark is applied in various sizes to opposer’s goods and containers therefor in the 
manner shown, for example, by Exhibits 5 to 8. 


It should be understood that appellant’s trade-mark as registered consists solely 
of a disk or ball of a reddish color. In use it sometimes is accompanied by the 
words “Ball” and “Band,” also by the notation “Ball-Band.” When so accom- 
panied, however, the words, which constitute no part of the registered mark, are 
not imposed upon the disk. Exhibits on file show that in some cases the word 
“Ball” appears to the left of the disk and the word “Band” to the right, while in 
other instances “‘Ball-Band” appears in arcuate arrangement above the disk. 

Both parties sell boots and shoes to which the respective marks are applied. 
Their goods are not identical in type, but it is not questioned that they are of the 
same descriptive properties, nor is it questioned that appellant began the use of, 
and registered, its mark many years prior to any use by appellee of its mark. The 
question to be determined, therefore, is, as stated by the Commissioner, “whether 
applicant’s mark so nearly resembles the mark of opposer as to be likely to confuse 
the public or to deceive purchasers.” 

Both tribunals below were in agreement not only as to the conclusion but in 
the reasoning upon which that conclusion was based. The Commissioner expressed 
the common view of both tribunals in the following terms: 


Their only resemblance is that in background applicant’s mark is the same color, and 
roughly the same shape, as opposer’s. This background, however, is obscured by other 
matter to such an extent that it becomes relatively insignificant. Regardless of testi- 
mony to the contrary, it is my opinion that applicant’s mark is dominated by the nurse’s 
head and the notation “Bel-View”; and I think those are the features that would impress 
the mind of the average purchaser. 

Obviously, there could be no resemblance between the marks except in appearance; 
and as they differ sufficiently in that respect to insure against any reasonable likelihood 
of confusion, the opposition was properly dismissed. 
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In appealing to this court appellant presented a large number of reasons of 
appeal, many of them being conventional in character and requiring no specific 
attention. 

The depositions of two persons connected with appellee’s company were taken 
on its behalf and certain stipulated evidence was introduced on behalf of appellant. 

It will be observed that in that part of his decision quoted, supra, the Commis- 
sioner said, “Regardless of testimony to the contrary, it is my opinion that appli- 
cant’s mark is dominated by the nurse’s head and the notation ‘Bel-View’; and | 
think those are the features that would impress the mind of the average purchaser.” 

Several of the reasons of appeal relate to this holding and constitute the subject 
matter most strongly emphasized in appellant’s brief before us. It is alleged that 
the Commissioner erred “In relying on an inspection of the marks instead of the 
probable recollection thereof by ordinary purchasers” ; “In ignoring and failing to 
give proper weight to the testimony” ; “In disregarding the testimony that the red 
color is a distinctive feature of applicant’s mark”; “In disregarding the testimony 
that the nurse’s head is not a distinctive feature,” and “In holding contrary to the 
proofs that the nurse’s head and the notation ‘Bel-View’ are the features of the 
applicant’s mark that would impress the mind of the average purchaser.” 

The meaning of appellant’s reason of appeal respecting the Commissioner’s 
holding based on “inspection of the marks instead of the probable recollection 
thereof by ordinary purchasers” is not clear tous. Probable recollection by ordinary 
purchasers is, at most, highly speculative and no testimony was offered to indicate 
what such recollection was or might be as to the marks here involved. That it is 
proper for the Commissioner and the courts to inspect contesting marks and make 
visual comparison of them as an aid in determining the likelihood of confusion is a 
rule so well established that no citation of authority need be stated in its support. 
In the case of design marks in particular such visual comparison is not only proper 
but necessary. 

The testimony alleged to have been disregarded by the Commissioner seems to 
have been certain statements made by appellee’s witnesses. We have examined that 
testimony carefully and it seems to us to have been misinterpreted by appellant and 
that appellant also may have misunderstood the precise meaning which the Commis- 
sioner intended to convey by the language quoted from his decision. 

Appellee’s witness, McGinty, testified that, prior to the adoption of the mark 
in controversy, appellee used “‘a stamp consisting of a nurse’s head in square out- 
line,” and stated that the change was made “To differentiate our product from com- 
petition and principally foreign competition.” The brief on behalf of appellant 
quoted from an answer made on cross examination by appellee’s witness Crompton 
(who stated that he was responsible for the adoption of the involved mark). “The 
nurse’s head on Exhibit ‘B’ [a shoe stamped with prior mark] gives no indication 
whatsoever as to the origin of the product,” but fails to quote the remainder of the 
answer which reads “while the name Belview on Exhibit ‘A’ [a shoe bearing the 
involved mark] has become known as the product of the H. C. Goodman Company.” 

In answer to a further cross-interrogatory Crompton said: 


Exhibit “A” by all means presents a much better reproduction of the nurse because of 
the background or border that surrounds the nurse’s head. 
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During the cross-examination of Crompton, counsel for appellant introduced 
in evidence as its Exhibit 9, a shoe bearing a mark whose outlines are somewhat 
similar to those of the involved mark but having the notation “Schiffs” instead of 
“Bel-View,” and the witness was asked a number of questions concerning that mark. 
We are unable to discern the relevancy of that testimony here, but, asuming its 
relevancy, we find nothing in it which seems to support the contention that the 
nurse’s head was regarded by appellee as not being a distinctive feature of the com- 
posite mark at issue. 

We do not find that the Commissioner ignored any testimony given respecting 
the red color being a distinctive feature, nor are we able to find any testimony which, 
fairly construed, can properly be said to be to the effect that the nurse’s head is not 
a distinctive feature. The evidence when properly analyzed seems to us to be to 
the contrary, but whatever may be the situation in that regard the nurse’s head does 
appear as a part of the mark not disclaimed, and the notation “Bel-View” also 
appears as has been described. These superimposed upon the background, although 
such background is red, create a mark which it seems to us is so distinctly different 
from the plain design disk of appellee that no confusion is likely to result. 

Incidentally, it may be said that appellant seemingly seeks to have us dissect 
the mark of appellee, and consider it piecemeal. Clearly, the mark must be con- 
sidered as an entirety. Estate of P. D. Beckwith, Inc. v. Commissioner of Patents, 
252 U. S. 538 [10 T.-M. Rep. 255] United States Gypsum Co.-v. The American 
Gypsum Co., 27 C. C. P. A. (Patents) 907, 109 F. (2d) 659. 

The following from the brief on behalf of appellee is pertinent : 


When dealing with a combination trade-mark, i.e., trade-marks including both designs 
or symbols and words, differences between the marks are accentuated by the use of the 
word portions of the marks of the respective parties. A. J. Krank Co. v. Delaware 
Cosmetics, Inc., 9 F. Supp. 110 [25 T.-M. Rep. 57]. 

Whether mere color can constitute a valid trade-mark may admit of doubt. Doubtless 
it may, if it be impressed in a particular design, as a circle, square, triangle, a cross, or a 
star. But the authorities do not go farther than this. A. Leschen & Sons Rope Co. v. 
Broderick and Bascom Rope Co., 201 U. S. 166, 171. 

In design trade-marks, consideration of likelihood of confusion must be confined to a 
comparison of the physical appearance of the marks. United States Gypsum Co. v. The 
American Gypsum Co., supra; Corning Glass Works v. Pasmantier, et al., 30 F. Supp. 
261, 44 U.S. P. Q. 205; Estate of P. D. Beckwith, Inc. v. Commissioner of Patents, supra; 
E. C. DeWitt & Co., Inc. v. Brewer & Co., Inc., 31 U. S. P. Q. 163. 


Another contention of appellant is that the Commissioner erred “In disregarding 
the appropriation by applicant of opposer’s entire mark and failing to hold that 
applicant, because of such appropriation, is not entitled to registration.” 

We think this contention is erroneous as to the alleged fact recited therein. As 
we view it, appellee did not appropriate appellant’s design and merely add to it. 
It formed a design of its own differing in detail from that of appellant and made 
additions of words to its own design. The authorities cited by appellant upon this 
phase of the case are not applicable here and need not be discussed. 

Appellant contends further that any doubt which exists should be resolved 
against appellee as a newcomer, saying, inter alia, in the concluding portion of its 
(appellant’s) brief, “Placing the stamp of approval on marks such as applicant seeks 
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to register would undoubtedly establish a precedent encouraging others to appro- 
priate opposer's mark in like manner.” We deem it sufficient to say that in this 
case we do not think there is room for any reasonable doubt. Any other cases that 
may arise will have to be decided upon the facts which they present. 

In appellant’s brief before us it is sought to raise the question as to “Bel-View” 


being a geographical term. This does not appear to have been suggested below and 
it is not referred to in the reasons of appeal. 
decline to consider it. 


We think the tribunals of the Patent Office reached the correct conclusion and 
the decision of the board is affirmed. 


Under such circumstances, we must 





IN THE MATTER OF THE APPLICATION OF RAILLEY 
CORPORATION 


United States Court of Customs and Patent Appeals 
May 5, 1941 
Serial No. 379,533 


TrRADE-MarKS—“P1In-IT-Up” on Extecrric LAMpS—REGISTRATION UNpbER 1920 Actr HELp 
EsToprpEL TO REGISTER UNDER 1905 Act. 


Appellant assignee of the registration of the words “Pin-It-Up” for electric lamps granted 
under the Act of 1920 held estopped from registering under the Act of 1905. 


Appeal from a decision of the Commissioner of Patents, refusing to register a 


trade-mark. Appeal dismissed. For the Commissioner’s decision, see 30 T.-M. 
Rep. 680. 


George E. Tew, of Washington, D. C., and Hull, West & Chilton, of Cleveland, 
Ohio, for appellant. 


The Solicitor, for the Patent Office. 
BLAND, Judge: 


The mark sought to be registered in this proceeding is “Pin-It-Up,” used on 
electric lamps. 

On November 14, 1933, Linfitt-Hunter-Ward, Inc., of Cleveland, Ohio, filed 
application in the United States Patent Office to register said mark for electric 
lighting fixture units consisting of complete wall lamps for house lighting. It 
appears from the record that registration under the Trade-Mark Act of February 
20, 1905, was refused on the ground that the mark was descriptive, whereupon the 
mark was registered under the Act of March 19, 1920, registration No. 313,519. 
In the application it was stated that the trade-mark had been used in the applicant’s 
business since on or about February, 1933, and that “The mark has been in bona 
fide use for not less than one year in interstate commerce by the applicant.” 

On July 23, 1934, Linfitt-Hunter-Ward, Inc., executed an assignment of this 
trade-mark registration certificate to the Railley Corporation, appellant herein. 
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On June 10, 1936, appellant filed its application to register said mark under 
the Trade-Mark Act of February 20, 1905, and in its application stated that it had 
continuously used and applied the mark to its goods since about April, 1933. There 
was also recited the fact that appellant was the owner of the aforesaid certificate of 
registration No. 313,519. 

The Examiner of Trade-Marks refused to register said mark under the 1905 
Act on two grounds: First, that the mark was descriptive of the goods to which 
it was applied; and second, “on the further ground that such prior registration 
under the 1920 Act [No. 313,519] estops applicant from now obtaining registration 
under the 1905 Act.” 

Appellant then appealed to the Commissioner of Patents who, on August 4, 
1939, affirmed the decision of the Examiner of Trade-Marks, on the ground that 
appellant was estopped to register the mark under the 1905 Act by reason of its 
ownership of the said 1920 registration. He also held that appellant’s assignor, 
by registering under the Act of 1920, had admitted the descriptive character of its 
mark, and that the question of descriptiveness was no longer open to argument. 

Appellant then petitioned for reconsideration, stating : 


Applicant now has two courses of action to pursue, namely: either to appeal to the 
United States Court of Customs and Patent Appeals or to cancel or disclaim the regis- 
tration under the 1920 Act and go back to the Examiner of Trade-Marks. 

If applicant should elect to cancel or disclaim the registration under the 1920 Act, the 
case would be returned to the Examiner of Trade-Marks, who would no doubt adhere to 
his original decision that the mark is descriptive and not registrable under the 1905 Act; 
in which event a second appeal to the Commissioner would be necessary... . On the other 
hand, should the Assistant Commissioner disagree with the Examiner of Trade-Marks 
in holding the mark to be descriptive, then in that event applicant could cancel or dis- 
claim the registration under the 1920 Act, and the trade-mark could be registered, as 
such a decision of the Assistant Commissioner would be binding upon the Examiner of 
Trade-Marks. It seems unfair and illogical to require applicant to cancel or disclaim 
its 1920 registration on a chance that it might obtain a registration under the 1905 Act. 


The Commissioner, upon reconsideration, wrote a supplementary decision on 
August 21, 1939, in which he disapproved of the Examiner’s rejection on the 
ground that the mark was descriptive, but affirmed his refusal to register on the 
ground of estoppel “for the reasons stated in my former decision.” The Commis- 
sioner said: 


Counsel for applicant thus seems to assume that the cancellation of applicant’s 1920 
registration would insure allowance of the present application were the mark held to be 
non-descriptive. That is a point upon which I expressly reserve judgment, leaving its 
solution in the first instance to the Examiner of Trade-Marks. 

It is my opinion, however, that applicant’s mark, while highly suggestive, is not 
objectionably descriptive of the goods to which it is applied; and the Examiner’s refusal 
to register on that ground is disapproved. His refusal to register on the ground of 
estoppel stands affirmed for the reasons stated in my former decision. 


To the extent indicated, the petition is granted. 

No appeal was taken from the decision of the Commissioner of August 4, 1939, 
or that of August 21, 1939, but before the Examiner of Trade-Marks the appellant 
sought to disclaim “its entire right, title and interest in and to registration certifi- 
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cate No. 313,519, registered in the name of Linfitt-Hunter-Ward, Inc., under the 
Act of March 19, 1920, without, however, disclaiming its ownership of the trade- 
mark ‘Pin-It-Up’ or its right to register such trade-mark under Trade-Mark 
Act of February 20, 1905, as amended.” In addition, it filed a petition to cancel 
said registration certificate No. 313,519. There were also submitted affidavits to 
the effect that the trade-mark was no longer the property or used by Linfitt-Hunter- 
Ward, Inc., and also that the mark was not used for one year, which is required by 
the statute in order for the mark to be registrable under the Act of 1920. Addi- 
tional affidavits were later filed showing that said certificate No. 313,519 “was not 
assigned to the Railley Corporation until July 23, 1934, whereas the Railley Cor- 
poration’s use of the trade-mark began in April, 1933.” 

The Examiner of Trade-Marks refused to enter the disclaimer and again stated 
that the applicant was estopped from registering its mark under the Act of 1905 
by reason of the registration of the trade-mark by its predecessor under the 1920 
Act and that “This question is res adjudicata in view of the decision of the Assistant 
Commissioner of Patents rendered herein on August 21, 1939.’”’ In his final action 
on the case he adhered to his rejection for the reason last-above stated and said that 
the decision of the Commissioner of Patents on reconsideration, August 21, 1939, 
was “no holding that the mark might be registered if the prior registration were 
cancelled.” 

Appellant thereupon filed a paper entitled “Petition to the Commissioner, July 
31, 1940,” in which it was argued that “This applicant is claiming no benefit or 
advantage by reason of such registration [313,519] and in fact disclaims the regis- 
tration and should, therefore, not be held to be estopped to deny the descriptiveness 
of the trade-mark, especially since the Assistant Commissioner has held that the 
trade-mark is not objectionably descriptive.” 

The Commissioner, in a decision dated September 5, 1940, stated that : 


The Examiner has held in effect that such disclaimer and cancellation would not 
remove the bar of estoppel upon which the instant application stands rejected, and by 
this petition applicant seeks a review and reversal of that ruling. 


The Commissioner quoted from both his prior decisions and concluded as 
follows: 


The action of the Examiner is affirmed. The petition is denied. 


On October 17, 1940, appellant filed its notice of appeal to this court. 

The Solicitor for the Patent Office raises the question as to whether or not this 
court has jurisdiction to entertain the instant appeal and argues that the last decision 
of the Commissioner is not the kind of decision from which an appeal may be taken. 
He points out that on appeal from a decision of the Examiner of Trade-Marks 
there should have been filed a notice of appeal to the Commissioner, and argues in 
effect that following such notice of appeal a statement by the Examiner is ordinarily 
made to the Commissioner. In the instant case no such statement was made, except 
when applicant originally appealed from the Examiner’s decision on December 1, 
1938. The Solicitor makes a distinction between petitions and appeals and argues, 
in substance, that, since there is nothing in the petition or in the decision of the 
Commissioner thereon to indicate that it should be treated as an appeal, and since 
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there was no statement called for, as far as the record shows, the petition to the 
Commissioner should not be regarded as an appeal to him. 

Upon this premise it is argued that the petition filed with the Commissioner 
called upon him to exercise his discretionary power only and that, like many other 
rulings of the Commissioner upon petition, no appeal to this court has been pro- 
vided for. The Solicitor, for the foregoing reasons, challenges the jurisdiction of 
this court to review the decision of the Commissioner in passing upon said petition. 

We quote the following from the petition: 


Applicant hereby petitions the Commissioner for a review of the final refusal of the 
Examiner of Trade-Marks to pass this application for publication. 
* * * 


[Reasons are here given why the Commissioner should take such action as is prayed 
for.] 


The petition concludes : 


It is respectfully requested that this petition be transmitted to the Commissioner for 
consideration. 


The decision of the Commissioner from which this alleged appeal is taken is 
headed : 
COoMMISSIONER’S DECISION, SEPTEMBER 5, 1940. 


In it, the Commissioner briefly reviews the history of the case and approves the 
action of the Examiner in holding that the disclaimer and cancellation of the 1920 
trade-mark would not remove the bar of estoppel. The decision concludes with 
the following language: 


The action of the Examiner is affirmed. The petition is denied. 


It will be noticed that the Commissioner’s decision of August 4 affirmed that 
of the Examiner holding that the appellant was estopped from registering its mark 
under the Act of 1905, and that the question of the descriptiveness of the mark was 
no longer open for argument on account of the admission made by the registration 
under the Act of 1920. The Commissioner, in considering the petition for recon- 
sideration, which in part was granted, adhered to his views regarding estoppel but 
expressly found that the mark, while highly suggestive, was not objectionably 
descriptive. 

Unquestionably, the appellant could have appealed from the Commissioner’s 
decision of August 4 or that of August 21. The present appeal was taken on 
October 17, 1940, which is, obviously, too late to bring in question either of the 
Commissioner’s decisions of August 4 or August 21. Appellant apparently aban- 
doned his right of appeal after the Commissioner’s decision of August 21, and 
sought by a petition, which is not in the nature of an appeal, to have the Commis- 
sioner exercise his discretionary authority in directing the Examiner to do a certain 
thing. 

The said petition to the Commissioner cannot be regarded as a valid appeal from 
the decision of the Examiner such as is provided for by Section 8 of the Trade- 
Mark Act of 1905 and rule 61 of the “Rules Governing the Registration of Trade- 
Marks” of the United States Patent Office. Any action taken thereon by the Com- 
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missioner is not such a decision as is provided for in Section 9 of the Trade-Mark 
Act of 1905 from which decision appeal may be taken to this court. 

Under the law relating to, and the rules of, the Patent Office, there are many 
decisions rendered by the Commissioner in patent and trade-mark matters from 
which no appeal may be taken to this court, and the alleged appeal at bar, we think, 
falls within that category. Said Section 9 of the Trade-Mark Act of 1905 provides 
that matters relating to appeals to this court in trade-mark cases shall be governed 
by the same rules of practice and procedure in every stage of the practice, so far as 
they may be applicable, as apply in patent matters. There are many decisions 
relating to patent matters dealing with the subject of what kind of decisions of the 
Commissioner are appealable, but we have found very little in any of the authorities 
relating to the same subject in trade-mark matters. It is settled, however, that a 
decision by the Commissioner refusing to renew the registration of a trade-mark 
(In re Standard Oil Company, 39 App. D. C. 491 [3 T.-M. Rep. 150]), or his 
decision relating to a registration under the Trade-Mark Act of March 19, 1920 
(United States Compression Inner Tube Co. v. Climax Rubber Co., 53 App. D. C. 
370, 290 Fed. 345 [13 T.-M. Rep. 380]), are not appealable decisions. This court 
in In re Mavrogenis, 19 C. C. P. A. (Patents) 1063, 57 F. (2d) 361, in holding 


that an appeal did not lie to this court in a decision relative to reviving an abandoned 
application said : 


We think the right to revive an abandoned application under Section 4894, supra 
[4894 Rev. Stat., 35 U. S. C. A. 37], is a matter that is left to the discretion of the 
Commissioner of Patents, and that his action, even though arbitrary and capricious, is 
not reviewable by this court. Not only does the quoted language used and the context of 
all the patent laws suggest that this was the legislative intent, but the failure of he 
Congress to expressly provide for appeals from the decision of the Commissioner of 


Patents to this court indicates that this question and others of equal importance were left 
to the sound discretion of the Commissioner. 


In In re Slate, 27 C. C. P. A. (Patents) 810, 108 F. (2d) 268, the appellant 
filed with the Commissioner of Patents a supplemental notice of appeal questioning 
the action of the Patent Office in refusing to consider certain new claims. This 
court held that the decision of the Commissioner relating to the admission of addi- 
tional claims was not one which we, by the statute, were authorized to review. 

There is nothing in the decision of the Commissioner of September 5 from which 
the instant alleged appeal is taken, that indicates that the Commissioner regarded 
the petition acted upon as an appeal authorized by the statute and the rules of the 
Patent Office, and we think the action taken by the Commissioner was such as he 
ordinarily exercises under his discretionary power from which no appeal lies to 
this court. 


The alleged appeal of appellant is dismissed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 
“Country Kist” and “Country Club.” 


Van ArsbALe, A. C.: Affirmed the action of the Examiner of Trade-Marks 
Interferences sustaining the opposition filed by The Kroger Grocery & Baking 
Company to the application of Blue Earth Canning Company for registration of 
the words “County Kist” for canned vegetables. 

The opposition was based on the prior registration and use by opposer of the 
words “Country Club” for canned vegetables. 

The Assistant Commissioner noted that the same parties had been involved in 
a prior opposition proceeding wherein The Kroger Grocery & Baking Company 
asserted the same registration of “Country Club” for canned vegetables in opposi- 
tion to the grant of registration to the Blue Earth Canning Company of the words 
“Country Kist” for identical goods. 

After referring to and quoting from the decision rendered on appeal by the 
Court of Customs and Patent Appeals in that prior opposition proceeding, The 
Kroger Grocery & Baking Company v. The Blue Earth Canning Company, 24 
C.C. P. A. 1098, 88 F. (2d) 723, 484 O. G. 745 [27 T.-M. Rep. 250], the Assistant 


Commissioner said: 


The facts of the present case differ from the facts of said previous opposition solely in 
the difference between the words “Country Kist” and “County Kist.” 

In my opinion, what was said in the decision of the Court of Customs and Patent 
Appeals .... with regard to the marks “Country Club” and “Country Kist” applies 
equally as well to the marks “Country Club” and “County Kist” involved in the present 
opposition proceeding, and there is not a sufficient difference between the words “County 
Kist” and the words “Country Kist” in either sound, appearance or significance to permit 
in this case a different ruling from the ruling made in the decision cited.’ 


“Digesto-Pep” and “Pep.” 


Van Arspace, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the notice of opposition filed by the Kellogg Company to 
the grant to Smith Brothers Drug Company of registration of the mark “Digesto- 
Pep” for goods named in the application for registration as “a preparation for the 
relief of indigestion, ulcers of the stomach, and other ailments of the stomach and 
intestines.” 

The Assistant Commissioner noted that the Examiner had based his decision 
on the proven prior use and registration by opposer of the word “Pep” for castor 
oil, and had held the goods to be of the same descriptive properties and the marks 
confusingly similar when applied to those goods. In agreeing with the holdings 
of the Examiner the Assistant Commissioner said: 


Appellant admits in its brief that castor oil is used as a medicine and cathartic; thus 
indicating its use relative to indigestion and certain conditions of the stomach and intestines. 





l. The Kroger Grocery & Baking Company v. Blue Earth Canning Company (Minnesota 


a Canning Company, Assignee, Substituted), Opp’n No. 18,642, 163 M. D. 705, March 5, 
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In my opinion the Examiner was clearly right in holding the goods involved to be goods 
of the same descriptive properties. 

On the question of confusing similarity between the mark appellant points out that 
the word “pep” is a common word having a definite dictionary meaning and therefore 
there is less likelihood of confusion than if the word were purely arbitrary and fanciful 
in character. Even so, I agree with the Examiner that considering the marks in their 


entireties their concurrent use on the respective goods would be likely to deceive pur- 
chasers and to cause confusion as to the source of origin of the goods.” 


“Borzoi” and “Pennzoil.” 


VaN ArsDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and held that the applicant, Bradford Oil Refining Company was not 
entitled to registration of a composite trade-mark consisting of the word “Borzoi” 
associated with the picture of two running Russian wolfhounds and the words 
“A Thoroughbred Lubricant” (‘“‘Lubricant” being disclaimed) for lubricating oils. 
In a joint opposition to the application for registration The Pennzoil Company of 
Los Angeles, Calif., and The Pennzoil Company of Oil City, Pa., relied upon prior 
uses and registrations of the marks “Pennzoil” and “Zoil,” separately, for lubricat- 
ing oils. The Assistant Commissioner held that the mark “Borzoi” has no common 
significance with either of the marks “Pennzoil” or “Zoil” and is not confusingly 
similar in appearance to either of them. However, he did find that the mark applied 


for is phonetically similar to the said registered marks. On this matter he had the 
following to say: 


The words “Pennzoil” and “Borzoi” are each words of two syllables. Phonetically 


their first letters, “P” and “B,” are quite similar and between their last syllables there is 
only a very slight difference. In spite of the phonetic difference between the first syllables 
of these words and the presence of this difference in the words when pronounced in their 
entirety, it is my opinion that the phonetic similarity between the words, per se, is so close 
that they are confusingly similar in that respect. This is sufficient to require the words 
to be held to so nearly resemble each other as to be likely to cause confusion and mistake 
in the mind of the public and to deceive purchasers. As stated by the Court of Custcms 
and Patent Appeals in Traders Oil Mill Co. v. Lever Brothers Company, 26 C. C. P. A. 
899, 100 F. (2d) 249, 504 O. G. 291 [29 T.-M. Rep. 163]: 


“That similarity in sound alone is sufficient to constitute confusing similarity between 
marks is well established.” 

It is noted that in the dictionary the pronunciation of the word “Borzoi,” meaning the 
Russian wolfhound, is given with accent on the first syllable. So accented, its phonetic 
similarity with the word “Zoil” is less than if the accent were placed on the last syllable 
“zoi.” However, in my opinion, irrespective of which syllable of “Borzoi” is accented, 
the phonetic similarity between the syllable “zoi” of “Borzoi” and the word “Zoil” is so 
close as to make the entire word “Borzoi” phonetically confusingly similar to the word 
“Zoil,’ so that when consideration is given to the fact that the goods to which the marks 
are applied include lubricating oil for motor cars, and to the price of such oil and the 
classes of purchasers of the oil, the marks must be held confusingly similar when applied 


to those particular goods, notwithstanding the absence of confusing similarity between 
them in appearance and significance.® 


? 


-- 


Kellogg Company v. Smith Brothers Drug Company, Opp’n No. 19,086, 163 M. D. 707, 
March 10, 1941. 


7 
3. The Pennzoil Company, a Corporation of California, The Penzotl Company, a Corpora- 
tion of Pennsylvania vy. Bradford Oil Refining Co., Opp’n No. 19,157, 163 M. D. 714, March 17, 
1941. 
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PART II 


E. I. DUPONT DE NEMOURS AND COMPANY v. SYLVANIA 
INDUSTRIAL CORPORATION 


United States Circuit Court of Appeals, Fourth Circuit 
August 16, 1941 


TRADE-MARK INFRINGEMENT—‘CELLOPHANE” FOR TRANSPARENT CELLULOSE PAPER—DESCRIP- 


TIVE TERM. 


The word “Cellophane,” used as a trade-mark for a transparent cellulose wrapping paper 


held descriptive, and hence invalid, inasmuch as both appellant and appellee, among others, 


have used it in a descriptive sense since the expiration of appellant’s patent monopoly therein, 


and it is regarded by the trade and consuming public as indicating the goods rather than 
any particular producer. 


TRADE-MARK INFRINGEMENT—SUITS—PARTIES—EFFECT OF JUDGMENT. 


Where, in a prior adjudication of the rights of appellant to the use of the word “Cello- 
phane,” appellee’s customer appeared as defendant, but appellee while not a party of record 
actually controlled the litigation to the knowledge of the other side, the court’s decision 
bound appellee as fully as if it had been a party of record. In the present case, therefore, 
appellee is now entitled to the protection of the favorable decree. 


UNFAIR CoMPETITION—SuUITS—“PasstnG Orr”—Form or NoticE—APPEAL. 
The provision of the final decree in the instant case that defendant affix his name to goods 


sold as cellophane was designed to permit use of term by appellant’s competitors in such a 
way as not to confuse the buying public. 


In equity. Action for trade-mark infringement and unfair competition. From 
a decision of the District Court, Eastern District of Virginia, dismissing the com- 
plaint, plaintiff appeals. Affirmed. 


Hugh M. Morris (J. Gordon Bohannan on the brief), of Wilmington, Del., for 
appellant. 

C. O’Conor Goolrick and Ellis W. Leavenworth (Leslie D. Taggart on the brief), 
all of New York City, for appellee. 


Soper, Circuit Judge: 


The validity of the word “cellophane” as a trade-mark indicating a kind of 
wrapping material manufactured by E. I. DuPont de Nemours and Company, a 
Delaware Corporation, is the subject matter of this suit in which Sylvania Indus- 
trial Corporation, a Virginia corporation, is charged with infringement and unfair 
competition. In answer to the bill of complaint Sylvania denied infringement and 
averred affirmatively that “cellophane” is not a trade-mark, but is a generic and 
descriptive name used by the public and the trade to indicate a kind of product 


manufactured both by plaintiff and by defendant. Going further, Sylvania averred 


that the character of “cellophane” as the descriptive name of a product was adjudi- 
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cated in DuPont Cellophane Co., Inc. v. Waxed Products Co., Inc., 2 Cir., 85 F. 
(2d) 75 [26 T.-M. Rep. 513], certiorari denied 299 U. S. 601, 304 U. S. 575, 305 
U. S. 672, in which case the plaintiff in the instant case, as successor to a wholly 
owned subsidiary, was plaintiff, and Waxed Products Company, Inc., a customer 
of Sylvania, was defendant ; and that Sylvania, being interested in the suit, employed 
counsel and defended the suit on behalf of its customer openly and to the knowledge 
of the plaintiff and the court. 

Upon these pleadings in the instant case, Sylvania moved in the District Court 
for summary judgment dismissing the complaint, in accordance with Rule 56 of 
the Federal Rules of Civil Procedure. This motion came on for hearing upon 
the pleadings and certain affidavits and other documents filed by the parties. The 
District Judge, being of opinion that the plaintiff was estopped from maintaining the 
action by the final judgment adverse to DuPont in the prior case, granted the motion 
and dismissed the suit. The propriety of this ruling is the only question on this 
appeal. That question involves the determination of (1) the basis of the court’s 
decision in the prior case, and (2) Sylvania’s connection therewith. 

In connection with the motion for summary judgment, the following facts with 
reference to the use of the term “cellophane” by Sylvania and its customers were 
established: DuPont and Sylvania are the only manufacturers of the product in 
this country. Prior to the end of 1936, Sylvania, in contracting with its customers, 
described the goods as “transparent cellulose wrapping paper.’’ Sylvania first used 
the term “cellophane” in its advertisements in December, 1936, and first used it 
on its goods in November, 1937. These uses were subsequent to the decision of the 
trial court in the prior case on May 11, 1934, and the decision of the appellate 
court therein on July 17, 1936; but Sylvania filled customers’ orders for cellophane 
with its own product from 1930 until 1933. Sylvania did not encourage the use 
of the word by the public, and uniformly advised its customers to avoid its use. 
The Waxed Products Company, defendant in the prior case, did not use the word 
on its goods or in its advertisements, but supplied customers who asked for cello- 
phane with material made by Sylvania. 

The following facts were shown with regard to Sylvania’s connection with the 
Waxed Products Company’s case. Sylvania petitioned the trial court therein for 
leave to intervene on the ground that the word “cellophane” was a descriptive name 
for its product, and that its customers could not sell it successfully without filling 
orders for cellophane, and hence Sylvania had a substantial interest in the outcome 
of the case. The District Judge held that this motion should be denied as a maiter 
of discretion, unless Sylvania would stipulate to be bound in all respects by the 
final decree. Sylvania was unwilling to make this stipulation, and intervention 
was therefore denied. But counsel who appeared for Waxed Products Company 
said in his opening statement that, although Sylvania was not willing to face the 
eventualities of the required stipulation, it did come into the case to take care of the 
defendant. Prior to the examination of the witnesses, counsel for the defendant, 
in reply to a question from counsel for DuPont, declined to say that Sylvania was 
guiding and controlling the defense, but admitted that counsel representing the 
defendant was employed by Sylvania; and in answer to questions from counsel or 
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DuPont, the President of the Waxed Products Company testified that the attorneys 
employed by Sylvania were in charge of the defense. Under these circumstances 
the District Judge made the following statement in his opinion (6 F. Supp. 859, 
862) : “It is admitted by the defendant that attorneys selected and paid by Sylvania 
Industrial Corporation, and not by defendant, are defending and guiding this suit.” 
Upon the same question, the District Judge in the pending case made the following 
finding in his memorandum opinion: “The defendant in the prior suit was the seller 
of cellophane made by the defendant in this suit, and the defendant in this suit 
selected and paid the attorneys who defended and guided that suit to the knowledge 
of the plaintiff.” 

It is not open to doubt that the DuPont Company in the prior case sought an 
adjudication that it possessed a valid trade-mark in the word “cellophane,” or that 
the suit was defended on the ground, among others, that the word, if ever a valid 
trade-mark, had become a generic name descriptive of the product. The District 
Court rejected this defense and held that “cellophane” was a valid trade-mark which 
DuPont owned and was alone entitled to use. The court said (6 F. Supp. 884) : 


The name “cellophane” characterizes a single thing coming from a single source, and is 
a valid trade-mark, even if it should be shown that the product is more emphasized than 
the producer, or that the identity of the producer was unknown. 


Accordingly, the court issued a decree which provided : 


1. That the name “cellophane” is a valid trade-mark. 

2. That plaintiff is the owner of and alone entitled to use the trade-mark “cellophane,” 
and that its goods alone can lawfully be sold under that name. 

3. That defendant has infringed the exclusive rights of the plaintiff by supplying and 
passing off in response to requests for cellophane transparent film not manufactured by 
plaintiff. 


The decree also provided that a writ of injunction should issue against Waxed 
Products Company from using the word “cellophane” in connection with any 
product not made by DuPont, and from filling orders for cellophane with any 
such product without explaining to the purchaser that the goods were not DuPont's. 

On appeal this finding as to the character of the word was reversed. The 
Circuit Court of Appeals said (85 F. (2d) 77) [26 T.-M. Rep. 515]: 


The court below made a finding that the name “characterizes a single thing coming from 
a single source, and is a valid trade-mark, even if it should be shown that the product is 
more emphasized than the producer or that the identity of the producer is unknown.” This 
finding seems to us not only not warranted by the evidence, but clearly disproved. 

.... It would have served as a useful trade-mark, at least in the beginning, if it had 
not almost immediately lost ground as such because it was employed to describe the article 
itself. Indeed, no other descriptive word was adopted. 


After reviewing the evidence as to the origin of the product, and of the descrip- 
tive word in France and its use in France and elsewhere prior to 1923, the court 


said (85 F. (2d) 78) [26 T.-M. Rep. 518]: 


It seems quite evident that the French manufacturers and their agents, as well as the 
relatively limited public that were interested in using these cellulose films before DuPont 
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entered the field, constantly employed the word “cellophane” to describe the product and 
that it was used in a generic sense from the beginning. 


The court then reviewed the evidence on the same subject after the acquisition 
of the French interests by the DuPont Company in 1923, and said (85 F. (2d) 80) 
[26 T.-M. Rep. 522] : 


The course of conduct of the complainant and its predecessors, and especially complain- 
ant’s advertising campaign, tended to make “cellophane” a generic term descriptive of the 
product rather than of its origin and, in our opinion, made it so to at least a very large 
part of the trade. 

.... The evidence we have summarized demonstrates that “cellophane” is used to desig- 
nate the cellulose product we are concerned with, far more commonly than any other term, 
and is certainly the descriptive word in general use. 

































Summarizing the whole question as to the signification of the word “cellophane,” 
the court said (85 F. (2d) 82) [26 T.-M. Rep. 526] : 


d In the present case the word “cellophane” ordinarily signifies the cellulose product we 
have been discussing and nothing more, but to certain persons it is probable that it means 
the complainant’s goods. 


| The court then held that the decree of the District Court should be modified so 
i as to conform to the following statement (85 F. (2d) 82) [26 T.-M. Rep. 526]: 


The defendant should be allowed to use the word “cellophane” unconditionally in deal- 
be ing with those to whom it means no more than the product and should be able to fill orders 
f for cellophane received from such persons either with Sylvania cellophane or any other 

cellophane. But as the complainant’s use of the word “cellophane” has had a wide 
i ‘ publicity, there may be some persons who desire DupPont “cellophane.” Accordingly, it 
' seems to us in the interest of justice that, when filling orders for cellophane, the defendant 
should state that the product sold is Sylvania “cellophane” or the cellophane of whomso- 


ever may be the maker, and need state nothing more. The defendant may likewise use 
’ the word “cellophane” in its advertisements provided it shall prefix the maker’s name as a 
: possessive. 


ere 


Notwithstanding this decision, DuPont submitted a proposed decree in which 
the District Court was asked to hold that “cellophane” is a valid trade-mark which 
DuPont owns and alone is entitled to use; but in view of the opinion of the appellate 
court, the District Court refused, and decreed as follows: 


a ocala aril 


1. That the word “cellophane” ordinarily signifies the cellulose product involved in 
this suit and nothing more, and is the descriptive word in general use to designate such 
product, although to certain persons it probably means the plaintiff’s product. 


The decree also provided that the defendant be enjoined from selling, in response 
to requests for cellophane, any product except that of DuPont, without clearly 
'® stating the name of the manufacturer. A second appeal followed in which it was 
assigned as error, among other things, that the trial court had decreed that cello- 
phane ordinarily signifies the cellulose product and nothing more, and had declined 
to decree that “cellophane” is a valid trade-mark. This decree was affirmed with- 
out opinion on February 23, 1938. 

This recital seems to show very clearly what was decided in the New York 
case. Nevertheless, DuPont contends that a careful study of the reasoning of the 
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Circuit Court of Appeals, will show that it was not necessary for the court to pass 


upon the validity of “cellophane” as a trade-mark, and that its invalidity was not 
actually adjudicated. The argument rests upon certain statements in the opinion 
of the appellate court from which the inference is drawn that in the view of the 
court the controversy involved the passing off of Sylvania’s goods for the goods oi 
DuPont, and not the infringement of the latter’s trade-mark. The court referred 
to the fact that the Waxed Products Company, having been warned by Sylvania, 
billed and labelled the goods which it sold as “cellulose,” and did not use th 
name “cellophane” except that when it received orders for cellophane, it filled them 
with its own goods. The court said (p. 76) that the case did not turn on the ques- 
tion whether cellophane was at one time more than a descriptive term, but upon what 
it meant to the public during the period covered by the suit, and that the rights of 


DuPont were based on the wrong done by the defendant, if any, in misleading cus- 
tomers as to the origin of the goods. 


In this connection the court said (85 F. (2d) 
81) [26 T.-M. Rep. 524]: 


The District Court erred in concluding that “the trade-mark ‘cellophane’ does not 
depend upon what was in the customer’s mind” and in deciding the case on the theory that 
the public understanding as to the meaning of the word was immaterial. Such a theory 
is out of accord with the essence of the law of trade-marks. The rights of the complainant 
must be based upon a wrong which the defendant has done to it by misleading customers 
as to the origin of the goods sold and thus taking away its trade. Such rights are not 
founded on a bare title to a word or symbol but on a cause of action to prevent deception. 
It, therefore, makes no difference what efforts or money the DuPont Company expended 
in order to persuade the public that “cellophane” means an article of DuPont manu- 


facture. So far as it did not succeed in actually converting the world to its gospel it can 
have no relief. 


Finally, as we have seen, the court concluded that the word “cellophane” ordi- 
narily signifies a sort of cellulose product, but probably means to certain persons the 
goods of DuPont; and hence the court, without reversing the decree below com- 
pletely, modified it by limiting the injunction in accordance with its opinion, and by 
limiting the accounting to such sales as the plaintiff might prove had been made by 
the defendant to persons who expected DuPont cellophane and got that of other 
producers. 

Our examination of these proceedings convinces us that the court did pass 
upon the validity of the trade-mark, and that it was not the intention of the court to 
restrict the final decree to the holding that Sylvania’s goods were passed off and 
sold as the goods of DuPont. It is true that the opinion suggests that something 
of this sort was probably involved in the defendant’s practice of filling orders for 
cellophane with Sylvania’s product. But such a practice itself may amount to trade- 
mark infringement, as well as unfair competition. See the authorities cited in 
the opinion of the District Court, 6 F. Supp. 885; Restatement of Torts, § 727, 
Comment B. There was, in fact, no proof that anyone had actually been misled 
by the defendant’s acts, and DuPont subsequently produced no such proof, although 
given the opportunity to do so by the accounting feature of the decree. DuPont 
was primarily interested in the establishment of the validity of its trade-mark. it 


sought, and in the first instance, obtained a favorable decree in this respect; and 
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this ruling did not stand only because the appellate court found as a fact that the 
word, whatever may have been its original significance had become descriptive in 
character and incapable of exclusive appropriation. This finding, substantially 
reproduced in the final decree, was an adjudication that destroyed the validity of 
the trade-mark ; and that the decree was so understood by DuPont is shown by its 
assignment of errors in the second appeal. See Cromwell v. County of Sac., 94 
U.-S. 351. 

The provision in the final decree that the defendant should not use the term 
“cellophane” in connection with its goods without stating the manufacturer's name 
does not conflict with this view. The probability that to some persons the term 
means a DuPont product grew out of DuPont’s long association with the goods 
and its ownership of expired patents upon the process of manufacture. The re- 
quirement that the name of the maker be affixed to the goods was far from indicating 
that the term “cellophane” was the sole property of DuPont. On the contrary, it 
was designed to permit the use of the term by competitors of DuPont in such a 
way as not to confuse the buying public. A similar restriction has been made in 
other cases with regard to the use of a term, once exclusively owned by a single 
individual, that had become public property. Singer Mfg. Co. v. June Mfg. Co., 
163 U. S. 203, 204; Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 118 [28 
T.-M. Rep. 569]. See also, Restatement of Torts, §§ 735 (1) and (2). 

DuPont contends, in the second place, that even if there has been an adverse 
adjudication upon the validity of the trade-mark, nevertheless the issue may be now 
litigated again under the rule laid down in Triplett v. Lowell, 297 U. S. 638, because 
Sylvania was not a party to the earlier case and was not bound by its decree. It is 
pointed out that Sylvania refused to intervene when offered the opportunity to do 
so upon condition that it agree to be bound in all respects by the final decree. But 
this circumstance is not decisive, although it should be taken into account in de- 
termining the extent of Sylvania’s participation in the trial. The evidence shows 
that while Sylvania did not become a party to the record, its interest in the case 
remained unabated and it actually controlled the litigation as fully as it could have 
done, if it had intervened. Its manifest interest in the use by the trade of the term 
“cellophane” to designate the goods, and its actual and avowed participation in the 
trial, fully justified the conclusion reached by the District Judge in each case, that 
Sylvania defended and guided the earlier suit to the knowledge of the plaintiff. 

The binding force of the judgment of a court upon a person not named as a 
party to the suit, but actually in control thereof to the knowledge of the other side, 
has been frequently described in the decisions of the federal courts. The under- 
lying principle is succinctly stated in Souffront v. Compagnie Des Sucreries, 217 


U.S. 475, 486, 487, as follows: 


The persons for whose benefit, to the knowledge of the court and of all the parties to 
the record, litigation is being conducted cannot, in a legal sense, be said to be strangers to 
the cause. The case is within the principle that one who prosecutes or defends a suit 
in the name of another to establish and protect his own right, or who assists in the prose- 
cution or defense of an action in aid of some interest of his own, and who does this 
openly to the knowledge of the opposing party, is as much bound by the judgment and as 
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fully entitled to avail himself of it as an estoppel against an adverse part, as he would be if 
he had been a party to the record. Lovejoy v. Murray, 3 Wall. 1. 


The Circuit Courts of Appeals have applied this principle, especially in cases in 
which the manufacturer of an article alleged to infringe a patent has undertaken to 
defend a customer when sued for infringement. It has been quite generally held 
that, while mere assistance in the defense of a case is insufficient to bind a person 
not joined as a party, participation in the trial and control of the litigation, openly 
avowed by the participant or at least known to the other side, will bind the partici- 
pant as fully as if he had been a party to the record. The rule is sound and just 
since it recognizes the real parties to the suit, and applies the established principles 
of mutuality and finality that characterize the estoppel of a judgment. See, Elliott 
Co. v. Roto Co., 2 Cir., 242 F. 941; Hanks Dental Ass’n v. International Tooth 
Crown Co., 2 Cir., 122 F. 74; Bemis Car Box Co. v. J. G. Brill Co., 3 Cir., 200 F. 
749; Jefferson Elec. Lt., Heat & Power Co. v. Westinghouse Elec. & Mfg. Co., 3 
Cir., 139 F. 385; White v. Croker, 5 Cir., 13 F. (2d) 321, 324; Beyer Co. v. Fleisch- 
mann Co., 6 Cir., 15 F. (2d) 465; Foote v. Parsons, 6 Cir., 196 F. 951; Doherty 
Research Co. v. Universal Oil Products Co., 7 Cir., 107 F. (2d) 548, 550; General 
Electric Co. v. Morgan-Gardner E. Co., 7 Cir., 168 F. 52; Cushman v. Warren- 
Scharf Asphalt Paving Co., 7 Cir., 220 F. 857; Phoenix Finance Co. v. Iowa-Wis- 
consin B. Co., 8 Cir., 115 F. (2d) 21; City of Mankato v. Barber Asphalt Paving 
Co., 8 Cir., 142 F. 329; Hy-Lo Unit & Metal Products Co. v. Remote C. Mfg. Co., 
9 Cir., 83 F. (2d) 345; Carson Inv. Co. v. Anaconda Copper Mining Co., 26 F. 
(2d) 651, 657; Rumford Chem. Wks. v. Hygienic Chem. Co., 215 U.S. 156, 157; 
Litchfield v. Goodnow, 123 U. S. 549, 550; Bigelow v. Old Dominion Copper Co., 
ae5 U.S. 201. 

The contention is made that the principle of these cases has no application here 
because Sylvania had no legally recognizable interest of its own that justified its 
participation in and control of the prior suit. It is said that Sylvania had no com- 
plicity in the passing off with which its customer was charged, and no liability to it 
as an indemnitor. But if the actualities are regarded, it is seen that little practical 
difference existed between the situation of Sylvania and that of the manufacturers 
who defended many of the patent cases referred to. Sylvania’s goods did not of 
themselves violate the alleged trade-mark, but in the hands of its customers they 
were being put to a use that amounted to infringement of the trade-mark, if it 
possessed validity. Moreover, Sylvania itself made like use of the mark after the 
final decree in the Waxed Products case, and it was of much greater importance to 
it than to its customers to establish the legality of its behavior. These were the 
considerations known to every one in the suit that led Sylvania to identify itself with 
the defense. We think that its interest in the suit was sufficient to bind it if the 
decision had been adverse, and that it is now entitled to the protection of the favor- 
able decree. Compare General Chemical Co. v. Standard Wholesale P. & A. 
W orks, 4 Cir., 101 F. (2d) 178. 

The judgment of the District Court is affirmed. 
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| AMERICAN BROADCASTING COMPANY v. THE WAHL COMPANY 
ET AL. 


United States Circuit Court of Appeals, Second Circuit 
June 18, 1941 


: TrADE-MARK INFRINGEMENT—“TAKE IT or LEAvE IT’—RapIo PROGRAM TITLE—DESCRIPTIVE 
TERM. 

The expression “Take It or Leave It,” used as the name of a quiz broadcast program, 
held descriptive and hence not a valid trade-mark, particularly as it was not affixed to any 
goods. 

TRADE-MARK INFRINGEMENT—SUITS—DIVERSITY OF CITIZENSHIP—JURISDICTION. 

In the case at issue, as mark was not registered, and there was no diversity of citizenship, 
and moreover, the second cause of action did not set forth another ground for recovery of in- 
fringement of copyright, the court had no jurisdiction. 

i UnFAIR COMPETITION—SUITS—LACK OF JURISDICTION. 
q In the case at issue, a cause of action for unfair competition held not subject to federal 
jurisdiction, though joined with suit for copyright infringement. 


In equity. Action for copyright and trade-mark infringement, and for unfair 
competition. From that portion of an order dismissing complaint as to trade-mark 
infringement and unfair competition, plaintiff appeals. Reversed, and causes of 
action dismissed for lack of jurisdiction, rather than on the merits. 


Buckley & Buckley and Russell C. Gay, both of New York City, (Russell C. Gay, 
New York City, and H. Russell Bishop, Washington, D. C., of counsel) for 
appellant. 

Coudert Brothers (Walter R. Barry and Alexis C. Coudert of counsel), all of New 
York City, for appellees. 


Before L. HAND, SWAN and Aucustus N. Hanp, Circuit Judges. 
Aucustus N. Hann, Circuit Judge: 


The amended complaint sets forth the following causes of action against the de- 
fendants: 


; (1) For infringement of complainant’s registered copyright of a quiz program used in 

radio broadcasting entitled “Double or Nothing” by broadcasting a radio program known 
as “Take It or Leave It.” 
' (2) For infringement of the common law trade-mark “Take It or Leave It” which the 
complainant was entitled to use on broadcasts under a license from the owner and had so 
used. The defendants infringed by broadcasting a program substantially similar and so 
entitled. 

(3) For unfair competition by broadcasting programs substantially similar to complain- 

ant’s program of “Double or Nothing.” 


+ OpNmennee 
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The defendants moved in the District Court to dismiss the amended complaint, 
whereupon the judge dismissed the first cause of action with leave to file an 
amended complaint within ten days and the second and third for failure to state 
any cause of action. 
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The complainant appeals from the order so far as it is dismissed the second and 
third causes of action. No appeal was taken from the order so far as it dismissed 
the first cause of action. Since leave to amend was given the order was not final 
and therefore not appealable. The questions before us are as to the propriety of 
the disposition of the second and third causes of action. 


Second Cause of Action 


The second cause of action for infringement of the trade-mark did not lie. A 
trade-mark is intended to identify the goods of the owner and to safeguard his 
good-will. The designation if employed by a person other than one whose business 
it serves to identify would be misleading. Consequently, “a right to the use of a 
trade-mark or trade-name cannot be transferred in gross.’’ Restatement Torts 
§ 755; Falk v. American West Indies Trading Co., 180 N. Y. 445; United Drug Co. 
v. Rectanus Co., 248 U. S. 90, 97 [9 T.-M. Rep. 1]. A license of a trade-mark that 
has never been connected with the business of the licensee is objectionable for the 
same reason as an assignment of a trade-mark in gross and transfers no rights. 
Lea v. New Home Sewing Machine Co., 139 F. 732 (D. C. E. D. N. Y.); 
Macmahan Pharmacal Co. v. Denver Chemical Mfg. Co., 113 F. 468, 474 (C. C. 


A. 8); Affiliated Enterprises v. Gantez, 86 F. (2d) 597 (C. C. A. 10); Seeck 


& Kade, Inc. v. Pertussin Chemical Co., 235 App. Div. 251, 252 [22 T.-M. Rep. 
285] ; Schering & Glatz, Inc. v. American Pharm. Co., Inc., 236 App. Div. 315, 317 
[25 T.-M. Rep. 319]. We doubt whether there is any right to claim a trade-mark in 
such a name as “Take It or Leave It” for a quiz broadcast program. It seems to 
have been a mere descriptive title and not to have been affixed to any goods. 
Furthermore, as the trade-mark was not registered, the cause of action for infringe- 
ment was dependent on diversity of citizenship between the complainant and all the 
defendants, which was here lacking, unless it can be said that the allegations of the 
second cause of action only set forth another ground for assertion of the right to 
recover for infringement of copyright. But the doctrine enunciated in Hurn v. 
Oursler, 289 U. S. 238 [23 T.-M. Rep. 267], under which the jurisdiction of the 


District Court might be sustained, does not apply. The suit upon the trade-mark 


does not set forth merely a new ground for recovering damages in connection with 
copyright infringement. The mere use of the so-called trade-mark “Take It or 
Leave It” is no additional ground of copyright infringement, nor is that trade-mark 
shown to have been in any way connected with the copyrighted program of “Double 
or Nothing,” for it was not used by the complainant until four months after the 


latter had broadcast the program “Double or Nothing.’ Although the complain- 


ant’s program of “Take It or Leave It” may have been similar to “Double or Noth- 
ing,” the former, so far as appears, was never copyrighted and the trade-mark “Take 
It or Leave It” was only used in connection with the uncopyrighted program. The 
case, therefore, falls within the second branch of the decision in Hurn v. Oursler, 
where the court held that a cause of action for unfair competition with an uncopy- 


righted publication was not subject to federal jurisdiction though joined with a suit 
for infringement of a copyright. 
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Therefore, while the suit for infringement of the trade-mark cannot be supported 
on the merits because of an attempted license in gross, it must primarily fail because 
there has been no allegation of diversity of citizenship sufficient to justify invoking 
the jurisdiction of the United States District Court. 


Third Cause of Action 


The third cause of action for unfair competition is based upon the alleged loss by 
the complainant of a contract with the Brown and Williamson Tobacco Company 
from which it would have made $240,500 because the latter company would not 
broadcast complainant’s program of “Double or Nothing” owing to the broadcasting 
by defendants of the substantially similar program of “Take It or Leave It.” This 
appears to be in some respects an attempt to recover special items of damage aris- 
ing through infringement of the registered copyright. Thus viewed, it would add 
nothing to the first cause of action wherein damages are sought for exactly the 
same amount as in the third. On the other hand, it cannot be sustained as asserting 
a separate ground of recovery upon the same “operative facts” that are alleged in 
the first cause of action with the rule laid down in the first branch of the decision of 
Hurn v. Oursler, 289 U. S. 238, supra. If the allegations of the third cause of 
action be read literally they are found to contain no statement that the complainant 
has copyrighted a program entitled “Double or Nothing.” Such an allegation 
only occurs in paragraph third of the first cause of action and is not incorporated 
by reference in the third cause of action. Treated as a claim based upon an inde- 
pendent tort, the third cause of action must fail for lack of jurisdiction, diversity of 
citizenship being lacking. Lewis v. Vendome Bags, Inc., 108 F. (2d) 16 [30 T.-M. 
Rep. 217.] 

We regard the third cause of action either as one to recover special damages for 
the copyright infringement already alleged in the first cause of action, or as one 
entirely disassociated with the copyright over which the federal courts would have 
no jurisdiction. Because of the futile duplicity in pleading involved in regarding 
the third cause of action as only alleging special damages for infringement of copy- 
right we shall read the claim literally and treat it as alleging either unfair com- 
petition or appropriation of the complainant’s literary property. Upon this assump- 
tion we need not discuss the merits since the lack of diverse citizenship left the court 
without jurisdiction. 

The question remains whether an appeal will lie from the order dismissing the 
third cause of action. We think it will for the reasons given in Collins v. Metro- 
Goldwin Pictures Corp., 106 F. (2d) 83 (C.C. A. 2). 

The order dismissing the second and third causes of action is reversed and each 
cause of action dismissed for lack of jurisdiction of the District Court, instead of 
on the merits. 
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PECHEUR LOZENGE CO., INC. v. NATIONAL CANDY COMPANY, INC. 
United States Circuit Court of Appeals, Third Circuit 
June 30, 1941 


TRADE-M AaRKS—ABANDONMENT. 
The mere discontinuance of use of a wrapper for seven years after six months’ use held 
not to amount to abandonment, as this requires either manifest intention to abandon, or dis- 


appearance of significance in the minds of the public. 
TrapvE-Mark INFRINGEMENT—CRITERION. 


To prove infringement it is not necessary to show that customers have actually been 
deceived, but that there is a reasonable likelihood of such deception. 


TRADE-MARK INFRINGEMENT—“CASH RoLL”—AaANp “Pay Rott” oN CANDY—FEATURES CoM- 
MON TO TRADE. 


Inasmuch as candy lozenges wrapped in cylindrical rolls are common to the trade, and 
defendant’s use of word “Cash” is of long standing, latter’s use of “Cash Roll” and facsimiles 


of coins on candy rolls held not to infringe plaintiff's use of “Pay Roll” on similar candy 
wrappers. 


In equity. Appeal from District Court, District of New Jersey. Action for 
trade-mark infringement and unfair competition. From decree for plaintiff, de- 
fendant appeals. Reversed. For decision below, see 31 T.-M. Rep. 56. 


McDermott, Enright & Carpenter, of Jersey City, N. J., for appellant. 


Henry Plate, of Hoboken, N. J., Morgan & Lockwood, of New York City, for 
appellee. . 


Before CLarK, JoNEs and Goopricu, Circuit Judges. 


CiarK, Circuit Judge: 


The action below is one for trade-mark infringement or, more accurately and in 
the descriptive phrase of the English judges, “passing off.” The parties are candy 
manufacturers. Both of them make cheap sugar lozenges of the size and appearance 
of a one-cent piece. Defendant was the first (1908) to adopt this form of lozenge 
but until 1936 sold them in bulk, so many for a penny. The plaintiff, on the other 
hand, from the commencement of its business in 1916 has continuously sold its 
lozenges packed in cylindrical rolls of fifteen candies toa roll. The wrapper (trans- 
parent wax paper or cellophane) for these rolls from the beginning emphasized a 
monetary theme. In its design it endlessly reiterated the fancy phrase “Pay Roll” 
and combined it with facsimiles of small coins decorated with the heads of Presidents, 
the familiar buffalo, etc. In so doing, it seemed to be following defendant’s lead in 
capitalizing a child’s desire “to play with grown-up things.” These wrappers, eight 
in number, differed in detail, but the Midas touch aforementioned predominated in 
all of them. 

The color scheme of all but one of the wrappers is red and blue. That one was 
used for six months in 1934 and on it the “coins” are in light lemon yellow. It is 
suggested that this color proved impractical as a matter of lithographing. Inasmuch 
as two years later, the defendant’s wrappers show coins of an even brighter yellow, 
this explanation seems a little doubtful. There seems to be some confusion in the 
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learned District Judge’s opinion about this yellow wrapper. It is true that it was 
discontinued. 

We question, however, whether such discontinuance amounted to an abandon- 
ment. The latter requires either a manifested intention to abandon or the disappear- 
ance of significance in the minds of the public. Besides this difference in color, 
there is only one other important difference between the wrappers. Instead of the 
word “Pay” before “Roll,” the defendant uses the word “Cash.” 

The march of time has enhanced the value of what was originally the symbol 
of the guild craftsmen. Modern conditions preclude knowledge of individual skill. 
Modern advertising associates previous satisfaction with a particular symbol. So 
the trade-mark or name becomes a guarantee of quality. A leading authority 
emphasized this : 


The true functions of the trade-mark are, then, to identify a product as satisfactory and 
thereby to stimulate further purchases by the consuming public. The fact that through his 
trade-mark the manufacturer or importer may “reach over the shoulder of the retailer” and 
across the latter’s counter straight to the consumer cannot be over-emphasized, for therein 
lies the key to any effective scheme of trade-mark protection. To describe a trade-mark 
merely as a symbol of good will, without recognizing in it an agency for the actual creation 
and perpetuation of good will, ignores the most potent aspect of the nature of a trade-mark 
and that phase most in need of protection. .. The mark actually sells the goods. . . Schechter, 
The Rational Basis of Trade-Mark Protection, 40 Harvard Law Review 813, 818-819.? 


There is no great divergence as to governing legal principles. It is agreed that 
we need look only for probability of deception or the reasonable likelihood of mis- 
leading potential customers. As an English case puts it: 


Now I say in this case if one man will use a label similar to the label of another—or will 
use a label resembling it, he must use it under such circumstances and with such sufficient 
precaution that the reasonable probability of error shall be avoided, notwithstanding the 
want of care and caution which is so commonly exhibited in the course of human affairs. 


Lord O’ Hagen, Singer Co. v. Wilson, L. R. 3 A. C. 395.8 


This probability or likelihood may take account of the kind of customer. This 
also has been stressed by the English judges: 


The goods in question are made up in penny packets. The poorer classes who buy this 
class of goods do not seem to distinguish the goods by the label but by the general appear- 
ance which the articles present. Lord Gorell, speaking for the House of Lords, in William 
Edge & Sons v. William Nichols & Sons, Ltd., 28 P. L. R. 582. 


The test is one of similarity not of identity : 


It is not necessary to show that customers have actually been deceived by the alleged 
infringement, it is enough that there is a reasonable likelihood of deception. In determin- 
ing the probability of deception, similarity and not identity is the test. Handler and 


1. See Nims, Unfair Competition and Trade-Marks (3d ed.) § 408; Derenberg, Trade-Mark 
Protection and Unfair Trading § 52; Trade-Marks—Abandonment—Requirements For, 22 
Minnesota Law Review 750 (note); Abandonment As a Defense in Trade-Mark and Unfair 
Competition Cases, 30 Columbia Law Review 695 (note). 

2. Cf. Grismore, Fraudulent Intent in Trade-Mark Case, 27 Michigan Law Review 857. 

3. Quoted by Meredith, Master of the Rolls (Ireland), in Hennessey & Co. v. Keating, 24 
P. L. R. 485. 
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Pickett, Trade-Marks and Trade-Names—An Analysis and Synthesis, 30 Columbia Law 
Review 759, 777. 


The color is not determinative: 


... It would not be giving the complainant a monopoly of yellow to restrain the sale of 
a particular yellow package, where, in addition to the color, a number of other elements, 
each differing more or less from its analogue in complainant’s package, had been so collated 
together as to produce a general appearance calculated to delude the unwary purchaser. 
N. K. Fairbank Co. v. R. W. Bell Manuf’'g Co., 77 F. 869, 876.4 


and finally, neither, is a side by side comparison. We quote for the third and 
last time from our legal progenitors : 


It is hardly necessary to say that in order to entitle a party to relief it is by no means 
necessary that there shall be absolute identity. What degree of resemblance is necessary 
is from the nature of things a matter incapable of definition a priori. All that courts of 
justice can do is to say that no trader can adopt a trade-mark so resembling that of a 
rival as that ordinary purchasers with ordinary caution are likely to be misled. It would be 
a mistake, however, to suppose that the resemblance must be such as would deceive persons 
who should see the two marks placed side by side. The rule so restricted would be of no 
practical use. Lord Cranworth, Siezo v. Probyade, L. R. 1 Ch. 196. 


The members of the Court are not in accord in the application of these principles 
to the case at bar. The majority feel that greater emphasis should be given to these 
two facts. Inexpensive candy lozenges wrapped in cylindrical rolls are a common 
item in the candy trade. Defendant’s use of the term “Cash” is of long standing. 

The writer of this opinion, on the other hand, thinks it wise to adopt for this 


class of cases what might be called the Draconian rule enunciated by Judge Learned 
Hand. He said: 


In choosing an arbitrary trade-name, there was no reason whatever why they should 
have selected one which bore so much resemblance to the plaintiff’s ; and in such cases any 
possible doubt of the likelihood of damages should be resolved in favor of the plaintiff. Of 
course, the burden of proof always rests upon the moving party, but having shown the adop- 
tion of a similar trade-name, arbitrary in character, I cannot see why speculation as to the 
chance that it will cause confusion should be at the expense of the man first in the field. 
He has the right to insist that others in making up their arbitrary names should so certainly 
keep away from his customers as to raise no question. Lambert Pharmacal Co. v. Bolton 
Chemical Corporation, 219 F. 325. [5 T.-M. Rep. 28].5 


The primary theme of both wrappers is one of scattered coins. The word appro- 
priate to that theme should clearly have a monetary connotation. Plaintiff has 
chosen ‘‘Pay.” Defendant has not taken much advantage of an opportunity “limited 
only by phonetics and its own imagination.”” On the contrary, it has selected the 
most closely related syllable word in the language. And it has not troubled to change 
the second word of the phrase‘ or to incorporate in its wrapper any other difference 


4. Hopkins, Trade-Marks, Trade-Names and Unfair Competition (4th ed.) § 116; Deren- 
berg, Trade-Mark Protection and Unfair Trading, 302. 
5. Cf. Unfair Competition—Trade-Marks—Descriptive Words, 2 Brooklyn Law Review, 
296. 

6. Rubyette Co. v. Vineland Products Co., 48 F. (2d) 288. 

7. Cases passing upon more than one word trade-names are collected in Nims, Unfair Com- 
petition and Trade-Marks (3d ed.) pp. 145-146; Trade-Mark Reporter Digest, Vols. 1-15, pp. 217- 
221; 302-303; Trade-Mark Reporter Digest, Vols. 15-26, pp. 236-237; 293- 303. 
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except possibly* the color of the coins. Accordingly, it would seem to me that there 
is no room even for the speculation spoken of by Judge Hand. Particularly is that 
so as the grubby fingers of prospective purchasers in the case at bar are not apt to 
pick and choose with much discrimination. 

Judge Jones and Judge Goodrich vote to reverse the decree of the district court 
and it is accordingly reversed. 





BLACK & YATES, INC. et at. vv. MAHOGANY ASSOCIATION, INC., 
ET AL. 


United States Circuit Court of Appeals, Third Circuit 
June 30, 1941 


TRADE-MARKS—DESCRIPTIVE TERMS—SECONDARY MEANING. 
A high degree of proof is necessary to establish secondary meaning in a descriptive term. 
UnFair CoMPETITION—“PHILIPPINE MAHOGANY’—DISPARAGEMENT OF COMPETITORS. 
Defendants by issuing written and oral statements that plaintiff, a dealer in “Philippine 
Mahogany,” was unethical and guilty of deceiving the public and of unfair competition in 
selling its goods under such name, held to have falsely disparaged plaintiff’s business in the 
absence of a court condemnation of said practices ; and the decision of the lower court dimissing 
the complaint was reversed. 


In equity. Action for unfair competition. Appeal from the District Court, 
District of Delaware. From an order dismissing the complaint, plaintiff appeals. 
Reversed. 


Nims and Verdi, of New York City, and Hugh M. Morris, of Wilmington, Del., 
for appellants. 


Wm. P. McCool, of New York City, Logan & Duffy, of Wilmington, Del., and 
J. Montgomery Foster, of Philadelphia, Pa., for appellees. 


Before Maris, CLarK and GoopricH, Circuit Judges. 
CLaRK, Circuit Judge: 


The learned district judge seems to us to have been influenced by his solution of 
an issue that did not happen to be before him. The parties are the protagonists in a 
fifteen-year battle." The contest began with botany and is ending with geography. 
The three plaintiffs sell a hardwood which grows in the Philippine Islands and to 
which they have added the designation “mahogany.” The defendants are an associa- 
tion and the members thereof which and who claim to be the true prophets of mahog- 
any. They base that claim on certain botanical considerations with which the 
Federal Trade Commission and the courts at first (1927 and 1928) agreed.*»* After 


8. See footnote 1 above. 
1. Black & Yates, Inc., et al. vy. Mahogany Association, 34 F. Supp. 450. 
2. Indiana Quartered Oak Co. v. Federal Trade Commission, 26 F. (2d) 340 (1928) [18 
T.-M. Rep. 423]. 

3. According to the botanists, mahogany is produced only by the genera Swietenia of the 
Meliaceae family, no specimen of which grows in the Philippine Islands. Wright, Handbook of 


~ 
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that original agreement, however, the statutory body vested with jurisdiction 
abandoned botany for geography. It approved (1931) a stipulation which reads : 


Respondent hereby stipulates and agrees that in its sale, description, and advertisement of 
the wood of the Philippine Islands, which it has heretofore designated and described as 
“Philippine Mahogany” and articles of commerce made therewith, it will not employ the 
word “mahogany” in connection with the sale of said wood without the modifying term 
“Philippine.” Gillespie Furniture Co., 15 F. T. C. Decisions 444. 


As the Federal Trade Commission had changed its mind, the enforcing Circuit 
Court of Appeals was compelled to do likewise and so modified its original decree.‘ 
Thereafter a 1934 decision in the United States Supreme Court occasioned still 
further irresolution on the part of the Commission. That case® prescribed a high 
degree of proof as essential to the acquisition of a “secondary” trade meaning.® In 
obedience to the ratio decidendi of this California White Pine holding, the Federal 
Trade Commission was constrained to and did reopen the controversy for the second 


time. The reopening, of course, took the form of a call for a further evidential 
interpretation of the term “Philippine Mahogany.” 


At this point, the defendant association indulged itself in a bit of forecasting. It 
did not wait for the revised decision—it attempted a preview. It is of the nature oi 
its anticipation that the plaintiffs now complain. It consists of statements (both oral 
and written) which were based on the assumption that Philippine Mahogany had not 
acquired a secondary meaning and which were widely circulated in the hardwood 


trade. From the assumption it followed, to quote typical assertions of the defend- 
ants, that: 


(1) “Philippine mahogany is a substitute, is not a mahogany wood, is a misnomer, is in 
no way related to mahogany, is an inferior wood and not comparable to mahogany, has none 


of the qualifications of mahogany and will not stand up, is a counterfeit, a substitute and a 
fraud.” 


(2) “A dealer is unethical who sells Philippine mahogany under that name.” 

(3) “To sell Philippine mahogany under that name deceives the public.” 

(4) “To sell Philippine mahogany is unfair competition.” 

(5) “In the case pending before the Federal Trade Commission it is expected that the 
Commission will rule that the name ‘mahogany’ cannot be applied to any of these Philippine 
woods.” 

Plaintiffs’ Bill of Particulars, paragraphs a, b, f. i, r, d. e, s, and u. Appendix to 
plaintiffs’-appellants’ brief, pp. 33-34. 


It is conceded, as it must, that these statements are disparaging. They reflect 
seriously upon the plaintiffs’ property and business practice; and falsely so, unless 


the Philippines, p. 122 et seq.; Williams, United States and the Philippines, p. 300; Lamb, The 
Mahogany Book (3d ed.) published by the Mahogany Association, Inc.; The ys ont of Philip- 
pine Mahogany (pamphlet), Philippine Mahogany (pamphlet), both published by the Philippine 
Mahogany Manufacturers’ Import Assn.; Stately Mahogany, A Condensed Reprint of Four 
Radio Talks Broadcasted from Station WEAF, New York City. 

4. Indiana Quartered Oak Co. v. Federal Trade Cxmiaion. 58 F. (2d) 182 (1932). 

5. Federal Trade Commission v. Algoma Lumber Co., 291 U. S. 67. 

6. For discussion of secondary meaning, see: Nims, Unfair Competition and Trade-Marks 
(3d ed. 1929), §§ 36-42; Derenberg, Trade-Mark Protection and Unfair Trading, §§ 28-32; 63 
C. J. 393-396; Equity; Unfair Competition; The Shredded Wheat Case, 24 Cornell Law Quar- 


terly 255; Unfair Competition—Trade-Name—Distinction Between Description and Secondary 
Meaning, 23 Washington University Law Quarterly 138. 
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and until such reflection is sanctioned by a court’s condemnation. The learned district 
judge unconsciously influenced, as we think, by his own disapproval of the practice 
and by his confidence that the courts will ultimately share his view—as well they 
may—dismissed the bill. He placed the refusal to enjoin the continuance of the 
uncomplimentary references on what we deem to be an obsolete conception of the 
law. The case’ relied on is of doubtful application and was decided in 1886. We 
believe that the law has developed since that time. 

The right of action for disparagement of property was slow in developing at 
common law. The early cases took a Shakesperian view.® So they lagged be- 
hind the analogous attack on personality by way of defamation, although an attack 
on what a man owns and sells would seem to be just as injurious as an attack on 
what he is. As one might expect, the classic exposition is by Professor Jeremiah 
Smith. After the courts crystallized the tort’® certain elements remained uncertain. 
There was not entire agreement on two points, the always technical and confusing 
conception of malice and the matter of special damage. The learned professor takes 
the position that in disparagement of quality the rival competitor is not entitled 
to the qualified privilege of the rival claimant for title and so malice need not be 
shown in forfeiture thereof." The same view seems implicit in the Restatement of 
Torts” and it is interesting to observe that the more modern codes of business ethics 
follow the French and German law in proscribing all forms of truthful disparage- 
ment.” It may be that allegation and proof of special damage is necessary for a 
common law recovery,” although even here one notices a relaxation” particularly 
where the trade libel includes assertions of unethical business conduct.** The very 
purpose of the equitable remedy indicates that there is no need for applying any such 








7. Francis v. Flinn, 118 U. S. 385. 
8. ‘Who steals my purse steals trash; .. . 
But he that filches from me my good name 
Robs me of that which not enriches him 
And makes me poor indeed.” 
—Othello, Act III, Scene 3. 


9. Smith, Disparagement of Property, 13 Columbia Law Review 13, 121. 

10. “...Itis probably still true that unfair competition is a tort of that type where defendant 
has injured the plaintiff through the medium of the minds or influenced conduct of third persons.” 

Unfair Competition: Property Rights As the Basis of Action, 12 Cornell Law Quarterly 416, 
418 (note). 

11. Smith, Disparagement of Property, above cited, p. 139. He says: “But, on the other 
hand, a competing trader’s omission to disparage the quality of his rival’s goods does not involve 
the loss of his title to his own goods. By disparaging the quality of his rival’s goods he may be 
enabled to sell his own goods to better advantage. But the possibility of his enjoying this benefit 
does not furnish a sufficient reason why the law should confer upon him prima facie protection 
in uttering disparaging statements, which turn out to be untrue in fact and which cause damage.” 
P. 142. 

12. Restatement of Torts (1938), §§ 626, 628; Cf. Bower, Code of Actionable Defamation 
(2d ed. 1928), pp. 134-135. 

13. Annales de la Propriet, Industrielle (Annales) 1878, 331; Gesetz gegen den unlauteres 
Wettbewerb, Reichsgesetzblatt (1909) 409; Cf. Isolfeu v. Wanner Cour d’ Appel, Paris, 1934, 
Annales, 1934, 227, discussed in Alexandroff, Concurrence Deloyale (1935) No. 616-618; Reichs- 
gericht II. Z. S. of January 5, 1938, MW 38, 142, 144. 

14. Smith, Disparagement of Property, above cited. 

15. Handler, Unfair Competition, 21 Jowa Law Review 175, 199. 

16. Torts: Corporations: Libel: Disparagement of Product or Business Methods, 13 Cornell 
Law Quarterly 136 (note). 
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rigid rule to that side of the court.” In the case at bar, however, the learned court 
acted at a stage in the proceedings whereat such considerations are not before us. 
In dismissing the complaint, he takes two allegations as true and so is bound by the 
assertions of malice and loss of sales in paragraphs 29 and 32." 

If the common law has been the tortoise, equity assuredly has been the hare. 
This is the more surprising because equity came into existence for the exactly opposite 
reason. As one might also expect, the leading article on the judicial slothfulness in 
this field has been penned by another Harvard Law School professor. The learned 
Dean pulverizes the precedents and ends with the often quoted: 


..« Most of the cases that grant relief speak strongly of the injustice that must result 
from denial of jurisdiction in these cases. In substance the traditional doctrine puts any- 
one’s business at the mercy of any insolvent malicious defamer who has sufficient imagina- 
tion to lay out a skillful campaign of extortion. So long as denial of relief in such cases 
rests on no stronger basis than authority, our courts are sure to find a way out. Pound, 


Equitable Relief Against Defamation and Injuries to Personality, 29 Harvard Law Review 
640, 668. 


In view of this critic’s eminence, it is not necessary to add much to this demolition 
of the reasons advanced for the Chancellor’s hesitations. Later commentators have 
discussed them and have greeted with enthusiasm each decision which edges away 
from the traditional doctrine of negation.” The irrelevance of “free speech” and 
of “a libel is for a jury” are patent. Freedom of discussion of public issues does 
not demand lack of “previous restraint” for injury to private individuals. Dis- 
paragement of goods presents no confusing or complicated matter of personality 
requiring the sympathetic attention of one’s peers. 

We are quite willing to repudiate the “waning doctrine that equity will not 
restrain the trade libel.”” We are further willing to do so directly and without hid- 
ing behind the other equitable principles put forward in some of the cases.” In so 
doing we may well repeat the words of a leading writer : 


17. Trade Regulation—Remedy for “Disparagement” Amounting to Less Than Falsehood, 
40 Columbia Law Review 341, 342-343 (note). 

18. “On information and belief, defendants have made the false, misleading and disparaging 
statements, claims and representations hereinabove alleged deliberately and maliciously with 
knowledge of the fact that such statements, claims and representations are not true and that they 
are contrary to the findings of the Federal Trade Commission with respect to the matters involved 
in the proceedings in which the defendant Association participated as above alleged and defendants 
have made such statements, claims and representations with intent to injure and to impair the 
credit and to destroy the competition furnished by plaintiffs, and all other dealers in Philippine 
mahogany.” Complaint, Paragraph 29, Appendix to Plaintiffs-Appellants brief, pp. 11-12. 

“As a result of the unfair and unlawful competition and in violation of the anti-trust laws as 
above alleged, the reputation and good will of the plaintiffs have suffered loss and damage and 
plaintiffs have been injured in their business and property and have lost sales to which they were 
justly entitled.” Complaint, Paragraph 32, Appendix to Plaintiffs-Appellants brief, p. 12. 

19. Nims, Unfair Competition by False Statements or Disparagement, 19 Cornell Law Quar- 
terly 63; Price-Maintenance Practices as “Unfair Methods of Competition” Under the Federal 
Trade Commission Act, 75 University of Pennsylvania Law Review 248 (note) ; Trade-Regula- 
tion—Remedy for “Disparagement” Amounting to Less Than Falsehood, 40 Columbia Law Re- 
view 341 (note) ; Has Equity Jurisdiction to Enjoin Publication of a Libel?, 12 Jowa Law Re- 
view 77; Disparagement of Goods as Trade Libel, 6 North Carolina Law Review 72 (note). 

20. Trade Regulation—Remedy for “Disparagement’” Amounting to Less Than Falsehood, 40 
Columbia Law Review 341 (note), above cited. 

21. These are breach of trust, coercion, boycott, or “plan and scheme” and “conspiracy,” such 
as is alleged in paragraphs 30 and 31 of the complaint in the case at bar. 
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What does it really matter whether old customers are induced not to carry out their 
obligations or new customers are persuaded by unfair means not to enter into contractural 
relations? One practice is as unfair as the other, and in both cases the growth and 
success of the plaintiff's business are seriously affected. Derenberg, Trade-Mark Protec- 
tion and Unfair Trading, p. 143.°* 


Furthermore, we are satisfied that we have ample support in the better reasoned 
cases.~ 

The views just expressed make it unnecessary for us to elaborate upon plaintiffs’ 
failure to state a cause of action under the Sherman or Clayton Acts. We quite 
agree with the learned district judge in that respect. The vital allegations in such 
an action are similar to those in any civil conspiracy case. A general allegation of 
conspiracy without a statement of the facts is an allegation of a legal conclusion and 
insufficient of itself to constitute a cause of action. Although detail is unnecessary, 
the plaintiffs must plead the facts constituting the conspiracy, its object and accom- 
plishment.*” The plaintiffs have pleaded none of these facts. Neither the date 
of the alleged conspiracy nor its attendant circumstances are set forth. Nor is 
it averred who make the statements, where, when or to whom. 

The order dismissing the complaint is reversed and the cause remanded for 
further proceedings in accordance with this opinion. 





SALLY CHAIN STORES, INC. v. SALLY’S FUR STUDIO, INC. 
United States District Court, Eastern District, Michigan 
July 10, 1941 


TRADE-MARK INFRINGEMENT—UsE OF SAME TRADE-NAME—“SALLY’s” ON WEARING APPAREL, 
AND ON Furs—Ricut To Exctusive Use. 
Plaintiff has used the name “Sally,” mainly on women’s wearing apparel, since 1926, 
operating 21 stores selling such merchandise in Illinois and Michigan. Defendant sells fur 
coats, wraps, etc., under the name “Sally’s Fur Studio, Inc.” 





22. The trend has been described : 

“The law of unfair competition has developed and is still developing primarily as a judicial 
reaction against unfair trade practices. Its evolution is as yet far from complete; a survey of 
recent cases clearly indicates its state of flux. Coupled with decisions upon which precedent and 
judicial inertia have exerted a retarding influence are many others which show a distinctly liberal 
and progressive approach. These cases, together with the increasingly important work of adminis- 
trative agencies and an awakening legislative interest, reveal an unmistakable trend towards 
greater insistence upon the application of ethical standards to business. Development in the Law— 
Unfair Competition, 46 Harvard Law Review 1171. 

And our decision prophesied : 

. Probably it is safe to say, from the recent trend of decisions on this subject in this country 
that some court will soon take advantage of the opportunity here presented to discard this indirect 
and unsatisfactory approach and blaze a trail direct to the heart of this problem.” Disparagement 
of Goods as Trade Libel, 6 North Carolina Law Review 72, 73. 

23. Maytag Co. v. Meadows Mfg. Co., 35 F. (2d) 403 [20 T.-M. Rep. 408] ; Alliance Securi- 
ties Co. v. De Vilbiss, 24 F. (2d) 530; Rollman Mfg. Co. v. Universal Hardware Works, 238 
F. 568 [7 T.-M. Rep. 294] ; and see other cases discussed by the commentators noted in footnote 19 
above. 

“4 15U.8.CA.§$1;15 U.S.C. A. § 12 

25. Baylies, Pleading (3d ed. 1929), pp. 56, 311-313; Bates, Pleading, Practice, Parties 
and Forms (4th ed. 1932), § 1161. 
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In an action to restrain defendant from use of the name “Sally” held that, as there can 


be no exclusive use of the name standing alone, and no one would confuse the two names 
ordinarily, there was no infringement. 


UNFAIR COMPETITION—USE OF SAME TRADE-N AME—STYLE OF LETTERING—ForRM OF INJUNCTION, 
In the case at issue, defendant was enjoined from using the name “Sally’s” on its boxes, 
packages, etc., unless the words “Fur Studio” appears with the same prominence as the word 
“Sally’s.” 
UNFAIR COMPETITION—SUITS—LACHES. 


A delay of two or three years before bringing suit after notice of infringement, does not 


constitute laches, when letters were exchanged during such period, and plaintiff gave notice 
that it would claim infringement. 


In equity. Action to prevent trade-mark infringement and for unfair competi- 
tion. Decree for plaintiff. 


Hill, Hamblin, Essery & Lewis, of Detroit, Mich., for plaintiff. 
Wieswasser, Jaffe & Radner, of Detroit, Mich., for defendant. 


PicarpD, District Judge: 


This is an action to prevent infringement of a trade-mark, alleging unfair com- 
petition and asking for damages. 

Plaintiff is the owner of several trade-marks on the name “Sally” in connection 
with its merchandise, chiefly women’s wearing apparel and in all its advertising and 
labels, boxes, packages, etc., uses the trade-name “‘Sally.”” It is a Delaware corpora- 
tion and owns eight stores in Chicago, Illinois, thirteen additional in and about that 
vicinity and the State of Michigan. Among its merchandise it sells cloth coats fur 
trimmed and short fur jackets. The cloth coat end of its business is substantial but 
the fur coat part is incidental. 

Defendant is incorporated under the name of “Sally’s Fur Studio, Inc.” It 
sells fur coats, wraps, etc., and also cloth coats fur trimmed, but the cloth coat part 
of defendant’s business is no greater comparatively than the fur end of plaintiff’s 
business. 

Plaintiff has been using the name “Sally” since about 1926, coming to Detroit 
in 1930 when its name was chiefly associated with millinery and frocks. At about 
the same time there came into existence in Detroit also a small store operating under 
the name of “Sally Sheer Hosiery.” Any other items of women’s apparel that the 
Sally Sheer Hosiery handles afford no real competition to either defendant or 
plaintiff. 

Defendant’s chief stockholder is Ida Blum who had been in business with her 
husband for a number of years, but marital troubles forced discontinuance of one 
enterprise after another until 1934 when she incorporated Sally’s Fur Studio, Inc., 
as a Michigan corporation. Her merchandise likewise carries the label “Sally.” 

Plaintiff claims the exclusive right to use the name “Sally” in connection with 
all women’s wearing apparel and also alleges that defendant has been guilty of 
unfair competition in its advertising. Defendant claims the right to use the name 
“Sally,” among other reasons because Ida Blum’s middle name in Jewish translated 
into English is said to be “Sally,” but this court finds that many Jewish people would 
interpret her middle name as “Sarah.’’ The proofs show, however, that she has 
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been known to her friends and customers for a long time as “Sally.” Her store is 
not located near plaintiff. It is in a remodeled home. Her radio programs and 
advertising feature the personal appearance of defendant’s chief owner as “Sally,” 
and the public is invited “to meet Sally.” As soon as plaintiff learned that de- 
fendant was in business as Sally’s Fur Studio, Inc., it gave notice that it would 
claim infringement. Then two or three years passed by during which time letters 
were exchanged, but defendant right from the start took the position that it was 
not infringing upon plaintiff's trade-mark in any way and during the last few years 
has built a considerable business. 

Plaintiff sought to prove that the public became confused in the names and 
brought in witnesses who said they had been mixed up by the two shops. There 
has been no allegation of fraud on the part of defendant. As a matter of fact, 
plaintiff waived any fraud and we are very doubtful if there has been any semblance 
of fraud shown except that defendant has evidently been keenly alive to the adver- 
tising that has been given the name “Sally” by plaintiff and others in practically 
every one of life’s endeavors including the stage, radio, song, drama, opera, beauty 
parlors and women’s apparel from shoes to hats. The evidence shows wide use of 
the name “Sally” as a trade-mark, generally, however, in connection with some 
other name, such as “Sally Ann” or “Sally Lee.” In fact, today it is perhaps the 
most utilized name in business and has been for years. In the State of Michigan 
the word “Sally” was used in connection with women’s wearing apparel since 1924. 
Plaintiff admits all this but contends that it was the first business enterprise to use 


“Sally” in the women’s wearing apparel field extensively in the vicinity of Detroit 


and because of that its trade-mark gives it the exclusive right to use of that name in 
this particular line of merchandise and in this particular area. Hanover Milling Co. 
v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 148] ; United Drug Co. v. Rectanus Co., 
248 U.S. 90 [9 T.-M. Rep. 1]. 

Plaintiff does not claim that it has the exclusive right to the name “‘Sally”’ except 
in connection with women’s wearing apparel. American Foundries v. Robertson, 
269 U. S. 372. 

This court finds that there is no similarity of names between Sally Frocks Shops 
(as plaintiff is listed in the directories) and Sally’s Fur Studio, Inc. Central 
Mutual Auto Ins. Co. v. Central Mut. Ins. Co., 275 Mich. 554, 267 N. W. 733. 

No one would confuse the two ordinarily, and surely, unless we are prepared to 
rule that a name that has withstood the onslaught of many attacks, friendly and 
otherwise, predating the existence of the Talmud, now belongs to plaintiff corpora- 
tion whenever used as a label or trade-mark for women’s goods thus inviting in- 
numerable future lawsuits in this area, we must hold that there is no infringement 
of the copyright. In fact, there can be no exclusive use of the “‘name’”’ standing 
alone. Columbia Mill Company v. Alcorn, 150 U. S. 460; Spiegel v. Zuckerman, 
188 F. 63; American Foundries v. Robertson, 269 U.S. 372. 

It was not a “new, strange, catchy” original word, but one long used in the 
United States in the women’s field. “Sally Frocks,” “Sally Furs,” “Sally Lipstick,” 
‘Sally Bouquets,” “Sally Wraps,” yes—but not “Sally” alone any more than “John,” 
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“William” or any other given name. France Milling Co. v. Washburn-Crosby Co., 
F. (2d) 304 [15 T.-M. Rep. 185]. 

(Hopkins) on Trade-Marks, Trade-Names and Unfair Competition, Fourth 
Edition, p. 415: 


The fact that the complainant’s trade-mark is registered does not deprive the public of 
the right to use a similar mark which was common to the trade before the registration. 


This court also finds that, even if there were no evidence of prior use of the name 
“Sally” in this trade area in relation to women’s apparel—although defendant pro- 
duced a current advertisement of one Detroit department store showing “Sally 
Shoes”—nevertheless there is no denying that “Sally” has been used to advertise 
women’s apparel long before plaintiff was incorporated—usually by national firms. 
Undoubtedly many of them operated in Michigan, but in Columbia Mill Company 
v. Alcorn (supra) it is held that where a name was previously appropriated and 
used in a certain field it could not be exclusively appropriated thereafter by another 
in another field. 

We find, therefore, in addition that plaintiff did not first enter the Michigan 
field with the word “Sally” as a trade-mark for women’s apparel; that even if it 
had, there is no conflict between the names of the respective corporations. We do 
not, however, hold that there has been laches on the part of plaintiff in bringing its 
action. We hold on the contrary that defendant having received notice when enter- 
ing into its corporate life that an infringement would be claimed, proceeded at its 
peril. Yale Electric Corporation v. Robertson, 26 F. (2d) 972 [18 T.-M. Rep. 
321]. 

There is one contention made by plaintiff, however, that we feel has been sub- 
stantiated and calls for some redress, though no money damages have been shown. 
Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 235 F. 657 [6 T.-M. Rep. 
537]. And this regardless of whether there was or was not intent. Queen Mfg. 
Co. v. Isaac Ginsberg & Bros., 25 F. (2d) 284 [18 T.-M. Rep. 275]. Consciously 
or unconsciously, even the scroll and type of lettering of the name “Sally” as used 
by plaintiff has been copied by defendant and in the preliminary stage it was apparent 
that defendant was not adverse to receiving any benefits that might come to it as a 
result of the advertising of its larger business rival—if not competitor. It is appar- 
ent also that, designedly or by chance, the words “Fur Studio” in defendant’s adver- 
tising are usually smaller and accordingly less noticeable than the word “Sally.” 
After all, there can be unfair competition without an infringement of a copyright. 
We have held that the name “Sally” cannot be copyrighted but where a firm has 
been in business for a number of years under the style name of “Sally Frocks” and 
all its literature bears the name “Sally,” to have someone else start in business and 
copy the scroll and the benefits of the advertising of the original “Sally” by a divi- 
sion of its corporate name in such a manner that the word “Sally” stands out and 
one must look twice to see “Fur Studio”—is unfair competition. Therefore, this 
court orders that henceforth defendant not use its name on its boxes, packages, etc., 
except that where it uses the name “Sally” there shall also appear at least the name 
“Fur Studio” with the same prominence in type as the word “Sally,” and that in its 
advertising it shall desist from such expressions or words or language as to create 
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the impression that might be unfair and prevent plaintiff from gathering the full 
fruits of its early endeavors. 
The parties may prepare a decree for this court to sign either individually or, 
if they can agree upon its terms, they may present the same to the court jointly. 
While the plaintiff has failed in a portion of its case, it has been granted some 
relief and there should be a presentation of the costs to this court. If the parties 


cannot agree upon costs the court may then allow such costs to the plaintiff as it 
deems advisable in view of this opinion. 


VAN DOVER ETAL., DOING BUSINEss AS TOM, DICK AND HARRY v. R. K. O. 
RADIO PICTURES, INC. 


United States District Court, Northern District of Illinois 
June 26, 1941 


TRADE-MarKs AND UNFAIR CoMPETITION—“Tom, DicK AND Harry” AS NAME OF Rapio Actors 
—GENERIC ExprESSION—RIGHT TO USE. 
Plaintiffs held entitled to use the title “Tom, Dick and Harry” to distinguish themselves 
as radio actors, inasmuch as this is a generic expression. 
Unrair CoMPETITION—UsE or “Tom, Dick AND Harry” as NAME oF Rapio Actors AND AS 
TITLE oF Motion PictuRE—UNLIKELIHOOD OF CONFUSION. 
In an action brought by plaintiffs, radio singers, doing business as Tom, Dick and Harry, 
to restrain defendant, a motion picture producer, from producing a motion picture under the 


title “Tom, Dick and Harry,” held that, inasmuch as plaintiffs had failed to prove a secondary 
meaning for the words “Tom, Dick and Harry,” the complaint should be dismissed. 
UnFair CoMPETITION—SUITS—TESTIMONY. 
In the case at issue, held that testimony by members of the public as to whether they would 


be deceived by defendant’s use of the expression “Tom, Dick and Harry” should not be 
admitted. 


In equity. Action for alleged unfair competition. Complaint dismissed. 


Ross Lee Laird and Thomas W.. Winton, both of Chicago, IIl., for plaintiffs. 


Edmund D. Adcock, Arthur Goldberg and Spitz & Adcock, all of Chicago, Ill., for 
defendant. 


BaRNEs, District Judge (orally) : 


The Court is indebted to counsel on both sides for the careful preparation which 
has been manifested throughout the trial and for their careful, expeditious and 
efficient presentation of the evidence, as well as of the principles of law bearing upon 
the issues. 

This case is brought by Fred Van Dover, Gordon Van Dover and Marlin Hurt, 
co-partners, doing business as Tom, Dick and Harry, against R. K. O. Radio Pic- 
tures, Inc., a corporation, wherein the plaintiffs seek the injunction of this Court 
restraining the defendant from using the trade-name and style of the plaintiffs in 
any manner, and particularly from producing any moving picture which is said to 
be ready for presentation and which is entitled “Tom, Dick and Harry.” 
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The complaint alleges, and the evidence shows, that the plaintiffs since the 
year 1929 have been engaged in the entertainment business as radio, stage and 
screen actors, and that since 1929 and down to the present time they have been 
putting on what is said to be an original artistic entertainment program, commonly 
called an act, under the trade-name and style of ““Tom, Dick and Harry.” 

The evidence shows that the principal activity of the plaintiffs has been as 
radio actors or singers. They have during this twelve-year period, done some con- 
siderable stage work as singers. On one occasion they aided in the production of 
a moving picture called “Household Hour of Musical Memories,” which was pro- 
duced at the Chicago World’s Fair. The Court’s recollection is that this program 
was produced under the auspices or that the production was financed by the House- 
hold Finance Company as a means of advertising its business. 

The plaintiffs have during this twelve-year period made certain recordings of 
songs for reproduction on waxed records to be played on phonographs. It seems 
to the Court clear that the principal activity of the plaintiffs has been as radio 
actors and singers. There has apparently been some considerable work on the 
stage and there have been some relatively few recordings on phonograph records. 
There has been only one appearance in the moving pictures, and that was a picture 
which was, as has been said, for use for advertising purposes. 

The evidence shows the defendant is engaged in the business of producing, 
manufacturing and distributing moving pictures; that its activities in this line 
are of some magnitude; and that in its business it employs persons as actors and 
actresses and as directors, producers and other technical assistants to whom it 
pays large salaries aggregating, in the case of any picture, a very large sum, and in 
the case of the picture in question in this case, something like six, seven or eight 
hundred thousand dollars. The moving picture in question, the production of 
which is sought to be restrained, is said to be a story of what is said to be a typical 
American girl who becomes engaged to what are said to be three typical American 
boys or young men. One of these young men is an automobile salesman; one is an 
exceedingly rich young man (so far as the Court remembers, he had no other occu- 
pation) ; and the third young man was, as the Court remembers, a mechanic. At 
any rate, no one of the three was a singer, an actor or a radio singer or actor. 

The plaintiffs say that they have acquired great good will under the trade-name 
of Tom, Dick and Harry ; that the defendant has appropriated some of that good will 
and proposes to continue to appropriate parts of that good will; that the plaintiffs 
have been damaged by said appropriation and will be further damaged as the appro- 
priation continues, and they pray that the appropriation may be restrained by the 
order of this Court. 

The evidence shows and particularly the extracts from various books and writ- 
ings, including certain dictionaries show, that for a period of at least 400 years the 
words Tom, Dick and Harry have been used in the English language for the purpose 
of indicating everybody in general and nobody in particular. Shakespeare used the 
phrase, or one slightly different. I think he said, ““Tom, Dick and Francis.” He 
used the expression Tom and Dick on more than one occasion in his writings. Other 


English writers used the words as meaning everybody in general and nobody in 
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particular. 


with the same meaning. Many other persons have used it with the same meaning. 

The defendant has introduced a large number of registrations of literary works 
which were registered under the name of “Tom, Dick and Harry” or some vari- 
ation of that expression. All of this goes to show that the expression is a very 
common expression in the English language that has been used for hundreds ot 
years when one desired to refer to everybody in general and nobody in particular. 
In other words, the expression “Tom, Dick and Harry” is what is sometimes re- 
ferred to as a generic expression. 

So far as the record discloses, the plaintiffs had an unquestioned right to take 
the words “Tom, Dick and Harry’ as a name whereunder to carry on their busi- 
ness of entertaining over the radio, or such other entertaining as incidentally they 


may do. 


use the words “Tom, Dick and Harry” but the right of the defendant to do so. 
It is said on behalf of the plaintiffs that the expression “Tom, Dick and Harry,” 
while originally a generic expression, has, through the use thereof by the plaintiffs, 
come to have a secondary meaning. 

I suppose it may be said that whether or not a word has or words have acquired 
a secondary meaning is dependent upon the facts of the given case. I suppose it 
is possible for certain word or words to acquire a secondary meaning much more 
easily than some others. It seems to the Court that it would be hard to find words 
other than “Tom, Dick and Harry” in respect whereof it would be more difficult to 
establish a secondary meaning and the reason for this is that the words “Tom, Dick 
and Harry” ordinarily have such an all-inclusive meaning and ordinarily having 
that all-inclusive meaning, it is difficult for anyone to establish in respect of them a 
secondary meaning. 


There 


diligently applying themselves to the practice of their profession. They have been 
working diligently. The evidence shows that they made considerable sums of 
money legitimately through the practice of their profession which, as has been said, 
is that of radio entertainers, and they have used as their name the words “Tom, Dick 
and Harry.”” Whether or not they have established in respect of those words a 
secondary meaning in any field, the Court very gravely doubts, but for the pur- 
poses of this case we may assume the plaintiffs have succeeded in establishing a 
secondary meaning for the words “Tom, Dick and Harry” in the field of radio 
entertaining. 

There is certainly no evidence from which it may be inferred there has been estab- 
lished for those words ‘““Tom, Dick and Harry” a secondary meaning in any other 
field of human activity and certainly not in the field of moving picture production, 
manufacture, distribution or exhibition. 

My attention has today been called to a case where The Great Atlantic & Pacific 
Tea Company restrained the use of the words “A. & P. Radio Stores” by some 
person, firm or corporation engaged in some business different from that of The 
Great Atlantic & Pacific Tea Company. That case was called to my attention as 
being a case where the plaintiff and defendant in a suit filed for the purpose of 
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John Adams used the expression. Mark Twain used the expression 


The question, however, is not of the right of the plaintiffs to take and 


isn’t any doubt about the facts of this case. The plaintiffs have been 
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restraining unfair competition, were engaged in lines of business which were sail 
not to be competing and where the injunction was granted. 

I recall the case, I think it was, of Eastman Kodak Company against some bicycle 
company, wherein the Eastman Kodak Company restrained the use of the word 
“kodak” as the name of a bicycle. Well, there is a whole lot of difference between 
the word “kodak” which I understand is a manufactured word, and which I under- 
stand had no meaning until the Eastman Kodak Company gave it a meaning, and 
the words or letters “A. & P.” which had little or no meaning until The Great Atlantic 
& Pacific Tea Company gave them a meaning, and the words “Tom, Dick and 
Harry,” which for 400 years have had a meaning in the English language and which 
meaning, as has been said, was everybody in general and nobody in particular. 

The defendant says, and I think truthfully, that even if the words “Tom, Dick 
and Harry” have acquired a secondary meaning, since the rights of the plaintiffs 
are dependent upon the existence of a secondary meaning and since the plaintiffs 
are driven to rely upon the secondary meaning, then the burden is upon the plaintiffs 
to show that the defendant is not using the generic meaning which the words have 
always had, and to do that they should make some showing of bad faith on the part 
of the defendant. That brings me to the question of good faith or bad faith in this 
case. 

The responsible persons in the organization of the defendant have said that 
they did not know of the existence of the plaintiffs when they changed the names of 
three of the principal actors in the proposed moving picture to “Tom, Dick and 
Harry” from three other names; that they did not know of the existence of the 
plaintiffs when they changed the name of the moving picture from some other name 
to that of “Tom, Dick and Harry”; that they did not know of the existence of the 
plaintiffs until the plaintiffs’ existence was called to their attention by counsel for 
the plaintiffs. Now, the Court believes that evidence. The Court believes that is 
true. The Court does not believe that there is any intentional trading on the part of 
the defendant on the good will of the plaintiffs. The Court is satisfied that the de- 
fendant has proceeded in good faith. 

Furthermore, the advertising of the defendants’ production which has been 
called to the Court’s attention, in practically every case makes clear that the parts 
of Tom, Dick and Harry are to be played by George Murphy, Burgess Meredith 
and Alan Marshall. The Court is convinced that it would take an exceedingly blind 
admirer of the plaintiffs to conclude from the advertisement “Ginger Rogers in 
‘Tom, Dick and Harry’ with George Murphy, Burgess Meredith and Alan Marshall” 
that the Messrs. Van Dover and Hurt were going to play in that or were going to be 
seen in that show. 

The Court does not believe that the average person would be deceived by that 
advertising or even the average radio listener or average moving picture attendant. 
Both sides spent some considerable time in presenting to the Court the views of the 
members of the public. When the plaintiffs offered such evidence the defendant 
objected. The Court overruled the objection and ever since has been inclined to 
the opinion that it erred in so doing. 
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The defendant then brought in some members of the general public to express 
their opinion in respect to the matter, and having erred once the Court thought 
perhaps it should err again and hear what this other branch of the general public 
should say about it. The Court does not believe that such evidence adds much to 
the sum total of human wisdom and that such evidence does not aid much in the 
decision of a case such as this. 


The Court is inclined to think that it erred in not sustaining the objection when 
it was made by the defendant, and erred in not making a like ruling in respect of 
the offer by the defendant when it offered such evidence. 

Now, from what has been said it may be inferred that the Court believes that 
the equities are with the defendant. It does. That isn’t any reflection on the 
plaintiffs. They are unquestionably working hard, as has been said, in their 
chosen profession. They undoubtedly have a public that appreciates them, and 
nothing that has been said is intended to reflect upon their professional ability. 
Everything that has been said here during the trial indicates that they are enter- 
tainers of ability. The fact they do not win in this lawsuit does not reflect upon 
their professional ability. This lawsuit is a result of a difference in respect of legal 
rights, and persons have disputed about legal rights for a long time and will con- 
tinue so to dispute. 

Counsel for the defendant may prepare and within a short day present drafts 
of findings of fact and conclusions of law and decree, not inconsistent with what the 
Court has stated. Counsel may take and keep, subject to the order of the Court, 
the exhibits of their respective clients. 





TREASURE IMPORTS, INC. v. HENRY AMDUR & SONS, INC., Et At., 
DOING BUSINESS AS KOBE IMPORT CO. 


United States District Court, Southern District, New York 
May 8, 1941 


TRADE-MARK INFRINGEMENT—REGISTRATION NOTICE—ACCOUNTING—PROFITS. 

In a suit for infringement of a registered trade-mark, plaintiff cannot recover profits 
realized by defendant before notice of infringement was given where plaintiff’s goods shownig 
the mark did not carry the registration notice required by law. 

TRADE-MARK INFRINGEMENT—SUITS—ACCOUNTING. 

In suits for trade-mark infringement, a court will award specific amount for profits, plus 

a specific amount for damages for infringing sales. 
Unrair CoMPETITION—SUITS—] URISDICTION. 

Where, in an action for unfair competition, there is no diversity of citizenship, a federal 

court has jurisdiction only respecting period subsequent to registration of the mark. 
Unrair CoMPETITION—SUITS—J URISDICTION—PRACTICE. 

Where, in a suit for unfair competition, there is no diversity of citizenship, profits derived 
from the sales of product bearing an infringing trade-mark prior to its registration, cannot be 
recovered as damages, nor can such profits be made the basis of a suit for unfair competition, 
since federal court has no jurisdiction over such suit. 


In equity. Action for trade-mark infringement and unfair competition. On 
Master’s report. Accounting settled. 
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Harry Price, of New York City, for plaintiff. 

Abraham Moscowitz, of New York City, for defendants Henry Amdur & Sons, 
Inc., Louis Solomon Josephson and Ralph Josephson (Kobe Import Co.). 

Howard F. Mahon, of New York City, for defendant Rudolph Bros., Inc. 


Coxe, District Judge. 


These are motions relating to a report of a master in a suit for trade-mark in- 
fringement and unfair competition. 

The suit was commenced on June 22, 1937, and charged infringement of the 
plaintiff's trade-mark “Deep Sea Treasure,’ which was registered in the Patent 
Office on February 9, 1937. All of the parties are citizens of the State of New 
York, and the sole ground of jurisdiction is the federal registration. 

The interlocutory decree held that the trade-mark was valid and infringed, 
directed the issuance of an injunction, and referred the case to a master to ascer- 
tain any profits or damages. 

The master in his report found that the plaintiff's trade-marked merchandise 
did not bear the statutory marking required by Section 107 of 15 U.S.C. A. He 
also found that none of the defendants palmed off any goods as those of the 
plaintiff. He held that the plaintiff was entitled to separate recoveries for relatively 
small amounts against three of the defendants, that there should be no recovery 
against another defendant, and that no damages should be assessed against any of 
the defendants for unfair competition. 

The principal questions raised by the objections are (1) whether the plaintiff 
may recover profits resulting from infringing sales made prior to notice of infringe- 
ment, and (2) whether the plaintiff may recover damages for unfair competition. 

1. The master assessed against the defendant Henry Amdur & Sons, Inc., the 
sum of $324.02, representing the realized profits on infringing sales made in April, 
1937. No notice of infringement was given until June 22, 1937, when the present 
suit was commenced. On this showing, I do not think there can be any recovery 
of profits against this defendant. Section 107 of 15 U. S. C. A. provides that if 
the statutory notice has not been given “no damages shall be recovered, except on 
proof that the defendant was duly notified of infringement, and continued the same 
after such notice.” The master thought that the word “damages” in this section did 
not include profits. The point appears, however, to have been decided otherwise in 
Stark v. Stark, 255 U.S. 50 [11 T.-M. Rep. 275]. The same interpretation of the 
word has been consistently applied to the almost identical language of the patent 
marking section (35 U. S.C. A. § 49). Franklin Brass Foundry Co. v. Shapiro & 
Aronson, 278 F. 435; Stienthal v. Arlington Sample Book Co., 18 F. Supp. 643; 
aff'd 94 F. (2d) 748; cert. denied 305 U. S. 613; Son v. Pressed Steel Car Co., 21 
F. (2d) 528; Gibson v. American Graphophone Co., 234 F. 633. 

2. The master assessed $27.57 against the defendant Rudolph Bros., Inc. His 
finding was that profits of $23.34 had been realized on infringing sales made 
partly in the Syracuse store from April 1, 1937, to May 12, 1937, and partly in the 
Rochester store in February, 1937. He also found that the plaintiff had sustained 
damages of $4.23 as a result of infringing sales after notice of infringement. The 
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notice of infringement was not given until April 13, 1937. For the reasons already 
given with respect to the claim against the defendant Henry Amdur & Sons, Inc., 
there can be no recovery against this defendant for profits on infringing sales made 
prior to April 13, 1937, when the notice of infringement was given. There were 
only eighteen infringing sales after notice of infringement, and I shall, therefore, 
reduce the recovery of the plaintiff to profits of $6.66, and damages of $4.23, or a 
total of $10.89. 

3. The master assessed $1,183.35 profits against the defendants Louis S. Joseph- 
son and Ralph Josephson doing business as Kobe Import Co., He held that these 
defendants realized profits of that amount on sales of merchandise bearing the offend- 
ing label in October, 1936, and January, 1937. These sales were made prior to the 
registration of the trade-mark on February 9, 1937, and clearly the profits derived 
from them cannot be recovered as damages for infringement of the registered trade- 
mark. I do not think, either, that these profits can be used as a basis for a recovery 
of damages for unfair competition. In the first place, there is no jurisdiction over 
such a claim under the doctrine of Hurn v. Oursler, 289 U. S. 238 [23 T.-M. Rep. 
267|. The test of that case is whether there is one cause of action with different 
grounds of relief, or wholly independent causes of action. The present case does 
not respond to this test, for entirely different facts are required to support the claim 
tor unfair competition as are needed to sustain the claim for infringement of the 
registered trade-mark. Foster D. Snell, Inc. v. Potters, 88 F. (2d) 611; Warner 
Publication v. Popular Publications, 87 F. (2d) 913 [26 T.-M. Rep. 322]. In 
the second place, the finding that there was no palming off of the goods of the de- 
fendants as those of the plaintiff is an insuperable obstacle to the recovery of such 
damages. I do not think, therefore, that the recovery against these defendants can 
be sustained. 

4. I agree with the master in his disallowance of the claim for general damages 
for loss of business. The claim is based essentially on the proposition that the 
defendants palmed off their goods as those of the plaintiff. Howe Scale Co. v. 
Wyckoff, Seamans & Benedict, 198 U. S. 118, 140; Lewis v. Vendome Bags, 108 
F. (2d) 16 [30 T.-M. Rep. 217] ; Vogue Co. v. Thompson-Hudson Co., 300 F. 509 
[15 T.-M. Rep. 1]. The master found that no such palming off occurred. I think 
the evidence supports this finding. This is particularly true with respect to the 
period subsequent to the registration, which is the only period over which the court 
has jurisdiction. I agree also with the master that the evidence regarding the dam- 
ages is insufficient. 

5. The objections of the defendants are sustained to the extent indicated; the 
objections of the plaintiff are overruled; and the report is modified accordingly. 
This disposition may also require some changes in the findings made by the court, 
and these will be deemed modified in order to conform to this opinion. 

The expense of the reference should be borne entirely by the plaintiff, including 
the compensation of the master, which is fixed at $1,000.00. 
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G. F. HEUBLEIN & BRO. v. BUSHMILL WINE AND PRODUCTS CO., 


ET AL. 
United States District Court, Middle District of Pennsylvania 
June 28, 1941 


TRADE-MARK INFRINGEMENT—PRELIMINARY INJUNCTION—GROUNDS FOR REFUSAL. 

A preliminary injunction should be issued only where proof is clear, or where withholding 

the injunction would be more damaging to the moving party than to the defendant. 
TRADE-MARK INFRINGEMENT—“OLD RAVEN” AND “RAVEN RUN” FoR WHISKEY—CONCURRENT 
User. 

Where plaintiff alleged continuous use of the words, “Old Raven” as a trade-mark on 
whiskey since 1905, with the exception of the prohibition period; also registration of the 
mark in the Patent Office in 1939; while defendant alleged a bona fide use of the mark “Raven 
Run” on whiskey since 1934 and “Old Raven” since 1937, also registration of both marks 
under the Pennsylvania statute, inasmuch as there were disputes as to material facts, a pre- 
liminary injunction was denied. 


In equity. Action for trade-mark infringement, with counterclaim by de- 
fendant. On motion for preliminary injunction. Denied. 


Clarence P. Goldberg and Clarence G. Campbell, of New York City, and O’Malley, 
Hill, Harris & Harris, of Scanton, Pa., for plaintiff. 

Beekman Aitken, of New York City, and Donahue & Helriegel, of Scranton, Pa., for 
defendants. 


Jounson, District Judge: 


This suit was instituted by G. F. Heublein and Brother, against the Bushmill 
Wine and Products Company, and the Brookside Distilling Products Corporation, 
to obtain an injunction restraining the defendant from infringing upon the rights 
of the plaintiff in the trade-mark “Old Raven,” using it in any manner, or otherwise 
competing unfairly with the plaintiff. The plaintiff prayed for further relief in the 
form of an accounting for damages to the plaintiff and profits of the defendant as a 
result of the defendant’s use of the trade-mark “Old Raven.” Other relief, 
auxiliary to the injunctive relief, was also sought. 

Defendant answered, denying the material allegations of the complaint, and 
counterclaiming against G. F. Heublein and Brother, to obtain an injunction restrain- 
ing the plaintiff from infringing upon the rights of the defendant in the trade-mark 
“Old Raven” and “Raven Run,” using them in any manner, or otherwise competing 
unfairly with the defendant. The defendant prayed for further relief in the form 
of an assessment for damages done to the defendant by the plaintiff as a result of 
the plaintiff's use of the trade-mark “Old Raven.” Other relief, auxiliary to the 
injunctive relief, was also sought. 

Plaintiff moved for a preliminary injunction, pending final determination on 
the merits of the case. Affidavits were filed in support of and in opposition to 
this motion, and after hearing argument in open court, the motion is now before 
this court for decision. 
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Plaintiff contends that except during prohibition years, it has continuously used 
the trade-mark “Old Raven” since 1905; that the product for which this name was 
adopted has always been a quality product; that because of a scarcity of quality 
whiskey immediately following repeal, it was not practical to resume manufacture 
of this quality product until 1939; that it then registered the trade-mark in the 
United States Patent Office, and that a certificate was granted therefor in December, 
1939; that since that time it has continuously sold large quantities of this product 
throughout the United States; that it had no knowledge of the defendant’s use of 
the trade-mark “Old Raven” until advised by the Pennsylvania Liquor Control 
Board on August 22, 1940; that it had no knowledge of the defendant’s use of the 
trade-mark “Raven Run” until advised by Mida’s Research Bureau on February 8, 
1940; that it never consented to the use by defendant of either trade-mark; and 
that promptly after receiving knowledge of defendant’s use of these trade-marks, 
it took the necessary steps to protect its rights. 

Defendant contends that it adopted the trade-mark “Raven Run” in February, 
1934, after a careful search of the records of the Patent Office and current liquor 
publications disclosed no prior use; that it has used this trade-mark continuously 
since that time ; that rye whiskey under this name has been sold to the Pennsylvania 
Liquor Control Board in the last six years to the extent of almost $500,000; that 
defendant first used the trade-mark “Old Raven” in July, 1937; that this name was 
chosen to confer on defendant’s corn whiskey the good-will established in Pennsyl- 
vania by the defendant’s trade-mark “Raven Run’; that since 1937 defendant has 
used the trade-mark “Old Raven” for corn whiskey; that in the last three years 
corn whiskey bearing this trade-mark has been sold to the Pennsylvania Liquor 
Control Board, where it is specially listed, to the extent of almost $2,500; that both 
“Raven Run” and “Old Raven” were registered as trade-marks with the Secretary 
of the Commonwealth of Pennsylvania on September 24, 1940; and that by reason 
of the foregoing, defendant has the exclusive right in Pennsylvania to use the trade- 
marks “Old Raven” and “Raven Run.” Defendant further avers extensive sales 
and advertising expenses during the past six years in connection with the sale of 
its products in Pennsylvania. 

The granting or withholding of a preliminary injunction is within the discretion 
of the court, depending upon the special circumstances of each case. A preliminary 
injunction should be issued only where the proof is clear or undisputed or where 
withholding the preliminary injunction clearly would be more damaging to the mov- 
ing party than to the defendant in the motion: G. G. White Co. v. Miller et al., 50 
F. 277; Weissbard et al. v. Coty, Inc., 66 F. (2d) 559; Selchow Righter Co. v. 
Western Printing and Lithographing Co. et al., 112 F. (2d) 430 [29 T.-M. Rep. 
625] ; Tanqueray Gordon and Co., Ltd. v. Gordon, 10 F. Supp. 852 [25 T.-M. Rep. 
516] ; Coty, Inc. v. Parfume De Grande Lux, Inc., et al., 298 F. 865 [14 T.-M. Rep. 
185]. No such situation exists in the present case. 

Plaintiff has not established a clear case entitling it to a preliminary injunction. 
There are disputes of material facts concerning knowledge and use of the respective 
parties, which cannot be resolved until the court hears the witnesses who will be 
produced at final hearing. Further, it does appear that since repeal of the 18th 
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Amendment, defendant is the only party who has sold and still is selling liquor to 
the Pennsylvania Liquor Control Board under the names “Old Raven” and “Raven 
Run,” and was for almost six years after repeal the only party who attempted to 
sell and distribute liquor under those names in Pennsylvania. From these facts it 


is clear that the granting of a preliminary injunction would be more damaging to the 


defendant in the motion than to the moving party. Further, the granting of a pre- 


liminary injunction would disrupt the status quo, whereas the function of a pre- 
liminary injunction is to maintain the status quo. If violations of plaintiff’s trade- 
mark “Old Raven” exist, and continue, plaintiff will receive proper recovery therefor 
on final hearing. Fratelli Branca and Co., Inc. v. Pagliaro, 36 F. Supp. 344 [48 
U.S. 2.0. ai. 

For the above reasons, and after a careful study of the voluminous records, 
briefs and affidavits submitted, it is now ordered that the motion for a preliminary 
injunction is hereby refused and denied. 

It is further ordered that plaintiff answer that portion of the defendant’s answer 
marked “Counterclaim” within twenty (20) days after receiving a copy of this 
order. 





R. M. HOLLINGSHEAD CORPORATION v. THE DAVIES-YOUNG 
SOAP COMPANY 


United States Court of Customs and Patent Appeals 
Opposition Nos. 17,859, 17,881 and 17,922 
June 30, 1941 


TRADE-MArKS—OpposITION—“WHIz” ON CLEANING AND POLISHING PREPARATIONS AND ON 
Soap—LIcENSE TO USE—ForFEITURE OF RIGHT TO REGISTER. 

Appellant, which put out preparations for cleaning radiators, motor cooling systems, etc., 
also varnish, stains, fillers, and lacquers, together with cleaning and polishing materials in 
paste, liquid, powder and solid form, including soaps, under the trade-mark “Whiz,” by con- 
tract granted appellee’s assignor the right to use the word “Whiz” on its grit paste soap, said 
contract having been made binding on the parties’ successors and assigns. 

In three opposition proceedings involving the mark “Whiz” held that appellant, having by 
license conveyed to appellee right to use the mark “Whiz” on grit paste soap, thereby lost 


the right to register it for similar goods, inasmuch as appellant had no longer the right to its 
exclusive use. 


Appeal from a decision of the Commissioner of Patents, in three opposition pro- 
ceedings, reversing decision of the Examiner of Interferences, dismissing the op- 
positions. Affirmed. For the Commissioner’s decision, see 30 T.-M. Rep. 360. 


Leonard L. Kalish, of Philadelphia, Pa., for appellant. 
H.C. Robb and John F. Robb, both of Washington, D. C., for appellee. 


LENROOT, Judge: 


These are appeals in three trade-mark opposition proceedings, in each of which 
the Commissioner of Patents reversed the decision of the Examiner of Interfer- 
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ences dismissing the notice of opposition of appellee, the Commissioner holding in 
each case that the notice should be sustained and that appellant is not entitled to the 
registration for which it has made application. 

On April 14, 1938, appellant filed, under the Trade-Mark Act of February 
29, 1905, three applications for the registration of said mark applied to preparations 
for cleaning radiators and motor cooling systems and drain pipes, etc. Serial No. 
405,252 is for the registration of the mark applied to varnish, stains, fillers, 
lacquers, etc., including “cleaning and polishing materials in paste, liquid, wax, 
powder, and solid forms, for automobiles, furniture,” etc. Serial No. 405,253 is 
for the registration of the mark applied to soaps and “cleaning and _ polishing 
materials in paste, liquid, powder and solid forms for all surfaces,” ete. 

In each of the notices of opposition allegations were made that the goods of the 
parties to which the marks are applied are of the same descriptive properties ; that 
on September 15, 1908, appellee’s assignor registered the word “Whiz” as a trade- 
mark for soap under registration No. 70548, which registration was renewed to 
appellee on or about July 3, 1928; that by virtue of a contract entered into between 
appellant and appellee’s assignor, dated October 2, 1912, all the right, title, and 
interest of appellant in said mark was conveyed to appellee’s assignor, and now rests 
in appellee. 

Appellant answered denying, inter alia, validity of appellee’s mark relied upon. 
With respect to the said contract of October 2, 1912, the answer stated: 


Further answering, applicant avers that the agreement of October 2, 1912, merely gave 
opposer’s predecessor the right to use the mark “Whiz” on grit paste soap only and that 
by said agreement of October 2, 1912, neither opposer nor opposer’s predecessor acquired 
any right to register the mark “Whiz.” 


Identical answers were filed in the three oppositions. Both parties took 
testimony 

The Examiner of Interferences dismissed the notices of opposition upon the 
ground that appellee, opposer, had not established ownership in itself of the in- 
volved mark, and that while said agreement of October 2, 1912, granted to appellee 
the right to use said mark, it did not grant to appellee, and appellee was not entitled 
to, the exclusive use thereof. Identical decisions were made by the Commissioner 
of Patents in the three oppositions. The Commissioner in each of his decisions 
stated : 


These are appeals in three opposition proceedings in each of which the Examiner of 
Interferences dismissed the opposition of The Davies- Young Soap Company to the appli- 
cation of R. M. Hollingshead Corporation for registration of the word “Whiz,” in asso- 
ciation with a design, as a trade-mark for merchandise described in the applications as 
including, respectively, “preparations for cleaning radiators and motor cooling systems and 
drainpipes”; “cleaning and polishing materials in paste, liquid, wax, powder, and solid 
forms” ; and “soaps in paste, liquid, powder or solid forms.” 

In 1908 opposer’s assignor registered the word “Whiz” as a trade-mark for soap. In 
1911 applicant’s predecessor in interest applied for registration of the same mark for 
the same goods. An interference was declared between the application and the registration, 
as a result of which the applicant was awarded priority of adoption and use of the mark 
and was adjudgd to be entitled to its registration. Thereafter a written agreement was 
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entered into between the parties to that proceeding, whereby opposer’s assignor, for a 
valuable consideration, was given the right to use the mark in issue “as applied to a grit 
paste soap.” The agreement was expressly made “binding not only upon the parties 
hereto, but upon their successors and assigns, repectively.” Accordingly, the opposer has 
continued to sell its grit paste soap under the trade-mark “Whiz,” applicant conceding the 
agreement to have remained in full force and effect from the date of its execution, namely, 
October 2, 1912. Parenthetically, it is significant to note that no attempt was made to 
procure the cancellation of the registration involved in the interference proceding, which 
was renewed to opposer in 1928; whereas the registration issued to applicant’s predecessor 
as a result of the judgment in the said proceeding was permitted to expire in 1932. 


* * * 


By the agreement of October 2, 1912, opplicant’s predecessor divested itself of the ex- 
clusive right to use the mark here sought to be registered, and thus ceased to be the 
owner of the mark, in the sense that it was entitled to the registration thereof, as applied 
to any goods of the same descriptive properties as those with which opposer’s assignor 
thereby acquired the right to use such mark. To hold otherwise would be to ignore the 
requirement of section 2 of the Act, that, “in order to create any right whatever in favor 
of the party filing it,” an application for registration of a trade-mark must be accompanied 
by a sworn declaration “that no other person, firm, corporation or association, to the best 
of the applicant’s knowledge and belief, has the right to use such trade-mark in the United 
States, either in the identical form or in such near resemblance thereto as might be calcu- 
lated to deceive.” Having expressly granted to opposer “the right to use such trade-mark 
in the United States,” it seems manifest that applicant could not truthfully make such a 
declaration. 

While the numerous articles of merchandise set forth in the applications here involved 
include many items differing in their descriptive properties from opposer’s grit paste soap, 
clearly, the items referred to above, and possibly some others, are of the same descriptive 
properties as opposer’s said goods. It follows that applicant is not entitled to the regis- 
tration it seeks, and the opposition must therefore be sustained. 


Amplifying somewhat the decision of the Commissioner, the record discloses 
that the award of priority to appellant in said interference proceeding became final 
prior to October 2, 1912, the date of the contract between appellant and appellee's 
assignor hereinbefore referred to. Said contract, reads as follows: 


This contract and agreement made in duplicate this 2nd day of October, 1912, between 
The R. M. Hollingshead Company of Camden, N. J., a corporation organized under the 
laws of New Jersey and The J. P. Davies Company, a corporation organized under the 
laws of Ohio, Witnesseth : 

First: The J. P. Davies Company is hereby given the right by mutual consent to use 
the word “Whiz” under the following conditions : 

Second: There having been some controversy between said parties and in future may 
be controversy between other parties, it is hereby agreed that upon demand made by said 
The J. P. Davies Company to said The R. M. Hollingshead Company that said The R. M. 
Hollingshead Company will institute suits to protect the interests of The J. P. Davies 
Company granted under this Agreement in any jurisdiction and to the extent of using the 
name of The R. M. Hollingshead Company for that purpose upon further condition that all 
the expenses of said litigation, costs, etc., shall be paid by said The J. P. Davies Company. 

Third: The J. P. Davies Company agrees that it will not use the name of “Whiz” on 
any kind of soap with the exception of the name “Whiz” as applied to a grit paste soap 
similar to that now being manufactured by said The J. P. Davies Company and The 
R. M. Hollingshead Company hereby agrees from this date, not to use the word “Whiz” 
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as applied to a grit paste soap similar to that now manufactured by the said The J. P. 
Davies Company. 

Fourth: In consideration of the above agreement, the said The J. P. Davies Company 
agrees to pay the said The R. M. Hollingshead Company the sum of Seven Thousand 
dollars ($7,000), as follows: 

One Thousand Dollars ($1,000.00) in cash and twelve (12) notes of Five Hundred 
Dollars ($500.00) each, dated this 2nd day of October, 1912, payable in thirty (30) days 
to the order of The R. M. Hollingshead Company, in monthly installments at The Dayton 
National Bank. 

Fifth: It is further agreed and understood that the above contract is to be binding 
not only upon the parties hereto, but upon their successors and assigns respectively. 

In witness whereof, the said parties hereto, each having been duly authorized by its 
Board of Directors to enter into this Contract, have signed their names this 2nd day of 
October, 1912. 


* * * 


It will be observed that appellant purported to convey to appellee’s assignor no 
business or good-will, but only the naked right to use the mark “Whiz” as applied 
to a grit paste soap, and appellant agreed not to use said mark upon such soap. 
For the right so attempted to be conveyed, appellee’s assignor paid appellant $7,000. 
There appears to have been no other consideration for such payment. 

Between the time when the award of priority to appellant was made in the 
interference proceeding and the date of execution of said contract, appellant could 
have brought a proceeding under section 13 of the Trade-Mark Act to cancel the 
registration of appellee’s assignor involved in the interference, and under the 
doctrine of res judicata appellant would have been entitled to such cancellation. 
Williams Oil-O-Matic Heating Corporation v. The Butler Co., 17 C. C. P. A. 
(Patents) 934, 39 F. (2d) 693 [20 T.-M. Rep. 179] ; Panhard Oil Corporation, etc. 
v. Société Anonyme Des Anciens, etc., 17 C. C. P. A. (Patents) 971, 39 F. (2d) 
496 [20 T.-M. Rep. 191]. 

This, however, appellant failed to do, and after the execution of said contract 
appellant could no longer rely upon the award of priority to it in the interference 
proceeding, for in such contract appellant voluntarily relinquished for a consideration 
of $7,000 its exclusive right to use the mark ‘““Whiz” upon grit paste soap. Neither 
has appellant, so far as the record discloses, sought to cancel the renewal of said 
trade-mark registration issued to appellee. 

It is elementary that the validity of a registered mark cannot be challenged in an 
opposition proceeding. Jacob Englander, etc. v. Continental Distilling Co., 25 C. C. 
P. A. (Patents) 1022, 95 F. (2d) 320 [28 T.-M. Rep. 265], and cases cited. In 
said case we further stated: 

It was pointed out in our decisions in some of those cases that the Congress specially 
provided, in section 13 of the Trade-Mark Act, supra, for proceedings for the cancellation 

of a trade-mark registration by one who deemed himself injured by such registration, and 

that, if an interested party desired to question the validity of a trade-mark registration, he 

should proceed in accordance with the provisions of that section. 


We might content ourselves with affirming the decisions appealed from upon 
this ground alone, but we are also of the opinion that, by virtue of said contract 
between appellant and appellee’s assignor, appellant is estopped from claiming that 
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it has the right to the exclusive use of the mark “Whiz” upon soap and upon other 
goods of the same descriptive properties. Appellant voluntarily divested itself / 
the right to the exclusive use of the mark “Whiz” applied to a particular kind 0; 
soap, viz., a “grit paste soap,” and in consideration thereof was paid $7,000 by 
appellee’s assignor. 

Appellant, for a valuable consideration, abandoned its right to use the mark 
“Whiz” upon grit paste soap, and it may no longer claim that it has the right to 
the exclusive use of said mark upon soap generally or other cleaning preparations 
which would include grit paste soap. So far as appellant is concerned, appellee has 
the right to use the mark “Whiz” upon grit paste soap, and by the very terms oi 
the trade-mark statute appellant has not the right to register the same mark upon 
any goods having the same descriptive properties as grit paste soap. We are in 
agreement with the Commissioner of Patents that certain of the goods involved in 
each of appellant’s applications before us possess the same descriptive properties as 
grit paste soap. 

Section 2 of the Trade-Mark Act requires that, in order for an application t 
create any right whatever in favor of the party filing it, verified declaration must 
be made by the applicant that, to the best of his knowledge, no other person, firm, or 
corporation has a right to use the mark applied for. Having received $7,000 from 
appellee’s assignor as the consideration for the conveyance to the latter of the right 
to use said mark upon grit paste soap, appellant cannot now properly claim that no 


other person, firm, or corporation has the right to use the mark upon goods of the 
same descriptive properties. 


Appellant’s brief states : 





It is well established that a licensor who grants a limited license to use a trade-mark 
for certain specific goods does not, in any way. lose his ownership or right of registration 


of the mark for all goods not expressly licensed, and courts will fully enforce such license 
agreements. 


A number of cases are then cited as supporting the above-stated proposition, but 
none of them do support it, insofar as the right of registration of a mark by a 
licensor is concerned. One of such citations is the case of California Packing Cor- 
poration v. Sun-Maid Raisin Growers of California, 81 F. (2d) 674 [26 T.-M. Rep. 
255], a decision of the Circuit Court of Appeals, Ninth Circuit. Instead of sup- 
porting appellant’s contention with respect to registration, the court there stated : 


... The purpose and effect of the contract of March 10, 1917, was to define the relative 
rights of each in its respective trade-marks. The appellee limited its right of ownership 
in the trade-mark “Sun-Maid” to the use of it in connection with raisins and raisin 
products. The contract so states. This view was adopted by the Court of Customs and 
Patent Appeals in litigation before that court between the parties hereto (California Pack- 
ing Corporation v. Sun-Maid Raisin Growers of California (Cust. & Pat. App.), 65 F. 
(2d) 370, 373), where the appellant was contesting the right of the appellee to register 
the trade-mark “Sun-Maid” as to other than raisin products. That court held that the 
contract of March 10, 1917, gave the Sun-Maid Company only limited ownership in the 
trade-mark “Sun-Maid” and that it could not register the mark for any other product. The 
court said: “If an applicant has by contract divested himself of ownership of and the 
right to use a mark for which he makes application for registration, he is not the ‘owner’ 
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of the mark. .. . Under the contract, appellee is not the owner of the mark, and was pre- 
cluded from using the same as applied to such goods.” 


In the case of California Packing Corporation v. Sun-Maid Raisin Growers of 
California, 20 C. C. P. A. (Patents) 968, 64 F. (2d) 370 [23 T.-M. Rep. 196], re- 
ferred to in the above quotation, we stated: 


The Commissioner erred in holding that the legal effect of said contract of March 10, 
1917, could not be considered by him, and the case of Skookum Packers Association v. 
Pacific Northwest Canning Co., 18 C. C. P. A. (Patents) 792, 45 F. (2d) 912 [21 T.-M. 
Rep. 50], does not support his ruling. In that case we held that “parties cannot, by their 
conduct or by any agreement, confer upon the Commissioner of Patents the power to do 
that which the law forbids.” No such question is involved in the case at bar. Here the 
question is whether the terms of a contract prevent appellee from securing a registration 
which the statute might otherwise permit. In other words, in the Skookum case we held 
that parties could not by their contract confer any right of registration which the law 
forbids, while in the case at bar the question is whether appellee is estopped from securing 
the registrations which it seeks. 

The case of Hamilton Brown Shoe Co. v. The Sam B. Wolf Sons Co., 17 C. C. P. A. 
(Patents) 921, 39 F. (2d) 272 [20 T.-M. Rep. 201], is directly in point; we there held 
that a contract entered into between the applicant and a predecessor of the opposer barred 
the applicant from asserting any right to register the mark applied for. 


Finally, upon this branch of the case, from “Nims on Unfair Competition and 
Trade-Marks,” under the section entitled “License of trade-marks and granting 
right to their use temporarily,” we quote from page 68 the following : 


...A lease or license of a mark apart from its business with which it is used, con- 
stitutes an abandonment of the mark and rightfully so. 


Appellant makes one further contention which will be briefly considered. It is 
that the mark in question is a “collective trade-mark” and that under the provisions 
of section 1 of said Trade-Mark Act, as amended, the mark is entitled to regis- 
tration by appellant. The provision relied upon by appellant reads as follows: 


3y similar procedure, any natural or juristic person, including nations, States, munici- 
palities, and the like, which exercises legitimate control over the use of a collctive mark, 
may apply for and obtain registration of such mark. 


In the first place, the mark in question is not a “collective mark.’ In “Trade- 
Mark Protection and Unfair Trading,” by Derenberg, at p. 319, “collective marks” 
are defined as “the devices, marks or labels used to identify fraternal societies, trade 
associations and unions, etc.’ The mark here involved is not such a mark. 

Furthermore, so far as the record discloses, appellant does not exercise or have 
the right to exercise any control over the use by appellee of the mark “Whiz” applied 
to grit paste soap; on the contrary, for a consideration of $7,000 it divested itself 
of any control over the mark as applied to such soap. 

In conclusion, we think it proper to observe that, for the purposes of these 
appeals, we do not find it necessary to determine whether, under the terms of said 
contract of October 2, 1912, appellee possesses any trade-mark rights capable of 
protection under the trade-mark registration laws. We only hold that, by virtue of 
said contract, appellant is estopped from claiming that it is the owner of the mark 
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“Whiz” applied to soap or to other goods possessing the same descriptive properties 
For the reasons stated, the decision of the Commissioner in each of the appeals, 
Nos. 4484, 4485, and 4486, is affirmed. 





DUBONNET WINE CORPORATION v. BEN-BURK, INC. 
United States Court of Customs and Patent Appeals 


Opposition No. 18468 
June 30, 1941 


TRADE-MarKs—OpposiITION—“DUBONNET”’ AND “BOURBONET’—CONFLICTING MARKS. 

The word “Bourbonet” held to be confusingly similar to the term “Dubonnet,” both marks 
being used on distilled alcoholic liquor. 

TRADE-M ARKS—OPPOSITION—SCOPE OF EXAMINATION BY PATENT OFFICE. 

The Patent Office tribunals are not limited to the precise issues presented in notices of 
opposition, but may dispose of any question relating to a proposed registration that might 
properly be considered in an ex parte proceeding. 

Appeal from a decision of the Commissioner of Patents dismissing a trade-mark 
opposition. Reversed. For the Commissioner’s decision, see 30 T.-M. Rep. 405. 


Asher Blum, of New York City, and Charles R. Allen, of Washington, D. C., for 
appellant. 
Arthur D. Thompson, and Earl H. Thompson, of Boston, Mass., for appellee. 


Jackson, Judge: 


Ben-Burk, Inc., appellee, filed an application in the United States Patent Office 
on October 17, 1938, for registration of a trade-mark, “Bourbonet,” as applied to 
liqueurs in class 49, distilled alcoholic liquors. The application alleged that the 
trade-mark “has been continuously used and applied to said goods in applicant's 
business since October 10, 1938.” 

Appellant filed its notice of opposition to the application on January 25, 1939. 
In the said notice appellant alleged that it is the owner of the trade-mark 
“Dubonnet,” Registration No. 119,580, dated November 27, 1917, and Registration 
No. 319,695, dated December 4, 1934, as applied to wines. Appellant further 
alleged that the competing marks are similar in sound and appearance; that the 
goods of the parties possess the same descriptive properties; that they are used for 
the same purposes and sold in the same establishments ; and that registration of the 
mark “Bourbonet” would cause confusion in trade with consequent loss and damage 
to appellant. The allegations of the notice of opposition were traversed by answer. 

The record consists of a stipulation by the attorneys for the parties which, ex- 
cluding formal parts, reads as follows: 


It is hereby stipulated by and between the parties to the above-entitled opposition, 
through their respective counsel, that, if witnesses were called on behalf of the opposer, 
Dubonnet Wine Corporation, they would testify as follows: 

1. That the opposer, Dubonnet Wine Corporation, is a corporation organized under the 
laws of the State of New York as a holding company for the United States interests of the 
parent French company, Société Anonyme Dubonnet of Paris, France. The opposer is 
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the owner of record of U. S. certificates of registration No. 119,580, issued November 27, 
1917, to said Société Anonyme Dubonnet, and No. 319,695, issued December 4, 1934, to 
Dubonnet Wine Corporation, and copies of said registrations are annexed hereto. The 
opposer is controlled by the French company or its representatives; it is not engaged in 
any commercial business whatsoever in connection with the manufacture or sale of com- 
modities ; and it does not produce, import, sell, or otherwise deal in the “Dubonnet Wine” 
hereinafter referred to. 

2. That “Dubonnet Wine” is and has been produced in France by the French company, 
Société Anonyme Dubonnet, and has been an article of commerce with the United States 
and with the various States thereof since the year 1893, except for the years of National 
Prohibition; that said wine is now being imported into the United States directly by 
Schenley Import Corporation, of New York City, as “sole agents in the U. S. A”; that 
said wine is known as an aperitif wine, that is, a wine used largely as an appetizer, either 
alone or as a cocktail ingredient; and that the beverages known as “Dubonnet Wine” and 
“Dubonnet Cocktails” (cocktails compounded by the consumer, or on his order, with said 
wine as an essential ingredient) are well known to consumers of alcoholic beverages 
throughout the United States. 

3. That the final “T” in the mark “Dubonnet” is silent; that the applicant’s mark 
“Bourbonet” is susceptible to pronunciation with the final “T” silent; and that the term 
“Bourbon” of applicant’s mark is likely to be pronounced similarly to the word “Bourbon” 
as used for Bourbon Whiskey. 

4. That the name “Dubonnet” is the name of individuals residing in France from whom 
opposer derives its title to the said certificates of registration Nos. 119,580, and 319,695. 

5. That said “Dubonnet Wine” has been extensively advertised for many years in the 
United States and long prior to applicant’s first use of “Bourbonet” on October 10, 
1938; and that said “Dubonnet Wine” has, since the year 1893, been well known not only 
in the United States, but in France and throughout the world. 

6. That the “Dubonnet” labels annexed hereto are specimens of the labels used on the 
wine imported by Schenley Import Corporation and sold in the United States. 

It is further stipulated that, if witnesses were called on behalf of the applicant, Ben- 
3urk, Inc., they would testify as follows: 

7. That the applicant, Ben-Burk, Inc., is a Massachusetts corporation, located and doing 
business in the City of Boston, Massachusetts; that the applicant is one of the largest 
liquor rectifiers in the country and has, since the repeal of Prohibition, been engaged in the 
production and sale of distilled alcoholic liquors, including dry gin, rye and bourbon 
whiskey, sloe gin, fruit-flavored gins, and fruit-flavored cordials or liqueurs, known as 
“Nectars”; that substantially all of applicant’s products are sold under its registered 
trade-mark “Old Mr. Boston,” as shown in its United States registration No. 351,462, 
dated November 2, 1937, a copy of which is annexed hereto; and that said “Old Mr. 
Boston” trade-mark is well and favorably known throughout the United States as indi- 
cating the source or origin of applicant’s products. 

8. That applicant’s mark “Bourbonet” was first used on October 10, 1938, and is 
applied to a cordialized whiskey characterized as a liqueur and known as a distilled or 
“hard” liquor of 90 proof; that the term “Bourbon” of applicant’s mark is intended by 
the applicant to indicate to the consumer that applicant’s “Bourbonet” is derived from 
Bourbon Whiskey; that applicant does not produce or sell wine; and that applicant’s 
“Bourbonet” mark has not been and is not intended to be applied to wines or other un- 
distilled alcoholic beverages. 

9. That the “Bourbonet” label annexed hereto is a specimen of the label used on appli- 
cant’s liqueur or cordialized whiskey. 

It is further stipulated that the foregoing constitutes all the evidence which will be 
relied upon by the respective parties in this opposition, and that neither party will take 
or file any additional testimony herein. 
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The Examiner of Interferences sustained the notice of opposition, basing his 
holding upon the first paragraph of the stipulation. In this respect, the Examiner 
stated in his opinion: 








From the above it appears that the opposer must here be deemed to be the owner of 
the mark disclosed in Registrations Nos. 119,580 and 319,695 within the meaning of the 
language “owned and in use by another” of the confusion-in-trade clause. It is contended 
by the applicant, however, that the opposer is unable to qualify under the language “in 
use by another.” It does not affirmatively appear, however, from the latter part of the 
language quoted above that the mark was not in use by the opposer on January 19, 
1939, the date of filing of the notice of opposition. This stipulation for this purpose and 
in view of the allegation of ownership of the mark by the opposer must be strictly construed. 

Accordingly, it is held that the opposer can qualify under the statutory language above 
quoted. The notice of opposition is accordingly sustained. 



































The Examiner also adjudged that appellant is not entitled to the registration for 
which it made application, for the following reason: 








Regardless of the right of the opposer to so intervene, Registration Nos. 119,580 and 
319,695 relied upon by the opposer are each deemed to be a statutory bar to the appli- 
cation involved herein by reason of likelihood of confusion in trade. 











The Commissioner of Patents agreed that the goods of the parties possess the 
same descriptive properties and, as applied to said goods, that the marks are con- 
fusingly similar. In reversing the decision of the Examiner the Commissioner 
stated : 













Manifestly, one who makes no use of a trade-mark will not be damaged by the regis- 
tration of a confusingly similar mark to another. The Examiner took the position, how- 
ever, that because the date of the stipulation was five months subsequent to the filing of 
the notice of opposition, opposer’s admission of nonuse did not prove that the mark was 
not being used by opposer at the time the notice was filed. That this construction was 
erroneous is frankly conceded by opposer’s counsel. In their brief on appeal they say: 

“At the outset of this brief, it is pointed out (in all fairness to applicant and its 
attorneys) that opposer makes no claim that the facts set forth in the foregoing stipulation 
are limited to the date of execution thereof. Opposer in stipulating the testimony intended 
that all the facts recited therein should be effective as of the time of the filing of the 
opposition.” 

It thus becomes clear that the opposition must fail unless it be held that the “prima 
facie evidence of ownership” which attaches to a registered trade-mark under the pro- 
visions of section 16 of the Act of February 20, 1905, is not overcome by the affirmative ad- 
mission of the registrant that it does not use, and consequently does not own, the registered 
mark. In my opinion, that proposition is self-refuting. 

Counsel for opposer argue, and the Examiner of Interferences held, that the registra- 
tions pleaded in the notice of opposition constitute a bar to the registration of applicant’s 
mark, regardless of opposer’s alleged rights. That would be true were the registered 
marks owned by a third party, but that is not the case. While it appears that “Dubonnet” 
wine has been sold in the United States for many years, there is nothing in the stipulation 
of facts to support a finding that the word “Dubonnet” had been used as a trade-mark on 
the wines so sold at any time prior to applicant’s filing date. 





















































From that decision this appeal was taken. 
We are in accord with the holdings below that the goods of the parties possess 
the same descriptive properties, and that the use of the marks of the parties, as 





applied to the said goods, gives rise to likelihood of confusion in trade. 








DUBONNET WINE CORP. v. BEN-BURK 269 





We cannot agree, however, that the decision of the Examiner should have been 
reversed. This court stated, in Englander, Etc. v. Continental Distilling Co., 25 
Cc. C. P. A. (Patents) 1022, 1024, 95 F. (2d) 320, 323, 37 U. S. P. Q. 264, 266, 
that: 


. in opposition proceedings, the Patent Office tribunals are not limited to the 
precise issues presented in notices of opposition, but, on the contrary, by virtue of the 
provisions of section 7 of the Trade-Mark Act .... may dispose of any question relating 
to a proposed registration that might properly be considered in an ex parte proceeding, 
and that, if an applicant’s mark be identical with a registered mark owned by another, 
or confusingly similar thereto, and the goods of the applicant are of the same descriptive 
properties as those of the registrant, the application for registration should be denied 
regardless of the issues raised by the notice of opposition. . . 

and we here reaffirm that doctrine. In our opinion, “It was not only the right, but 
the duty of the tribunals of the Patent Office to determine, ex parte, and without 
reference to issues raised by the notice of opposition, whether the mark was entitled 
to registration.” Sparklets Corp. v. Walter Kidde Sales Co., 26 C. C. P. A. 
(Patents) 1342, 1345, 104 F. (2d) 396, 399 [29 T.-M. Rep. 386]. That was done 
by the Examiner of Interferences in this case, and it can make no difference who is 
the owner of the prior registrations. The determination of the right of the appli- 
cant to register its mark is not to be limited to the issues raised by the notice of 
opposition. 

Appellee contends that, since the registered mark ““Dubonnet” is owned by the 
opposer but is used by another, it cannot be considered as a mark “owned and in use 
by another,” under the confusion-in-trade clause of section 5 of the Trade-Mark Act 
of 1905 (as amended), so as to bar registration of the mark “Bourbonet.” We 
must not lose sight of the fact that the dominant purpose of the said clause is to 
protect the purchasing public from confusion and mistake. Sun-Maid Raisin 
Growers of California v. American Grocer Co., 17 C. C. P. A. (Patents) 1034, 40 
F. (2d) 116 [20 T.-M. Rep. 300] ; California Packing Corp. v. Tillman & Bendel, 
Inc., 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238] ; Skelly 
Oil Co. v. The Powerine Co., 24 C. C. P. A. (Patents) 790, 86 F. (2d) 752 [27 
T.-M. Rep. 78]. 

“Tt [Congress] never intended that a trade-mark should be registered if its use was 
likely to cause confusion or mistake in the mind of the public or if purchasers were likely to 

be deceived by its use. Sun-Maid Raisin Growers of Calif. v. American Grocer Co., 

supra. 

The marks here are deceptively similar and are used upon goods of the same descrip- 
tive properties. Their concurrent use would be likely to confuse or deceive pur- 
chasers. From the public’s point of view it matters not that the mark “Dubonnet” 
is owned by one person and actually used in commerce by another. The important 
thing is the likelihood that purchasers, upon seeing the mark ‘“Bourbonet” on 
merchandise, would be confused or deceived into believing that the said merchandise 
had the same origin as that bearing the mark “Dubonnet.” This would be the very 
confusion and mistake which the act seeks to prevent. It is apparent, therefore, 
that we should give no effect in this case to appellant’s concession that it is not 
actively engaged in any commercial business. 
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For the reasons herein expressed, the decision of the Commissioner of Patents 
















that the registrations pleaded in the notice of opposition constitute no bar to the 
registration of applicant’s mark is reversed. 


CIBA PHARMACEUTICAL PRODUCTS, INC. v. ABBOTT 

LABORATORIES 

United States Court of Customs and Patent Appeals 
Oppositions Nos. 17,742 and 17,743 

July 2, 1941 


TRADE-M ARKS—OpposITION—DICALCIUM PHOSPHATE AND VIOSTEROL AND DIALLYLBARBITURI( 
Acip—Goons OF DIFFERENT DESCRIPTIVE PROPERTIES. 

Medicinal wafers containing dicalcium phosphate and viosterol held to be of different 

descriptive properties from diallylbarbituric acid used as a sedative. 


Appeal from a decision of the Commissioner of Patents dismissing a trade-mark 
opposition. Affirmed. For the Commissioner’s decision, see 30 T.-M. Rep. 581. 




















E. F. Wenderoth, of Washington, D. C., for appellant. 
Wm. E. Anderson and Cyril A. Soans, of Chicago, IIl., for appellee. 


GarreETT, Presiding Judge: 


These are appeals from decisions of the Commissioner of Patents affirming de- 
cisions of the Examiner of Interferences in two trade-mark opposition proceedings, 
which, because of the fact that the issues in both cases are identical, were consoli- 
dated for hearing. 

The respective decisions of the Commissioner, like those of the Examiner oi 
Interferences, are expressed in substantially identical language, and we quote the 
Commissioner’s statement of the cases as follows: 





These are appeals from decisions of the Examiner of Interferences in two opposition 
proceedings involving the application of Abbott Laboratories for registration of the notation 
“Dical-D,” with a disclaimer of the final “D,” as a trade-mark for “medicinal wafers con- 
taining dicalcium phosphate and viosterol.” This product is recommended for the relief 
of dietary deficiencies. The mark has been used since December 28, 1937. 

The opposer Society of Chemical Industry in Basle is a Swiss concern, and the opposer 
Ciba Pharmaceutical Products, Inc., is its exclusive United States agent. Both rely 
upon the said society’s ownership of registrations issued July 7, 1914, and July 22, 1919, 
respectively, of the trade-marks “Dial-Ciba” and “Dial” for “a pharmaceutical product— 
viz., C. C—diallylbarbituric acid—and particularly applicable as a dormitive and a 
sedative.” 


Both tribunals of the Patent Office took the view that because of the differences 
in the goods and the differences in the marks there is no reasonable likelihood that 
confusion would result from the use by Abbott Laboratories of the mark which it 
seeks to register and, therefore, held that the oppositions should be dismissed. The 
Commissioner said, inter alia: 
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Broadly speaking, the goods of the parties are doubtless of the same descriptive proper- 
ties ; but they differ widely in many of their essential characteristics, are used for entirely 
different purposes, and are in no sense competitive. They are both sold in drug stores, but 
that fact is not of controlling importance. As was observed by the Court of Customs and 
Patent Appeals in the recent case of Kraft-Phenix Cheese Corporation v. Consolidated 
Beverages, Ltd., 27 C. C. P. A. 803, 107 Fed. (2d) 1004 [30 T.-M. Rep. 52], “it is a 
matter of common knowledge that such institutions sell an almost unlimited variety of 
articles in distinct and substantially unrelated lines of trade.” 

If applied to identical merchandise, it may be that the two marks “Dial” and “Dical-D” 
are too nearly similar in sound and appearance to be concurrently used without confusion, 
but that is not the situation here presented. 


Both parties took testimony which we have carefully examined in the light of 
the statements made respectively in the application (both proceedings relate to a 
single application) of appellee and in the registrations pleaded in the notices of 
opposition. 

The testimony shows that appellee’s product—‘‘Medical wafers containing 
dicalcium phosphate and viosterol”—is, as expressed by the Examiner of Interfer- 
ences, “used to meet Vitamin D, calcium and phosphorus deficiencies,” and that it 
may be purchased over the counter by anyone without a prescription. 

With respect to the product named in the registrations pleaded by opposers, the 
following testimony was given in the cross-examination of a witness called on 
behalf of opposers : 


X Q. 9. You stated that this product of your company was a hypnotic and sedative. 
What do you mean by that? A.A hypnotic is an agent which induces sleep, and a sedative 
is one which has a quieting effect on excited nerves. 

X Q. 10. And if administered in a sufficient dose will induce sleep? That is correct, 
isn’t it? A. Yes. 

X Q. 11. What is a dormitive? A. A dormitive is an agent that induces sleep. 

< Q. 12. In other words, dormitive and hypnotic mean the same thing.? A. Yes. 
» . 13. Did you ever work for any drug store in New York City? A. Yes. 

X Q. 14. Then you, of course, know that under the laws of New York City you 
could not sell a hypnotic over the counter without a doctor’s prescription? A. Yes. 

X Q. 15. On your direct examination you were asked whether or not you considered 


a. 
OO 


dicalcium phosphate and viosterol a pharmaceutical product. Do you know what dical- 
cium phosphate and viosterol is? A. Yes, I know what it is. 

X Q. 16. What is it? A. Dicalcium phosphate is an inorganic chemical combination 
of calcium and phosphate and viosterol and has the physiological and pharmacological 
action of Vitamin D. 

X Q. 17. Viosterol is, of course, a well-known source of Vitamin D. That is true, 
isn’t it? A. Yes. 

X Q. 18. And you, of course, know that viosterol is administered in cases of vitamin D 
deficiency. A. Yes. 

X Q. 19. And you, of course, also know that viosterol is never administered as a 
hypnotic? A. Yes. 

X Q. 20. When you say “yes,” you mean it is never administered as a hypnotic? 
That is true, isn’t it? A. That is right. 

X Q. 21. And you, of course, know that dicalcium phosphate in a combination with 
viosterol is never administered as a hypnotic? 

* 7 « 


A. Yes. I know it is never administered as a hypnotic. 
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[t is clear that there is a per se difference between the goods of the respective 
parties as to their inherent characteristics and, of course, as to their uses. We re- 
gard both as being medicinal in character, but the product of appellants, in its 
essential substance, differs from the product of appellee in its essential substance, 
and the difference in use is obvious. The fact that both are medicinal in character 
and have a therapeutic effect upon users, of necessity makes carefulness in selection 
imperative on the part of prudent purchasers. 

Upon the differences in the contesting marks it is unnecessary to comment, be- 
cause such differences are obvious. 














In the course of the trial a witness on behalf of appellants who identified him- 
self as “‘assistant medical director of Ciba Pharmaceutical Products, Inc.,” testified 
as follows: 


Q. 115. Having testified that you are familiar with some of the Applicant’s marks 
and your own marks, what in your opinion would be the effect in the minds of the ordinary 


purchasers if they saw goods marked Dial, and at the same time, goods marked Dical? 
* * * 


























A. It might cause confusion. 

Q. 116. On what do you base this opinion? A. On the close similarity of the two 
terms, Dial and Dical, and in conversation or by telephone, one product is liable to be 
mistaken for the other if not pronounced clearly or written legibly. [Italics ours.] 

From the foregoing it is argued that opposer’s record “shows that the marks are 
confusingly similar.” Of this contention it is sufficient to say that the testimony 
amounts to nothing more than the expression of an opinion by the witness, which 
obviously is not binding upon either the tribunals of the Patent Office or the courts. 
The decision of the Commissioner in each case is affirmed. 


DWINELL-WRIGHT COMPANY v. GEORGE P. GUNDLACH, borne 
BUSINESS AS ESMOND, GUNDLACH AND COMPANY 
United States Court of Customs and Patent Appeals 
Opposition No. 18,824 
July 2, 1941 


TRADE- MARKS—OPPOSITION—TEA AND COFFEF AND IcE CREAM—Goops OF SAME DESCRIPTIVE 
PROPERTIES. 
Tea and coffee held to possess the same descriptive properties as ice cream. 


Appeal from a decision of the Commissioner of Patents dismissing a trade-mark 
opposition. Reversed. For the Commissioner’s decision, see 30 T.-M. Rep. 681. 
Edward G. Fenwick, Edward T. Fenwick, Charles R. Fenwick, all of Washington, 

D. C., for appellant. 

Jacobi and Jacobi, of Washington, D. C., for appellee. 


HATFIELD, Judge: 


This is an appeal in a trade-mark opposition proceeding from the decision of the 
Commissioner of Patents affirming the decision of the Examiner of Interferences 
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dismissing appellant’s notice of opposition and holding that appellee was entitled to 
register the trade-mark “White House” for use on ice cream. 

In its application for registration appellee stated that it had used its trade-mark 
on its goods since February 1, 1923. 

Appellant is the owner of trade-mark registrations Nos. 77,624 and 77,625, 
issued April 26, 1910, for the words “White House” in association with a pictorial 
representation of a white house for use on tea and coffee, respectively, the words 
‘White House” being the dominant feature of appellant’s marks. 

The marks of the parties being substantially identical and appellant being the 
prior user of the words ““White House” as a trade-mark, the sole issue in the case is 
whether the goods of the respective parties possess the same descriptive properties 
within the purview of the confusion-in-trade clause of section 5 of the Trade-Mark 
Act of February 20, 1905. 

The tribunals of the Patent Office concurred in holding that the goods of the 
parties—tea and coffee on the one hand and ice cream on the other—were not goods 
of the same descriptive properties ; that appellee was entitled to register its “White 
House” trade-mark for use on ice cream, and, accordingly, dismissed appellant’s 
notice of opposition. 

It appears from the record that appellant has advertised and sold its goods—tea 
and coffee—under its trade-mark throughout the United States, that its coffee is 
sold both in tins and in paper cartons; that its tea is sold in paper cartons; that it 
and its predecessor have expended approximately $4,000,000 in advertising its goods 
and its trade-mark; and that appellant has received in the neighborhood of 30,000 
letters addressed ““White House Coffee, Boston, Mass.” It further appears from 
the record that coffee, tea, and ice cream are food products and are sold in the same 
stores to the same class of people for relatively moderate prices ; that although appel- 
lant’s tea and coffee are always sold to the retail trade in package form, ice cream is 
not always so sold; that coffee is frequently used as a flavoring for ice cream; and 
that coffee-flavored ice cream is known as “coffee ice cream.” 

In the case of White House Milk Products Co., etc. v. Dwinell-Wright Co., 27 
C.C. P. A. (Patents) 1194, 111 F. (2d) 490 [30 T.-M. Rep. 351], we held that 
canned milk and tea and coffee possessed the same descriptive properties. 

In the case of California Packing Corporation v. Tillman & Bendel, Inc., 17 C. C. 
P. A. (Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238], we held that coffee and 
fruits and vegetables (canned, dried, and preserved), pork and beans, relishes, 
sauces, etc., possessed the same descriptive properties. 

If, as held in the case of White House Milk Products Co., etc. v. Dwinell-W right 
Co., supra, tea and coffee possess the same descriptive properties as milk, it would 
be rather far-fetched to hold that ice cream, consisting mainly of milk and cream 

(flavored and frozen), does not possess the same descriptive properties as tea and 
coffee, particularly in view of the fact that it is frequently flavored with coffee and, 
when so flavored, is known as “coffee ice cream.” 

If appellee is entitled to register the “White House” mark for use on ice cream, 
it, of course, would have the right, so far as registration is concerned, to advertise 
“White House Coffee Ice Cream,” which advertisement obviously would indicate to 
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the purchasing public that “White House Coffee” and “White House Coffee Ice 
Cream”’ originated in appellant. 

We have given careful consideration to the decisions of the Patent Office tribunals 
and to the arguments presented here by counsel for appellee, but are of opinion that 
tea and coffee on the one hand and ice cream on the other possess the same descrip- 
tive properties ; that the marks of the respective parties are confusingly similar ; that 
appellee is not entitled to register its mark; and that appellant’s notice of opposition 
should have been sustained. 

For the reasons stated, the decision of the Commissioner of Patents is reversed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation 


“Country Gentleman” on distilled spirits. 





Frazer, F. A. C.: Rendered the following decision in this cancellation proceed- 
ing, which involved J. A. Dougherty’s Sons, Incorporated, distillers, and Kasko 
Distillers Products Corp., and where the mark of the latter corporation sought to 
be cancelled were the words “Country Gentleman” : 


In the above entitled proceeding the Examiner of Interferences sustained the petition 
of J. A. Dougherty’s Sons, Incorporated, Distillers, to cancel trade-mark registration 
No. 325,172, issued June 11, 1935, to Kasko Distillers Products Corp. Kasko Distillers 
Products Corp appealed from the Examiner’s decision, but did not file a brief nor make 
an appearance for oral argument on appeal. An inspection of the record discloses no 
manifest error in the decision of the Examiner of Interferences, and said decision is 
accordingly affirmed." 


Conflicting Marks 





“Pennpayz” and “Pennzoil.” 


VANS ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the joint notice of opposition filed by The Pennzoil 
Company of Los Angeles, Calif., and The Pennzoil Company of Oil City, Pa., to 
the grant of registration of the word “Pennpayz” for lubricating oils and greases, 
applied for by Harold C. Hall. Opposers relied upon the prior registration and 
uses of the words “Pennzoil” and “Zoil,” separately, for lubricating oils and greases. 
The Assistant Commissioner sustained the opposition on the basis of the mark 
“Pennzoil.” The applicant contended that the syllable “Penn” is geographical, so : 
that the dominant parts of the marks “Pennzoil” and ‘“Pennpayz” are the syllables | 
“zoil” and “payz,” and that the presence of the letter “z’” in both marks would not : 
tend to cause confusion because it is present in numerous registered marks, which 
he cited, and would not be considered by the public as indicating goods derived from 
the opposers. With respect to this contention the Assistant Commissioner said: 


1. J. A. Dougherty’s Sons, Incorporated, Distillers v. Kasko Distillers Products Corp., 
Canc. No. 3561, 163 M. D. 736, April 17, 1941. 
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It is not proper to dissect the marks and to compare only the syllables “zoil” and 
“payz.” The marks should be compared in their entireties. Both marks are words of 
eight letters and two syllables and in each the first four letters, comprising the first syllable, 
are the same. The marks are applied to lubricating oil, such as for motor cars, and such 
oil is frequently purchased by motorists at service stations without serious care or atten- 
tion to the appearance of the trade-mark under which it is sold. Considering the goods to 
which the marks are applied, the class of purchasers, and the appearance of the marks as 
a whole and their sound when spoken, it is my opinion that the marks, when applied to 
such goods, would be quite likely to cause confusion and to deceive purchasers. 


The opposers contended that applicant’s oil would be called for by the term 
“Pennpayz oil” and that this term, when spoken, is confusingly similar in sound not 
only to the word “Pennzoil” but also to the word “Zoil,” but the Assistant Com- 
missioner said: 

It seems to me.... that the word “oil” when so used would not be thought of as a 
part of any trade-mark, but merely as the generic name of the goods referred to, and its 
association with the word “Pennpayz” would not add materially to the confusing similarity 
between the words “Pennpayz” and “Pennzoil.” 

The mark “Zoil” is so different in appearance and sound from the mark “Pennpayz,” 
considered either alone or in association with the word “oil,” that, in my opinion, the use 
of the marks for lubricating oil would not be likely to cause mistake or confusion in the 
mind of the public or deception of purchasers.” 


“Duff’s” and “Duffy’s Malt.” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the petition of Frankfort Distilleries, Incorporated, to cancel 
trade-mark registration No. 304,411, issued July 4, 1933, under the provisions of 
the Act of March 19, 1920, to Macleay Duff & Co., and assigned to the party Macleay 
Duff (Distillers) Limited. 

Respondent’s mark is the name “Duff’s,” and its goods are described in the 
registration as “liqueur Scotch whiskey.” Petitioner relied upon its own prior use 
of the notation “Duffy’s Malt” as a trade-mark for malt whiskey. 

The First Assistant Commissioner noted that no question of priority was pre- 
sented and that respondent did not seriously contend that the marks of the parties 
are not so nearly similar as to be likely to confuse purchasers. 

Respondent’s argument, he said, was that Section 1 (b) of the 1920 Act, prior 
to the amendment of June 10, 1938, which, the First Assistant Commissioner said, 
was not material in this case, did not forbid the registration of marks 

which so nearly resemble a known trade-mark owned and used in interstate commerce or 

commerce with the Indian tribes by another and appropriated to merchandise of the same 

descriptive properties as to be likely to cause confusion or mistake in the mind of the public 

or to deceive purchasers, 
unless the marks were identical. 

In answer to this argument, the First Assistant Commissioner stated : 

My views upon this point were fully expressed in Vanity Fair Silk Mills v. American 

Manufacturing Corporation, 467 O. G. 986 [26 T.-M. Rep. 490], and the conclusion was 





_ 2. The Pennzoil Company, a Corporation of California, The Pennzoil Company, a Corpora- 
tion of Pennsylvania v. Harold C. Hall, Opp’n No. 19,346, 163 M. D. 713, March 17, 1941. 
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reached “that, if registrant’s mark so nearly resembdes that of petitioner ‘as to be likely to 
cause confusion or mistake in the mind of the public or to deceive purchasers, registrant 
is ‘not entitled to the exclusive use of the mark,’ and its registration should be cancelled.” 
Respondent insists that my decision in that case was erroneous, and should be overruled. 
In deference to the able argument advanced by respondent’s counsel, I have carefully 
reconsidered the question, but my opinion remains unaltered.® 


“Duffy’s” and “Macleay Duff & Co.” 


Frazer, F. A. C.:. Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the petition of Frankfort Distilleries, Incorporated, to cancel 
trade-mark registration No. 351,967, issued November 16, 1937, under the pro- 
visions of the Act of February 20, 1905, to Macleay Duff (Distillers) Limited. 

He noted that the mark of the registration sought to be cancelled was described 
by the Examiner as comprising 


various pictorial and design matter associated with certain wording, no claim being made 
to such wording except the notations “Macleay Duff & Co.” and “Duff's” included therein, 





and that the mark is appropriated to Scotch whiskey. He also noted that petitioner 
uses the name “Duffy’s,” in association with the word “Malt,” as a trade-mark for 
malt whiskey. 

Respondent conceded that the use by petitioner of the name “Duffy’s” antedated 
its own use of the registered mark, and the First Assistant Commissioner concluded 
that the concurrent use of the two marks in question, in connection with substan- 
tially identical merchandise of the character involved in this case, would be reason- 
ably likely to confuse the public to petitioner’s probable damage. The First Assist- 
ant Commissioner, therefore, ruled that the petition to cancel respondent’s registra- 
tion was properly sustained. 

Respondent insisted that its right to use the word “Duff” is incontestable. On 
this question, the First Assistant Commissioner had the following to say: 


Because “Duff” is a part of respondent’s name, respondent insists that its right to use 
the word is incontestable. Be that as it may, it does not necessarily follow that respondent 
is entitled to the registration thereof, either alone or in combination. So far as the Patent 
Office is concerned this point was conclusively determined by the Court of Customs and 
Patent Appeals in the case of J. B. Williams Co. v. Williams, 18 C. C. P. A. 1133, 48 F. 
(2d) 398 [21 T.-M. Rep. 188], where the court said: 

“In considering cases like this we must bear in mind the legal distinction between the 
common-law right of a person to use his own name in his own business and the statutory 
right to register it as a technical trade-mark. 

. * + 


“It seems to us that, where one elects to make a technical trade-mark use of his own 
name, that name for that purpose becomes dissevered, as it were, from its owner’s per- 
sonality, and when he seeks to register it under a statutory enactment, it must be tested by 
precisely the same rules and principles which apply to all other technical trade-marks.”* 


3. Frankfort Distilleries, Incorporated v. Macleay Duff & Co. (Macleay Duff (Distillers), 
Limited, Assignee, Substituted), Canc. No. 3,352, 163 M. D. 720, March 21, 1941. 

4. Frankfort Distilleries, Incorporated v. Macleay Duff (Distillers), Limited, Canc. No. 
3,351, 163 M. D. 718, March 21, 1941. 
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“Barbara Ray” and “Shirley Ray” shown in similar script. 


VaN ArsSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition by Joseph Adelson & Son for cancellation of 
the registration issued under the Act of March 19, 1920, to Rabiner Underwear 
Co., Inc., of the mark “Barbara Ray” for ladies’ and misses’ slips, pajamas, and 
nightgowns. 

The Assistant Commissioner stated: 


The two marks are printed in very similar upwardly slanting script. The last word in 
each mark is the surname “Ray.” Of course the name “Barbara” is quite different from 
the name “Shirley” as a given name and in sound, and the names ordinarily would denote 
two different individuals. However, they are both feminine names, and the similarity in 
the script in which they are printed creates some similarity between them in appearance. 

Considering the marks in their entireties, it is my opinion there is so much similarity 
between them that confusion in trade would be reasonably likely to result from the con- 
current use of the marks upon goods of the kind specified.® 


“Feather Step” and “Feather-Tread.” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to Rice-O’ Neill Shoe Company, of St. Louis, Mo., of a mark 
for shoes which was described in the brief on appeal as follows: 


Appellant’s composite mark is composed of a pentagonal frame or border within which 
the notation “Feather Step Arch by Rice-O’Neill,” together with the representation of a 
shoe, are arranged in a substantially vertical column. The word “By” and the representa- 
tion of the shoe are disclaimed apart from the mark shown. 


Registration was refused in view of the trade-mark “Feather-Tread,” previously 
registered for the same goods, the Examiner being of the opinion that the two 
marks are confusingly similar. 

In his decision the First Assistant Commissioner stated : 


Applicant very properly argues that its mark may not be dissected for the purpose of 
comparison, but must be considered as a whole. So considered, however, I agree with 
the Examiner that the mark is dominated by the notation “Feather Step,” and that such 
notation and “Feather-Tread” are too nearly alike in sound, appearance and significance 


to be used upon identical merchandise of the character here involved without likelihood 
of confusion.® 


“Queen Victoria” and “The Victoria Vat.” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of John Dewar & Sons, Limited, of Perth, 
Scotland, to the application of Cluff & Pickering, Ltd., of New York, N. Y., for 
registration of the name “Queen Victoria,” in association with a design, as a trade- 
mark for Scotch whisky. 

Opposer relied upon its ownership of the trade-mark “The Victoria Vat,” like- 
wise appropriated to Scotch whisky, and registered before applicant’s first use 
of its mark. 


5. Joseph Adelson & Son v. Rabiner Underwear Co., Inc., Canc. No. 3,710, 163 M. D. 723, 
March 24, 1941. 


6. Ex parte Rice-O’Neill Shoe Company, Ser. No. 424,315, 163 M. D. 735, April 16, 1941. 
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The First Assistant Commissioner stated : 


“Victoria” and “Queen Victoria” have precisely the same significance, and as applied 
to whisky “vat” is descriptive. It follows that “Victoria” is the essential and pre- 
dominant feature of each mark. Bearing in mind the character of the goods involved and 
the fact that they are identical, I cannot escape the conviction that confusion would 
inevitably result from their concurrent sale under these two trade-marks.’ 


Conflict in Marks Registered Under Acts of 1905 and 1920 
Registration under 1920 Act no Ground for Rejection of Mark Filed under 1905 Act. 


Frazer, A. C.: Reversed the decision of the Examiner of Trade-Marks who 
had refused to register to Chew-Bittel Co. a composite mark for mineral wool, 
comprising a distinctive design and the descriptive words “Fybroc Insulations,” the 
words being disclaimed. 


Observing that the mark is claimed to have been used since November 26, 1938, 
the Assistant Commissioner said: 


Registration was refused on the ground that applicant’s mark as a whole is confusingly 
similar to the notation “Fiberock,” registered November 17, 1936, under the provisions of 
the Act of March 19, 1920, for “rock wool heat insulation.” Manifestly, these goods and 
applicant’s are of the same descriptive properties, and it may be that the two marks are 
confusingly similar. Applicant argues, however, that the Patent Office is without legal 
authority to reject an application filed under the provisions of the Act of February 20, 
1905, merely because a conflicting mark has previously been registered under the Act 
of 1920. 

The question thus presented was before me in Ex parte Essex Rubber Co., 520 O. G. 807, 
decided since the instant appeal was argued. For the reasons there stated, the decision of 
the Examiner of Trade-Marks is reversed.® 


Conformity With Foreign Registration 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks in re- 
quiring that the drawing in the application filed by the firm of Fernando Parrabere 
“be amended to show the mark as registered in the country of origin.” The appli- 
cant sought the registration of the word “Oyama” as a trade-mark for wines, and 
the application was based upon a Uruguayan registration of the same word in asso- 
ciation with other features. 

In his decision the First Assistant Commissioner quoted, as follows, from the 
statement of the Examiner : 


Applicant, described in the application papers as a firm organized and existing by 
virtue of the laws of the Republic of Uruguay and located and doing business in 
Montevideo, Uruguay, here seeks registration merely of the notation “Oyama” displayed 
in letters closely simulating a style known as Old English. The certified copy of foreign 
registration, however, appears to evidence the fact that the mark as registered in Uruguay 
is contained in three colored labels. These labels are, respectively, a neck label featuring 
a monogram; a crescent-shaped shoulder label containing the word “Oyama” and other 
matter; and a relatively large rectangular body label horizontally divided into two panels, 


7. John Dewar & Sons, Limited v. Cluff & Pickering, Ltd., Opp’n No. 18,203, 163 M. D. 
742, April 29, 1941. 
8. Ex parte Chew-Bittel Co., Ser. No. 415,107, 163 M. D. 637, November 26, 1940. 
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the upper one containing certain descriptive matter, and the lower one featuring, in addition 
to the word now shown in applicant’s drawing, certain pictorial matter, an artistic border 
design with associated scrolls and a circular device containing a monogram. 

The Examiner has not required that applicant include all of the matter shown in the 
mark as registered in applicant’s home country, or even all of the fanciful and arbitrary 
matter, but he has required that the drawing be amended to show the principal label with 
its panels, filigree work and scrolls, buildings and scenery, the displayed name “Oyama,” 
and the monogram composed of the letters “F P.” Under the practice all of these 
features, are considered as necessary in order that there may be substantial uniformity be- 
tween the mark here presented for registration and the one shown to have been registered 
in applicant’s home country. 


The First Assistant Commissioner also noted that section 4 of the act of Febru- 
ary 20, 1905, relating to the registration of trade-marks for the registration of which 
application has previously been filed abroad, contains the following proviso: 


That certificate of registration shall not be issued for any mark for registration of 
which application has been filed by an applicant located in a foreign country until such 
mark has been actually registered by the applicant in the country in which he is located. 


After referring to the construction given this proviso by decisions of the Com- 
missioner in Ex parte Pietro, 1907 C. D. 107, 127 O. G. 2394, Ex parte Bertelli, 
1909 C. D. 118, 144 O. G. 817, and Ex parte Crusellas Hns. y Cia, 113 Ms. Dec. 
322 [4 T.-M. Rep. 458], the First Assistant Commissioner stated : 


It will thus be seen that it has been the practice to permit the omission of at least a 
portion of the matter appearing in foreign registrations, even though such matter be of an 
arbitrary nature; and if that practice is to be continued, it seems clear to me that the 
Patent Office is without authority to require the inclusion of nonessential words or features 
which an applicant chooses to omit. In re Standard Underground Cable Co., 27 App. 
D. C. 320, 1906 C. D. 687. 

The Examiner seems to feel that to register applicant’s mark as presented would do 
violence to the quoted proviso of the statute. All that the statute requires, however, is that 
“such mark has been actually registered by the applicant in the country in which he is 
located” ; and by liberal interpretation of that language I think it may properly be said that 
the mark here in question has been so registered. True, the foreign registration includes 
other matter, but its outstandingly predominant feature is the word “Oyama”; and had 
the same labels been filed in support of a domestic application for registration of the same 
word, no question could have been raised but that the word functioned independently as a 
trade-mark.? 


Corporate Name 


“Montanin” for disinfectants. 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the petition of Montanin Company, Inc., to cancel trade-mark 
registration No. 310,469, issued February 27, 1934, to Montana Aktiengesellschaft, 
upon an application filed September 6, 1933. The registered mark is the word 
“Montanin,” and the goods described in the registration are disinfectants. 

Petitioner relied upon its own prior use of the same mark for the same goods, 
and also upon the ground that the mark is petitioner’s corporate name. The 


9. Ex parte Fernando Parrabere, Ser. No. 440,549, 163 M. D. 763, June 26, 1941. 
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Examiner sustained the petition upon the latter ground only, but the First Assistant 
Commissioner ruled that it was sustainable upon both grounds. The First Assistant 
Commissioner said : 


There is no evidence that respondent has ever used its registered mark in the United 
States, the registration purporting to be based upon a German registration issued in 1901 
and renewed. In 1933, when respondent’s application for the registration here involved 
was filed, the mark had been in use by petitioner in this country for at least twenty-two 
years. Had petitioner opposed that application, and presented the evidence disclosed by 
the present record, the opposition would necessarily have been sustained. And petitioner's 
failure to oppose is no bar to the relief it seeks in the instant proceeding, for a petition to 
cancel may be filed “at any time.” White House Milk Products Co. v. Dwinell-Wright 
Co., 27 C. C. P. A. 1194, 111 F. (2d) 490 [30 T.-M. Rep. 351]. 

Respondent argues, and the Examiner seems to have agreed, that in its use of the 
mark petitioner has acted as respondent’s agent; but I am clearly of the opinion that no 
such relationship is established by the evidence. Petitioner has purchased its product 
from respondent, and possibly has been respondent’s only American customer; but the 
product has been ordered, invoiced and shipped, not as ‘“Montanin,” but as hydrofluosilicic 
acid. The trade-mark has been affixed by petitioner, preliminary to resale in this country, 


to indicate origin in petitioner, whose customers have had no knowledge of the product’s 
original source.?° 


Descriptive Terms 
“Cabinet” for liquid heating and cooling apparatus. 


VAN ArSDALE, A. C.: Held that the Acting Examiner of Trade- Marks correctly 
refused registration of a trade-mark consisting of the word “Cabinet” for liquid 
heating and cooling apparatus comprising an enclosure housing an apparatus for 
heating and/or cooling liquid food products or liquids to be used in food products, 
which registration was applied for by the Cherry-Burrell Corporation. The Assist- 
ant Commissioner agreed with the Examiner that the word “Cabinet” is merely 
descriptive of the goods named in the application.” 


“Malto-Dextrine” for dehydrated sugar. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing to register the notation “Malto-Dextrine,” under the provisions of the 
Act of February 20, 1905, as a trade-mark for goods described in the application as 


corn (and other grain), sugars and syrups in partially dehydrated, concentrated, granular, 


powdered, cake and liquid forms for the brewing, baking, pharmaceutical, ice cream and 
other industries, 


the word “Dextrine” being disclaimed “except in conjunction with the word 
‘Malto.’”’ The application for registration was filed by Louis N. Hartog. 

The First Assistant Commissioner agreed with the Examiner that applicant’s 
mark in its entirety is descriptive of the goods, and stated: 


“Malt” and “dextrin,” . . . are words of great antiquity in the language, and were 
doubtless in common use when the mark was adopted. And regardless of orthography, 


10. Montanin Company, Inc. v. Montana Aktiengesellschaft, Canc. No. 3,520, 163 M. D. 
726, March 28, 1941. 


11. Ex parte Cherry-Burrell, Ser. No. 412,946, 163 M. D. 690, February 4, 1941. 
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it is inconceivable to me that the expression “Malto-Dextrine” could fail to convey to the 
average mind the direct information that the product to which it is applied contains malt, 
or one of its derivatives, and dextrin. It may be that applicant was the first to manufac- 
ture such a product, and hence the first to have occasion to use the expression; but to 
borrow the language of the Court of Customs and Patent Appeals in the case of Jn re 
Bailey Meter Co., 26 C. C. P. A. 1136, 102 F. (2d) 843 [29 T.-M. Rep. 293]: 

“The fact that appellant may have been the first and only one to adopt and use the 
mark sought to be registered does not prove that the mark is not descriptive. . . .”?* 


“Match Target” for automatic pistols. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to the Colt’s Patent Fire Arms Manufacturing Company of 
two marks for automatic pistols, one of the marks being the notation “Match 
Target,’ and the other being the same notation in association with the representation 
of a target. 


Registration was refused by the Examiner on the ground that each mark 


is so conventionally descriptive that it does not function as a trade-mark, but merely 
designates the type of goods to which it is applied. 


The Examiner pointed out that target pistols are well known and that when 
used for match shooting such pistols would normally be referred to as match target 
pistols. 

In agreeing with the Examiner that the alleged trade-marks sought to be regis- 
tered are descriptive, the First Assistant Commissioner said: 


In support of his ruling the Examiner cites In re Brunswick-Balke-Collender Co., 
19 C. C. P. A. 1055, 56 Fed. (2d) 890 [22 T.-M. Rep. 215], where the Court of Customs 
and Patent Appeals held the word “League” to be “clearly either descriptive or mis- 
descriptive of bowling pins, and hence non-registrable as a trade-mark for such goods. 
A more recent case, and one perhaps more nearly in point, is In re Hair Net Packers, Inc., 
115 Fed. (2d) 254 [29 T.-M. Rep. 656], where the same court affirmed the Patent Office 
in refusing to register the word “Professional” as a trade-mark for hair curlers, because 
the mark indicated that the goods were designed for use in a particular field, and was 
thus “clearly descriptive within the meaning of the statute.”** 


“Nippy” for cheese. 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Marks in 
refusing registration, under the provisions of the Act of February 20, 1905, to 
Pabst-Ett Corporation of the word “Nippy,” as a trade-mark for cheese and cheese 
spread. 


The Examiner held that the mark is descriptive of the goods. 
In his decision the First Assistant Commissioner stated: 


The present applicant was the opposer in the case of Pabst-Ett Corporation v. Dr. 
W.J. Ross Co., 515 O. G. 840 [30 T.-M. Rep. 408], where it relied upon the same mark 
now sought to be registered. I dismissed the opposition on the ground that the goods 


12. Ex parte Louis N. Hartog, Ser. No. 371,098, 163 M. D. 724, March 26 ,1941. 
13. Ex parte Colt’s Patent Fire Arms Manufacturing Company, Ser. Nos. 407,364 and 
407,365, 163 M. D. 737, April 17, 1941. 
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of the parties there involved were of different descriptive properties, and in the course of 
my decision said: 
“I agree with counsel for applicant that the mark is purely descriptive of opposer’s 


goods. In fact, “nip” is defined in Webster’s New International Dictionary as ‘a tang or 
bite in cheese.’ ” 


I have given careful consideration to applicant’s argument to the contrary, but I am 


still of the opinion that the mark is merely descriptive of the goods to which it is appro- 
priated.!* 


“Woven” for footwear of leather or fabric. 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Marks in 
refusing registration to the General Shoe Corporation of the notation “Woven- 
Aire,” in the absence of an appropriate disclaimer of the word “Woven.” The 
Examiner held the word “Woven” to be descriptive of the goods set forth in the 
application ; namely, “boots, shoes and slippers of leather, fabric or combinations 
thereof.” 


The First Assistant Commissioner stated: 


Were the mark applied to leather shoes only, I should be constrained to agree with 
applicant’s counsel that the requirement for disclaimer was unwarranted; but clearly the 
word “woven” is descriptive of fabric and of shoes made of such material. The mark 
as a whole is, of course, fanciful; but no mark is registrable under the Act of February 
20, 1905, which includes undisclaimed descriptive matter. Jn re American Cyanamid & 
Chemical Corporation, 26 C. C. P. A. 712, 99 Fed. (2d) 964 [28 T.-M. Rep. 595].15 


Evidence in Opposition 


Records in prior federal suits held inadmissible under patent rule 157. 


Frazer, A. C.: Held that patent rule 157 may not properly be construed to 
permit the use in an opposition proceeding of the records made in two United 
States district courts in two suits involving the opposer, Glenmore Distilleries Co., 
Inc., as plaintiff, and applicant’s predecessor, Penn-Maryland Corporation, as 
defendant. 

The Examiner of Interferences had denied the motion of the applicant, National 
Distillers Products Corporation, which was filed after final hearing and purported 
to be under the provisions of rule 157, on the ground it was untimely ; according to 
the Examiner, said rule “contemplates that such a motion should be brought within 
the time schedule for the taking of testimony by the party seeking to invoke this 
rule.” However, the Assistant Commissioner, in affirming the denial of the motion, 


predicated his decision upon the broader basis that the rule sought to be invoked 
was inapplicable. He said: 


By virtue of rule 60 of the rules relating to the registration of trade-marks, the pro- 
visions of rule 157 are applicable in trade-mark opposition and cancellation proceedings. 
But for the rule, testimony taken in a prior proceeding would be inadmissible upon motion, 
unless supported by a suitable showing, in both patent and trade-mark cases; because 
such testimony is universally regarded as secondary evidence. Manifestly, the rule may 


14. Ex parte Pabst-Ett Corporation, Ser. No. 414,797, 163 M. D. 736, April 17, 1941. 
15. Ex parte General Shoe Corporation, Ser. No. 432,250, 163 M. D. 743, April 29, 1941. 
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not properly be construed to include testimony taken in proceedings of the character 


involved in the instant motion; for they do not pertain to questions of interference, 
cancellation, or opposition. 


The records sought to be introduced were already in evidence and the motion 
under rule 157 was filed because the Examiner of Interferences had stated at final 
hearing that, in its absence, such records could not be considered. The applicant 
argued before the Assistant Commissioner that the opposer had waived its right to 
object to their consideration on the ground of incompetency. The Assistant Com- 
missioner stated that that question was not before him, and that he would express 
no opinion thereon, leaving it to be determined in the first instance by the Examiner 
of Interferences. He remanded the case to the Examiner of Interferences for 
further proceedings consistent with the views expressed by him in his decision on 
the appeal.”® 


Geographical Terms 


“Williamsburg” held merely geographical 


Van ArspaLe, A. C.: Affirmed the decision of the Examiner of Trade-Marks 
refusing to grant the application of Tomlinson of High Point, for registration of a 
notation including the word “Williamsburg” unless the word “Willamsburg” was 
disclaimed. 


In his decision the Assistant Commissioner said: 


It seems to me that the Examiner is correct in stating that the term “Williamsburg” is 
merely geographical in its primary meaning and that for this reason registration of the 


mark applied for should not be granted in the absence of a proper disclaimer of the word 
“Williamsburg” therein.’? 


“Shoreham” for footwear. 


VAN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Marks 
refusing registration to Frank R. Jelleff, Inc., of a mark consisting of the words 
“Shoreham Youthful Footwear” for women’s and misses’ shoes, the words “Youth- 
ful Footwear” being disclaimed. 

In refusing registration the Examiner relied upon the decision in the case of 
Ex parte Shoreham Coffee Company, 483 O. G. 726 [27 T.-M. Rep. 774], in 
which “Shoreham” was held to be geographical as used in the mark “Shoreham 
Club” applied to whiskey. 

Before the Assistant Commissioner the applicant argued that because the word 
“Shoreham” is the name of many well-known hotels throughout the United States, 
the word is not merely geographical and is, therefore, not precluded from registra- 
tion under the Act of February 20, 1905. 

In response to this argument the Assistant Commissioner said: 


The authorities cited by applicant, as well as applicant’s arguments, have been care- 
fully considered. Nevertheless, although the word “Shoreham” might indicate to many 


16. Glenmore Distilleries Co., Inc. vy. National Distillers Products Corporation, Opp’n No. 
19,560, 163 M. D. 692, February 4, 1941. 


17. Ex parte Tomlinson of High Point, Ser. No. 418,457, 163 M. D. 646, December 9, 1940. 
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people the name of one or more of the hotels having that name, and be suggestive of the 
type of patronage enjoyed by those hotels, the word is the name of certain towns and, in 
my Opinion, is primarily geographical, so that the decision in the Shoreham Coffee 
Company case applies.** 


Goods of Different Descriptive Properties 


Nasal respirators and certain named drugs 


Frazer, A. C.: Sustained the decision of the Examiner of Interferences dis- 
missing the opposition of Hospital Liquids, Inc., to the application of The Gafford 
Pharmacal Co., for registration of the notation “Filtaire” as a trade-mark for nasal 
respirators. 

The opposition was predicated on opposer’s prior trade-mark “Filtrair” which 
was registered for goods described in the registration as intravenous and subcutane- 
ous solutions, particularly Ringer’s solution with and without procaine borate ; Hart- 
mann’s solution with and without procaine borate; physiologic saline, with and 
without procaine borate ; and 5%, 10%, and 25% dextrose solution (D-glucose) in 
distilled water or in physiologic salt solution. The Assistant Commissioner, after 
holding that the goods involved are of different descriptive properties, noted that 
opposer had applied this mark to other items of merchandise somewhat more nearl) 
related to applicant’s goods, but that there was no proof properly in the record of a 
use sufficiently early to be material in the proceeding and that such proof as there 
was, was to be found in opposer’s so-called rebuttal testimony which was stricken 
by the Examiner of Interferences. The Assistant Commissioner said : 

As published, the application here in question claimed January 26, 1939, as applicant’s 
date of first use of the mark sought to be registered; but by amendment, before the notice 

of opposition was filed, this date was changed to October 10, 1937; and in taking its testi- 


mony applicant proved the earlier date. Opposer then took additional testimony, in the 
guise of rebuttal which in fact was a mere bolstering up of its testimony in chief. 


The Assistant Commissioner then noted that opposer’s theory in so doing was 
that the rebuttal testimony was taken in order to rebut a claim of prior use by the 
applicant which was not raised by the pleadings and was first presented in the appli- 
can’t testimony as a surprise to opposer. The Assistant Commissioner then said: 


Under such circumstances, it would seem that an opposer’s remedy would be to move 
for leave to take further testimony, not in rebuttal, but supplementary to that originally 
taken; and upon a satisfactory showing I have no doubt that such a motion would be 
granted by the Examiner of Interferences. In the instant case, however, opposer was 
advised by the Examiner of Interferences at the time the opposition was instituted that 
applicant had filed the amendment above noted; so that opposer knew, when its testimony 
in chief was taken, the exact date that it must anticipate.!® 


Goods of Different Descriptive Properties 
Incandescent lamps and radio tubes, and cameras and photographic accessories 


Frazer, A. C.: Affirmed the decision of the Examiner of Interferences dis- 
missing the opposition of Birdseye Electric Company to the application of Raymond 


18. Ex parte Frank R. Jelleff, Inc. Ser. No. 415,164, 163 M. D. 728, April 4, 1941. 


19. Hospital Liquids, Inc. vy. The Gafford Pharmacal Co., Opp’n No. 19,000, 163 M. D. 650, 
December 11, 1940. 
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Knapp for the registration of the notation “Birdseye” as applied to cameras for mak- 
ing still and motion pictures, view finders, camera accessories, films, projection 


screens, and light filters used in the photographic and motion picture industry. 

The mark upon which opposer relies is the notation “Birdseye Electric Co.,” in 
association with a fanciful design said to include the eye of a bird. This mark was 
registered prior to applicant’s first date of use for incandescent lamps and radio 
vacuum tubes. 

The case was submitted on a stipulation of facts and it appeared that the opposer 
was engaged in the manufacture of electric lamps, specifically incandescent electric 
lamps having a reflecting coating to direct a beam of light in a specific field, and 
incandescent glow lamps, and flash bulbs for photographic purposes. It was further 
stipulated that opposer’s registered mark was not used by the Birdseye Electric Com- 
pany for flash bulbs prior to July 19, 1939, when this opposition was filed. The 
Assistant Commissioner said: 


... there is no evidence that such use has since occurred. In fact, there is no evidence 
of use on any goods, other than that afforded by the certificate of registration and the 
stipulated fact “that the said trade-mark was adopted by Birdseye Electric Company and 
has been used for electric lamps in interstate commerce by it since January 21, 1935.” 

Upon the meager record before me I am not convinced that the goods to which the 
parties respectively apply the marks in question are of the same descriptive properties, nor 
do I believe that the opposer will be damaged by the proposed registration. 


The Assistant Commissioner further noted that the opposer argued that appli- 
cant’s mark is a salient portion of opposer’s corporate name and should be refused 
registration on that ground. In regard to this argument, the Assistant Commis- 
sioner said : 


No such allegation appears in the notice of opposition; hence the question is not here 
in issue. Emerson Electric Manufacturing Co. v. Emerson Radio & Phonograph Corpora- 
tion, 24 C. C. P. A. 1279, 90 F. (2d) 331 [29 T.-M. Rep. 514].” 


Chewing gum and applique emblems 


Frazer, A. C.: Reversed the decision of the Examiner of Interferences who 
had sustained the petition for cancellation of Frances Emblems, Inc., to the trade- 
mark registration of Gumakers of America, Inc., for the notation consisting es- 
sentially of “Jittergum” for merchandise described in the registration as chewing 
gum. 

It appeared from the record that the petitioner was the owner of the trade-mark 
“Jitter” for applique emblems which are adapted to be affixed to jackets and other 
articles of wearing apparel. These and similar emblems have been included by the 
registrant as premiums in its packages of gum. The Assistant Commissioner, after 
noting that the Examiner of Interferences had concluded that the goods of the 
petitioner and the goods actually sold by the registrant were in part identical and 
that the nature of the goods as dislosed by the evidence rather than the description 


20. Birdseye Electric Company v. Raymond Knapp, Opp’n No. 19,036, 163 M. D. 663, 
January 9, 1941. 





286 THIRTY-ONE TRADE MARK REPORTER 


thereof in the registration was believed to be controlling, reversed the Examiner’s 
holding and held: 


There is no evidence that respondent is not using the mark on the goods for which it is 
registered, and the registration confers no rights on respondent with respect to other goods. 
Such damages as petitioner may have suffered have not been due to the registration of re- 
spondent’s mark, but rather to its use on goods not covered by the registration. To hold 
otherwise would require a ruling that chewing gum and applique emblems are merchandise 


of the same descriptive properties. The Examiner did not so rule, nor am I prepared to do 
so.71 


Goods of Same Descriptive Properties 


Joint sealing compound, and packings and gaskets 


Frazer, A. C.: Affirmed the decision of the Examiner of Interferences sus- 
taining the opposition of Keasbey & Mattison Company to the application of Na- 
tional Engineering Products, Inc., for the registration of the word “Battleship” as a 
trade-mark for joint sealing compound. 

The case was submitted upon an agreed statement of facts and it was stipulated 
that applicant’s product is in liquid form sold in pint, quart, and half-gallon cans, 
and that opposer is the owner of the registration of the word “Battleship” for pack- 
ings and gaskets for various purposes, and that opposer had used its mark since 
February, 1918, prior to use by applicant. After stating that the only question for 
determination was whether or not the goods set forth in the registration and applica- 
tion are of the same descriptive properties within the meaning of the Trade-Mark 
Act, the Assistant Commissioner said : 


Applicant’s labels of record describe its product as a “joint-seal for pipe threads and 
gasket coating,” and bear the notation: “Adds life to gaskets. Only thin film required as 
a coating for gaskets.” In other words, applicant’s sealing compound may be used con- 
jointly with opposer’s gaskets for the purpose of forming an effective and lasting seal; or 
either may be used alone. It seems to me that goods so nearly related in use are clearly of 


the same descriptive properties, and that their sale under identical trade-marks would 
inevitably lead to confusion.”* 


Joint sealing compound and asbestos roof coating 


Frazer, A. C.: Affirmed the decision of the Examiner of Interferences sus- 
taining the opposition of Panther Oil & Grease Mfg. Co. to the application of Na- 
tional Engineering Products, Inc., for the registration of the notation “Battleship” 
as applied to joint sealing compound. 

The opposition was based on the opposer’s prior use of the same word as regis- 
tered for liquid asbestos roof coating and plastic roof cement. The Assistant Com- 
missioner said: 


While the goods of the parties differ widely in many of their essential characteristics, I 
think it may fairly be said that they belong to the same general class of merchandise, and 


21. Frances Emblems, Inc. v. Gumakers of America, Inc., Canc. No. 3538, 163 M. D. 676, 
January 24, 1941. 

22. Keasbey & Mattison Company v. National Engineering Products, Inc., Opp’n No. 18,840, 
163 M. D. 658, December 20, 1940. 
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that their sale under substantially identical trade-marks would be reasonaobly likely to con- 
fuse purchasers as to origin. 


The Assistant Commissioner noted that the goods of both parties were sold in 
tin cans, in the same type of stores, were purchased by the same type of customers, 
and were both used for sealing purposes; that both articles were plastic, both were 


applied with brushes, and both ready for use. The Assistant Commissioner then 
said : 


While none of these factors is controlling, all are entitled to consideration in determin- 
ing whether or not such goods possess the same descriptive properties. And any doubt in 
that regard must, of course, be resolved in opposer’s favor.?* 


Forced draft ventilators and warm air furnaces. 


Frazer, A. C.: Reversed the decision of the Examiner of Interferences dis- 
missing the opposition of Sears, Roebuck and Co. to the application of W. F. 
Hirschman Co., Inc., for registration of the word “Hercules” as a trade-mark for 
“forced draft roof ventilators.” 

The Assistant Commissioner noted that the opposer pleaded and proved its own 
prior use of the same mark upon various items of merchandise described in three 
certificates of registration issued to it, as follows: Certificate No. 111,294, issued 
July 4, 1916, and renewed, for steam-heat generators. Certificate No. 334,884, 
issued May 19, 1936, for thermostatically controlled heat regulators. Certificate 
No. 341,565, issued December 15, 1936, for warm air furnaces, steam boilers, hot 
water boilers, coal stokers, oil burners, draft inducing blowers, electric, gas and 
gasoline burning water heaters, kerosene burning water heaters and unit heaters 
and humidifiers. He ruled that the Examiner erred in holding that none of the 


goods described in opposer’s registrations possess the same descriptive properties 
as the goods described in the application. The Assistant Commissioner said: 


It is true, as pointed out by the Examiner, that such goods differ materially in many 
respects, not only as to structure and appearance, but also as to methods of marketing, 
manner of installation, and class of purchasers usually reached. But I am clearly of the 
opinion that they all belong to the same general class of merchandise, and are of the same 
descriptive properties within the meaning of the Trade-Mark Act. Were the marks of 
the parties even slightly different, I should be inclined to affirm the Examiner; but the 
registration of “trade-marks which are identical with a registered or known trade-mark 
owned and in use by another and appropriated to merchandise of the same descriptive 
properties” is expressly forbidden by the statute.** 


Interference 
Prior registration by third party. 


Frazer, A. C.: In an interference proceeding involving the application of The 
Land-O-Nod Co., and the registration of Chas. Emmerich and Co. (Burton-Dixie 





23. Panther Oil & Grease Mfg. Co. v. National Engineering Products, Inc., Opp’n No. 
18,858, 163 M. D. 657, December 20, 1940. 

24. Sears, Roebuck and Company v. W. F. Hirschman Company, Inc., Opp’n No. 18,880, 
163 M. D. 699, February 25, 1941. 
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Corporation, substituted), reversed the decision of the Examiner of Interferences 
who had adjudged The Land-O-Nod Co. entitled to the registration applied for. 

It was clear that the applicant, The Land-O-Nod Co., was first to adopt and use 
the mark in issue. However, it appeared that the same mark was registered for 
similar goods by a concern known as Stockwell-Haley Co. many years prior to the 
adoption by either party. The Examiner of Interferences refused to consider the 
Stockwell-Haley Co. registration because appellant had not moved to dissolve the 
interference in accordance with rule 54 relating to the registration of trade-marks. 
After noting that appellant insisted that this rule was contrary to statute, and hence 
invalid, the Assistant Commissioner said : 






























All that need be said on this point is that the same contention was made in the case of 
Pratt Food Co. v. The Crete Mills and Security Mills and Feed Co., 18 C. C. P. A. 1083, 
47 Fed. (2d) 696 [19 T.-M. Rep. 380], and was there expressly overruled by the Court of 
Customs and Patent Appeals. 





The Assistant Commissioner eld, however, that a motion to dissolve was un- 
necessary and it was the duty of the Examiner of Interferences to consider all the 
questions originally passed upon by the Primary Examiner and such facts as might 
be developed in the trial of the interference, including the fundamental question of 
ownership. The Assistant Commissioner then said: 


The Stockwell-Haley Co. registration was issued January 2, 1912... . It is clear beyond 
doubt that this registration was in full force and effect, and that the registered mark was 
prima facie owned and in use by Stockwell-Haley Co., at the time of its adoption by both 
parties to this proceeding. It follows that neither party acquired ownership of the mark, 
since its use by each was in violation of the rights of Stockwell-Haley Co. Accordingly, 
even though it be assumed that the registered mark became abandoned when the registration 
expired in 1932, there can be no valid priority between these parties, because neither had 
exclusive use of the mark at the time of abandonment. (Citing Justin Seubert, Inc. v. 


A. Santaella & Co., 36 App. D. C. 520, 1911 C. D. 341 [11 T.-M. Rep. 42].)* 


Abandonment of mark. 

















Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and adjudged Philip Blum & Company, Inc., the senior party, to be 
entitled to registration of the notation “Camp Nelson” as a trade-mark for whiskey. 
The Examiner had adjudged Kelly Brothers Company, the junior party, entitled to 
registration of that same mark. 

The First Assistant Commissioner noted that this case was a sequel to that of 
Kelly Liquor Co. v. National Brokerage Co., 26 C. C. P. A. 1110, 102 F. (2d) 857 
[29 T.-M. Rep. 279], which was a similar proceeding between the immediate 
predecessors of the parties‘@n the case at hand, involving the same mark for the 
same goods. He also noted that in its decision in that prior proceeding the Court 
of Customs and Patent Appeals held that neither party thereto was entitled to regis- 
tration, but left the door open for the filing of new applications. 


25. The Land-O-Nod Co. v. Chas. Emmerrich and Co. (Burton-Dixie Corporation, Substi- 
tuted), Int. No. 3104, 163 M. D. 653, December 18, 1940. 
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In continuing his discussion of the decided case and its application to the case 
at hand, the First Assistant Commissioner stated : 


In the cited case Kelly Liquor Company relied upon a purported assignment from the 
present junior party, which the court held it had failed to establish. The court further 
held that because the present junior party was the owner of the mark in question at the 
time National Brokerage Company filed its application, the latter concern was not entitled 
to registration; observing, however, that: 

“What the situation might be upon the filing of a new application by appellee [National 
Brokerage Company], growing out of events occurring subsequent to the date of its 
application here involved, we need not here inquire.” 

Such inquiry now becomes necessary. 

On February 10, 1934, the junior party applied for registration of the trade-mark 
“Camp Nelson” for whiskey, and was placed in interference with the same application of 
the senior party’s assignor as the one involved in the cited case. That interference was 
dissolved on the ground that the junior party was not using the mark. On May 26, 1936, 
the junior party executed an instrument containing recitals to the effect that on Septem- 
ber 1, 1934, it had assigned the mark to Kelly Liquor Company. The court held the 
alleged assignment to be inoperative for the reason that it was not accompanied by the 
transfer of ‘an existing business.” In so ruling the court said: 

“By reason of the particular facts in this case, however, we do not hold that the 
claimed transfer from Kelly Brothers Company to appellant [Kelly Liquor Company] 
constituted an abandonment of its trade-mark by Kelly Brothers Company. That question 
is not before us.” 

It is my opinion that such abandonment has now been definitely established, and that 
it occurred on September 1, 1934. Not only is the junior party estopped to deny the 
recitals of the instrument referred to, but the facts recited and the resulting adandonment 
are corroborated by additional evidence filed by the junior party in the instant proceeding. 


In regard to the effect of the abandonment by Kelly Brothers Company, the 
junior party, of the trade-mark in issue in the present interference, the First Assist- 
ant Commissioner then said: 


Having thus abandoned its trade-mark, the junior party is not now in a position to 
rely upon its early use of the mark in contesting priority with the senior party. The 
controlling events are those which have transpired since the date of abandonment. 

Kelly Liquor Company began using the mark in October, 1934, and continued such use 
until March 13, 1939, on which latter date it transferred its liquor business and assigned 
the mark to the junior party. In the meantime, however, the assignor of the senior party 
had commenced use of the mark on October 27, 1932; and so far as is disclosed by the 
record such use was exclusive from the date of abandonment by the junior party until 
the date of first use by Kelly Liquor Company. While the assignor of the senior party 
could acquire no rights in the mark as against the owner thereof prior to abandonment, 
it became “the subject of reappropriation and the property of the first taker” immediately 
upon abandonment. Mayer Fertilizer & Junk Co. v. Virginta-Carolina Chemical Co., 
35 App. D. C. 425, 1910 C. D. 399. It follows that in my opinion the senior party rather 
than the junior party is entitled to the contested registration.*° 


Motion to strike. 


VAN ArsDALE, A. C.: Granted in part a motion by the junior party, August 
Wagner & Sons Brewing Company, to strike and denied it in part. He granted the 


26. Kelly Brothers Co. v. Philip Blum & Company, Inc., T.-M. Int. No. 3,143, 163 M. D. 608, 
March 12, 1941. 
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motion in so far as it sought the striking of the document marked “Enclosure A” 
and submitted by the senior party, Jos. Wagner Bierbrauerei zum Augustiner, with 
its brief on appeal and which, in that brief, was stated to consist of photostatic copies 
of pages from the account books of the senior party concerning purported shipments 
of goods. This document, he ruled, was clearly improper as a part of the senior 
party’s brief. 

He denied the motion in so far as it sought the striking of a reference to that 
enclosure in the senior party’s brief. This reference, he said, appeared to be innocu- 
ous when said “Enclosure A” was stricken.” 


Non-conflicting Marks 
“Spi-Tox” and “D & P Spra-Tox.” 


Frazer, A. C.: Reversed the decision of the Examiner of Interferences sus- 
taining the opposition of Doggett-Pfeil Company to the application of Andrew 
Wilson, Inc., for registration of the notation “Spi-Tox,” the word “Tox” being 
disclaimed in the application, as a trade-mark for insecticides. Opposer relied upon 
prior use of the notation “D & P Spra-Tox” as a trade-mark for the same goods. 

The Assistant Commissioner noted that it has been judicially determined in the 
case of In re Bonide Chemical Co. (18 C. C. P. A. 909, 46 F. (2d) 705 [21 T.-M. 
Rep. 122]) that “tox” is descriptive of insecticides. He also noted that the opposer 
had filed an application to register its own mark after the publication of applicant’s 
mark in the Official Gazette and that during the prosecution of that application the 
opposer disclaimed the words “Spra-Tox” as descriptive. The Assistant Com- 


missioner ruled that, by reason of the said disclaimer, opposer was estopped to 
assert in the opposition proceeding that the expression “‘Spra-Tox” is not descrip- 
tive of insecticides. 

Quoting the rule of American Brewing Co. v. Delatour Beverage Corporation 
(26 C. C. P. A. 778, 100 F. (2d) 253 [29 T.-M. Rep. 40]) and applying it to the 


facts of the case at hand, the Assistant Commissioner stated: 


It must be held that the dominant portion of opposer’s mark is the notation “D & P”; 
that the dominant portion of applicant’s mark is the prefix “Spi”; and that the words 
“Spra-Tox” in opposer’s mark and the word “Tox” in the mark of applicant “could only 
in a very minor degree indicate origin of goods” to which the marks are respectively 
applied. So considered, I am of the opinion that there is no reasonable likelihood of 
confusion between the marks of the parties, and that the opposition should be dismissed.** 


Three composite marks. 


Van ArsDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and dismissed the opposition filed by International Paper Company 
against the grant of registration to The Minnesota and Ontario Paper Company 
of a composite mark described by the Assistant Commissioner as follows: 


27. The August Wagner & Sons Brewing Company v. Jos. Wagner Bierbrauerei sum 
Augustiner, Int. No. 2192, 163 M. D. 732, April 16, 1941. 

28. Doggett-Pfiel Company v. Andrew Wilson, Inc., Opp’n No. 18,349, 163 M. D. 698, 
February 24, 1941. 
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The mark .... is a composite one, circular in shape. Its border is defined by two 
spaced concentric black lines between which are the words “Minnesota and Ontario Paper 
Company.” Extending horizontally from one side to the other of the inner circular line 
are two black lines considerably spaced, apart forming a wide white band extending across 
the center of the inner circle of the border. Extending upwardly from the upper horizontal 
line, in solid black, is what appears to be the representation of the top portions of a group 
of seven spruce or pine trees. Extending downwardly from the lower horizontal cross 
line at the center is what appears to be the base of a pine or spruce tree, evidently intended 
to be associated with one of the tree tops shown above the wide white cross band, and on 
this appears the words “Forest Products.” These words are disclaimed. Extending 
downwardly from the lower cross line at each side is a black area, evidently intended to 
be associated with the other tree tops represented above the wide white cross band. 


The opposition was based on three registrations, Nos. 41,688, 50,974 and 257,198, 
all issued prior to the earliest date asserted by The Minnesota and Ontario Paper 
Company for its use of the mark for which it made application. The marks of the 
three registrations are all pictorial marks, each including a representation of several 
pine or spruce trees. The Assistant Commissioner noted that registration No. 41,688 
describes its mark as follows: 


A picture in a circle of a spruce tree standing in the foreground and in the background 
other spruce trees and a hill. The picture is surrounded with a wreath, and at the bottom 
of the wreath is a ribbon. 


that registration No. 50,974 describes its mark as follows: 


The trade-mark consists of a circular landscape, in the foreground of which appears 
a spruce tree and in the background other spruce trees and a hill, the picture being sur- 
rounded by a wreath tied at the bottom with a ribbon. Said ribbon is inscribed with the 
words “International Paper Co.” and concentric circles around the wreath. 


and that in the opposer’s stipulated testimony the mark of registration No. 257,198 
is described as follows: 


This trade-mark consists of a circular landscape in the lower foreground of which 
appears a tree on the side of a hill; the major portion of the background depicts a water- 
fall and in a small portion of the upper background appear hills and clouds. This circular 
landscape is surrounded by a wreath and the wreath is surrounded by the words “Inter- 
national Paper Company” and the words “International Paper Company” are surrounded 
by two closely spaced concentric circles. Below the foreground and intersecting said 
wreath appears a black line bordered panel within which appear the words “Number” 
and “Weight” in a vertically arranged position and opposite each is a single line. The 
certificate of registration disclaims the words “Number” and “Weight” apart from the 
trade-mark shown. 


After remarking that each of these registered marks features a single spruce or 
pine tree in the foreground, that in none is a large portion of the middle of the tree 
blanked out by a wide white band as in applicant’s mark, that the representations 
of the entire trees in these registered marks are radically different from the repre- 
sentations of tree tops and tree bottoms in applicant’s mark, and that none has a 
wide horizontal white band in the foreground as has applicant’s mark, the Assistant 
Commissioner stated : 


It is recognized that purchasers may not have the opportunity to compare the marks 
side by side and must rely on their mental recollection of the pictures which comprise 
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the marks. However, in my opinion the composition of applicant’s mark is so radically 
different from the composition of the marks of the registrations relied on by opposer that 
there would be no likelihood of their concurrent use by the parties on their various paper 
manufactures causing mistake or confusion in the mind of the public or deceiving pur- 
chasers.” 


Non-descriptive Term 





“Waukeazy” for foot powder. 


Van ArspALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the petition by Walgreen Co. for cancellation of registra- 
tion No. 249,562, issued on November 20, 1928, to Manhattan Drug Company, of 
the word “Waukeazy” for foot powder, foot-bath tablets, and corn solvents. 

Petitioner urged, first, that the mark is merely descriptive of the goods named 
in the registration and of the character or quality of such goods, and, secondly, that 
the registrant had dedicated to the public the use of the mark for such goods. 

In regard to the first contention the Assistant Commissioner said: 


To my mind the mark “Waukeazy,” or its equivalent “Walk easy,” is not merely 
descriptive of foot powder, foot-bath tablets or corn solvents, or of the character or quality 
of such goods, and is not disqualified on the ground of descriptiveness from being covered 
by a trade-mark registration under the Act of February 20, 1905, as amended. Jn re 
The Irving Drew Company, 54 App. D. C. 310, 297 Fed. 889, 324 O. G. 676 [14 T.-M. 
Rep. 225] (followed in Trustees for Arch Preserver Shoe Patents v. James McCreery & 
Company, 3 U. S. P. Q. 255, 156 M. D. 222, on appeal, 18 C. C. P. A. 1507, 49 F. (2d) 
1068 [21 T.-M. Rep. 374]; Ex parte Peek, 90 O. G. 425, 1901 C. D. 65. 


Upon the second contention he had the following to say: 


The other point to be considered is whether the fact that sometimes retail druggists sell 
the preparations manufactured by registrant, labeled as having been prepared for the 
particular druggist and with the notation “Em-De-Co” (said to represent the initials of 
the name Manhattan Drug Company) without the complete name of registrant appearing 
on the labels constitutes an abandonment of the mark to the public. It appears, however, 
that registrant is the actual manufacturer of all the preparations so sold by its customers 
and registrant has neither licensed nor consented to the use of the mark by anyone of goods 
not of registrant’s manufacture. In my opinion, the Examiner ruled correctly that the use 
of such labels does not establish that registrant has dedicated the use of the mark to the 
public. Shaver, et al. v. Heller & Merz Co., 108 Fed. 821. 














Non-registrable Combination 


“Dow” held surname and “metal” descriptive. 


Frazer, A. C.: Affirmed the decision of the Examiner of Trade-Marks refus- 
ing to grant the application of The Dow Chemical Company for the registration of 
the notation ‘‘Dowmetal” as a trade-mark for magnesium alloys in the form of 
ingots, bars, billets, rods, extruded shapes, sheets, castings, stampings and forgings. 

The Examiner had refused registration on the ground that “Dow” is a surname 
not distinctively displayed, and “Metal” is descriptive of the goods. In support of 





29. International Paper Company v. The Minnesota and Ontario Paper Co., Opp’n No. 
18,931, 163 M. D. 721, March 21, 1941. 

30. Walgreen Co. v. Manhattan Drug Company, Canc. No. 3,586, 163 M. D. 716, March 19, 
1941. 
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his ruling he cited the case of Ex parte American Lakes Paper Co., 151 M. D. 113, 
350 O. G. 469 [16 T.-M. Rep. 206], wherein the mark “Esmondkraft” for paper 
was held non-registrable on similar grounds. The Assistant Commissioner noted 
that applicant had attempted to distinguish from this cited case by contending that 
although “Dow” was admittedly a surname, the term “metal” is so general that it 
does not in any way identify the goods as being magnesium alloys instead of any 
other kind of metal. As to this question, the Assistant Commissioner said: 


It seems to be applicant’s contention that because its descriptive word is generic rather 
than specific, as in the cited case, a different rule should apply. With that contention I am 
unable to agree. The statute prohibits the registration of “words . . . . which are descrip- 
tive of the goods with which they are used, or of the character or quality of such goods.” 
That the word “metal” is thus descriptive of magnesium alloys seems manifest. 


The Assistant Commissioner also noted that applicant had advanced the further 
argument that the ground of refusal does violence to the recognized rule that, in 
determining the validity or registrability of a composite mark, it should be con- 
sidered in its entirety. On this contention the Assistant Commissioner held that 
applicant’s composite mark was simply a combination of two words, each separately 
non-registrable, and under the authority of the case of Jn re The Midy Labora- 
tories, Inc., 26 C. C. P. A. 1294, 104 F. (2d) 617, the combination of words in no 
way changes their significance in any trade-mark sense. Each continues to have 
the same meaning that it would have as a separate word, and that the granting of 
applicant’s registration would result in registering, when combined, words that are 
non-registrable separately.” 


Not a Trade-Mark 
“VI. 130” held not a trade-mark for lubricating oil. 


FRAzER, A. C.: Affirmed tne decision of the Examiner of Trade-Marks refus- 
ing registration to Mutual Dealers Wholesale, Inc., under the provisions of the 
Act of March 19, 1920, of the notation “V. I. 130” as a trade-mark for lubricating oil. 

In his decision the Assistant Commissioner said: 


The Examiner was of the opinion “that the notation alleged to be a trade-mark is not 
in fact such,” and thus rejected the application. In his answer to the petition he said: 

“It is well known that the letters ‘V. I.’ in the oil industry stand for ‘viscosity index,’ 
and that the number ‘130’ falls within the range of numbers used to measure this character.” 

The correctness of that statement is not denied by applicant; but applicant argues that 
the mark is nevertheless registrable, because, as pointed out in the brief: 

“Paragraph (b) of the 1920 Act positively authorizes registration of all other marks 
not registrable under the Act of February 20, 1905, as amended, except those specified in 
paragraphs (a) and (b) of section 5 of that Act. Applicant’s mark does not fall under 
either of the exceptions.” 

That is unquestionably true; but the statute has reference to trade-marks, and a trade- 
mark must be capable of indicating origin. Applicant’s mark merely informs the pur- 
chaser that the oil to which it is applied has a viscosity index of 130, which may be equally 
true of the similar product of any other dealer in oil. I agree with the Examiner that it is 





31. Ex parte The Dow Chemical Company, Ser. No. 428,309, 163 M. D. 683, January 30, 
1941. 
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not a trade-mark, and therefore is not registrable even under the liberal provisions of the 
Act of 1920.°* 


“Handkerchiefs of the Year.” 





Frazer, A. C.: Reversed the decision of the Examiner of Interferences dis- 
missing the opposition of Cluett, Peabody & Co., Inc., to the application of Burmel 
Handkerchief Corporation for registration of the notation “Handkerchiefs of the 
Year,” with a disclaimer of the word “Handkerchiefs,” as a trade-mark for hand- 
kerchiefs. However, the Assistant Commissioner affirmed the action of the Ex- 
aminer of Interferences in refusing the registration applied for. 

The Examiner of Interferences had refused registration on the ground that the 
mark is descriptive of the goods, but the Assistant Commissioner placed his decision 
on a different ground. He said: 







In holding the mark to be descriptive, the Examiner expressed the opinion “that 
phrases such as ‘of the year,’ ‘of the month’ and the like, when used in connection with 
any particular thing in the manner of the notation used by the applicant, are mere lauda- 
tory expressions, descriptive of the character or quality of the subject concerned.” Whether 
or not it is strictly accurate to say that such expressions are “descriptive,” within the 
meaning of the Trade-Mark Act, I am clearly of the opinion that they are not registrable 
as trade-marks, for the simple reason that they are inherently incapable of functioning 
as such. In other words, and more specifically, I do not think that applicant’s alleged 
mark, “Handkerchiefs of the Year,” would have the slightest significance to the purchas- 
ing public as indicating origin in applicant of the handkerchiefs with which it is used. 

It is true, as pointed out by applicant, that several expressions of a similar nature have 
previously been registered as trade-marks for various goods; but the propriety of such 
registrations is not here in issue, and they need not be discussed, except to say that I must 
decline to accept them as binding precedents in the instant case. 






























Opposer pleaded that the notation for which the applicant sought registration 
is one that it, in common with all other handkerchief manufacturers, has a right to 
use upon and in connection with the sale of handkerchiefs. This ground of oppo- 
sition was overruled by the Examiner because the opposer had not in fact so used 
the notation. In regard to this matter, the Assistant Commissioner stated: 


I think it is now fairly well established that damage may be predicated upon the 
registration to a competitor of any term or symbol that an opposer has an equal right to 
use in connection with his goods, regardless of the fact that such use has not occurred at 
the time of opposition. For example, in the very recent case of Martell & Co. v. Societe 
Anonyme de la Benedictine (C. C. P. A. [31 T.-M. Rep. 23]) an opposition was sustained 
by the United States Court of Customs and Patent Appeals, even though the descriptive 
expression there involved not only had never been used by the opposer, but had been 
ordered disclaimed in the proposed registration; the court observing that “there appears 
to be a probability that the Martell Company would be damaged by the registration of the 
mark.” That such a probability exists in the instant case seems clear; because the 
registration sought by applicant would constitute prima facie evidence of applicant’s 
ownership of an expression which opposer, in common with all other dealers in like 
goods, has the right to use it if it so chooses.** 


33. Cluett, Peabody & Co., Inc. v. Burmel Handkerchief Corporation, Opp’n No. 18,333, 
163 M. D. 696, February 11, 1941. 

32. Ex parte Mutual Dealers Wholesale, Inc., Ser. No. 423,141, 163 M. D. 641, November 29, 
1940. 
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“Differential” for vehicle wheels. 


Van ArSDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks 
in refusing registration to the Detroit Compensating Axle Corporation of the word 
“Differential” for vehicle wheels. 


In referring to a pamphlet filed by the applicant, the Assistant Commissioner 
said: 


It seems to me that the word “differential” when applied to dual wheels so mounted 
that one may roll slower or faster than the other, is merely descriptive of such wheels and 


lacks any trade-mark significance, and it appears from the pamphlet filed by applicant that 
this word is applied to such wheels in commerce.** 


Opposition 


Proof of opposer’s corporate entity. 


Van ArsDALE, A. C.: Affirmed the decision of the Acting Examiner of Inter- 
ferences sustaining the notice of opposition filed by National Tube Company to the 
application of Cherry-Burrell Corporation for registration of a trade-mark con- 
sisting of a vertically disposed diamond-shaped outline having a capital C on one 
side and a capital B on the other side for the following goods: pipe fittings and 
metal pipes comprising right angle bends, T’s, crosses, elbows, unions, union nuts, 
ferrules, reducing ferrules, caps, couplings, coupling adapters, bushings, nipples, 


nuts, valves, pipe clamps, pipe hangers, vat outlets, pipe strainers, can fillers and 
thermometer holders. 


The opposition was based on seven registrations owned by the opposer, to wit: 


Nos. 78,628, 91,892, 94,392, 100,993, 106,118, 171,830 and 179,126, all of which, 
the Assistant Commissioner found, antedate the earliest use asserted by the appli- 
cant for the mark applied for on the goods named in the application. He pointed 
out that the goods named in each of these registrations include pipes and tubes; 


that five of these registrations also include casings, and that two of these five also 
specify pipe couplings. 
Referring to the evidence, the Assistant Commissioner then stated: 
5 


As appears from applicant’s exhibits, particularly applicant’s Exhibits 1 to 7, inclusive, 
all of the goods specified in the opposed application are intended and designed for use with 
pipes and tubes, and are intended to become parts of pipe and tube assemblies, and in 
applicant’s catalogue (applicant’s Exhibit 1) all these articles are designated as fittings. 
Accordingly, it is my opinion that the goods specified in the application of appellant which 
is involved herein are goods of the same descriptive properties as the goods listed in each 
of the registrations relied on by the opposer. I would be of the same opinion if the words 
“pipe fittings and metal pipes comprising” were deleted from the statement of goods in 
the application, and which deletion applicant has offered to make. 

A comparison of the mark of appellant’s application herein with the marks as shown 
in opposer’s registrations relied on, and a comparison of applicant’s Exhibits 2 to 7, inclu- 
sive, with opposer’s Exhibits B to I, inclusive, convinces me that the marks of opposer’s 
registrations Nos. 78,628, 100,993, 171,830 and 179,126 are so similar to the mark of the 
application involved herein that the use of the mark of appellant’s application on the goods 


34. Ex parte Detroit Compensating Axle Corporation, Ser. No. 412,407, 163 M. D. 705, 
March 4, 1941. 
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stated therein simultaneously with the use by opposer of the mark of any one of these 
four registrations on the goods named therein would be likely to cause confusion and to 
deceive purchasers. 

On the other hand, it is my opinion that the mark of the application involved herein is 
so dissimilar from the marks of opposer’s registrations Nos. 91,892, 94,392 and 106,118 
that the simultaneous use of these marks by the parties on the respective goods would not 
be likely to cause confusion or deception of purchasers. 


With reference to proof by the opposer of its corporate entity, the Assistant 
Commissioner ruled, as follows: 


Applicant raises the point that opposer has not proved its corporate entity. It is 
stipulated, however, that opposer is doing business under the name National Tube Com- 
pany and owns the registrations asserted in the notice of opposition. As stated by the 
Acting Examiner of Interferences the opposition is predicated on these registrations rather 
than on any assertion that National Tube Company is a corporation of any particular 
state. In my opinion, the opposition should not be dismissed on the ground that proof is 
lacking as to opposer’s corporate entity.*® 


“Mo-Skeet-O” for a markmanship practice game. 
Disclaimer of “Skeet” removes damage to opposer. 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the petition by Sporting Arms and Ammunition Manu- 
facturers’ Institute to the application of Routledge Mfg. Co. for the registration of 
a trade-mark appropriated to goods described in the application as a “markman- 
ship practice game and the various apparatus thereof.” Applicant’s mark is the 
notation “Mo-Skeet-O,” the letter “o” in each occurrence being replaced by the 
representation of a bull’s-eye. 

The Examiner of Interferences was of the opinion that the word “Skeet” is 
descriptive of applicant’s goods, and refused registration in the absence of an appro- 
priate disclaimer. Applicant accordingly filed an amendment, which will be entered 
by the Examiner of Trade-Marks before the registration issues, disclaiming “the 
right to exclusive use, apart from the other features of the mark, of the word 
‘Skeet.’ ” 

The First Assistant Commissioner noted that the opposer is not itself engaged 
in the manufacture or sale of any kind of merchandise. He stated: 


Opposer, according to the notice of opposition, “is an unincorporated non-profit asso- 
ciation composed of nearly all of the manufacturers of sporting arms and ammunition in 
the United States, whose functions are to promote and protect the interests of the industry, 
to promote rifle practice and shotgun shooting, as well as safety protection of manufac- 
turers in the making of firearms and the conservation of game.” As stated in opposer’s 
brief : 

“These member companies manufacture sporting arms, ammunition and accessories 
therefor. Some of the companies make powder that is used by the other companies in the 
manufacture of shells that the latter produce, and some of the companies also make and 
sell guns and other equipment, all of which is employed in skeet shooting.” 


35. National Tube Company v. Cherry-Burrell Corporation, Opp’n No. 18,712, February 3, 
1941 (163 M. D. 688, 48 U. S. P. Q. 433). ; 
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The First Assistant Commissioner also noted that the opposer did not claim 
that it would be damaged by the registration of applicant’s mark and that the only 
allegation with respect to damage is set forth in the notice of opposition as follows: 


Registration of the word “Mo-Skeet-O” under the Trade-Mark Act of February 20, 
1905, will give the applicant prima facie right to the exclusive use of the word “Skeet” 
in respect of markmanship practice game and the various apparatus therefor, and will 
enable the applicant to harass and annoy members of opponent institute and their cus- 
tomers in the legitimate use of that word to describe a particular type of shotgun and 
equipment of their manufacture, and will also interfere with the use of the word by all 
others who are obliged and entitled to use it. 


In conclusion the First Assistant Commissioner said: 


While I agree with the Examiner of Interferences, who held in effect that opposer has 
no standing to maintain the instant proceeding, I am also of the opinion that applicant’s 
disclaimer of the word “Skeet” will protect opposer’s members from any damage that 
otherwise may have resulted from the proposed registration.*® 


Petition to strike. 


Frazer, F. A. C.: Granted in part a petition by the applicant in this opposition 
proceeding, wherein The Enro Shirt Company is the opposer and Freedman- 
Roedelheim Company is the applicant. 

In his decision, the First Assistant Commissioner pointed out that on January 
22, 1941, following final hearing in this opposition proceeding, the Examiner of 
Trade-Mark Interferences granted a motion by applicant to strike opposer’s brief 


on the ground that it was filed late; and further made the following ruling: 


The record fails to show that the opposer has complied with patent rule 162 relative 

to the testimony which it filed on July 29, 1940. Upon failure of the opposer to comply 

with this rule on or before February 1, 1941, no further consideration will be given to 

this testimony. 

The First Assistant Commissioner stated that the applicant, on March 12, 
served and filed a motion for judgment on the record, no action having been taken 
by the opposer in response to the foregoing ruling of the Examiner up to that time. 
Thereupon, the First Assistant Commissioner said, the opposer filed a motion 


that the time noted in the Examiner’s order of January 22, 1941, for compliance with 
rule 162, be extended to and including March 17, 1941. 


which motion was supported by the sworn statement of the opposer’s attorney that 
he did not receive the Examiner’s action of January 22 and had no knowledge 
thereof until served with applicant’s motion for judgment. At the same time 
opposer tendered its tardy compliance with rule 162. 

The First Assistant Commissioner said that the Examiner in passing upon 
opposer’s motion expressed the opinion that the case could be decided on the merits 
“without substantial hardship to the applicant,” and ruled as follows: 


Accordingly, the printing of the testimony filed by the opposer is hereby dispensed 
with and the final hearing is reset for Friday, April 25, 1941, at 11 a.m., with the right of 


36. Sporting Arms and Ammunition Manufacturers’ Institute v. Routledge Mfg. Co., 
Opp’n No. 19,180, 163 M. D. 739, April 29, 1941. 
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the applicant to file a brief in reply to that filed by the opposer on January 14, 1941. No 
further brief by the opposer is permitted. 


Applicant petitioned, in effect, that this ruling of the Examiner be set aside, and 


that its motion for judgment be granted. Upon this petition the First Assistant 
Commissioner ruled as follows: 


Upon the showing made, I think the Examiner was warranted in extending opposer’s 
time to comply with rule 162; and to that extent his action will be affirmed. That, how- 
ever, was the only relief requested in opposer’s motion. Opposer did not ask that its 
brief be reinstated, or that the case be reset for final hearing; nor did it offer any satis- 
factory explanation of its failure to file a brief within the time set. It did not resist 
applicant’s motion to strike the brief. It was not represented at the final hearing of 
January 21, because opposer’s counsel “did not believe his presence there was necessary.” 
Whether an appearance would be made by opposer at a second final hearing seems highly 


doubtful; and to require applicant to appear again would, I think, entail “substantial 
hardship.” 


In so far as it grants opposer’s motion, as made, the Examiner’s action is affirmed; 
and in all other respects it is reversed.** 


Fraud and deceit held grounds for dismissal. 


VaNn ArspaLe, A. C.: Affirmed the decision of the Examiner of Interferences 
dismissing the opposition of T. Charles, Inc., to the application of Inecto, Inc., for 
registration of the notation “Loxol” for hair treating preparations, including hair 
washing articles, hair oils, oil shampoo tints and hair dyes. 

The opposition was based on the ownership by assignment of three prior regis- 
trations of a mark featuring the word “L’exo” for hair treating preparations, 
including hair coloring, hair dressing and a commodity for removing dye from hair. 
On a question of confusing similarity, the Assistant Commissioner said: 


It is my opinion, that the words “Loxol” and “L’exo” are so similar in sound and in 
appearance that the use of the mark “Loxol” on the goods named in the opposed applica- 
tion concurrently with the use of the word “L’exo” on the goods named in the registra- 
tions of “L’exo” asserted by opposer would be likely to cause confusion and to deceive 
purchasers. 


The Assistant Commissioner further noted that the applicant had disputed 
opposer’s title to the registrations relied upon. It appeared that in 1914 one 
T. Charles came to the United States from Paris, France, where he had been active 
to some extent in compounding and selling a hair dye. After his arrival in this 
country he undertook to manufacture and sell preparations for the hair to Hyman 
& Oppenheim, a New York corporation, which in turn sold the preparations to the 
trade and secured in its name the three registrations now asserted by opposer. This 
corporation changed its name several times but continued in the business of selling 
preparations to the trade until 1932. At that time the corporation, then having the 
name of Hyman & Hyman, Inc., delivered to the opposer T. Charles, Inc., a docu- 
ment of assignment of the registrations. This assignment did not mention the 
transfer of any business or good-will. The Assistant Commissioner then said: 





37. The Enro Shirt Company v. Freedman-Roedelheim Company, Opp’n No. 19,820, 163 
M. D. 729, April 11, 1941. 
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The record shows that simultaneously with the delivery of the assignment Hyman & 
Hyman, Inc., discontinued the business it had been carrying on in selling the preparations 
known as “L’exo” preparations, sold T. Charles, Inc., its list of customers, delivered to 
T. Charles, Inc., such “L’exo” labels and unfilled orders as the corporation had on hand, 
and thereafter passed over to T. Charles, Inc., orders coming to it for “L’exo” prepara- 
tions. In my opinion, because of these transfers from Hyman & Hyman, Inc., to 
T. Charles, Inc., the business and the good-will thereof associated with the three regis- 
trations of “L’exo” named in the assignment passed to T. Charles, Inc., along with the 
registrations, and T. Charles, Inc., acquired valid title in and to the registrations and the 
business and good-will in connection with which the trade-marks were used. 


The Assistant Commissioner then further noted that applicant had alleged that 
the record had shown the opposer to have been guilty of such deceit and misrepre- 
sentation in connection with the use of the mark “L’exo” on its goods as to require 
dismissal of the notice of opposition. It appeared from the record that labels for 
products made by Charles and sold by Hyman & Oppenheim under their agreement 
had, in addition to the mark “L’exo,” the legend “Hyman & Oppenheim, New 
York, sole agents” and in less conspicuous characters the notation ‘‘Charles, Paris, 
H. & O. Reg’d” or “manufactured by Charles, Paris.” A considerable supply of 
the Hyman & Oppenheim labels for various products bearing this notation of 
Charles, Paris, was on hand when opposer took over the business in 1932. The 
opposer used and still uses some of these labels for its goods, new labels bearing 
the name of opposer with no geographic designation other than New York City 
being obtained for different preparations after the stock of the old labels became 
exhausted. The testimony indicates that Charles has not maintained a place of 
business in Paris since he left there in 1914 and that the products of opposer have 
all been made in an establishment located in this country. On the question of 
deceit and misrepresentation, the Assistant Commissioner held as follows: 


The use by opposer after 1932 of labels stating the hair whitener to be manufactured 
by Hyman & Oppenheim whereas after 1932 Hyman & Oppenheim no longer were manu- 
facturing or doing business with the goods, and thereafter opposer manufactured and sold 
this item, also seems to me to involve deception and misrepresentation, in this instance as 
to the manufacturer of the goods. Opposer’s witness T. Charles has testified that opposer 
still has a quantity of these labels and that it is intended to continue using these deceptive 
labels until the supply is exhausted. 

On the authority of The Federal Products Co. v. Lewis, 57 App. D. C. 338, 23 F. (2d) 
759, 1928 C. D. 63, it is my opinion that both in respect to geographical source of origin 
of some of the goods and as to the manufacturer of the hair whitener product opposer has 
been guilty of such misrepresentations and deceit as to require dismissal of the opposition.** 


Denial of petition for rehearing. 


Frazer, F. A. C.: Denied the petition of Popper-Morson Co., Inc., the appli- 
cant in this opposition proceeding, for the setting of a new limit of appeal from the 
decision of the Examiner of Trade-Mark Interferences. The opposer was William 
Sanderson & Son, Limited, of Leith, Scotland. 


The First Assistant Commissioner set out the facts of the situation as follows: 


38. T. Charles, Inc. v. Inecto, Inc., Opp’n No. 17,449, 163 M. D. 680, January 29, 1941. 
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The opposition was sustained by the Examiner of Interferences in a decision rendered 
October 14, 1940, and a limit of appeal was set to expire November 4, 1940. Thereafter, 
in denying a second petition for rehearing, the Examiner of his own motion extended the 
limit of appeal to November 8. On November 5, applicant filed a third petition for 
rehearing, which was denied by the Examiner on November 20. On November 23 appli- 
cant petitioned the Commissioner to direct the Examiner to reconsider his decision, which 
petition was denied on December 12. On January 30, 1941, nearly three months after its 
time to appeal had expired, applicant filed a petition that a new limit of appeal be set. The 
case was restored to the jurisdiction of the Examiner of Interferences for his consideration 
and disposition of that petition, which he denied on February 28. It is that action of 
which applicant here complains. 


He then made the following rulings: 


I am clearly of the opinion that the Examiner has been guilty of no such abuse of dis- 
cretion as to warrant the exercise of superviscry authority. There is no reason why 
applicant should not have taken an appeal within the time set, or at least have requested 
an extension before such time expired. Counsel for applicant seems to assume, but I think 
unsoundly, that applicant’s. inaction was excused by the pendency of its various petitions. 
The mere filing of a petition, for rehearing or otherwise, does not affect the limit of appeal. 
appeal.*® 


Denial of motion to reopen. 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences denying the motion by the applicant for registration, Pittsburgh Hat and 
Cap Company, to reopen this opposition proceeding 


for the receipt of additional evidence and for the correction of matters which the opposer 
failed to fully present to the Examiner at the hearing. 


The opposer was Adam Hat Stores, Inc. 
The First Assistant Commissioner stated: 


The case went to final hearing before the Examiner of Interferences upon the notice 
of opposition and a motion to dismiss, applicant having expressly waived its right to file 
an answer. The Examiner sustained the opposition. 

By moving to dismiss and waiving its right to answer applicant, of course, admitted all 
facts well pleaded in the notice, and may not now be permitted to controvert such facts. 
If, upon the record presented, applicant deemed the Examiner’s decision to be erroneous, 
its remedy was by appeal.” 


39. William Sanderson & Son, Limited vy. Popper-Morson Co., Inc., Opp’n No. 19,123, 
163 M. D. 711, March 14, 1941. 

40. Adam Hat Stores, Inc. v. Pittsburgh Hat and Cap Company, Opp’n No. 19,916, 163 
M. D. 712, March 15, 1941. 
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PART II 


CHAMPION SPARK PLUG COMPANY vy. REICH, pDoInG BUSINEss As 
AUTOMOTIVE PRODUCTS COMPANY 


United States Circuit Court of Appeals, Eighth Circuit 
July 23, 1941 


UnFrair CoMPETITION—SALE OF RECONDITIONED ARTICLE UNDER ORIGINAL MARK. 
Ordinarily, when a manufacturer sells his goods, the purchaser may use them or sell them 
without removing the former’s trade-mark, but he does not acquire ownership of the said 
mark, and he cannot sell goods bearing the mark after he has so changed them that they no 
longer represent the original character and excellence indicated by the trade-mark. 
UNFAIR COMPETITION—RESALE OF RECONDITIONED Goops—RIGHT OF SELLER. 
The owner of a trade-mark cannot complain of the resale of the repaired or altered goods 
by the purchaser, when accompanied with a truthful statement of the source from whence 
derived, provided said purchaser does not use the trade-mark in doing so. 
Unrair COMPETITION—SUITS—DISCONTINUANCE OF UNFAIR PRACTICES. 

When an injunction is sought to restrain a continuing injury, and after suit is brought, 
defendant claims to have abandoned the conduct complained of, if the court finds that the 
menace still exists, an injunction should be granted; otherwise, not. In the case at issue, 


therefore, in as much as defendant was no longer infringing plaintiff’s trade-mark, an injunc- 
tion was rightly denied. 



























UnFaiR CoMPETITION—“CHAMPION” ON SPARK PLUGS—SALE OF RECONDITIONED Goops—ForM 
oF NOTICE. 


Since defendant’s repaired “Champion” spark plugs are so radically changed that they are 
no longer “Champion” plugs as that term is known to the public, defendant cannot retain 
“Champion” on plugs even if plugs are stamped “Repaired by A. P. Co.,” but “Champion” 
must be removed from plugs. Moreover, the use of the mark is not rendered collateral and 
explanatory by use of “repaired” at place separated from mark. Defendant may not stamp 
“Champion” and plaintiff’s type number on carton with “Repaired Spark Plug,” since he 
infringes mark when he stamps “Champion” on carton and unfairly competes when he stamps 
plaintiff's type number thereon. Defendant may use his own marks or type numbers and 
may print truthful explanatory statement as to origin of plugs on cartons. 


In equity. Action for trade-mark infringement and unfair competition. From 


a decision of the District Court, Western District of Missouri, denying injunction, 
plaintiff appeals. Modified. 


Wilbur Owen, Toledo, Ohio (Arthur C. Brown, Kansas City, Mo., and Carl F. 
Schaffer, Toledo, Ohio, with him on the brief), for appellant. 


Charles V. Garnett (Charles H. Thompson and Donald W.. Johnson with him on the 
brief), all of Kansas City, Mo., for appellee. 


Before GARDNER, SANBORN and THomas, Circuit Judges. 
Tuomas, Circuit Judge: 


The plaintiff in the lower court appeals from that part of a decree denying an 


injunction to restrain the defendant from acts of unfair competition and trade-mark 
infringement. 
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The plaintiff is a manufacturer of spark plugs for use in internal combustion 
engines, and is also the owner of three registered trade-marks, “Champion,” “X,” 
and “Champion X.” Its spark plugs, labeled with its trade-marks, are sold through- 
out the United States and in other countries. 

The defendant is a reconditioner of used and discarded spark plugs of various 
makes which he sells in the channels of trade for use in automobile engines. In the 
course of his business defendant obtains many such spark plugs originally manu- 
factured by the plaintiff and after repairing or reconditioning them sells them with- 
out removing plaintiff’s trade-marks and type numbers. 

Two ultimate questions are presented on the appeal: (1) whether injunctive 
relief must be granted where the court finds defendant guilty, as of the time of the 
commencement of the action, of conduct constituting unfair competition and trade- 
mark infringement, but where during the pendency of the action the defendant has 
in good faith abandoned the practices complained of ; and (2) whether the use made 
of plaintiff’s trade-mark and type numbers by defendant in selling his repaired spark 
plugs constitutes infringement and unfair competion. These questions arise out 
of the procedural steps taken in the district court and the events occurring while 
the action was pending. Their determination calls only for an application of the law 
to the facts found by the court. A brief summary of the proceedings and of the 
material facts will be sufficient to make the issues clear. 

After the action was commenced in the district court plaintiff filed a motion for 
a preliminary injunction, and a hearing was had thereon. The matter was submitted 
upon the pleadings and affidavits and testimony taken in open court. On Septem- 
ber 24, 1938, the court filed a memorandum opinion finding that the defendant was 
guilty of unfair competition and that he had infringed plaintiff’s trade-marks. Be- 
fore an order was entered the defendant filed an amended motion for an order deny- 
ing preliminary injunction upon condition. By the motion defendant offered to mar- 
ket his reconditioned spark plugs, made originally by the plaintiff, in individual 
cartons, on the sides of which would be printed in bold type a statement disclosing 
that the enclosed spark plugs had been repaired by the defendant, but not disclosing 
the name of the original manufacturer. 

By such amended motion defendant offered further to indent in the hex portion 
of the metal shell of each plug repaired and offered for sale by him the words: 
“Repaired by A.P. Co.,”” or their equivalent, in capital letters of equal prominence 
with the word “Champion” placed by the plaintiff on the insulator of the plug, and 
to abandon all cartons, display cards and advertising matter previously used by him. 
The methods of doing business proposed to be abandoned had all been condemned 
by the court in its opinion of September 24, 1938. 

The defendant then undertook to change his business practices to conform to 
the offer contained in his amended motion. Under his changed system of doing 
business defendant abandoned the use of all cartons, display cards and advertising 
matter formerly used by him. He indented upon the hex portion of each spark plug 
the words “Repaired by A.P. Co.,” and left plaintiff's trade-mark “Champion” on 
the insulator. He printed the following legend upon the sides of each carton: 


Repaired Spark Plug By The Automotive Products Company 3033 Main St. Kansas 
City Mo. Distributed By (Dealer’s Name). This Spark Plug, While Not New, Has 
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Been Restored To Usefulness By The Automotive Products Co., By Which It Has Been 
Thoroughly Renovated And Repaired. All Worn Parts Of The Electrodes Removed, 
The Remaining Parts Refinished And Adjusted So As To Make It An Efficient Used 
Spark Plug. Guaranteed To Give At Least 10,000 Miles of Satisfactory Service; 


and he stamped or printed the plaintiff’s trade-mark and type numbers under the 
words “Repaired Spark Plug,” on the end of each carton. 

On March 3, 1939, the court wrote a letter to counsel for the parties saying that 
he had reached the conclusion that defendant’s effort to conform to his opinion of 
September 24, 1938, was in good faith and would entitle him to continue in business 
without the restraint of a preliminary injunction and suggesting that the case con- 
tinue to pend without trial for a period of six months, and that if within that time 
it should be made to appear that defendant’s method of operation deceives the public 
and in actual practice infringes plaintiff’s trade-mark a further hearing be had. 

On January 2, 1940, the parties entered into a stipulation providing for filing of 
further affidavits by both parties covering the changed practices of defendant and 
for the final submission of the cause upon the pleadings, affidavits, evidence produced 
on the preliminary hearing and the stipulation. The additional affidavits were filed 
within the times limited in the stipulation, and the parties submitted briefs, pro- 
posed findings of fact, and conclusions of law. 

On July 16, 1940, the court filed an opinion rejecting certain findings of fact and 
conclusions of Jaw proposed by the plaintiff. In this opinion the court said [at 


p. 354]: 


It is my conclusion that plaintiff is entitled to a decree as prayed in its bill of com- 
plaint, but it is not entitled to an injunction, in view of the present attitude of the defendant. 
This means that the plainiff is entitled to a decree upholding its patents and for costs and 
damages for infringement or unfair competition. 

Therefore, the plaintiff should supply a proposed decree in conformity with its petition 
and this memorandum opinion, as well as an appropriate recital as to the reason why the 
injunction should not issue, in view of the defendant’s disposition to conform to the ruling 


of the court and to refrain from selling its repaired spark plugs in such a way as to deceive 
the public. 


On September 14, 1940, the court filed findings of fact, conclusions of law and 
entered a decree. The decree declared that plaintiff is the owner of its registered 
trade-marks and they are valid; that the defendant has infringed said trade-marks, 
and has unfairly competed with plaintiff in the sale of spark plugs; and 


4. That an injunction against defendant restraining further acts of trade-mark infringe- 
ment and unfair competition as herein found shall not issue because of changes in defend- 
ant’s practices inaugurated subsequent to the date of the entry of the Memorandum Opinion 
herein on September 24, 1938. 


The appeal is from paragraph 4 of the decree. 

The plaintiff argues that the court erred in refusing to make certain findings of 
fact requested by it. In view of the completeness of the findings made by the court 
and the admissions of counsel for defendant in their written brief in this court, we 
find it unnecessary to discuss this alleged error of the court separately. 

Plaintiff concedes that the defendant has a right to deal in the physical property 
of discarded spark plugs apart from the trade-mark “Champion” and to make some 


ee . 
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collateral use of the word “Champion” in an explanatory statement which discloses 
the truth as to the origin of the plug and in which such word is not given particular 
prominence. Plaintiff denies that the printed statements upon defendant’s cartons 
are sufficient to protect its rights. 

The practices of defendant which plaintiff contends should be permanently 
enjoined may be considered in three parts: first, those practices relating to defend- 
ant’s methods of doing business and advertising which were abandoned after the 
filing of the opinion of the court on September 24, 1938; second, the continued use 
by defendant of plaintiff’s trade-mark “Champion” on the repaired spark plugs ; and, 
third, the stamping or printing of the trade-mark “Champion” and plaintiff’s type 
numbers on the ends of defendant’s cartons. 

Plaintiff’s claim that it is entitled to a permanent injunction against the first 
group of practices referred to above is without merit. That contention ignores the 
rule that a court of equity is not restricted to an adjustment of the rights of the 
parties as they existed when suit was brought, but will give relief appropriate to 
events occurring pending the suit. 21 C. J. 137. “Equity acts in the present tense,” 
and molds its “decree to actualities and not history.” Continental Securities Co. v. 
Interborough Rapid Transit Co., D. C. N. Y., 207 F. 467, 471, aff. 221 F. 44; 
32 C. J. 76, § 63. 

When an injunction is sought to restrain a continuing injury and, after suit is 
brought the defendant claims to have abandoned the course of conduct complained of, 
the question for the court to determine is whether the illegal conduct has in fact 
been abated or whether the menace to plaintiff’s rights still exists. If the menace 
exists an injunction should be granted; if not, it should be denied. Goshen Mfg. 
Co. v. Myers Mfg. Co., 242 U.S. 202, 207; Warner & Co. v. Lilly & Co., 265 U. S. 
526 [14 T.-M. Rep. 247]. The question is one of fact for the determination of the 
court at the time the final decree is entered. In the instant case the court found 
that the injunction should be denied because, subsequent to the filing of the opinion 
of September 24, 1938, the defendant had in good faith inaugurated such changes 
in his business practices that he was no longer infringing plaintiff’s trade-marks nor 
engaging in unfair competition. This finding as it applies to the practices now being 
considered cannot be said to be clearly erroneous. As to these practices there is 
substantial evidence to support the confidence of the court that the defendant is 
acting in good faith and that he will not violate his promises nor the ruling of the 
court. For this reason the denial of a permanent injunction against the first group 
of practices referred to above, and which it is unnecessary to enumerate more par- 
ticularly, must be affirmed. Rule 52(a), Federal Rules of Civil Procedure, 28 
U.S. C. A. following § 723c. 

Plaintiff's contention that it is entitled to injunctive relief against the second 
and third classes of practices is more serious. The second practice referred to pre- 
sents the question whether under the law governing registered trade-marks and the 
facts found by the court the defendant should be enjoined from selling repaired or 
reconditioned spark plugs made by plaintiff without first removing its trade-mark 
“Champion” therefrom. 

Ordinarily, when a manufacturer parts with his goods and they go upon the 
market, the purchaser may use them or sell them without removing the trade-mark 
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of the manufacturer. Bourjois & Co. v. Katzel, 260 U. S. 689 [13 T.-M. Rep. 69] ; 
Garst v. Hall & Lyon Co., 61 N. E. 219, 179 Mass. 588, 55 L. R. A. 631; Standard 
Oil Co. v. California Peach & Fig Growers, D. C. Del., 28 F. 2d 283, 285 [19 T.-M. 
Rep. 1]; Vitascope Co. v. United States Phonograph Co., 83 F. 30; 63 C. J. § 81, 
page 380. 

But the purchaser of the goods does not acquire ownership of the trade-mark; 
and he cannot sell such goods bearing the manufacturer’s trade-mark after he has 
changed or altered the goods so that they no longer represent the original character 
and excellence which the trade-mark indicates. Prestonettes, Inc. v. Coty, 264 U. S. 
359, 368 ; Coca-Cola v. Bennett, 8 Cir., 238 F. 513; Ingersoll v. Doule, D. C. Mass., 
247 F. 620 [8 T.-M. Rep. 183]; General Electric Co. v. Re-New Lamp Co., C. C. 
Mass., 128 F. 154; Auto Acetylene Light Co. v. Prest-O-Lite Co., 6 Cir., 264 F. 810 
[2 T.-M. Rep. 11] ; Champion Spark Plug Co. v. Emener, D. C. Mich., 16 F. Supp. 
816, 823. To sell such altered goods without removing the original trade-mark is 
equivalent to a substitution of the purchaser’s goods for those of the manufacturer, 
and, if unauthorized, is an infringement of the registered trade-mark. Walgreen 
Drug Stores v. Obear-Nester Glass Co., 8 Cir., 113 F. 2d 956, 961 [30 T.-M. 
Rep. 477] 

The owner of the trade-mark cannot complain of the resale of the repaired, altered 
or changed goods by the purchaser when accompanied with a truthful statement of 
the source from which they were derived, provided the purchaser does “‘not use the 
trade-mark in doing so.” Prestonettes, Inc. v. Coty, supra, at page 368. 

These rules of trade-mark law need not be elaborated. In the abstract they can- 
not reasonably be disputed. The controversy involves their application to the facts 
found by the court. With reference to the changes effected in the spark plugs by 
defendant’s process the court found: 


1. Defendant did not prior to... . September 24, 1938, and does not now restore said 
spark plugs to their original condition and they could not then and cannot now truthfully 
be referred to as “reconditioned” plugs nor as “Champion” plugs of the type number 
marked thereon by plaintiff. 

2. The spark plugs which defendant .... now stamps as “Repaired” Champion spark 
plugs have been so changed in functional features from their original dimensions as they 
were manufactured and sold by plaintiff that they have ceased to have several of the dis- 
tinctive mechanical and functional features which characterize new “Champion” spark 
plugs and are in fact no longer “Champion” spark plugs as that term is used by plaintiff 
and known to the motoring public. 

3. A patented feature involving the use of flat parallel faces on the adjacent portions 
of the center and side electrodes of plaintiff’s spark plugs “has been entirely destroyed either 
through long usage or by defendant’s operations.” 

4. “Another patented feature ... . relating to the shape of the firing end of the insulator, 
and for which plaintiff claims important advantages in heat control and regulation between 
the several portions of the spark plug core,” has been destroyed by sandblasting. 

5. The skirt or semi-petticoat end of the ceramic insulator, a feature of functional im- 


portance in all “Champion” spark plugs, has also “been destroyed in defendant’s spark 
plugs.” 


As a conclusion of law the court found: 


4. In selling his said spark plugs defendant must not use plaintiff’s trade-marks or trade- 
name at all, except collaterally for the purpose of identification of the plugs as of plaintiff’s 
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original manufacture, as distinguished from a designation of the plug by said trade-mark 
or trade-name. When used collaterally, such trade-mark or trade-name must not be more 
prominent than the accompanying explanatory content. 


The court concluded in effect, as shown by the decree that defendant had complied 
with the foregoing conclusion of law by stamping upon the hex portion of his spark 
plugs the words, “Repaired by A.P. Co.”; and defendant was not required by the 
decree to remove the trade-mark “Champion” placed upon the insulator by the 
plaintiff. We think that under the law and the findings this was error. In view of 
the radical changes made in the spark plugs by defendant, he should not be permitted 
to use the trade-mark “Champion” upon his “repaired” spark plugs. This use of 
the trade-mark is not rendered collateral and explanatory by stamping the word 
“Repaired” upon the hex of the plugs. Clearly, the trade-mark left where it was 
placed by the plaintiff “indicates the goods” of plaintiff, and “a casual purchaser 
might look no further and be deceived.” Prestonettes, Inc. v. Coty, supra, pp. 368- 
369. Under these circumstances the plaintiff is entitled to injunctive protection 
against its use by the defendant upon his changed plugs. Since, as the court found, 
defendant’s spark plugs are no longer “Champion” plugs, they should not be sold 
bearing the original trade-mark. Ingersoll v. Doyle, supra; 15 U.S.C. A. § 96. 

In the third place, defendant packs each of his repaired spark plugs in an indi- 
vidual carton on the end of which is printed: “Repaired Spark Plug. Make 
eee 2). were ” In the blank after the word “Make” he stamps or prints 
plaintiff’s trade-mark “Champion,” and after the word “Type” the type number 
placed upon the enclosed spark plug by plaintiff when new. Since the court found 
that after being changed by the defendant’s process the spark plugs “cannot now 
truthfully be referred to . . . . as ‘Champion’ plugs of the type number marked 
thereon by plaintiff,” it follows from the principles stated above that defendant is 
guilty of infringement when he stamps the trade-mark “Champion” on the carton, 
and of unfair competition when he stamps plaintiff’s type number thereon. He 
should be enjoined from so doing. See Standard Oil Co. v. California Peach & Fig 
Growers, supra; Shaver v. Heller & Merz Co., 8 Cir., 108 F. 821; Wolf Bros. & 
Co. v. Hamilton Brown Shoe Co., 8 Cir., 206 F. 611, 616, aff. 240 U. S. 251 [6 T.-M. 
Rep. 169]; Queen Mfg. Co. v. Isaac Ginsberg & Bros., Inc., 8 Cir., 25 F. 2d 284 
[18 T.-M. Rep. 275]. Such a decree will not prevent the defendant from using his 
own trade-marks or type numbers, nor from printing a truthful explanatory state- 
ment as to the origin of the plugs upon the cartons. 

The decree should be so modified as to enjoin the sale by defendant of “repaired”’ 
spark plugs manufactured by plaintiff without first removing plaintiff’s trade-mark 
therefrom and to enjoin defendant from selling such “repaired” spark plugs in car- 
tons on the end of which plaintiff's trade-mark and type numbers have been stamped 
or printed, and it is so ordered. Otherwise, that part of the decree appealed from is 
affirmed, and the case is remanded for further proceedings in conformity with this 
opinion. 


rr 
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ESQUIRE, INCORPORATED v. ESQUIRE BAR 
United States District Court, Southern District of Florida 
March 26, 1941 


TRADE-MARKS AND TRADE-NAMES—UNFAIR COMPETITION— “EsQuIRE” AS MAGAZINE TITLE— 
Use AS RESTAURANT NAME. 

The use by defendant of the word “Esquire” as the name of its restaurant, after plaintiff 
had identified it to the public as title of its magazine, devoted to food and drink and related 
subjects, held unfair competition, especially since defendant adopted the name deliberately. 

UNFAIR COMPETITION—SUITS—DEFENSE OF “UNCLEAN HANpDs.” 

Even if plaintiff has “unclean hands,” because of character of matter published in its 

magazine, defendant’s unfair use of the magazine title cannot be defended. 
Unrair ComMPeTITION—SuITS—ACCOUNTING. 

Although defendant was enjoined from the use of the name of plaintiff’s magazine on its 

restaurant, the character of the competition is such that plaintiff is not entitled to an accounting. 


In equity. Action for copyright infringement and unfair competition. Judg- 
ment for plaintiff. 


Worley & Gautier, of Miami, Fla., for plaintiff. 
Harold Kassewitz and Marion E., Sibley, both of Miami, Fla., for defendant. 


Ho tianp, District Judge: 
FINDINGS OF Fact 


1. The plaintiff is a corporation organized and existing under and by virtue of 
the laws of the State of Delaware, and is a citizen, resident and inhabitant of the 
State of Delaware, with its principal places of business at New York City, New 
York, and Chicago, Illinois, and with sales representatives and places of business 
throughout the United States, including the City of Miami, Florida. 

2. The defendant is a corporation organized and existing under and by virtue of 
the laws of the State of Florida, and is a citizen of the State of Florida, and a resident 
and inhabitant of the said State and of the Southern District of Florida, with its 
principal place of business in the city of Miami, Florida. 

3. This is a suit of a civil nature in equity, between citizens of different states, 
for unfair competition, where the matter in controversy exceeds, exclusive of interest 
and costs, the sum or value of three thousand dollars, and for infringement of certain 
copyrighted pictorial designs. 

4. The copyright infringement is based on certain pictorial drawings containing 
plaintiff’s “Esky,” bulbous-eyed character, which are component parts of the follow- 
ing copyrighted registrations: Nos. 206,836, 210,926, 244,847, 284,280, 290,727, 
323,415, 326,340, 342,528, 345,519, 355,687, 330,010. The court finds that each and 
all of these copyrights as to such component parts are good and valid and have been 
infringed by the defendant, beth before and after filing the original and supplemental 
bills of complaint herein. ~ 

5. Plaintiff is the owner of the following valid trade-marks: 

(a) The word “Esquire” as a trade-mark for its periodical, United States Patent Office 

Certificate of Registration Number 313,768 ; 


(b) The cover layout of its periodical, United States Patent Office Certificate of 
Registration No. 332,149; 
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(c) The figure of a male character having bulbous eyes and a large bushy mustache, 
commonly called the Esquire Figure, and nicknamed “Esky,” United States Patent Office 
Certificate of Registration No. 333,539. 


6. Plaintiff and its immediate predecessor have been in business continuously 
since 1933, operating under the name “Esquire,” which business primarily relates 
to a publication of originality, class and distinction, sold under the name “Esquire.” 

7. The defendant operates an elaborate and decorative establishment on Biscayne 
3oulevard in Miami, Florida, and after being denied permission to use the name 
“Esquire,” willfully and deliberately adopted said name for and in connection with 
its place of business, where foods, beverages, wines and liquors are sold to the 
public. In connection with that business the defendant, commencing about the first 
of the year 1938, willfully and deliberately featured the name “Esquire” in its signs, 
on its premises, on its service napkins, on its waiters’ jackets, on its menus, and on 
its wine list. In its advertisements in the Miami papers of general circulation it also 
featured the name “Esquire,” plaintiff’s “Esky” symbol, and the Esquire Magazine 
“cover layout” all duly registered as trade-marks in the United States Patent Office, 
and concurrently therewith willfully and deliberately adopted and reproduced on the 
interior walls of its place of business the plaintiff’s duly copyrighted pictorial draw- 
ings and “Esky” design, both before and after the filing of the original bill, first 
almost exactly, and later in modified form. 

8. The plaintiff and its predecessor, to whose rights the plaintiff has succeeded, 
has built up an extensive and valuable business and good-will under its trade-mark 
or trade-name “Esquire,” and that as a result of this good-will and extensive sales 
and advertising by the plaintiff the name “Esquire” has acquired a secondary mean- 
ing in the mind of the purchasing public, referring to plaintiff whenever and wherever 
used in connection with any of the objects or things treated in plaintiff’s “Esquire” 
publication, particularly articles and things of interest to men, including foods, 
drinks, wines and liquors, clothes, fashions, the theatre, clubs and other places of 
amusement ; that all of the foregoing occurred long prior to the willful adoption of 
the name “Esquire” by the defendant. 

9. The court finds from the evidence that the defendant’s use of plaintiff’s name 
“Esquire” is calculated to, and does, cause the public (not otherwise fully informed) 
to believe there is some connection between the two, either that the plaintiff owns 
or controls the business of the defendant, or sponsors it, or has given leave to con- 
duct the business under some contract, and that the defendant’s business has the 
approval of plaintiff, or that the defendant’s business is in some manner related to 
the plaintiff’s business, Esquire, Inc., and thereby constitutes unfair competition in 
violation of plaintiff’s rights. 

10. Rule 53(e) (2), Federal Rules of Civil Procedure provides that in an action 
to be tried without a jury the court shall accept the master’s findings of fact, unless 
they are clearly erroneous. The record in this case clearly supports each and all of 
the master’s findings, and they are each and all approved and adopted. 

11. Defendant’s contention of lack of competition is not well founded. Direct 
competition is not necessary. And in fact there is competition in that appeal to 
tastes is a goal of both parties. 
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DISCUSSION 





That which strikes me most strongly about this case is the fact that the defend- 
ant, right in the beginning, not only adopted the name “Esquire,” but adopted the 
method and means of conveying to the public the thought that the name “Esquire” 
was connected and identified with the signs and symbols and illustrations so pecu- 
liarly belonging to the plaintiff. By decree of court heretofore certain phases of 
advertising, and an objectionable manner of spelling the word “Esquire” in script 
letters, have been enjoined. On this final hearing the defendant seeks to resist the 
plaintiff's prayer for enjoining the defendant from using the word “Esquire” in any 
manner. We do not have here a case where an alleged infringer has voluntarily and 
normally developed in a certain locality the use of a name, with no secondary mean- 
ing, but the defendant has deliberately assumed to use this name and by its method 
of adoption is shown to have chosen the name “Esquire” because the plaintiff had 
developed it with a secondary meaning. This wrongful adoption and use in its 
incipiency cannot now be viewed as innocent, and the defendant should be deprived 
not only of the use as heretofore decreed, but also of the continued use of the word 
“Esquire,” printed in whatsoever manner, script or otherwise. 

The defendant urges that the plaintiff should not have equitable relief because 
it says the plaintiff comes into court with unclean hands, and has introduced in evi- 
dence various publications of the magazine published by the plaintiff. The character 
of the literature is not involved in this case. The plaintiff does not seek to enjoin 
the defendant from infringing upon, or copyrighting, its published articles. The 
plaintiff comes into court showing what the defendant has done and urges that this 
is wrongful. What articles the plaintiff publishes are only incidental, and are not 
in the case. The case may be properly likened to a plaintiff seeking injunctive relief 
against trespassing on plaintiff’s real estate, to which, in my opinion, the use of the 
property upon which the alleged trespass takes place contrary to the terms of some 
municipal or state law would not deprive the plaintiff of equitable relief to which 
such plaintiff would otherwise be entitled. 


CONCLUSIONS OF LAW 


1. That each and all of the copyrights here sued on are good and valid, and the 
property of the plaintiff. 

2. Defendant has been guilty of willful infringement of component parts of each 
and all of plaintiff’s copyrights here sued on, both before and since filing the original 
and supplemental bills of complaint herein. 

3. Defendant is guilty of willful unfair competition with the plaintiff by its use 
of the plaintiff’s trade-name or trade-mark “Esquire” and/or its other pictorial 
designs and trade-marks, both before and since the filing of the original and supple- 
mental bills of complaint herejn. 

4. That plaintiff is entitled to a decree awarding it a permanent injunction, 
restraining and enjoining the defendant, its officers, agents and representatives, and 
those in active concert or participation with them. 

(a) From using the name “Esquire” or any name confusingly similar thereto; 


(b) From using the “Esky” figure, trade-mark and trade symbol, or any mark con- 
fusingly similar thereto; 
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(c) From using any of the copyrighted works and materials, trade-marks and trade- 
names owned by the plaintiff or any of the component parts thereof in connection with 
its business. 


5. That the character of competition in this case, in my opinion, does not entitle 
plaintiff to an accounting. 

6. That the plaintiff within thirty (30) days prepare and submit, after notice, 
for entry, a formal decree in favor of the plaintiff and against the defendant, not 
inconsistent with these findings of fact and conclusions of law, at which time the 
Special Master’s fee will be determined. 





AMERICAN PHOTOGRAPHING PUBLISHING CO. v. ZIFF-DAVIS CO. 
United States District Court, Northern District of Illinois 
June 13, 1941 


TRADE-MARK INFRINGEMENT—MAGAZINE TITLE—“AMERICAN PHOTOGRAPHY” AND “POPULAR 
PHOTOGRAPHY’ —ABANDONMENT. 

Plaintiff, once publisher of two magazines entitled “Popular Photography” and “American 
Photography,” later consolidated and published them as “American Photography,” but with 
the statement “American Photography” incorporating “Popular Photography” on the mast 
head. Plaintiff held not to have abandoned its right to “Popular Photography” as a trade- 
mark by so doing. 

TRADE-MARKS—NON-USE FOR LIMITED PERIOD. 

It is settled that one who uses a proper mark to distinguish his goods from others may 
have a monopoly thereof so long as he uses it, and such monopoly may continue after non-use 
for a period if it appears that such non-use was intended to be temporary. 


In equity. Action for trade-mark infringement. Decree for plaintiff. 


Casper W. Ooms, of Chicago, IIl., and Dike, Calver & Gray, of Boston, Mass., for 
plaintiff. 
Roy W. Hill and Bailey Stanton, both of Chicago, Ill., for defendant. 


Hotty, District Judge: 


Plaintiff was the publisher between 1914 and 1916 of a magazine entitled 
“Popular Photography,” a periodical devoted to the subject indicated by the title 
and published monthly. At the same time plaintiff was putting out a separate 
periodical under the title “American Photography” which had been published for 
a number of years before that time by one Frank R. Fraprie. In the month of 
April, 1916, plaintiff consolidated the two publications and thereafter published said 
periodical under the name of “American Photography” on the cover, but on the 


“mast head” thereof the title was given as “American Photography, incorporating 
Popular Photography” and several other publications whose names were set forth. 

In April of 1937 defendant commenced to publish and has since been publishing 
and selling a magazine under the title “Popular Photography,” said title having been 
registered as a trade-mark by the defendant in the United States Patent Office on 
January 19, 1937. On or about April 8, 1937, plaintiff notified defendant that the 
trade-mark “Popular Photography” and the good-will incidental thereto was owned 
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by plaintiff. Defendant refused to discontinue the use and has continued to publish 
and to sell its said periodical under the title “Popular Photography.” 

The question presented in this case is whether plaintiff has lost the right to the 
exclusive use of the words “Popular Photography” as a trade-mark for its periodical. 
It is the contention of the defendant that plaintiff, by the merger of the two periodi- 
cals and the subsequent use of the title “American Photography” on the cover of 
its magazine, abandoned the trade-mark it therefore held and that said words became 
available to any other person who wished to so use them. 

I think it cannot be doubted that if plaintiff, after the consolidation of the two 
periodicals, had published the consolidated magazine under the title “American 
Photography” and “Popular Photography” or “American Photography incorporat- 
ing Popular Photography,” printed on the outside cover, it would have retained its 
property right to “Popular Photography” as a trade-mark. The only question, 
then, left for determination is whether having failed to print the words “Popular 
Photography” on the cover but having entitled its periodical “American Photog- 
raphy incorporating Popular Photography” on its “mast head” it lost its title to the 
mark. 

The “mast head” is a term common among publishers and refers to the portion 
of a publication wherein the name of the publisher, place of publication, circulation, 
and subscription rates and other information concerning the publication is given. 
It is a practice among publishers, when one publication is consolidated with another, 
to state the name of the consolidated publication on the mast head. 

It has been the policy of the law to give to one who has appropriated a proper 
term for a mark to distinguish his goods from others of like kind a monopoly of the 
use of the words or design selected as such mark. His monopoly continues so long 
as he uses the mark for that purpose. It may continue after the non-use for a 
period, if it appears that the non-use was intended to be temporary only. It may be 
applied to the article in any particular place. 

If, as stated above, the name “Popular Photography” had appeared on the front 
cover of plaintiff’s publication for all of these years, even combined with other names, 
there is no doubt that he would have held his monopoly of the used of the name. 
I cannot see that the situation is changed by the fact that it appears on the mast 
head instead of the front of the cover. The mast head is a place where such informa- 
tion is usually found. The fact that plaintiff had not abandoned the trade-mark was 
made to appear clearly in the publication. It was used as it always had been and 
in such a manner as to indicate to the world that it was still being used by plaintiff 
to hold the good-will that had been established under it. The value of that good-will 
may have decreased as the years went by, but, whatever it was, plaintiff was still 
entitled to it. That the old name was still remembered and that some good-will still 
existed is clearly shown by the evidence. 

Defendant complains of the “monopoly”’ plaintiff is attempting to hold. But no 
society suffers an injury through mere monopoly of a name.’ There is still a wide 


1. On this subject defendant cites Lawyers Title Ins. Co. v. Lawyers Title Ins. Corporation, 
109 F. 2d 35, but that case is so different in its facts and the issues were so different, that I do 
not think it can be held that it sustains defendant’s contention. 
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range of attractive names that defendant might select to distinguish its periodical 
from others and with which to appeal to a public interest in photography. 

This is not a case in which a trader is attempting to monopolize, arbitrarily, a 
great number of names for the purpose of excluding others from the use of names 
appropriate to their product. Plaintiff owned the name under our trade-mark laws. 
It had a certain amount of good-will and still has some. Whether plaintiff has a 
monopoly of all the names mentioned in its mast head is a question with which I 
am not concerned. I am holding only that it has not abandoned the mark, “Popular 
Photography,” and is entitled to the good-will remaining with that mark. 

Plaintiff may have a decree as prayed in its bill of complaint. 





PRINCE MATCHABELLI, INC. v. ANHALT & CO., INC. 
United States District Court Southern District of New York 
July 14, 1941 


UNFAIR COMPETITION—IMITATING LABELS AND Dress oF Goops—PATENTED DEVICE. 
Where plaintiff’s patented device had become so associated with plaintiff in mind of 
public as to acquire a secondary meaning, defendant, by deliberately copying said device and 
by palming off its device as that of plaintiff, held guilty of unfair competition. 


In equity. Action for patent infringement and unfair competition. On plain- 
tiff’s motion for preliminary injunction and on defendant’s motion to strike allega- 
tions as to unfair competition. Plaintiff’s motion granted; defendant’s motion 
denied. 


Dean, Fairbank & Hirsch (William S. Gluck, Morris Hirsch and Gluck & Breiten- 
feld, of counsel), all of New York City, for plaintiff. 

Munn, Liddy, Glaccum & Kane (Daniel H. Kane, of counsel), both of New York 
City, for defendant. 


Coxe, District Judge: 


This is a motion by the plaintiff for an injunction pendente lite. There is also a 
counter-motion by the defendant to strike from the complaint allegations charging 
the defendant with unfair competition. 

The suit is for alleged infringement of the Frank patent, No. 2,210,755, issued 
August 6, 1940, covering a purse kit, and also for unfair competition. There is no 
diverse citizenship between the parties and federal jurisdiction is predicated entirely 
on the claim of patent infringement. 

The complaint is admirably short and concise; after alleging that the defendant 
is infringing by manufacturing and selling purse kits embodying the invention, it 
charges in a separately numbered paragraph that the defendant is also engaged in 
unfair competition as follows: 


4. The purse kit extensively manufactured and sold under said Letters Patent by the 
plaintiff, has become so associated with the plaintiff in the mind of the public as to have an 
acquired significance or secondary meaning to cause any purse kit of the same appearance 
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to be ascribed to the plaintiff as the source of production, and the defendant has made 
and sold infringing purse kits of the identical appearance and as precise copies and sub- 
stantial counterfeits of the said bags of plaintiff, with the inevitable result of profiting by 
the inevitable confusion created by the defendant’s said substantial counterfeit. 


The purse kit of the patent is an envelope type of kit, rectangular in shape, has 
interior pockets, and is adapted for insertion in a woman’s handbag. The specifica- 
tion shows a method of manufacture which leaves the finished article with substan- 
tially no exposed seams. The claims cover not only the completed purse kit, but also 
the method of putting it together. 

The defendant by its counter-motion challenges the jurisdiction with respect to 
the charge of unfair competition; the contention is that the complaint alleges two 
separate and distinct causes of action, and not “two distinct grounds in support of a 
single cause of action.” Hurn v. Oursler, 289 U.S. 238, 246 [23 T.-M. Rep. 267}. 
This test has been applied in a number of recent cases, of which the following are 
typical: Foster D. Snell v. Potters, 88 F. 2d 611; Warner Publications v. Popular 
Publications, 87 F. 2d 913 [26 T.-M. Rep. 322]; Lewis v. Vendome Bags, 108 F. 
2d 16. In Lewis v. Vendome Bags (supra, p. 17) the court used the following 
language with respect to a similar contention: 


In the case at bar the allegations of the bill definitely limit the bags of the plaintiff’s 
manufacture in respect to which unfair competition is charged, to bags embodying the 
patented design. Hence, the court had jurisdiction of the case, because the allegation of 
patent infringement raised a federal question and the charge of unfair competition in respect 
to bags of the patent design was, so far as appears, made in good faith. 


In the present case, the complaint charges the defendant with unfair competition 
in the manufacture and sale of purse kits embodying the invention ; the two grounds 
of relief are inseparably connected, and grow out of the same facts; and there is no 
contention that the claim of patent infringement is not made in good faith. I think, 
therefore, that the charge of unfair competition has been properly joined in the com- 
plaint, and that the court has jurisdiction. 

This brings me to the plaintiff’s motion for an injunction pendente lite, which is 
rested solely on the charge of unfair competition. The affidavits of the plaintiff show 
that the plaintiff has been engaged for more than fifteen years in the manufacture 
and sale of perfumes, cosmetics and related articles, such as compacts, purse kits 
and the like; these articles have been put out by the plaintiff in a distinctive way so 
as to show their origin, and have been extensively advertised; they have always 
borne the name and mark of the plaintiff, and have become identified by the public 
as the plaintiff’s product. It is also stated in the affidavits that approximately 
$50,000 has been spent for advertising and promoting the purse kit of the patent, 
and that 282,732 of the purse kits have been sold at $1 each, representing a retail 
sales value of $282,732. None of these facts has been questioned or denied in the 
affidavits submitted by the defendant. 

The defendant has recently brought out a purse kit which, in all material respects, 
is an exact replica of the plaintiff’s purse kit. These purse kits appear originally 
to have been sold without any identifying marks, but more recently they bear a small 
silk label with the mark “Anhalt, New York” attached inconspicuously on the inside 
of the pocket where it would not be likely to attract notice from a casual purchaser. 
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The defendant’s purse kit sells at retail for 50 cents as against the price of $1 for 
the plaintiff’s purse kit, and is being offered for sale in many of the same department 
stores in which the plaintiff’s purse kit is being sold. 

I think it is plain from the record now before me that the purse kit of the patent 
has “become so associated with the plaintiff in the mind of the public as to acquire 
a secondary meaning and cause any bag of the same appearance to be ascribed to the 
plaintiff as the source of production.” Lewis v. Vendome Bags (supra, p. 18). It 
is clear, also, that the defendant has deliberately copied the plaintiff’s purse kit down 
to the last detail, and is palming off its product as that of the plaintiff. This the 
defendant should not be permitted to do. The thought is well expressed in Electric 
Auto-Lite Co. v. P & D Mfg. Co., 109 F. 2d 566 at page 577 [25 T.-M. Rep. 485], 


as follows: 


There is nothing unlawful in copying the unpatented products of another dealer down 
to the last detail, except in so far as the resulting similarity may become a means of secur- 
ing his customers through their belief, so induced, that your goods are his. 


The motion of the defendant to strike out the allegations of the complaint charg- 
ing unfair competition is denied; and the motion of the plaintiff for an injunction 
pendente lite based on unfair competition is granted. 





GREEN, ET AL., DOING BUSINESS AS GREEN & GREEN v. LUDFORD FRUIT 
PRODUCTS, INCORPORATED 


United States District Court, Southern District of California 
July 18, 1941 


UNFAIR COMPETITION—CoLoR—RIGHT TO USE. 

No one can claim the right exclusively to use a certain color and thereby prevent the use 

of that color by others manufacturing similar goods. 
UnFarirR COMPETITION—COLOR AS ELEMENT. 

The only way in which color of the article would appear to be important in a case of 
unfair competition would be as one link in a chain of acts showing unfair competition, wherein 
defendant copies the general dress of the goods, one of which might be color. 

TrADE-Marks—‘“Fruit BowL” anp “HoLtywoop BowL”—Non-cONFLICTING MARKS. 

The words “Hollywood Bowl” held not to be confusingly similar to “Fruit Bowl.” 


Brezina & Buckingham, of Chicago, Ill., and Joseph F. Westall, of Los Angeles, 
Calif., for plaintiffs. 
Rupert B. Turnbull, of Los Angeles, Calif., for defendant. 


In equity. Action by R. H. Green, A. M. Green and J. B. Green, doing business 
as Green & Green, against Ludford Fruit Products, Incorporated, for trade-mark 
infringement and unfair competition. Complaint dismissed. 


O’Connor, District Judge: 


Plaintiffs, R. H. Green, A. M. Green, and J. B. Green, doing business as Green 
& Green, a co-partnership, but formerly a corporation, are engaged in the business 
of marketing concentrates, extracts, and beverages for non-alcoholic carbonated soft 
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drinks. Their principal place of business is Houston, Texas, and their principal 
product is a soft drink known as “Fruit Bowl,” an opaque, reddish carbonated mix- 
ture of fruit concentrate, artificial coloring, flavoring, and a small amount of ben- 
zoate of soda. Plaintiffs produce other beverages known variously as “Golden 
Bowl,” “Silver Bowl,” “Lemon Bowl” “Rose Bowl,” “Hawaiian Bowl,” etc. 

The defendant, Ludford Fruit Products, Incorporated, is a California corpora- 
tion engaged in the manufacture of concentrate for a soft drink known as “Holly- 
wood Bowl,” which name the plaintiffs allege constitutes an infringement of their 
trade-mark, and further allege that the defendant is guilty of unfair competition. 

Plaintiffs have filed very thorough and exhaustive briefs exploring the entire 
range of this type of action. Cases have been cited by counsel in which numerous 
courts have held that the trade-marks being contested were confusingly similar. 
The court has examined with meticulous care all of the principal authorities relied 
upon by counsel for both sides in order to apply the law to the facts. 

Plaintiffs contend mainly that the defendant’s “Hollywood Bowl” resembles 
their “Fruit Bowl” so closely that the ordinary customer who consumes such prod- 
ucts would be deceived into purchasing the defendant’s concoction instead of the 
plaintiffs’. According to plaintiffs, the alleged similarity is so close that defendant’s 
product can be passed off for plaintiffs’ with whatever pecuniary loss results from 
the sale of the substituted article. 

The alleged confusing similarity is derived from an imitation of the plaintiffs’ 
general dress of the Fruit Bowl including the trade-mark, label, cap, bottle, color, 
and the fluid itself. 

Certain evidence was introduced by the plaintiffs in the form of depositions in 
which it was claimed that there was some confusion in the goods, in as much as 
several employees of plaintiffs’ were sent to the store to purchase Fruit Bowl and 
claim that they were handed bottles of Hollywood Bowl. Ellis Mills and James 
Coleman, for example, are alleged to have entered stores in Houston, Texas, and 
asked for Fruit Bowl and claimed they were given Hollywood Bowl instead. 

This line of testimony is interesting but not convincing. 

The fact that 102,680,000 bottles of plaintiffs’ Fruit Bowl were sold by between 
four and five hundred bottlers in 1940 with only a few cases of confusion being 
reported almost calls for the application of the de minimis non curat lex rule. 

As was stated by Judge Soper in Dixi-Cola Laboratories, Inc. v. Coca-Cola Co. 
(C. C. A. 4th, 1941) 117 F. 2d 352 at 360 [30 T.-M. Rep. 307]: 


When products of a similar nature are extensively advertised and widely sold, the pos- 
sibility of some confusion between the goods of competitors and the goods of the principal 
producer cannot always be avoided; but under the circumstances pertaining to the manu- 
facture and sale of “Cola drinks,” the amount of confusion in the absence of fraud will be 
negligible and may be disregarded (citing cases). 


There has been a great deal of discussion in this case, both at the trial and in the 
briefs, concerning the reddish color of the products made by the parties to this suit. 
Both are of substantially the same shade and appear to resemble diluted tomato juice. 
In the present suit, we find that the products have a citrus fruit base and are also 
artificially colored red. The source of the color is not indicated. 








a i ee — Set eels 








as i neler eee: = I IS IP te treme 


GREEN v. LUDFORD FRUIT PROD. 317 





Plaintiff's claim that the defendant copied its color exactly in order to confuse 
the public into believing that it was plaintiffs’ product that was being purchased. 

The defendant, however, introduced evidence that he had used this opaque red 
color for his beverages more than ten years before this suit. The opaque character 
of the drink comes from the citric juice which is naturally not transparent. 

The genealogy of defendant’s Hollywood Bowl shows that it is a direct descend- 
ant of Mickey Mouse Punch which was red. The defendant testified that he ceased 
to manufacture this drink under that name because the royalties paid to the creator 
of the Mickey Mouse character were too exorbitant for such a low priced article. It 
was then that Honolulu Punch was born which was apparently the same thing under 
another name. In 1938 it was known as Santa Anita Bowl and thereafter the name 
Hollywood Bowl was used to designate the same beverage. 

In regard to the color of the drink, Mr. Ludford testified that he had no control 
over the shade of the eventual product which reached the public. He was engaged 
in the manufacture of the concentrate and the bottlers who used the syrup which 
came from his concern could change the shade by the amount of water they diluted 
it with during the bottling process. 

The question of the color raises another problem. It is difficult to understand 
how the plaintiffs could claim a property right in the color alone. It is not subject 
to exclusive appropriation. Red is the natural color of several fruit drinks such as 
tomato and various berry juices. It is also used extensively in coloring artificially 
various soft drinks such as strawberry and cherry soda water. The color is non- 
functional and arbitrary, but the red shade probably possesses a certain eye appeal 
not present in the paler colors. 

Color alone cannot be the subject of a trade-mark. No one could claim the right 
exclusively to use a certain color which was but one of the many characteristics of 
his product, and prevent the use of that color by others who manufactured similar 
articles. 

The only way in which the color of the article could appear to be important in 
an action of this kind would be as one link in a chain of events showing acts of 
unfair competition wherein the defendant would be shown to have copied the general 
dress of the article including the various component parts, one of which might be a 
duplication of color. 

It could be assumed, for example, that all taxicabs belonging to a certain com- 
pany are painted yellow. This is their only distinguishing characteristic. They are 
stock automobiles just like thousands of others on the highways. The only way a 
prospective patron can tell from a distance whether or not he sees a taxi approaching 
is by its distinctive color. If he wants a ride, he would give an appropriate signal so 
the driver would stop for him. If, thereafter, a competing concern painted its taxis 
the same color, it would probably be guilty of unfair competition and the court 
would protect the public from being deceived—not that one company’s service would 
not be as good as that of the other, but the public has a right to know from whom 
it is purchasing goods or whose facilities are being used. See Yellow Cab Co. v. 
Gibbons (Ill. 1918) [8 T.-M. Rep. 248], wherein it was stated: 


There is no exclusive property in color. But I am clearly of the opinion that plaintiff 
has so far established a trade-mark in the words “Yellow Cab” and the colors, get-up, style, 
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design, form and dress as they are combined and used upon its taxicabs as to entitle it to 
call upon a court of equity for protection against imitation designed to mislead the public 
and to deprive the plaintiff of the benefit of its business. 


Although the courts will not allow a monopoly in the use of a particular color, 
they will protect its use where it is part of a trading scheme such as the taxicab cases 
which rest upon peculiar facts. 

The essence of an unfair competition action is not only the adjustment of the 
rights between the litigants, but the concomitant protection of the public. Pur- 
chasers have a right to be protected from frauds perpetrated by dishonest dealers 
who attempt to simulate the goods of another in order to deceive the unwary into 
purchasing the copy rather than the established original. 

Unlike a copyright or patent case in which the rights of the creator or inventor 
originate in a monopoly grant from the government, unfair competition, of which 
trade-mark infringement is but a part, is grounded on the right of both dealer and 
purchasing public to be protected from frauds of which both are the victims. 

No fraudulent scheme to deceive the public exists in the present case, however. 
It cannot be demonstrated that the defendant was guilty of acts of unfair competition 
using the same color found in plaintiff’s beverage. Ludford testified that he had used 
this color over ten years ago. 

The color of the liquid might be of some importance when it is used in clear 
glass bottles where the color can be seen. One of the many exhibits, however, was 
a dark brown bottle of a squat “‘steinie” type with which plaintiff intends to have 
its product bottled. It does not matter what color the liquid is when this type bottle 
is used since it cannot be ascertained when placed in brown bottles. Although 
plaintiffs were not using this kind of bottle when this action was commenced, they 
apparently do not consider the color of the product so important or they would 
continue to have it bottled in clear glass bottles. 

In Pacific Coast Condensed Milk Co. v. Frye & Co., 85 Wash. 133, 147 P. 865 
(1915) [5 T.-M. Rep. 236], the facts indicated that “Carnation” condensed milk 
was placed in cans with red and white labels. A similar color scheme was employed 
for “Wild Rose” condensed milk. An injunction was denied concerning the use of 
similar colors, although there were other differences present. See also Vittucci Co. 
v. Merline (1924) 130 Wash. 483 [14 T.-M. Rep. 484]. 

In view of these observations, such similarity in color as may exist between 
plaintiffs’ Fruit Bowl and defendant’s Hollywood Bowl does not justify a finding 
that this was an element of unfair competition, nor could it constitute an infringement 
of trade-mark. 

Turning now to the labels on the bottles of the parties, we find that plaintiffs 
employed a label with a blue background the center of which was adorned with a 
representation of a punch bowl filled with a red liquid. Superimposed were the 
words “Fruit Bowl” in large block style letters in white with a narrow blue border. 
On the left of the label is the green seal of the plaintiffs, and to the right of this seal 
the plaintiffs’ name and address lettered in green and red. 

Compared to the defendant’s label, it cannot be seen how they could possibly be 
confused. It would be difficult to see how two labels could be more distinctive. 
Bright orange, yellow, black and white are the colors used in identifying defendant’s 
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product. In an orange block placed on a yellow background the word “Hollywood” 
is found in block letters with the orange background showing through. Below that 
in small letters in solid black is the word “Bowl.” Above the orange block is a black 
strip of film with the words “The Stars Drink” printed in white and below the 
“Hollywood Bowl” are the words “It’s Super Colossal” also printed on white on a 
strip of film. There are four white stars placed above the word “Hollywood” which 
tends to carry out further the Hollywood theme of defendant’s label. 

It is probably true that these paper labels are not widely used on bottles because 
they soak off when placed in ice water dispensers. However, it was plaintiff who 
claimed the alleged similarity in dress, one part of which was the label. Assuming 
that the use of paper labels is not widespread in the industry, the fact remains that 
they are used to some extent, and when so used there is no similarity between those 
of the plaintiffs and defendant. 

Again referring to plaintiffs’ new container, the brown bottle, it may be seen 
that the label thereon is in bright orange with white lettering—two colors used by 
the defendant. It would thus appear that if any copying of colors was done in 
connection with labels, the plaintiffs did it. 

Another alleged similarity is the use of a red and white color scheme for the 
crowns. Plaintiffs’ Fruit Bowl crown as shown in their exhibit 34 is of the usual 
circular shape having a white background and a narrow ring of red on the border. 
The background shows a bowl containing red fluid. Over the lower portion of the 
bowl are the block style words, “Fruit Bowl,” which are formed by a red outline 
with the unpainted metal of the cap showing through and giving the words a silver 
color. 

Defendant’s crown, on the other hand, shows a solid red background with white 
lettering, three white stars on the top of the crown above the word “Hollywood” and 
stars all around the ruffled edge which is turned down over the top of the bottle. 
There are no stars on plaintiff’s crown. Defendant’s exhibit A is capped with the 
same style crown, but with the red and white colors reversed, that is, instead of a 
red background with white letters, it has a white background with red letters. The 
designs are identical, however. 

If, as is often the case, these bottles are placed in iced containers so that only the 
crown and neck of the bottle are visible, purchasers would not be deceived into 
believing that plaintiffs’ product was that of defendant since the two are decidedly 
different. They are not confusingly similar. 

From the number of red and white crowns used in the trial, it would seem that 
this was a most prevalent color combination. One of the crowns introduced was 
that of Coca-Cola which uses the red and white combination, and it has probably 
been in the field much longer than either of the parties here. 

Concerning the crowns, therefore, it does not seem to the court that there is any 
element of unfair competition or trade-mark infringement here. The only similarity 
is the use of the same word “bowl” as part of the trade-name of each product. This 
would not tend to confuse the public, however, since the words used in combination 
with “bowl” are so dissimilar. 

It appears to the court after a careful perusal of the many authorities cited by 
both counsel, that there is no pattern into which these cases fall so that there could 
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be an accurate prognostication as to the outcome. The final result cannot be known 
until the opinion is written by the highest tribunal. Each case arises out of its own 
peculiar facts. 

Plaintiffs have set up in their briefs parallel columns of trade-names which 
various courts have found to be deceptively similar. Defendant followed a similar 
practice, but not to the same length. There seems to be no common denominator. 
Where authorities on both sides mentioned only the trade-names, it would be diffi- 
cult, if not impossible, to determine which ones had been held to be deceptively simi- 
lar without the presence of additional facts concerning the cases. 

An examination of these cited authorities reveals that in many cases where the 
names neither looked nor sounded very much alike, the court held that they were 
confusingly similar. And conversely, in some cases in which the names did look 
or sound alike or in which there was found in the defendant’s trade-name the same 
word as used by plaintiff, the court held that there was no deceptive similarity. See, 
for example, Dixi-Cola Lab., Inc. v. Coca-Cola Co. (C. C. A. 4th, 1941), 117 F. 2d 
352 at 360 [30 T.-M. Rep. 307], in which “Dixi-Cola” and “Coca-Cola” were 
products involved; also Miles Laboratories, Inc. v. Pepsodent Co. (1939), 104 F. 
2d 205 [29 T.-M. Rep. 381], concerning “Pepso-Seltzer” and “Alka-Seltzer.” 

The defendant contends that the words “fruit bowl” cannot be exclusively appro- 
priated by plaintiffs since they are ordinary English words in everyday usage and 
they have no secondary meaning pertaining to plaintiffs’ product. The plaintiffs 
then claim that they were the first to use the word “bowl” in the sense of meaning 
“drink.” In other words, “Fruit Bowl” means “fruit drink.” The defendant then 
claims that the word bowl has been used to apply to drink for hundreds of years and 
that even here the plaintiff could have no property right because this is an old 
meaning. As authority, defendant cites quotations from Chaucer, through Old 
King Cole of the Mother Goose Rhymes and various English poets such as Scott, 
and others, to substantiate his claim that the word “bowl” means “drink” such as 
when the old bards spoke of “wassail bowl” they had in mind the drink itself. In 
answer to these contentions, the plaintiffs claim that a word which has an obsolete 
meaning and which is unintelligible and non-descriptive to the general public may 
be regarded as arbitrary and subject to being appropriated as a valid trade-mark. 

In regard to this point, the arguments on each side seem rather unconvincing. 
In the Southern District of California the words “Hollywood Bowl” first carry the 
meaning of a large open-air amphitheatre wherein the famous summer concerts, the 
“Symphonies Under the Stars,” are presented. In like manner, a Connecticut court 
dealing with the words “Yale Bowl’ would conjure up only the image of a football 
stadium. Similarly, plaintiffs’ “Rose Bowl” does not impress this court as meaning 
“a rose drink,” but rather the Pasadena football stadium. It would seem to be a 
rather strained construction to attach the secondary meaning advanced by plaintiffs 
to their product. 

In conclusion, it must be accepted that there is no fixed and immutable principle, 
no inflexible rule as to what names would constitute unfair competition. The ques- 
tion is more properly whether or not the use of the particular name would cause 
confusion among consumers as between the product of the plaintiff and that of the 
defendant. 
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A recitation of the cases, therefore, in which the names were held to be confus- 
ingly similar and those in which they were held not to be, would serve no useful 
purpose. Each case of this type, as heretofore pointed out, rests upon its own facts, 
and the facts elicited in this trial indicate to this court that there was no unfair com- 
petition and no infringement of trade-mark. 

Findings of fact and conclusions of law will be prepared by counsel for the 
defendant in conformity with this opinion. 





IN THE MATTER OF THE APPLICATION OF KRAFT-PHENIX 
CHEESE CORPORATION 


United States Court of Customs and Patent Appeals 
June 9, 1941 


TRADE- MARKS—“CHANTELLE ’—GEOGRAPHICAL TERM. 
The word “Chantelle,” used as a trade-mark for cheese, held merely geographical and 
hence unregistrable. 


On appeal from a decision of the Commissioner of Patents, affirming the Exam- 
iner of Interferences refusing to register a trade-mark. Affirmed. For the Com- 
missioner’s decision, see 30 T.-M. Rep. 216. 


Thomas L. Mead, Jr., of Washington, D. C. 
Cyril A. Soans and William E. Anderson, of Chicago, Ill., for appellant. 
The Solicitor (Mr. W. W. Cochran), for the Patent Office. 


BLAND, Judge: 


Appellant filed its application with the United States Patent Office to register 
the word “Chantelle” under the Trade-Mark Act of February 20, 1905, as a trade- 
mark for cheese. The Examiner refused such registration on the ground that the 
word “Chantelle” is merely a geographical name which under Section 5 of said act 
is forbidden registration. The Examiner stated that the word “Chantelle” is found 
in Lippincott’s Gazetteer where it is referred to as the name of a town in France 
with a population of 2,000; that he was unable to find any other meaning for the 
word, and that he presumed that it was a generally accepted geographical word. 

Upon appeal, the Commissioner of Patents in his decision, affirming that of the 
Examiner, had the following to say: 


Applicant points to several recent Patent Office decisions to the effect that the statutory 
prohibition against registration of “merely a geographical name or term” is inapplicable 
unless such name or term has a generally accepted geographical significance, and argues 
that “Chantelle” should thus be held registrable because its meaning is perhaps not widely 
known. However, as was stated by the Court of Appeals of the District of Columbia in 
the case of In re Crescent Typewriter Supply Co., 30 App. D. C. 324, the “provision of the 
statute is broad enough to prohibit the use of any word that has an exclusive geographical 
significance” ; and in such cases there would seem to be no room for exception. If a word 
has no other meaning it is necessarily “merely” geographical, regardless of the extent to 
which it is known. 
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It is stated in applicant’s brief that “we find ‘Chantelle’ to be a French word meaning a 
feudal collector of taxes who has the right to live and operate in a feudal manor.” No 


publication is cited in support of this statement, however, and no such definition appears in 
modern French dictionaries. 


Upon petition for rehearing the Commissioner made the following observation : 


In a decision rendered January 24, 1940, I affirmed the Examiner’s ruling, observing 
that “Chantelle” is the name of a town in France and appears to have no other meaning. 
In support of the petition for rehearing, attention is directed to a French dictionary, pub- 
lished in 1771, wherein the word is defined as a term referring to customs, and in certain 
provinces is said to mean “a personal tax to the lord from his bond-servants because of 
their servitude to him, giving them the permission to live on his land and to possess certain 
inheritances.” 


As stated in my previous decision with respect to another asserted meaning of the word, 
“no such definition appears in modern French dictionaries” ; and whatever significance it 
may have had a century and a half ago, “Chantelle” is now the name of a town in France, 
has no other meaning, and is “merely” geographical. 


Appellant has appealed here, and in its original brief and its brief in reply to the 
solicitor’s brief argues at considerable length that “Chantelle,” although the name of a 
town in France, is not merely geographical for reasons stated in its petition for 
rehearing before the Commissioner, and argues that: 


There is no town or place named “Chantelle” in the United States or in any of its 
territorial possessions. So far as we know, the small town in France to which the Exam- 
iner has referred is the only place in the world bearing the name “Chantelle.” 

The village of “Chantelle” is not shown in the well-known World Atlas published by 
the Literary Digest in the year 1931. We have examined all of the school Atlases and 
geographies used in the Chicago schools, but have not found it mentioned in any of them. 

The name “Chantelle” was not found in any modern English or French dictionary. 


It further argues that the word “Chantelle” has no geographical significance 
to people of the United States and that the only purpose of the use of the term as a 
trade-mark is to designate the origin of the cheese produced by appellant in Illinois. 
A number of decisions are relied upon for support, none of which we think sustain 
appellant’s contention. 

The record discloses nothing, and we have found nothing elsewhere, which indi- 
cates that the term “Chantelle” means anything other than the name of a town in 
France. We have not examined the French authority published in 1771 which, 
according to appellant, defined the term as relating to some kind of tax. It was 
pointed out by the Commissioner in his decision on the petition for rehearing that 
no such definition appears in any modern French dictionary “and whatever signifi- 
cance it may have had a century and a half ago, ‘Chantelle’ is now the name of a town 
in France, has no other maening, and is ‘merely’ geographical.” 

Weare in full accord with the views expressed by the Commissioner and the fact 
that the town is little known in this country does not change the situation. The 
statute, in prohibiting the registration of geographical terms made no exemption in 
favor of those which lacked importance or of those which were not well known by 
the people in this country. The Patent Office and the courts are not privileged 
to read unwarranted exemptions into the act. 
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It would seem that the correct decision of the issue is so clear that no extended 
citation of authority is required. We think, however, that the following cases sup- 
port our conclusion: Elgin National Watch Co. v. Illinois Watch Case Company, 
et al., 179 U. S. 665; Montevallo Mining Company v. Little Gem Coal Co., et al., 
57 App. D. C. 100, 17 F. (2d) 688 [17 T.-M. Rep. 134] ; In re Crescent Typewriter 
Supply Co., 30 App. D. C. 324; In re California Perfume Co., Inc., 19 C. C. P. A. 
(Patents) 1028, 56 F. (2d) 885 [22 T.-M. Rep. 171)]; and Columbia Mill Co. v. 
Alcorn, 150 U. S. 460, and cases therein cited. 

The decision of the Commissioner of Patents is affirmed. 





THE PENETRENE CORPORATION (THE LAWRENCE WILLIAMS CO., 
ASSIGNEE, susstituTep) v. PLOUGH, INCORPORATED 


United States Court of Customs and Patent Appeals 
July 2, 1941 


TRADE-M ARKS—ASSIGNMENT WITHOUT BuUSINESS—ABANDONMENT OF MARK. 

The transfer of a registered trade-mark “together with the good-will of the business,” 
when not accompanied by the actual transfer of the business itself, is merely an attempt to 
convey naked title to registration and amounts to dedication of mark to public. 

TRADE-MARKS—CANCELLATION—W HO May APPLY. 

As assignment, subsequent to issuance of registrations sought to be cancelled, of mark 
abandoned by assignment when not accompanied by transfer of business, it is not sufficient basis 
for assignee, which never used mark, to attack validity of registrations in cancellation pro- 
ceeding; since it may not claim any rights under abandoned mark, it was not injured by 
registration to opponent of conflicting marks, although abandoned mark was registered, 
subsisting and in use by assignor when opponent’s marks were registered. 

TRADE-M ARKS—CANCELLATION—A PPEAL—COSTS. 

Court of Customs and Patent Appeals granted certiorari, subject to assessment of costs, 
on appellee’s suggested diminution of record on appeal in trade-mark cancellation proceed- 
ings. Since subject matter certified in response to writ and printed as part of record relates 
to interlocutory proceedings in Patent Office, which are not involved in appeal to court and 
require no action by court, the subject matter is unnecessary and costs incident thereto are 
taxed against successful appellee. 

TRADE-M ARKS—CANCELLATION—“ PENETRENE —ASSIGNMENT. 

Because of appellee’s rights growing out of its acquirement of registrations granted its 

assignors, it is held entitled to have appellant’s “Penetrene” registration cancelled. 


James A. Hoffman, of Washington, D. C., and Harold F. McNenny, of Cleveland, 
Ohio, for appellant. 
A. Y. Dowell and R. F. Whitehead, both of Washington, D. C., for appellee. 


GarreETT, Presiding Judge: 


These are appeals taken from the decisions of the Commissioner of Patents 
affirming decisions of the Examiner of Interferences in two trade-mark cancella- 


tion proceedings (in the nature of cross-suits), numbered, respectively, 3086 
and 3300. 
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In his decision in No. 3300, involved in appeal No. 4493, as taken to this court, the 
Commissioner stated the cases as follows: 


In this cancellation proceeding, No. 3300, Plough, Inc., seeks to cancel trade-mark 
registration No. 205,555, registered November 10, 1925, to The Penetrene Corporation for 
liniments, and The Penetrene Corporation, by way of counterclaim, seeks cancellation of 
two trade-mark registrations owned by Plough, Inc., to wit: registration No. 100,580, 
registered October 20, 1914, for medicinal liniment, and renewed to Plough, Inc., and 
registration No. 151,573, registered February 7, 1922, for mouth wash. 

This cancellation proceeding No. 3300 is companion to another cancellation proceeding, 
No. 3086, in which The Penetrene Corporation (The Lawrence-Williams Company, 
assignee, substituted) seeks cancellation of trade-mark registration No. 296,485, regis- 
tered August 9, 1932, by Plough, Inc., for a medicinal preparation consisting of mutton suet 
salve for external use in the treatment of various ailments, including rheumatic pains, 
lumbago, neuralgia, sprains, and muscular soreness, bruises, and certain other ailments, 


and in its counterclaim in proceeding No. 3300 again prays for cancellation of registration 
No. 296,485. 


These two cancellation proceedings were consolidated for the purpose of argument and 


briefing at final hearing and on this appeal. Companion decisions were rendered by the 
Examiner of Interferences. 


It appears that The Penetrene Corporation was organized in 1925 as an Ohio 
corporation by Mr. Paul Lawrence, who was at that time owner of the controlling 
interest in The Lawrence-Williams Company, also an Ohio corporation, and that 
the former was merged with the latter, September 11, 1937, at which time the 
“Penetrene” mark here involved was assigned to the latter, and the business was 
continued under the name of the latter. Hence, the style of the respective cases. 

It is agreed that the goods of both parties are of the same descriptive properties 
and that the marks are confusingly similar. So, the sole issue in the cases is that of 
priority of appropriation of the marks. 

It appears that on May 18, 1897, one Gustav H. Frommann secured registration, 
No. 30,040, of a mark comprising the word “Penatrine,” below which is a repre- 
sentation of a sealing wax seal bearing the inscription “P Co.,” surrounded by two 
concentric circles, used on “medicinal remedies for man and beast—viz., hoof- 
dressings, salves, ointments, liniments, and tonics,” and that in April, 1925, From- 
mann for a valuable consideration assigned the mark and registration “together 
with the good-will of the business in connection with which the said mark is used”’ 
to the Penetrene Corporation, the instrument of conveyance reciting that Frommann 
“hereby relinquishes all of his rights to the use of the word ‘Penatrine’ as a trade- 
mark and agrees not to use the said word again as a trade-mark.” 

This transaction will be the subject of discussion later in this opinion. 

On November 10, 1925, The Penetrene Corporation secured registration No. 
205,555, which is described by the Commissioner as “a composite mark comprising 
the word ‘Penetrene’ appearing in white letters on a solid black oval pierced by an 
arrow.” The certificate of registration No. 205,555 recited that The Penetrene 
Corporation was the owner of registration No. 30,040, supra. 

Appellant relies upon the foregoing transactions to establish priority, as will 
appear in our subsequent discussion of the cases. 








We 
4 
3 
:] 
3 
- 
j 
t 


nc ee 


PENETRENE CORP. v. PLOUGH 325 





It appears that appellee (which is a concern that had its beginning at Memphis, 
Tenn., in 1908, was incorporated under the laws of Tennessee in 1918 and reincor- 
porated under the laws of Delaware in 1923) on May 23, 1932, received the assign- 
ment of a registration, No. 100,580, of the word “Penetroil” granted to one Harry 
W. McChesney of St. Louis, Mo., October 20, 1914, for use on a medicinal lini- 
ment, and on November 9, 1933, received an assignment of a registration, No. 
151,573, of the word “Penetro,” granted to “Penetro Chemical Company, of Atlantic 
City, N. J., and Philadelphia, Pa.,’ February 7, 1922, for use on a mouth wash. 
In both instances the assignments included the good-will of the business of the respec- 
tive assignors. It is noted that on the copy of the “Penetroil” registration, appear- 
ing in the record, it is recited that it was renewed to Plough, Inc. The date of such 
renewal does not appear on the paper, but it is stated in the decision of the Examiner 
of Interferences that it was renewed in 1934. 

The registration of appellee which appellant seeks to have cancelled in cancella- 
tion proceeding 3,086 (appeal No. 4,492) is that of the word “Penetro,” being, as 
stated in the quotation from the decision of the Commissioner, supra, registration 
No. 296,485 granted to appellee August 9, 1932, and, as was stated by the Commis- 
sioner, petition for cancellation of this registration is also included in cancellation 
proceeding 3,300 (appeal No. 4,493) along with the petition for the cancellation of 
registrations Nos. 100,580 and 151,573. 

From the foregoing history of the various registrations, assignments, etc., we are 
of opinion that, upon the record before us, if appellant be held entitled to claim under 
or by virtue of the registration of what we may designate as the “Penatrine” mark 
(registration No. 30,040 to Frommann, dated May 18, 1897) as assigned to it by 
Frommann, it (appellant) would be entitled to prevail in both cases before us on 
appeal. 

That question, therefore, will be considered first. 

The statement of the Examiner of Interferences relative to appellant’s rights 
respecting the “Penetrene’”’ mark reads as follows : 


Respondent claims no use of the notation “Penetrene” shown in registration No. 205,555 
as of a date earlier than that alleged therein, viz., February 17, 1925, but for the purpose 
of establishing priority relies upon rights it is said to have acquired as assignee of the 
before-mentioned registration No. 30,040. It fails to appear that respondent has ever 
made use of the mark “Penatrine” and associated seal design for which this latter registra- 
tion issued; respondent contends, in effect, however, that such mark and the “Penetrene” 
mark of registration No. 205,555 symbolize the same trade-mark right and that its use of 
the latter mark in trade amounts to a continuation of the use had by its alleged predecessor 
of the mark shown in registration No. 30,040. 

This contention of respondent in some circumstances perhaps might be sound. Under 
those here disclosed and referred to below, however, it seems to the Examiner that re- 
spondent obtained no interest in the mark of registration No. 30,040, unless it was merely 
the right to use the mark as between respondent and its assignor, the registrant. 

The notation “Penetrene” of registration No. 205,555 was adopted early in 1925 as a 
mark for a “human liniment” by the respondent, The Penetrine Corporation, newly 
organized by respondent’s witness Lawrence for the purpose of exploiting this product. 
An application, later resulting in registration No. 205,555, was filed for this mark, regis- 
tration being at first refused by this Office, however, in view of said registration No. 30,040, 
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issued to Gustav H. Frommann. This refusal was withdrawn upon the filing of an 
instrument of assignment of registration No. 30,040 to respondent by Frommann. 

It seems that upon being advised of such refusal to register, it was ascertained by a 
representative of respondent that Frommann was willing to part with the “Penatrine” 
mark, respondent being so informed in a telegram of March 24, 1925, which reads in part 
as follows: “Trade-mark still used by Frommann—but he is willing to sell for nominal 
sum Stop Not safe for you to go ahead Stop Wire me tomorrow if you are willing to make 
offer for trade-mark or will adopt another mark.” 

Further negotiations resulted in a formal assignment to respondent by Frommann 
which is stated to include the “trade-mark and the registration thereof No. 30,040, together 
with the good-will of the business in connection with which the said mark is used,” for 
the sum of $1,000. 

Although the particular description of goods contained in registration No. 30,040 as 
above quoted no doubt includes merchandise possessing the same descriptive properties as 
the “human liniment” sold by respondent under the “Penetrene” mark, it is gathered from 
the testimony of Lawrence that the respondent has only sold under this mark the specific 
product which it originated. The record does not show that the respondent is familiar with 
the ingredients or uses of any merchandise sold by Frommann, nor is it shown that re- 
spondent’s liniment is intended for the same uses as any of the preparations sold by 
Frommann or is a suitable substitute therefor. It also seems that Frommann was located 
in New York City, whereas respondent’s business has been carried on in Cleveland, Ohio, 
and vicinity, “Penetrene” never having been sold on a national scale. So far as here 
appears, neither the nature of respondent’s goods nor the marketing thereof has been such 
as to meet a demand which may have been created by merchandise sold by Frommann. 

While the resemblances between the mark used by respondent and that of registration 
No. 30,040 apparently predominate, there are differences therein, particularly in appear- 
ance. The substitution of one of these marks for the other would therefore seem to involve 
the possibility of the loss of at least some business and good-will, if used in the same busi- 
ness. The fact that respondent, who entered the field only a short time before the assign- 
ment of registration No. 30,040 to it, has not used the mark shown therein accordingly 
would appear to be rather significant. Viewed in relation to other circumstances attending 
the assignment by Frommann as outlined above, the Examiner is persuaded that such 
assignment amounted to a mere naked transfer of the registered mark, dissociated from 
any business or accompanying good-will of the assignor. Such a transfer, while it may 
suffice, as it did here, to overcome a statutory bar to registration of a mark by the assignee, 
adds nothing to a claim of priority and ownership of the mark by such assignee as against 
some third person and actual prior user in good faith. 


Mayer Fertilizer & Junk Co. v. Virginia-Carolina Chemical Co., 156 O. G. 539; 35 App. 
D. C. 425; 1910 C. D. 399. 


So far as we are able to ascertain from the record, the correctness of the findings 
of fact by the Examiner of Interferences respecting the non-use by appellant of what 
we designate as the “Penatrine” mark was not questioned before the Commissioner 
in the appeal to him. He obviously approved its correctness and it has not been 
challenged before us. 

Appellant, however, does challenge the correctness of the conclusion of law con- 
curred in by both tribunals of the Patent Office, based upon those findings of fact, 
and alleges, as its eleventh reason of appeal, that the board erred “In failing to 
properly apply and follow the ruling of the Supreme Court in Beech-Nut v. Lorillard, 
273 U. S. 629 [17 T.-M. Rep. 159].” 

The case so cited was a suit in equity wherein Beech-Nut Packing Company, a 
corporation of New York, charged the P. Lorillard Company, a corporation of New 
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Jersey, with infringement of its (Beech-Nut Packing Company’s) registered trade- 
mark, “Beech-Nut,” and with unfair competition. It appears from the court’s 
opinion that Beech-Nut Packing Company relied upon a registration dated Decem- 
ber 31, 1912, and that the P. Lorillard Company claimed “the mark ‘Beechnut’ for 
tobacco through successive assignments from the Harry Weissinger Tobacco Com- 
pany, of Louisvile, Ky., which used it from and after 1897.” It further appears 
that in 1910 the mark (whose original validity was not contested in the suit) was 
held by the American Tobacco Company ; that in that year only twenty-five pounds 
of “Beech-Nut” tobacco were sold; that the trade-mark was “left dormant” until 
after the dissolution of its holder, the American Tobacco Company, in 1911; that 
the P. Lorillard Company “took over the mark [‘Beech-Nut’] with many others” 
and that in “an effort to get a new brand that would hit the present taste, this mark 
[‘Beech-Nut’] was picked out, some of the adjuncts were changed, and in 1915 the 
new tobacco was put upon the market.’’ The decision in the case was to the effect, 
as expressed in the first syllabus accompanying the opinion, that “A trade-mark 
is not abandoned and destroyed, as a matter of law, merely through disuse for five 
years.” The second syllabus reads, “The fact that the good-will once associated 
with a trade-mark has vanished does not end at once the preferential right of the 
proprietor to try it again on goods of the same class.” 

That case, as of course, was decided on the basis of the particular state of facts 
involved. The entire situation is not set forth in the court’s opinion there but by 
reference to the case of United States v. American Tobacco Company, 221 U. S. 106, 
in which the dissolution of the American Tobacco Company was decreed, it is found 
that the company (often referred to in common parlance as the “Tobacco Trust’’) 
owned “15,813 out of 20,000 shares of preferred and all the common stock (30,000) 
shares” of the P. Lorillard Company (see footnote on p. 145 of 221 U. S.) and it is 
our understanding that in dividing the vast assets owned or held by the American 
Tobacco Company, the P. Lorillard Company took over different properties, includ- 
ing trade-marks and the business with which such marks were, or had been, asso- 
ciated. 

That clearly differentiates the Beech-Nut Company case, supra, from the case 
at bar under the facts stated in the decision of the Examiner of Interferences, supra. 
Appellant here did not take over and continue to conduct the business of Frommann 
with which registration No. 30,040 was associated, and the transaction between 
appellant and Frommann seems to us to have been, in a legal sense, merely an 
attempt to convey naked title to the registration. 

We find nothing in the Beech-Nut Company case, supra, indicating that it was 
the intention of the Supreme Court to introduce what the brief for appellant desig- 
nates as a “modern viewpoint of trade-marks” out of harmony with the principle 
that a trade-mark is assignable only in connection with the business in which it is 
used, which principle has been consistently applied by this court and, so far as we 
are advised, by all other courts in the United States. See Kelly Liquor Co. v. 
National Brokerage Co., Inc., 26 C. C. P. A. (Patents) 1110, 102 F. (2d) 857 
[29 T.-M. Rep. 279], and cases therein cited. 
















328 THIRTY-ONE TRADE-MARK REPORTER 






It was held below, in substance, that the conveyance executed by Frommann, 
not being accompanied by the transfer of any business with which the “Penatrine”’ 
mark is shown to have been used, resulted in the abandonment of the mark to the 
public and that appellant acquired no rights therein. With this holding we agree. 
See LaFayette Brewery, Inc. v. Rock Island Brewing Co., 24 C. C. P. A. (Patents ) 
925, 87 F. (2d) 489 [27 T.-M. Rep. 240], and cases cited therein. 

It is a further contention of appellant that appellee’s ““Penetroil’” and “Penetro” 
registrations (Nos. 100,580 and 151,573) are invalid under the statute; that appel- 
lant is injured by them and that they must be cancelled even though it be held that 
the “Penatrine” mark (registration No. 30,040) became abandoned. 

With respect to the question of invalidity, it is pointed out in the brief for 
appellant that Frommann’s registration, No. 30,040, granted May 18, 1897 (which 
must be presumed to have been valid), was in effect at the time registrations 
Nos. 100,580 (dated October 20, 1914) and 151,573 (dated February 7, 1922) 
were issued to appellee’s respective predecessors in ownership, and it was and is 
urged, as stated in the decision of the Examiner of Interferences, that “. . . the 
confusion in trade clause of Section 5 [of the Trade-Mark Registration Act], con- 
stituted a statutory bar to their issuance.”’ 

The Examiner of Interferences did not pass upon the validity of the marks so 
attacked, but (citing certain cases) said: 


In view of the conclusion stated regarding the matter of ownership as between the par- 
ties hereto, it is deemed that these registrations of petitioner cannot well involve any 
“injury” to respondent within the meaning of Section 13. In the absence of such injury 
this Office lacks jurisdiction to cancel a registration, even if it were invalid. 


To this holding the Commissioner agreed “for the reasons stated by the Examiner 
of Interferences.” 

However, in a subsequent part of his decision relating to the cancellation of 
appellant’s ““Penetrene” mark, the Commissioner said : 


Plough, Inc., is entitled, through its predecessors, to carry back the exclusive right to 
the use of the mark “Penetro” for mouth wash and the use of the mark “Penetroil’ for 
medicinal liniment to dates long prior to The Penetrene Corporation’s entry into the field. 
Registrations 100,580 and 151,573 being valid and existing and The Penetrene Corpora- 
tion’s prayer that these marks be cancelled being denied, the Examiner of Interferences 
properly adjudged registration No. 205,555 should be cancelled in view of those registra- 
tions. 


We are of the opinion that appellant is not in a position in this proceeding where 
it may be heard to attack the validity of the registrations in question. Since it may 
not claim any rights by virtue of the “Penatrine” mark, registration No. 30,040, 
it was not injured by the registrations of those marks to appellee’s respective 
predecessors in ownership. The authorities cited by appellant which it claims 
support its contention of injury have been carefully examined, but we find that 
they were cases which arose upon states of fact that do not exist here, and hence 
may not be regarded as controlling. 

In view of the situation described, appellant has nothing upon which it may rely 
except its registration (No. 205,555) of the “Penetrene” mark, dated November 10, 
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1925 (subsequent in time to the date of both registrations Nos. 100,580 and 151,573), 
and appellee is seeking cancellation of that registration. 

Appellee’s registration of the “Penetro” mark, No. 296,485, is dated August 9, 
1932, which is subsequent to the date of appellant’s mark, and were these the only 
marks involved, appellant clearly would be entitled to have the mark of appellee 
cancelled, but by reason of appellee’s rights growing out of its acquirement and use 
of the registrations granted its respective assignors, together with the businesses in 
which the marks were used by said assignors, the situation is reversed, and appellee 
is entitled to have appellant’s registration cancelled. 

In the foregoing opinion both cases before us on appeal have been discussed, and 
they need be separated only for formally stating our decisions. 


Appeal No. 4492—Cancellation No. 3086 


Cancellation proceeding No. 3086, involved in appeal No. 4492, was initiated by 
appellant seeking the cancellation of appellee’s registration No. 296,485. The peti- 
tion was dismissed by the Examiner of Interferences and the Commissioner of 
Patents affirmed. 

We affirm the decision of the Commissioner. 


Appeal No. 4493—Cancellation No. 3300 


Cancellation proceeding No. 3300, involved in appeal No. 4293, was initiated by 
appellee seeking cancellation of appellant’s registration No. 205,555 and resulted 
in a counter petition wherein appellant sought cancellation of registrations Nos. 
100,580 and 151,573 and also renewed the petition for cancellation of appellee’s 
registration No. 296,485. 

The Examiner of Interferences dismissed the counter petition of appellant and 
sustained the petition of appellee, and the Commissioner of Patents affirmed. 

We affirm the decision of the Commissioner. 


One other matter requires decision. 

After the filing of the record certified to the court on the appeal, appellee (assert- 
ing that certain proceedings which had taken place in the Patent Office, record of 
which was not included in the transcript as filed before us, and that this was essential 
for a complete presentation of all the features of the case) suggested diminution of 
the record and we granted certiorari, subject to the assessment of costs. 

We have found on full consideration of the case that the subject matter certified 
in response to the writ and printed as a part of the record related to interlocutory 
proceedings in the Patent Office which were not involved in the appeal to us and 
which under the state of the pleadings in the appeal required no action by us. That 
subject matter, therefore, was unnecessary and it is proper that appellee should pay 
the costs incident thereto. It is so ordered. 
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PUERTO RICO DISTILLING COMPANY v. THE COCA-COLA 
COMPANY 


United States Court of Customs and Patent Appeals 
June 9, 1941 


TRADE-M ARKS—OPPOSITION—CARBONATED BEVERAGE AND RuM—Goops oF DIFFERENT DESCRIP- 


TIVE PROPERTIES. 


A carbonated soft drink containing cola as an ingredient held to possess different descrip- 


tive properties from a drink composed of Ronrico rum, cola syrup and lime juice. 
TrADE-M arKs—OpposiITION—“Coca-CoLa” AND “RONRICOLA”—NON-CONFLICTING MARKS. 


The name “Ronricola,”’ used on an alcoholic beverage, held not to conflict with “Coca- 
Cola” in view of differences in the respective goods. 


Appeal from a decision of the Commissioner of Patents, reversing the Examiner 


of Interferences dismissing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 3 T.-M. Rep. 291. 


Ivan P. Tashof, of Washington, D. C., for appellant. 


Thomas L. Mead, Jr., of Washington, D. C., Frank Troutman, of Atlanta, Ga., and 
Edward S. Rogers, of New York City, for appellee. 


GarreETT, Presiding Judge: 


This is an appeal from the decision of the Commissioner of Patents reversing 
that of the Examiner of Interferences in a trade-mark opposition proceeding insti- 
tuted in the United States Patent Office by appellee, Coca-Cola Company, against 
an application filed by appellant, Puerto Rico Distilling Company, for the registration 
of the notation “Ronricola” as a trade-mark for rum, alcoholic cocktails, and bev- 
erages containing substantial portions of rum. 

The appellant is a corporation duly organized under the laws of the territory 
of Puerto Rico, and for many years has been engaged in the manufacture of a rum 
which is sold under the trade-name or brand of “Ronrico.” In 1937 it began the 
manufacture of a drink, referred to as “Cuba Libre,” composed of “Ronrico” rum, 
cola syrup, and lime juice, the rum being the principal ingredient, and on June 16, 
1937, filed the application for registration of ““Ronricola” as a trade-mark for such 
mixed drink, alleging use “since April 15, 1937.” The application having been 
passed for publication and published, appellee filed notice of opposition, pleading the 
use and registration of the well-known mark “Coca-Cola” on its syrup product, 
used in making soft drinks long prior to the date of appellant’s application, and 
alleging, in substance, that the goods are of the same descriptive properties; that 
the respective marks are of such close resemblance that the use of “Ronricola” by 
appellant would be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers, and that appellee would be injured by its registration. 
Appellant made answer to the notice of opposition and so the issue was joined. 

Testimony was taken on behalf of both parties which it is unnecessary to review 
in detail. 

The Examiner of Interferences dismissed the notice of opposition and held that 
appellant was entitled to the registration sought. In so doing, he did not hold the 
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goods of the respective parties to be of different descriptive properties, but said, 
inter ala: 


The record shows that the beverage sold by the applicant is a mixture of rum and cola 
syrup and that in this beverage the rum is the dominant part thereof and the cola syrup a 
minor part. Cola syrup is the generic name of an article of trade and is commonly used 
in the making of beverages. Its significance to purchasers as a feature of a composite 
mark used on a beverage of which it is also an ingredient is deemed not to be fanciful or 


arbitrary... . 
* 7 * 


The goods of the opposer are in the nature of a soft drink and are so regarded by the 
general public. Their trade appeal is obviously quite different. It is thus apparent that 
the differences in the marks and the properties of the goods are considerable and it is 
believed that in view of the cumulative effect thereof concurrent use of these marks in 
trade on these goods would not be likely to confuse the public or to deceive purchasers. . 


In reversing the decision of the Examiner of Interferences and sustaining the 
opposition, the Commissioner held that the goods of the respective parties “do in 
fact possess the same descriptive properties within the meaning of the Trade-Mark 
Act.” 

In connection with his holding on this phase of the case, the Commissioner cited 
certain prior decisions made by him. The first decision so cited was that in the case 
of California Packing Corporation (applicant) v. Silver Swan Liquor Corporation 
(opposer), 477 O. G. 770 [27 T.-M. Rep. 353]. The applicant there applied for 
registration of “Gold Band” for use on whiskey. The opposer pleaded, among other 
things, a registration of the same mark owned by it for ginger ale. The Commissioner, 
seemingly basing his view largely upon certain reasoning of this court in the case of 
Meredith Publishing Co. v. O. M. Scott & Sons Co., 24 C. C. P. A. (Patents) 956, 
88 F. (2d) 324, 32 U. S. P. Q. 516, held “that whiskey and ginger ale are mer- 
chandise of the same descriptive properties,” saying, that “they are frequently mixed 
together and imbibed from the same glass” ; that “they are closely associated in the 
mind of the drinking public,” and that “confusion may well result from their sale 
under identical marks.” (Italics ours.) The second case cited was that of White 
Rock Mineral Springs Company v. Neurad, 477 O. G. 770 [27 T.-M. Rep. 404], 
in which the Commissioner held, in effect, that carbonated water possessed the same 
descriptive properties as distilled alcoholic liquors, including whiskey, for which 
latter Neurad was seeking registration of the term “White Rock,” a term which 
the appellant there had had registered either alone or in combination with other fea- 
tures prior to Neurad’s filing date “for mineral water, ginger ale and other car- 
bonated beverages.” The third case cited was that of Continental Distilling Corpora- 
tion (opposer) v. Buston (applicant), 500 O. G. 772, 40 U. S. P. Q. 566, wherein 
the Commissioner held, in effect, that gin and cola beverages of the soft drink type 
were of the same descriptive properties and that confusion would likely result from 
the registration of “Dixie Bell,” the mark used by opposer for gin, for use on such 
soft drink beverages. 

It will be observed that in two of the cases the applicant sought registration for 
use on a per se non-alcoholic beverage of a mark identical with one previously regis- 
tered for use on alcoholic beverages and in the other case the applicant sought 
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registration for use on an alcoholic beverage of a mark identical with one previously 
registered for a non-alcoholic beverage. No one of those cases was appealed but 
we may say that it is our present view that, had we been called upon to review them, 
we would have felt constrained, under the facts there appearing, to agree with the 
Commissioner’s denials of the registrations. 

In the case of American Brewing Company, Inc. v. Delatour Beverage Corpora- 
tion, 26 C. C. P. A. (Patents) 778, 100 F. (2d) 253 [29 T.-M. Rep. 40], which 
was a cancellation proceeding, the goods consisted of ginger ale on the one hand and 
beer and ale on the other, and we concurred in the view of the Commissioner that 
these “are of the same descriptive properties.” The appellant there sought can- 
cellation of a registration by the appellee, for use on ginger ale, of a mark consisting 
“of a representation of the Statue of Liberty and the printed words ‘America 
Dry Ginger Ale,’”’ the printed words being disclaimed. The mark of appellee, 
used on beer and ale, consisted of a composite mark comprising a representation 
of the Statue of Liberty and the word “Liberty.” 

The Commissioner took the view that while the goods were of the same descrip- 
tive properties within the meaning of the Trade-Mark Act, they, nevertheless, were 
specifically different and held that, regardless of the presence of the representation of 
the Statue of Liberty in both marks, there was no reasonable likelihood of confusion 
between them as applied to the goods involved. 


In the course of our decision reversing that of the Commissioner, we said, inter 
alia: 


If the disclaimed words, “American Dry Ginger Ale,” in registrant’s mark should be 
given the same prominence and weight as the representation of the Statue of Liberty therein, 
we could agree with the Commissioner that, considering the difference in goods and the 
differences in the marks, there is no reasonable likelihood of confusion arising from the 
use of the respective marks; but we are of the opinion that disclaimed descriptive words 
in a mark should not be given the same prominence as that portion of the mark which 
possesses all of the qualities of a valid technical trade-mark. It is true that the general 
rule is that marks should be regarded in their entirety, including disclaimed words, but 
we do not think it could well be argued that disclaimed descriptive words could ever 
constitute the dominant part of a mark. 


After citing certain authorities, we found that “the essential and dominant feature 
of the mark sought to be cancelled is the pictorial representation of the Statue of 
Liberty,” and upon that basis held, in effect, that confusion would likely result from 
the use of the mark on ginger ale. The intimation of the opinion clearly is to the 
effect that, had the marks not been, as respected the dominant feature of appellee’s 
mark, substantially identical, our decision might have been different “considering 
the difference in goods and the differences in the marks.” 

Under the authorities above cited, we feel constrained to agree with the view of 
the Commissioner that the respective goods of appellant and appellee in the instant 
case “possess the same descriptive properties within the meaning of the Trade- 
Mark Act,” but it is also true, as was said by the Commissioner of the goods 
involved in the American Brewing Co. case, supra, “they are nevertheless specifically 
different,” and it is, of course, well settled that specific differences in goods which 
are of the same general descriptive character should be considered in connection with 
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differences in marks in fairly determining the question of likelihood of confusion. 
Vick Chemical Co. v. Central City Chemical Co., 22 C. C. P. A. (Patents) 996, 75 
F. (2d) 517 [25 T.-M. Rep. 179] ; Joseph Tetley & Co., Inc. v. Fant Milling Co., 
etc., 27 C.C. P. A. (Patents) 1180, 111 F. (2d) 485 [30 T.-M. Rep. 456]. 

In the instant case the Commissioner first considered the question relating to 
the descriptive properties of the respective goods, and then considered the matter 
of similarity of the marks. It was his conclusion that the statement of the Examiner 
of Interferences, quoted supra, was in conflict with views expressed by this court 
in the case of Corn Products Refining Co. v. Coca-Cola Company, 26 C. C. P. A. 
(Patents) 1181, 103 F. (2d) 385 [29 T.-M. Rep. 296]. 

In that case we held “Dextra-Cola,” “Cola” being disclaimed, applied to a non- 
alcoholic, maltless syrup for making soft drinks, to be confusingly similar to “Coca- 
Cola” (citing our decision in the case of Steinreich v. The Coca-Cola Co., 21 C. C. 
P. A. (Patents) 722, 67 F. (2d) 498 [24 T.-M. Rep. 11], where “Vera-Cola” for 
use upon a non-cereal, non-alcoholic, maltless beverage, sold as a soft drink, was 
held to be confusingly similar with “Coca-Cola”), saying, inter alia: 


Appellant insists that the word “Cola” is descriptive as used in the marks of the 
respective parties, and points to the fact that it has disclaimed the exclusive use of the 
word “Cola” apart from the mark as shown in the drawing. 

Upon this point we would observe that if the word “Cola” in appellee’s registered mark 
is descriptive, so is the word “Coca,” and the effect of appellant’s contention is to chal- 
lenge the validity of appellee’s registrations upon which it relies. That this may not be done 
in an opposition proceeding is well established. . . . 


As to the foregoing, it may be said that in the instant case there has been no dis- 
claimer as to any part of appellant’s mark, “Ronricola,” nor has it been suggested 
that it is descriptive of the goods for use upon which the registration is sought; 
neither has there been any challenge of the validity of appellee’s mark (which, 
incidentally, was upheld by the Supreme Court of the United States in the case of 
Coca-Cola Co. v. Koke Co., 254 U. S. 143 [10 T.-M. Rep. 441]), and whatever 
may have been the view which the Examiner of Interferences intended to state 
(his decision was prior to our decision in the Corn Products Refining Co. case, 
supra), we think there is no conflict between our conclusion here reached and that 
which was reached in the latter case. 

The Commissioner also cited our decision in the case of King Kola Mfg. Co. v. 
Coca-Cola Co., 26 C. C. P. A. (Patents) 704, 99 F. (2d) 983 [28 T.-M. Rep. 603], 
where the notation “King Kola” applied on a syrup and a non-alcoholic beverage 
containing such syrup was held to be confusingly similar to “Coca-Cola.” 

It will be observed that in each of the last three cases cited the syrup and drinks 
of the respective parties contesting with the Coca-Cola Company were non-alcoholic 
in character and were seemingly directly competitive with Coca-Cola. It can hardly 
be said that the product of appellant here is competitive with Coca-Cola. The “Cola” 
element of appellant’s “Ronricola” may be larger in volume, but unquestionably 
the product is purchased primarily because of its alcoholic content. When the marks 
are compared, each as a whole, they do not impress us as being similar in suggestive- 
ness, appearance, or sound. 
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The notation “Ronricola” was obtained by adding “la” to appellant’s brand- 
mark “Ronrico.” We take it that the notation is suggestive of a mixed drink con- 
taining rum (Spanish, ron) and cola syrup or extract, but to our minds it does 
not even suggest a product such as “Coca-Cola” is well known to be. That appel- 
lant had knowledge of appellee’s mark at the time it adopted its mark is obvious and 
is conceded, but under the facts here appearing we find no reason to draw any 
inference adverse to appellee from that circumstance. 

“Coca-Cola,” by reason of its long and widely extended use, has come to have an 


almost universally understood meaning. In the case of Coca-Cola Co. v. Koke Co., 
supra, the court said : 


It [Coca-Cola] means a single thing coming from a single source, and well known to 


the community. It hardly would be too much to say that the drink characterizes the name 
as much as the name the drink. 


“Ronricola,” on the other hand, appears to be a comparatively new product and 
presumably is not widely known, but to those who purchase it, its characteristics 
undoubtedly are known and they will become known to those who become purchasers 
of it in the future, and it is inconceivable to us that it is, or ever will be, purchased by 
any one who wants nothing other than the soft drink universally known as “Coca- 
Cola,” or that there is likelihood of confusion either as to the characteristics or origin 
of the respective goods, or as to the origin of the ingredients composing appellant’s 
product. 

The Coca-Cola Company, of course, has no monopoly upon the production of 
cola syrup or cola extract, or whatever that particular element which enters into 
its “Coca-Cola” product may be. Cola syrup or extract, as is well known, is derived 
from a product of nature—a species of nut or bean—and is open to the world to 
produce. We are unable to conclude that by reason of appellee’s mark it can pre- 
vent another producer of such syrup or extract from describing his product by use 
of the word “Cola” so long as the word is used in a manner which does not impinge 
upon appellee’s mark. The record here discloses that in the beginning appellant used 
a label on which it was stated that “Coca-Cola” was an ingredient of “Ronricola,” 
but the use of such label, apparently having been objected to by appellee, was discon- 
tinued, and it appears that any cola product may be used. 

Appellee urges that there is grave danger of confusion as to origin—that is, that 
purchasers may conclude that “Ronricola” is the product of appellee. We are unable 
to discern any sound reason for such apprehension, in view of the distinctive dif- 
ferences between the goods and the marks, and in view of the widely known character 
of appellee’s product and business. It has not been suggested that appellee has any 
purpose or desire of expanding its business so as to include a product similar to 
that of appellant, nor is there anything in this record to indicate that appellant 
proposes to produce a product having the actual per se characteristics of ‘“Coca- 
Cola,” as was the case in the instances of the “Vera-Cola,” “Dextra-Cola,” and 
“King Kola” marks above recited. 

Appellee also has stressed vigorously the contention that it would be damaged 
by confusion resulting from the purchasing public concluding that the “cola” which 
enters the “Ronricola” drink originated with the Coca-Cola Company. We are of 
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the opinion that there is no more likelihood of confusion arising by reason of the 
last stated consideration than there would be by reason of the first. 

While we recognize the validity of appellee’s mark and its right to protection 
thereof, we must also, when a case comes before us for adjudication, recognize that 
all who are engaged in interstate commerce have rights under the Trade-Mark 
Registration Act and be governed accordingly in our decisions. So, here, in view 
of the differences between the goods and the marks, we feel constrained to hold that 
the registration sought should be allowed. 

It is understood by us that a requirement made by the Commissioner for the 
deletion of the word “rum” where it first appears in appellant’s application, “If upon 
further appeal it be adjudged that applicant is entitled to the registration applied for,” 
has been or will be acquiesced in by appellant. We think its deletion proper, and 
approve the Commissioner’s holding in that respect. 

For the reasons stated, the decision of the Commissioner sustaining the opposi- 
tion and denying appellant’s right of registration is reversed. 


LeNnrRoOT, Judge, dissenting : 


I respectfully dissent from the conclusion reached by the majority and the reason- 
ing upon which such conclusion is based. 

In my opinion there is likelihood of confusion of origin in the use of the mark 
“Ronricola” by appellant upon its goods, in that purchasers of the same may conclude 
that “Ronricola” is the product of appellee. 

Upon this point the majority opinion states : 


.... We are unable to discern any sound reason for such apprehension, in view of the 
distinctive differences between the goods and the marks, and in view of the widely known 
character of appellee’s product and business. It has not been suggested that appellee has 
any purpose or desire of expanding its business so as to include a product similar to that 
of appellant, nor is there anything in this record to indicate that appellant proposes to 
produce a product having the actual per se characteristics of Coca-Cola, as was the case 
in the instances of the “Vera-Cola,” “Dextra-Cola,” and “King Kola” marks above recited. 


I do not understand the relevancy of the above-quoted observations. It is not 
a question of whether appellee may expand its business by making a beverage identi- 
cal with that made by appellant. The test is, would purchasers of the beverage 
“Ronricola” be likely to assume that appellee had expanded its business and that 
the product “Ronricola” was being made and sold by appellee? Whether appellee 
ever makes such a beverage is wholly immaterial. 

As was said in the case of Elgin American Mfg. Co. v. Elizabeth Arden, Inc., 
23 C. C. P. A. (Patents) 1168, 83 F. (2d) 687 [26 T.-M. Rep. 422]: 


.... The real question confronting us is whether the goods of the respective parties 
are so related, commercially or otherwise, that, when marketed under the involved trade- 


marks, the purchasing public might reasonably conclude that they originated with the 
same concern. 


That such confusion of origin is likely in the case at bar is, in my judgment, 
plainly evident by the facts of record in this case. 

One of the registrations of the mark “Coca-Cola” relied upon by appellee is 
No. 47,189, dated October 31, 1905, which registration was issued under the ten-year 
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clause of section 5 of the Act of February 20, 1905. In other words, the term “Coca- 
Cola” had acquired a secondary meaning which, under the express provisions of 
said section 5, entitled it to registration. The provision reads as follows: 


.... And provided further, that nothing herein shall prevent the registration of any 
mark used by the applicant or his predecessors, or by those from whom title to the mark 
is derived, in commerce with foreign nations or among the several states or with Indian 
tribes which was in actual and exclusive use as a trade-mark of the applicant, or his 
predecessors from whom he derived title, for ten years next preceding February twentieth, 
nineteen hundred and five: ... 


The effect of this registration made it wholly immaterial that “Coca” may be 
descriptive of a product made from coca leaves, or that “Cola” may be descriptive of 
a product of the cola nut. 

In the case of Thaddeus Davis Co. v. Davids, 233 U. S. 461, 470 [4 T.-M. Rep. 
175], the court, in discussing the ten-year clause of said section 5, stated: 


. . .. Their exclusive use as trade-marks for the stated period was deemed in the 
judgment of Congress a sufficient assurance that they had acquired a secondary meaning 
as the designation of the origin or ownership of the merchandise to which they were 
affixed. And it was manifestly in this limited character only that they received statutory 
recognition, and, on registration, became entitled to protection under the act. 


In view of the foregoing it seems plain that appellant had no right to appropriate 
one-half of appellee’s mark and use the same as a portion of its mark if, regarding 
the word “Cola” as not descriptive, there would be likelihood of confusion arising 
from such use. In other words, appellant had no right, in viw of appellee’s regis- 
tration, to use the word “Cola” as a part of a mark for the purpose of indicating 
origin of its goods. 

In the case of Saxlehner v. Eisner & Mendelson Company, 179 U. S. 19, 33, the 
court said : 


.... It is not necessary to constitute an infringement that every word of a trade-mark 
should be appropriated. It is sufficient that enough be taken to deceive the public in the 
purchase of a protected article. ... 


The majority opinion states : 


It will be observed that in each of the last three cases cited the syrup and drinks of the 
respective parties contesting with the Coca-Cola Company were non-alcoholic in character 
and were seemingly directly competitive with Coca-Cola. It can hardly be said that the 
product of appellant here is competitive with Coca-Cola. The “Cola” element of appel- 
lant’s “Ronricola” may be larger in volume, but unquestionably the product is purchased 
primarily because of its alcoholic content. When the marks are compared, each as a whole, 
they do not impress us as being similar in suggestiveness, appearance, or sound. 


In the case of Elgin American Mfg. Co. v. Elizabeth Arden, Inc., supra, the 
goods involved were in no sense competitive, the goods of appellant being soap 
receptacles, etc., and the goods of appellee being soap. We reversed the decision 
of the Commissioner of Patents and held that appellee’s mark should not be regis- 
tered because of likelihood of confusion in origin. 

In the case at bar it is established that appellant’s beverage and appellee’s bev- 
erage are sold over the same counters to the same purchasers, and that they are fre- 
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quently used together in making mixed drinks. The fact that appellee’s beverage 
is also sold in places where appellant’s beverage is not sold is immaterial. 
It appears that the bottles of appellant’s goods first sold in interstate commerce, 


which sale is relied upon by appellant to qualify it to register its mark, contained, in 
addition to the mark “‘Ronricola,” the following : 


A Bottled 
CUBA LIBRE 
Made With Genuine 
RONRICO RUM AND COCA COLA 
Contains 334% By Volume Of 

RONRICO RUM 

At 86 Proof 
One Quart—14.5% Alcohol by Vol. 





Made and Bottled by PUERTO RICO DISTILLING CO. 
At Arecibo, P. R. 


It also appears that negotiations were carried on by appellant with the view of 
securing the cooperation of the Coca-Cola Company in assisting the Ronrico Cor- 
poration, the selling agent of appellant, to obtain Coca-Cola syrup for the mixture 
with Ronrico rum and lime. This cooperation was rejected by appellee. In a letter 


from the sales manager of the Ronrico Corporation to the attorneys for appellee it is 
stated : 


Please be advised that as a result of our meeting with you, in Atlanta, several months 
ago, wherein we discussed the possibility of the use of the facsimile of your bottle as well 
as your trade-mark, in connection with the promotion of the drink known as “Cuba Libre,” 
we discontinued the use of the Coca Cola bottle and any mention thereto, in connection 
with our promotional material. 


It is well settled that the circumstances under which appellant adopted its mark 
may properly be considered in determining the question of confusing similarity. 
Corn Products Refining Co. v. Coca-Cola Company, 26 C. C. P. A. (Patents) 1181, 
103 F. (2d) 385, and cases therein cited. 

It is clear to me that appellant had the trade-mark of appellee in mind when it 
selected its mark, and that it deliberately selected the term “Cola” with the hope of 
profiting by the good-will of appellee and its extensive advertising, amounting to 
more than $85,000,000. 


It is appellant’s position before us, as stated in its brief, that : 


.... The proofs show, beyond a doubt, that each mark denoted origin of the goods of 
the respective parties, and by no stretch of the imagination could it be successfully con- 
cluded that “Ronricola” would even remotely suggest that the applicant’s “Cuba Libre” 


was “either manufactured” by opposer or “in some manner sponsored by opposer,” as 
contended by the Commissioner. . 


And yet in the letter from the Ronrico Corporation to appellee’s attorneys we find 
the following : 


* * * 


Attached, please find a tear sheet from the October issue of the Hotel Industry. You will 
note an interesting article in connection with the first fall meeting of the I. B. A., which 
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meeting was addressed by a well-known wine and liquor authority, Mr. G. Selmer Fougner. 

This article leaves no doubt that the Carioca Rum Company is very closely associated 
with the Coca Cola Company in the promotion of a drink known as the Carioca Cooler. 
The presence of Mr. Homer Thompson of the New York Coca-Cola Bottling Company, 
at this meeting, is further indicative of the association. 

Naturally, the writer is at quite a loss to understand your statement to him at the time of 
our meeting several months ago, at which you stated definitely that the Coca-Cola Com- 
pany had no association whatsoever with the Carioca Rum Company and, as a matter of 
fact, had secured an injunction against these people for the use of the Coca-Cola name and 
facsimile of the bottle in their advertising. 


Appellee’s attorneys, in replying to said letter, denied the association with the 
Carioca Rum Co. referred to in the letter, but attention is called to it here for the 
reason that, if appellant’s selling agent believed that appellee was interested in a 
beverage containing rum, it is altogether likely that purchasers of appellant’s goods 
bearing the mark “Ronricola” might believe that appellee was also interested in a 
beverage containing rum and “Coca-Cola,” and thus ascribe origin of appellant’s 
product to appellee. 

Because I believe that the mark “Ronricola,” used upon appellant’s goods, would, 
by reason of the inclusion of the word “Cola” therein, lead purchasers of such goods 
to believe that their origin was in appellee, it is my judgment that the decision 
appealed from should be affirmed. 

I am authorized to say that Judge Hatfield concurs in this dissent. 





PABST-ETT CORPORATION v. DR. W. J. ROSS COMPANY, pone 
BUSINESS AS LOS ALAMITOS PACKING CO. 


United States Court of Customs and Patent Appeals 
June 9, 1941 


TRADE- MARKS—OpposITION—“NIppy” FOR CHEESE—PLEADING AND PRACTICE. 

Where, on an appeal from a decision of the Commissioner of Patents who held that the 
word “Nippy” was descriptive of the opposer’s goods (cheese), also that the goods of the 
parties (cheese and canned dog and cat food) were not of the same descriptive properties, 
applicant-appellee did not appeal but opposer appealed from the Commissioner’s decision, 
that the goods were not of the same descriptive properties, held that, in view of the holding 
that the word “Nippy” was descriptive and hence unregistrable, the other issue had become 
moot, and the court was without jurisdiction to consider it. 


Appeal from a decision of the Commissioner of Patents in an opposition proceed- 
ing. Dismissed for lack of jurisdiction. For the Commissioner’s decision, see 


30 T.-M. Rep. 408. 


Thomas L. Mead, Jr., of Washington, D. C., William E. Anderson and Syril A. 
Soans, of Chicago, IIl., for appellant. 


William G. MacKay and Charles R. Allen, of Washington, D. C., for appellee. 
BLAND, Judge: 


The appellee filed its application in the United States Patent Office for the 
registration of its mark “Nippy” for use on “Canned Dog and Cat Food.” Appel- 
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lant filed opposition to the registration, based upon its prior use of the mark “Nippy” 
on cheese. 

The Examiner of Interferences sustained the opposition and adjudged that the 
applicant was not entitled to the registration for which it had made application. 
Appeal was taken to the Commissioner of Patents by appellee herein and the Com- 
missioner reversed the decision of the Examiner of Interferences who had sustained 
the opposition, held that the word “Nippy” was descriptive of the opposer’s goods, 
that the goods of the respective parties were not of the same descriptive properties, 
but affirmed the adjudication of the Examiner of Interferences that applicant was not 
entitled to the registration applied for, the latter holding of the Commissioner being 
upon the ground that the mark was either descriptive or misdescriptive of applicant’s 
goods. 

The appellee took no appeal from the adverse decision of the Commissioner 
holding that it was not entitled to the registration of its mark, but appellant has here 
appealed and challenges the correctness of the holding of the Commissioner that the 
goods were not of the same descriptive properties and that the word “Nippy” was 
descriptive of the opposer’s goods. 

Appellee in this court moves to dismiss appellant’s appeal upon the ground that 
this court has no jurisdiction to consider the case. It rests its motion upon the 
authority of Frankfort Distilleries, Inc. v. Dextora Company, 26 C. C. P. A. (Pat- 
ents) 1244, 103 F. (2d) 924, and the cases therein cited. 

The facts in said Frankfort Distilleries, Inc., case are almost identical with those 
at bar, and the case is so fully in point on the issues here involved that extended dis- 
cussion of the same is not required. We think it sufficient to quote the following 
from that case: 


.... In view of the fact, however, that appellee did not appeal from the decision of the 
Commissioner of Patents holding its trade-mark not registrable, the Commissioner’s deci- 
sion became final, and, therefore, the issue of the registrability of appellee’s mark is not be- 
fore us for consideration. Accordingly, the issue of confusing similarity of the marks of the 
parties raised in this court by appellant’s appeal has become moot since the taking of the 
appeal, and any views we might express with regard thereto would not be binding upon 
the Patent Office tribunals in another action under another statute. Mills v. Green, 159 
U. S. 651; Jones v. Montague, 194 U. S. 147; Richardson v. McChesney, 218 U. S. 487; 
Frigidaire Corporation v. Nitterhouse Bros., supra; C. J. S. Vol. 1, §17, pp. 1012 to 1018 
[23 T.-M. Rep. 163]. 


The cases cited in the Frankfort Distilleries, Inc., case, supra, are also in point on 
the issue at bar. 

We hold that the issues which appellant seeks to present have become moot, and 
that this court cannot properly consider them. 

We think it proper to say that appellant in this court frankly expresses the view 
that there was at least very grave doubt as to whether or not the court had jurisdic- 
tion to pass upon the issues it seeks to present, but felt that it would be in a better 
position with reference to possible future Patent Office action if appeal were taken 
to this court. 

For reasons stated hereinbefore, and upon the authorities cited, we hold that 
appellant’s appeal should be and it is hereby dismissed. 


SS 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Abandonment 


Non-use in U. S. commerce by foreign applicant held no proof of intent to abandon. 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences adjudging Jos. Wagner Bierbrauerei zum Augustiner, of Munich, 
Germany, the senior party, entitled to registration of its two marks and adjudging 
The August Wagner & Sons Brewing Company, of Columbus, Ohio, the junior 
party, not entitled to registration of its mark. 

He pointed out that the marks of the parties interfere by reason of their simi- 
larity in featuring the name “Augustiner,” and are used on beer and similar products. 

The main question in this case, he indicated, was whether the senior party had 
abandoned its marks; it appeared that said party had used its marks on beer in 
commerce between Germany and the United States prior to any use by the junior 


party of its interfering mark. In deciding that the senior party had not abandoned 
its marks, the Assistant Commissioner stated: 


The senior party is a German concern having a brewery in Munich, Germany, and the 
record is clear that this concern exported beer to the United States in substantial quantities 
under the trade-marks in issue from as early as the year 1886 to at least September 30, 
1907, and again from March 31, 1933, on. 

The junior party began the use of its mark on beer in 1907 or 1908 and its use of the 
mark on beer and similar products has been continuous ever since. 

The senior party’s witness Luckner testified that of his own knowledge the exporting of 
the beer to the United States by the senior party was continuous to April 2, 1913. To 
refresh his recollection he personally examined the books of the company and made a list 
of shipments from the books. This list was submitted in evidence and was objected to on 
the ground that it was secondary evidence and incompetent. The Examiner of Inter- 
ferences held, and I think correctly, that the objection was well taken. However, the list 
does have a bearing on how the witness refreshed his recollection as to the matter he 
testified to as being of his own knowledge. This witness also, at request of counsel for 
the junior party on cross-examination, produced from the records of the senior party 
certain letters and telegrams dating from October 31, 1911, to February 21, 1913, and 
having to do with the exporting of the beer to William C. Beutel in New York. All these 
letters and telegrams are addressed to the senior party. As is pointed out by the junior 
party these documents were not properly proven and therefore may not be considered as 
proofs of anything other than that they came from the records of the senior party. How- 
ever, regardless of whether the record is such that actual export of beer to the United 
States between September 30, 1907, and February 21, 1913, has been proved or not, it 
seems to me the record is adequate to negative any intent on the part of the senior party 
to abandon the marks for commerce with the United States prior to February 21, 1913. 

The senior party’s record is absolutely silent as to any activity whatsoever with regard 
to its exporting beer to the United States from 1913 until March 31, 1933, at which time 
the senior party resumed exporting its beer to the United States under the trade-marks. 
The junior party contends that abandonment of the marks by the senior party for United 
States trade and commerce is established because the senior party has proved no such use 
of the marks for the period between September, 1907, and March 31, 1933. The question, 
however, is: Should intent to abandon the marks be inferred or not? In Baglin, etc. v. 


Cusenier Company, 221 U. S. 580, 169 O. G. 449, 1911 C. D. 552 [1 T.-M. Rep. 147], the 
court said: 
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“But the loss of the right of property in trade-marks upon the ground of abandon- 
ment is not to be viewed as a penalty either for non-user or for the creation and use of 
new devices. There must be found an intent to abandon, or the property is not lost; and 
while, of course, as is other cases, intent may be inferred when the facts are shown, yet 
the facts must be adequate to support the finding.” 

This non-use of the marks and the failure of the senior party to raise any objection 
or to take any action until 1933 with respect to the use of the interfering mark by the 
junior party are the only facts from which intent to abandon the marks could be inferred. 
On the other hand, although there is no actual denial by any witness that abandonment 
of the marks was intended, the senior party all through this period continued to do busi- 
ness under the marks in other countries and actually did resume export to the United 
States in 1933, and there is no showing that the senior party was aware of the use of the 
interfering mark by the junior party during the period of non-use by the senior party in 
commerce with the United States. 

The senior party also asserts that because of the first World War and the National 
Prohibition Act no intention to abandon the marks can be inferred properly from the 
period of non-use between the outbreak of the war in August, 1914, and the date of 
partial repeal of the Prohibition Act effective March 22, 1933, to permit the sale of beer. 
However, it is not stated by any witness of the senior party what effect, if any, the war 
or the Prohibition Act had on the intention of the senior party to abandon or not to 
abandon the marks for the United States trade. 

In my opinion the non-use by the senior party of its marks in commerce with the 
United States does not, by itself, constitute adequate proof of intent by the senior party 
to abandon the marks, particularly as the senior party never discontinued the use of the 
marks on the same goods in Germany, has not been shown to have had any knowledge of 
the intervening use of the interfering mark by the junior party, appears to have been 
precluded from shipping beer into the United States between at least from the time of the 
entry of the United States into the first World War in 1917 until modification of repeal 
in 1933, and has resumed its trade with the United States market in the same goods as 


before under the same marks before the junior party applied for the registration involved 
herein.? 


Cancellation 


Petitioner has burden of proof. 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the petition by McNamara Paint Products Company, Inc., 
to cancel trade-mark registration No. 350,064, issued September 14, 1937, to 
Michael McNamara Varnish Works, Inc. 

The registered mark is the name “McNamara” and the registration was issued 
under the ten-year proviso of Section 5 of the Act of February 20, 1905. As noted 
by the First Assistant Commissioner, the registrant, in its application for regis- 
tration, claimed use of the mark since 1882, and that such use had been exclusive 


by the applicant and the applicant’s predecessors from whom the title was derived for 
ten years next preceding February 20, 1905. 


The First Assistant Commissioner ruled that the petitioner had not only failed 
to overcome the prima facie evidence of registrant’s ownership of the registered 


1. The August Wagner & Sons Brewing Company v. Jos. Wagner Bierbrauerei zum 
Augustiner, Int. No. 2192, 163 M. D. 733, April 16, 1941. 
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mark but, regardless of such ownership, had failed to allege or prove facts showing 
that it was damaged by reason of the registration. He stated: 


It is somewhat difficult to comprehend petitioner’s theory of the case. The facts 
pleaded in the petition are clearly insufficient to support a judgment in petitioner’s favor, 
and had respondent moved to dismiss, such motion would necessarily have been granted. 
Instead, respondent answered, and petitioner took testimony. Most of the latter was 
devoted to proof of matters relating to certain bankruptcy proceedings involving one of 
respondent’s alleged predecessors, and to a suit between the parties to the instant pro- 
ceeding wherein a final decree has been entered which by its express terms “in no manner 
passes upon or adjudicates or determines the right of either party to use the name 
‘McNamara’ by virtue of any trade-mark rights.” An attempt was made to prove non-use 
of the name as a trade-mark during the critical ten-year period, but the evidence in that 
regard does not support petitioner’s contention. It consists in the unsupported testimony 
of a single witness, who was not old enough at the time in question to have had personal 
knowledge of the facts. 

Respondent took no testimony, but relied upon the prima facie evidence of ownership 
of its registered trade-mark afforded by Section 16 of the act. In view of petitioner’s 
record respondent was amply justified in adopting that course, because, as pointed out by 
the Court of Customs and Patent Appeals in Maatschappij tot Exploitatie Van Rade- 
maker’s Koninklijke Cacao & Chocolade Fabrieken v. Rademaker, 17 C. C. P. A. 1260, 
41 Fed. (2d) 406 [20 T.-M. Rep. 470]: 

Registration of a trade-mark under the “10 years’ proviso of the Trade-Mark Act of 
February 20, 1905, makes a prima facie case of ownership, and the registrant is entitled 
to be protected in its use of such mark. In a proceeding for the cancellation of such 
registered mark, the petitioner has the burden of proof.” 


Deferred during period of appeal. 


Frazer, F. A. C.: Granted, in part, a petition by Montanin Company, Inc. 


In setting forth the history of the application, the First Assistant Commissioner 
stated that the application was rejected by the Examiner of Trade-marks in view of 
trade-mark registration No. 310,469; that applicant petitioned that said registration 
be cancelled ; that that petition was granted by the Examiner of Trade-Mark Inter- 
ferences; and that the latter’s decision was affirmed by him on appeal. By its 
present petition, the First Assistant Commissioner further stated, the applicant 
sought immediate cancellation of the certificate of registration, and the resumption of 
prosecution of its application to register. 


In referring to the decision in the cancellation proceeding, the First Assistant 


Commissioner said: 


My decision, affirming that of the Examiner of Interferences, was rendered March 28, 
1941. No appeal has been taken to the United States Court of Customs and Patent 
Appeals, and the time for such appeal has expired. The registrant, however, may still 
avail itself of the remedy provided by section 4915 of the Revised Statutes, at any time 
within six months from the date of that decision. Pending the expiration of that period, 
unless the registrant should waive its right to proceed under the section referred to, it 
would be highly improper to cancel the certificate. 

Applicant may, if it so desires, resume prosecution of its application before the Examiner 
of Trade-Marks, subject to further suspension in the event action is instituted by the regis- 
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McNamara Paint Products Company, Inc. v. Michael McNamara Varnish Works, Inc., 


Canc. No. 3288, 163 M. D. 738, April 24, 1941. 
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trant under section 4915, and with the understanding that no certificate shall issue to 
applicant until the certificate involved in the cancellation proceeding shall actually have been 
canceled. To that extent the petition is granted ; otherwise it is denied.® 


Conflicting Marks 
“Duff’s” and “Duffy’s. 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Frankfort Distilleries, Incorporated, to 
the application of Macleay Duff (Distillers) Limited, of Glasgow, Scotland, for 
registration of a trade-mark that is described by the First Assistant Commissioner 
as follows: 


Applicant’s mark includes the name “Duff’s,” in addition to other wording most of 
which is descriptive and hence disclaimed, and a somewhat elaborate arrangement of 
various design features with which the name is so associated as to form an integral part 
of the composite whole. 


However, the First Assistant Commissioner reversed the action of the Examiner 
of Trade-Mark Interferences in refusing registration of said mark, on the ex parte 
ground that the name “Duff's” is not printed in “a particular and distinctive man- 
ner” within the meaning of the statute. The First Assistant Commissioner ruled 
that the name “Duff’s” is printed in a particular and distinctive manner. 

In sustaining the opposition, the First Assistant Commissioner noted that appli- 
cant’s mark had been appropriated to Scotch whiskey. He also noted that opposer 
relied upon its own prior use of the name “Duffy’s,” either alone or in association 
with other features as a trade-mark for malt whiskey. And he further noted that 
applicant conceded that opposer had established priority, but insisted that opposer’s 
mark is not “Duffy’s” but “Duffy’s Malt.” The First Assistant Commissioner 
then stated : 


For the purpose of this decision the point may be conceded, because I think it is imma- 
terial. I agree with applicant that in determining the question of confusing similarity the 
marks of both parties must be considered in their entireties; but manifestly the word 
“malt” is purely descriptive of malt whiskey, and is incapable of denoting the origin of 
that product. Moreover, I agree with the Examiner that in applicant’s mark “the nota- 
tion ‘Duff’s’ is the most prominent spoken symbol and the one it is believed purchasers 
would ordinarily utilize in calling for applicant’s goods.” That being true, it seems to me 
inevitable that the use of applicant’s mark on Scotch whiskey concurrently with opposer’s 
use of its mark on malt whiskey would lead to confusion.* 


“A'C:A” and “ACE.” 

Frazer, F. A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Sears, Roebuck and Co., to the application of 
Sam Flomenhaft, for registration of a trade-mark appropriated to goods described in 
the application as ““French Angora and other yarns.” 


The First Assistant Commissioner noted that applicant’s mark is essentially the 
notation “A:C-A,” and that the opposition is predicated upon opposer’s ownership of 


3. Ex parte Montanin Company, Inc., Ser. No. 417,096, 163 M. D. 762, June 26, 1941. 
4. Frankfort Distilleries, Incorporated v. Macleay Duff (Distillers), Limited, Opp’n No. 
17,399, 163 M. D. 717, March 21, 1941. 
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the trade-marks ““ACE” and “‘A:C-E” for various items of merchandise, those most 
nearly related to applicant’s goods being embroidery silk and cotton, crochet and knit- 
ting cotton, spool cotton, darning cotton, and machine thread. 

The Examiner held the goods of the parties to be of the same descriptive proper- 
ties and their marks to be confusingly similar. In agreeing with the Examiner, the 
First Assistant Commissioner stated : 


Applicant insists that both the goods and the marks are widely different, and “that there 
would not be even the remotest possibility of confusion.” 

In support of applicant’s argument it is pointed out that none of the articles sold by 
opposer are comparable to applicant’s Angora yarn in texture, appearance, or price; and 
that opposer’s goods are “sold at retail through its own stores or by mail order through 
its catalogues,” while applicant sells “to various jobbers at wholesale, and the stores 
handling applicant’s goods would not handle the goods of the opposer.” These are all 
factors to be considered in determining whether or not the goods of the parties possess the 
same descriptive properties, but their consideration fails to convince me that the Examiner’s 
ruling in that regard was erroneous. The question is not entirely free from doubt, but 
that doubt must be resolved in opposer’s favor, as must also all doubts as to the 
likelihood of confusion between the trade-marks involved. 

* * * 

Assuming, without deciding, that applicant’s mark differs sufficiently from opposer’s 
mark “ACE” to insure against confusion, it must be remembered that opposer also uses the 
mark “A-C-E,” and I am clearly of the opinion that those three letters and applicant’s 
letters “A-C-A” in similar arrangement constitute trade-marks that are too nearly alike 
to be concurrently used on merchandise of the same descriptive properties without likeli- 
hood of confusion.® 


Conflicting Marks 


“Cecolene” and “Kolene.” 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of E. I. du Pont de Nemours & Company, to the 
application of Webster-Walsh Company, for registration of the word “Kolene” as a 
trade-mark for goods described in the application as “cleaning solvent for use as a 
dry cleaning preparation for fabrics.” The applicant claimed use since January 5, 
1939. The opposer relied upon its ownership of the trade-mark “Cecolene,” regis- 
tered June 2, 1931, for “solvents for removing oleaginous substances and grease.” 

In affirming the decision of the Examiner, the First Assistant Commissioner 
stated : 


It appears from the testimony that opposer’s product is employed primarily in the 
degreasing of metals, but is also suitable for cleaning fabrics and is probably used to some 
extent for the latter purpose. In any event the description of goods in opposer’s regis- 
tration is broad enough to include dry cleaning solvents, so that for the purpose of this 
proceeding the goods of the parties may be considered as substantially identical. 

As applied to such goods, I am clearly of the opinion that the two marks “Cecolene” 
and “‘Kolene” are so nearly similar, particularly in sound, as to be reasonably likely to cause 
confusion.® 


5. Sears, Roebuck and Co. v. Sam Flomenhaft, Opp’n No. 18,736, 163 M. D. 746, May 13, 
1941. 


6. E.I.du Pont de Nemours & Company v. Webster-Walsh Company (Kolene Corporation, 
Assignee, Substituted), Opp’n No. 19,125, 163 M. D. 756, May 23, 1941. 
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“Cel-U-Seal” and “Celluweld.” 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Clyde Scott, to the application of Covertex 
Company, for registration of the notation “Cel-U-Seal” as a trade-mark for “ad- 
hesively coated transparent film-sheets” 

The First Assistant Commissioner noted that the case was submitted on a stipu- 
lation of facts, wherein it is stipulated that opposer is the owner of the trade-mark 
“Celluweld” for goods of the same description, and “has used said trade-mark on 
said goods since June 22, 1932.” He also noted that applicant claimed use of its mark 
since January 2, 1938. 

In the course of his decision the First Assistant Commissioner stated : 


The goods of both parties are designed for the same purpose, namely, for permanent 
attachment to the surface of pictures, prints, and the like, to form a protective transparent 
covering. Structurally they are different, and they are not affixed by the same method; 
but the fact that in the stipulation both are described in the same words is sufficient evi- 
dence that they are substantially identical and are so considered by the parties. Nor is it 
material here that there is no similarity in the dress of the goods as sold, nor in the 
manner in which the marks are displayed; for, as pointed out by opposer, those are con- 
ditions that may be changed at will. 

Applicant argues that the two marks are “distinctively dissimilar,” but I am constrained 
to agree with the Examiner of Interferences “that the resemblances therein are such that 
their concurrent use upon the goods specified would be reasonably likely to cause con- 
fusion.” They differ somewhat in sound, and to a lesser degree in appearance, but in 
significance they are very nearly alike. Applicant contends in effect that the initial portions 
of the marks are not subject to exclusive appropriation, and that they depend for dis- 
tinctiveness upon the words “seal” and “weld,” respectively; but while those two words 
do not have the same meaning, as applied to the particular goods involved they do strongly 
suggest the same idea.’ 

“Tropic” and “Tropicale.” 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks 
in refusing registration to Lady Esther, Ltd., of the trade-mark “Tropic” for finger 
nail enamel and lipstick. 

The Examiner refused registration in view of the prior registration of the word 
“Tropicale” for numerous cosmetic preparations, including lipstick. 

In his decision the Assistant Commissioner said : 


The goods named in the cited registration and in the application are clearly goods of the 
same descripfive properties and are identical as to lipsticks. 

In my opinion the marks are so similar in appearance and in sound that concurrent use 
of them on the goods involved would be likely to cause confusion and to deceive purchasers, 
and for this reason the Examiner was correct in refusing registration.® 


Two design marks. 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks 
in refusing registration to Lady Esther, Ltd., of a mark for face powder, said mark 
being described by the Assistant Commissioner as 





7. Clyde Scott v. Covertex Company, Opp’n No. 18,991, 163 M. D. 768, June 30, 1941. 
8. Ex parte Lady Esther, Ltd., Ser. No. 434,410, 163 M. D. 770, July 12, 1941. 
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the representation of a partially open lady’s lace folding fan, with the monogram “LE” 


superimposed on one edge of the fan and on a representation of a ribbon hanging from the 
handle. 


The Assistant Commissioner noted that registration was refused by the Examiner 
on two prior registrations, Nos. 192,040 and 180,405, also for face powder. The 
mark of registration No. 192,040, he stated, shows a folding fan having a solid black 
background on which is prominently pictured the head and shoulders of a female 
figure between two flowers and beneath the word “Bened.”’ The Assistant Com- 
missioner concluded that the mark of this registration is so dissimilar to that of the 
mark of the application that when applied to face powder no confusion between them 
is likely. 

In regard to the other registration the Assistant Commissioner said : 


The mark of the other cited registration, No. 180,405, is a picture of a partially open 
lady’s folding fan embroidered with a floral and scroll design which frames a picture of the 
head and face of a lady, and having a ribbon hanging from the handle of this fan. Notwith- 
standing the fact that the fan shown in this registration is open more widely than the fan 
shown in the application, shows a lady’s head, appears to be embroidered instead of made 
of lace, and does not include any monogram, it seems to me that when the nature of the 
goods to which the marks are applied, to wit, face powders, is considered, the resemblance 
between the marks in their general appearance is such that the question of whether their 
concurrent use for the goods specified would not be likely to cause confusion and to deceive 
purchasers is fraught with considerable doubt, and for this reason I think the Examiner 


of Trade-Marks was correct in refusing registration to applicant in view of the cited prior 
registration No. 180,405.9 


“Oaties,” and “Wheaties,” “Kornies” and Maizies.” 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of General Mills, Inc., to the 
application of The Quaker Oats Company for registration of the word “Oaties” as 
a trade-mark for “a prepared breakfast cereal.”” The opposer relied upon its owner- 
ship of the three trade-marks, “Wheaties,” “Kornies,” and “Maizies,” all registered 
for the same goods as those described in the said application prior to applicant’s first 
use of the mark it sought to register. 

The First Assistant Commissioner noted that the Examiner in dismissing the 
opposition cited the case of Yeasties Products, Inc. v. General Mills, Inc., 22 C. C. 
P. A. 1215, 77 F. (2d) 523, where it was held that the mark “Wheaties” was not 
likely to be confused with the word “Yeasties” used as a trade-mark for similar 
goods. He noted that in that decision the Court stated of such marks that “when 


considered as a whole, they differ considerably in appearance, sound, and meaning.” 
He added: 


It is likewise true in the instant case that the marks of the parties “differ considerably 
in appearance, sound and meaning”; but there are other factors to be considered. Appli- 
cant’s oats product is much more nearly related to opposer’s wheat and corn products 
than was the yeast product of the cited case. Oats, wheat, corn, and maize are all grains; 
which, of course, yeast is not. To that extent, at least, the marks here involved differ 


9. Ex parte Lady Esther, Ltd., Ser. No. 434,310, 163 M. D. 771, July 12, 1941. 
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less than do the marks “Wheaties” and “Yeasties.” In meaning, as applied to these par- 
ticular goods, they are very nearly the same. 


Assuming, as I must, the validity of opposer’s registered marks, it is my opinion that 
the opposition should have been sustained. I cannot escape the conviction that many 
purchasers, upon seeing four breakfast cereals displayed side by side on a grocery store 
shelf, labeled, respectively, “Oaties,” “Wheaties,” “Kornies,” and “Maizies,” would 
assume they all were produced by the same concern.!? 


“Shanghai” and “Night in Shanghai.” 


VAN ARSDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences in sustaining the opposition of Lentheric, Incorporated, to the applica- 
tion of Vi-Jon Laboratories, Inc., for registration of a mark consisting of the words 
“Night in Shanghai,” printed in Chinese style characters and applied to perfumes 
and face and hand lotions. The decision holds that the mark sought to be registered 
is confusingly similar to the word “Shanghai” which had been previously used by 
the opposer as a trade-mark on goods identical with and descriptively similar to those 
of the applicant. 

It appeared that one form of label used by the opposer included the words 
“Shanghai, Lentheric, Paris,’ and the applicant contended that this misrepresented 
to the public that the goods were products of Paris and Shanghai, and that such 
misrepresentation deprived the opposer of the right to have its opposition consid- 
ered. Assistant Commissioner Van Arsdale held, however, that since the fragrance 
component, which was the most important part of opposer’s products, was made in 
Paris, the use of the language in question was justified. He held that the word 
“Shanghai” would not lead the public to believe that the goods originated in Shanghai, 
but would be taken as indicating a particular line of products.” 


“Dominant V” and “V.” 


Van ArspALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences in holding that the applicant, RCA Manufacturing Company, Inc., was 
not entitled to register for use on piezo electric crystals and holders therefor a trade- 
mark consisting of the plain capital letter “V,” in view of the prior registration by 
National Bellas Hess, Inc., for radio receiving sets, of a mark consisting of the 
word “Dominant” and the capital letter “V,” with three zigzag lines at each side. 

The decision holds that the two marks are confusingly similar, and that piezo 
electric crystals, although used in certain types of radio receiving sets only, are goods 
of the same descriptive properties as radio receiving sets. 

Assistant Commissioner Van Arsdale also agreed with the Examiner of Inter- 
ferences that a showing of abandonment of the earlier mark which 


is hearsay in character and lacks any verified or definite averment of any intention on the 
part of the owner of the registration to abandon the mark. 


10. General Mills, Inc. v. The Quaker Oats Company, Opp’n No. 19,154, 163 M. D. 774, 
July 16, 1941. 


11. Lentheric, Incorporated v. Vi-Jon Laboratories, Inc., Opp’n No. 19,671, 163 M. D. 778, 
July 25, 1941. 
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was overcome by the verified declaration by the vice-president of the company which 
alleged ownership of the registration, that the mark had never been abandoned.” 


Descriptive Mark 


Series of lines for fish lures. 


Frazer, F. A. C.: Reversed the action of the Examiner of Interferences in sus- 
taining the opposition of Millsite Steel & Wire Works, Inc., to the application of 
James Heddon’s Sons for registration of a trade-mark, but affirmed the holding of 
the Examiner that the applicant was not entitled to the registration applied for. 

The mark in question was used in connection with fish lures and comprised a 
series of parallel curved lines of gradually increasing length, bisected by a radial 
line. The Examiner of Interferences held that this mark was descriptive of the goods 
and that it served a utilitarian purpose. The First Assistant Commissioner expressed 
doubt as to whether the mark was descriptive, but held that, since it simulated the 
appearance of minnows swimming in water, it performed a useful function when 
used with at least part of the lures to which it was to be applied, and that registration 
was therefore properly refused.** 


Descriptive Terms 
“Aquadye” for textile printing pastes. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing to register under the provisions of the act of February 20, 1905, to Aridye 
Corporation, the notation “Aquadye,” as a trade-mark for “textile printing pastes 


and textile printing colors.” The Examiner refused registration on the ground 
that the mark is descriptive of the goods. 


The First Assistant Commissioner quoted the following portion of the appellant’s 
brief as a fair and correct statement of the pertinent facts: 


The trade-mark which applicant is seeking to have registered consists of a combination 
of the word “Aqua” and the word “dye.” According to Webster’s Collegiate Dictionary, 
Fifth Edition, the first word means “water,” and is used in pharmacy in the sense of 
“liquid” or “solution”; and the second word means either the color or material produced 
by or used for dyeing, or the act of staining or coloring by impregnating a substance with a 
coloring agent. 

The combined word “Aquadye” sought to be registered is used by the applicant as a 
trade-mark for textile printing pastes and textile printing colors. The materials on which 
the mark is actually used consist of emulsions of a lacquer and a water solution of a 
dyestuff or a dyestuff component. However, such materials are not water dyes, and are 
neither watery nor liquid in their nature. On the contrary, they are somewhat greasy 
color pastes having the consistency of ordinary cold cream or mayonnaise and a character- 
istic solvent odor. 


In reaching the conclusion that registration properly was refused, the First As- 
sistant Commissioner said : 





12. National Bellas Hess, Inc. v. RCA Manufacturing Company, Inc., Opp’n No. 20,494, 
163 M. D. 782, July 29, 1941. 

13. Millsite Steel & Wire Works, Inc. v. James Heddon’s Sons, Opp’n No. 19,308, 163 M. D. 
780, July 29, 1941. 








ose A Sk i il lt 


a ee 


AO 





DECISIONS OF COMMISSIONER OF PATENTS 349 





It thus appears that applicant’s product includes as ingredients both water and a dye- 
stuff, and that the mark merely names those ingredients. Moreover, while applicant’s 
product is not truly a water dye, it seems obvious, and is conceded by counsel, that the 
mark is “descriptive of an ordinary water dye used for household purposes. As such a 
dye is manifestly of the same descriptive properties as applicant’s goods, it follows that 
the proposed registration would give applicant the prima facie right to prevent the use by 
others of words which are descriptive of their goods, and which they have the undoubted 
right to employ in connection therewith.* 


“Roach Flakes”’ for insecticides. 


Van Arsdale, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
requiring disclaimer of the words “Roach Flakes” from the composition mark of 
the application of Agricultural Laboratories, Inc. 

The Assistant Commissioner said : 


In my opinion the term “Roach Flakes” is clearly descriptive of a material that is in 
flake form and intended for use in regard to roaches. The goods to which the mark is 
applied are stated to be insecticides, particularly roach bait, and in my opinion the term is 
descriptive of such goods and disclaimer thereof was properly required. 


Disclaimer 
“Nassau Daily Review” required to be disclaimed in newspaper title “Nassau Daily Review Star.” 


Frazer, F. A. C.: Denied a petition by the Daily Review Corporation, seeking 
a reversal of an action by the Examiner of Trade-Marks. This corporation applied 
for registration of the notation “Nassau Daily Review-Star” as a trade-mark for a 
daily newspaper. The Examiner required a disclaimer of the words “Nassau Daily 
Review,” in lieu of which the applicant offered to delete from the drawing the words 
“Nassau Daily.” The Examiner ruled that such deletion “would result in a mutila- 
tion of the mark,” and adhered to his refusal to register in the absence of the 
previously required disclaimer. 

The First Assistant Commissioner stated that the applicant did not deny that the 
word “Nassau” is geographical, nor that the expression “Daily Review” is descrip- 
tive of the goods involved, but took issue with the Examiner’s refusal to permit the 
erasure of the words “Nassau Daily,” contending that the remaining words, “Re- 
view-Star,” are arbitrary, and hence registrable without disclaimer. 

In regard to this contention, the First Assistant Commissioner said : 


Applicant relies strongly upon my decision in Ex parte David, 483 O. G. 728, where 
the trade-mark presented was the notation “Dog-on-it” in association with the picture of a 
Scottie dog, and I permitted the removal from the drawing of the picture. Here, how- 
ever, the title of applicant’s newspaper, which it seeks to register as a trade-mark, is 
“Nassau Daily Review-Star,” and as used by applicant the last two words alone do not 
function as a trade-mark; while in the David case the mark comprised two independently 
arbitrary features, each separately registrable. The distinction was clearly pointed out 
by the Court of Appeals of the District of Columbia in Quaker City Flour Mills Co. v. 
Quaker Oats Co., et al., 43 App. D. C. 260, 1915 C. D. 113 [5 T.-M. Rep. 197].*® 


14. Ex parte Aridye Corporation, Ser. No. 416,396, 163 M. D. 755, May 20, 1941. 
15. Ex parte Agricultural Laboratories, Inc., Ser. No. 429,508, 163 M. D. 762, June 26, 1941. 
16. Ex parte Daily Review Corporation, Ser. No. 438,531, 163 M. D. 761, June 24, 1941. 
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“Acetyl” in “Acetyl-Vess” required to be disclaimed. 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing to grant registration to Effervescent Products, Inc., of the mark “Acetyl- 
Vess” for alkaline effervescent tablets having an analgesic-antipyretic action unless 
applicant disclaimed the term “Acetyl.” 

After noting that the applicant in its brief stated that the occurrence of the term 
“Acetyl” in a chemical term indicates the presence of the radical CH3CO in the 
substance defined by the chemical term, the Assistant Commissioner said: 


It seems to me that to apply the term “Acetyl” to any substance or preparation indicates 
that the acetyl radical is present in the substance or preparation and that such substance 
or preparation is acetylic, and thus is descriptive of that characteristic or quality of the 
substance or preparation. Nor do I consider that the joining of the word “Vess” to the 
term “Acetyl” by a hyphen destroys that descriptive meaning of the term “Acetyl” with 
regard to the goods to which the trade-mark is applied. In my opinion the term “Acetyl” 
in the mark “Acetyl-Vess” indicates the presence of the acetyl radical in applicant’s tablets 
and is descriptive of that character and quality thereof.” 


Goods of Different Descriptive Properties 


Dolls and wines. 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition of Garrett & Company, Inc., to the application of 
Julia C. Gray, for registration of the notation “Virginia Dare,” as a trade-mark for 
dolls. In the notice of opposition opposer pleaded its ownership and long prior 
use of substantially the same trade-mark for wines. The opposition was dismissed, 
on applicant’s motion, on the ground that the goods of the parties are of different 
descriptive properties. 

Before the First Assistant Commissioner the opposer argued that registration of 
the mark “Virginia Dare” for dolls would necessarily cause confusion and mislead 
the public generally into believing that applicant’s product is manufactured or spon- 


sored by or associated with opposer. In response to this argument the First As- 
sistant Commissioner said: 


Be that as it may, such damage as opposer apprehends by reason of applicant’s proposed 
registration is not of the character contemplated by the statute. As was observed by the 
Court of Customs and Patent Appeals in General Mills, Inc. v. Freed, 24 C. C. P. A. 1171, 
89 F. (2d) 664 [27 T.-M. Rep. 328]: 

“It is clear from the provisions of section 5 of the Trade-Mark Act of February 20, 
1905, that if the marks closely resemble one another, or even if they are identical, confusion 
in trade will not be likely to result in a statutory sense, unless the goods of the parties 
possess the same descriptive properties.” 


“See also American Steel Foundries v. Robertson, 269 U. S. 372 [16 T.-M. Rep. 
51], where the Supreme Court said: 


“The mere fact that one person had adopted and used a trade-mark on his goods does not 
prevent the adoption and use of the same trade-mark by others on articles of a different 





17. Ex parte Effervescent Products, Inc., Ser. No. 430,126, 163 M. D. 772, July 14, 1941. 
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description. There is no property in a trade-mark apart from the business or trade in con- 
nection with which it is employed.”!* 


Printed publications and yeast, vinegar and malt. 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 

ferences dismissing the opposition of International Union of United Brewery, Flour, 
Cereal and Soft Drink Workers of America to the application of International 
3rotherhood of Teamsters, Chauffeurs, Stablemen & Helpers of America for regis- 
tration of applicant’s union label as a trade-mark for “books, pamphlets, circulars, 
and for a periodical published from time to time for the furtherance of its object.” 
In the words of the Examiner, quoted by the First Assistant Commissioner, the 
mark sought to be registered is 


a rectangular panel enclosing various pictorial and design matter in association with the 
name of the applicant organization, abbreviated as “International Brotherhood of T. C. 
S. & H.” 


As noted by the First Assistant Commissioner, opposition was predicated, in 
part, upon opposer’s ownership of a label, somewhat similar in contour to applicant’s 
mark, alleged to have been used by opposer as a trade-mark for “books, pamphlets, 
circulars, periodicals published from time to time, yeast, vinegar, malt, hops, barley, 
etc.” The First Assistant Commissioner stated that, as to trade-mark use of their 
labels by the parties, he was constrained to agree with the Examiner that the proofs 
fail to establish prior use by opposer in connection with merchandise of the same 
description as that set forth in the opposed application. He said: 


Manifestly, such goods as “yeast, vinegar, malt, hops, barley, etc.,” do not possess the 
same descriptive properties as the publications of applicant; and it is doubtful that opposer 
has used its label as a trade-mark upon any other goods. There are several publications 
in the record upon which opposer’s label appears, but not as a trade-mark. The one chiefly 
stressed by opposer is its Exhibit No. 5, a copy of a weekly periodical entitled “The 
Brewery Worker.” Beneath the title appears the legend: “For all workers in the brewing 
and soft drink industries.” On the editorial page is printed a substantial reproduction of 
the label here relied upon, together with the admonition to “demand this label on all brew- 
ery and soft drink products.” Clearly, the label thus displayed does not function as a trade- 
mark for the periodical. Moreover, the date of this publication is subsequent to applicant’s 
filing date; and, as pointed out by the Examiner, “the record fails to affirmatively show 
that the mark used by opposer appears in any previous issue of this periodical.” 


The First Assistant Commissioner added: 


But even had opposer proved prior trade-mark use of its label on merchandise of the 
same descriptive properties as that for which applicant seeks registration, I should be 
inclined to dismiss the opposition. Aside from the names of the parties, and matter which 
is purely descriptive, there is very little resemblance between the two marks; and the pub- 
lications involved necessarily appeal to a special class of readers, each presumably familiar 
with the label of his own union. Under such circumstances there is, of course, less likeli- 


18. Garrett & Company, Incorporated v. Julia C. Gray, Opp’n No. 20,061, 163 M. D. 752, 
May 19, 1941. 
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hood of confusion between slightly similar trade-marks than would be the case if the goods 
were competitive and were sold to the general public.?® 






Goods of Same Descriptive Properties 



































Breakfast trays and serving trays, and china dishes and glassware. 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of Golden Rule, Inc., to the application of 
General Wood Products Co. for registration of a trade-mark comprising the nota- 
tions “The Golden Rule Line,” and “A True Measure of Value” in association 
with the representation of a ruler, for goods described as 


wall shelves and cabinets, bookcases, chests of drawers, breakfast trays, serving trays, 
serving tray stands, kitchen and bath stools, card tables, kitchen tables, occasional tables, 
picnic and beach tables, vanity tables, smoking stands, back rests, shoe shine boxes, and 
newspaper racks. 


Applicant claimed use since April, 1932. 

Opposer pleaded its ownership of several registrations of a mark alleged to be 
appropriated to goods of the same descriptive properties as those of applicant, and 
to be confusingly simulated by the mark sought to be registered. The Examiner 
overruled this ground of opposition, because he was of the opinion that none of the 
goods for which opposer’s mark is registered possess the same descriptive properties 
as applicant’s goods. The Examiner sustained the opposition, however, on the 
ground that applicant’s mark constitutes an appropriation of opposer’s corporate 
name. 


The First Assistant Commissioner disagreed with the Examiner with respect to 
both rulings by the latter, but nevertheless sustained, the opposition. He said: 


Within the meaning of the statute, “Golden Rule” is doubtless opposer’s name, but it 
is only a part of applicant’s composite mark, and I do not think the mark may properly 
be said to consist merely in the name. The trade-mark relied upon by opposer, however, 
is in my opinion a bar to the proposed registration. Opposer’s mark, like applicant’s, 
is composite, but is dominated, as is applicant’s, by the notation “Golden Rule.” In other 
words, that is the feature of each mark that purchasers would be most likely to remember 
as indicating origin of the goods. Frankfort Distilleries, Incorporated v. Kasko Distillers 
Products Corporation, 27 C. C. P. A. 1189, 111 Fed. (2d) 481 [30 T.-M. Rep. 339]. 

Opposer’s mark was registered on August 10, 1926, for “china dishes” and for “etched 
glass and iridescent glass goblets and etched and iridescent sherbert glasses”; and on 
September 21, 1926, for ‘“nutcrackers, potato mashers, and lard and butter spades.” These 
goods and at least a portion of the goods with which applicant uses the mark of the 
instant application clearly belong to the same class of merchandise and have the same 
descriptive properties. This is obviously true, for example, as to applicant’s breakfast 
trays and serving trays and opposer’s china dishes and glassware. Such articles are so 
closely related in use that their concurrent sale under the trade-marks in question would 
seem reasonably likely to result in confusion.*° 


19. International Union of United Brewery, Flour, Cereal and Soft Drink Workers of 
America v. International Brotherhood of Teamsters, Chauffeurs, Stablemen & Helpers of 
America, Opp’n No. 19,255, 163 M. D. 769, July 10, 1941. 

20. Golden Rule, Inc. v. General Wood Products Co., Opp’n No. 18,948, 163 M. D. 741, 
April 29, 1941. 





DECISIONS OF COMMISSIONER OF PATENTS 353 





Antiseptic oils for sunburn and antiseptic liniment. 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the petition of Leonard James Company, to cancel trade-mark 
registration No. 357,713, issued June 14, 1938, under the provisions of the act of 
February 20, 1905, to McKesson & Robbins, Incorporated. Appeal was taken by 
William J. Wardall of Fairfield, Conn., Trustee of the Estate of McKesson and 
Robbins, Inc., Debtor. The mark sought to be cancelled was the word “Brace,” 
applied to goods described as 


tooth paste, hair and scalp preparations, powders and talcs for the face and skin, lotions 
for the skin and face, sunburn lotions and preparations, including antiseptic oils for sunburn. 


The petition to cancel was predicated upon petitioner’s ownership of the trade- 
mark “‘Bracine,” registered March 27, 1934, for “‘an antiseptic liniment and veteri- 
nary liniment preparation.” 


In upholding the Examiner’s decision, the First Assistant Commissioner stated : 


It appears from the evidence that petitioner’s products to which its mark is applied are 
of two types: one for human use, and the other for the treatment of animals. These are 
sold as “Bracine Junior” and “Bracine Senior,” respectively. Respondent thus argues that 
in determining the question of confusing similarity, respondent’s mark should be compared 
with those notations rather than with the single word “Bracine.” The latter word, how- 
ever, is petitioner’s trade-mark as registered; and the words “Junior” and “Senior,” as 
used on petitioner’s labels, are obviously grade marks. In any event I am clearly of the 
opinion that the marks of the parties are too nearly similar to be used concurrently on 
merchandise of the same descriptive properties without a reasonable likelihood of confusion. 

Nor do I entertain any doubt that the goods to which these marks are respectively 
applied, in part at least, possess the same descriptive properties within the meaning of the 
statute. Clearly this is true, for example, as to respondent’s “antiseptic oils for sunburn” 
and petitioner’s “antiseptic liniment” for human use. And the fact that respondent’s regis- 
tration may include additional items, of different descriptive properties, has no bearing on 
the issue here presented. 


The First Assistant Commissioner noted that shortly after the institution of this 
cancellation proceeding McKesson and Robbins, Inc., filed a petition in the United 
States District Court for the Southern District of New York, under Chapter X of 
the Bankruptcy Act, and that Mr. Wardall was appointed trustee of the bankrupt 


estate. He also noted that in its order appointing the trustee, the court enjoined all 
persons 


from instituting, continuing, or prosecuting any action at law or suit or proceeding in 
equity or any other proceeding against McKesson and Robbins, Incoporated, 


and that based upon that order a motion was made by respondent and granted by 
the Examiner of Interferences that proceedings in the cancellation proceeding be 
suspended. He further noted that, over respondent’s objection, proceedings later 
were resumed ; testimony was taken by petitioner ; the matter went to final hearing ; 
and the decision under review by him was rendered. The Examiner’s action in re- 
suming proceedings being assigned as error, respondent taking the position that such 
action was “in direct violation of the order of the United States District Court,” the 
First Assistant Commissioner had the following to say : 
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I find it unnecessary to pass upon the question thus presented, because I do not think 
it is properly before me. It is my opinion that respondent’s remedy, if he desired a review 
of the Examiner’s action in that regard, was to petition the Commissioner immediately 
after the action was taken, rather than to wait as he did until the case had been heard 
and decided. The point does not go to the merits of the controversy, and is not even 
mentioned in the Examiner’s decision. At this stage of the proceeding I must decline to 
consider it. 










































Cornstarch and baking powder. 


Frazer, F.A.C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Max Lazarus & Sons, to the application of 
The Heekin Company, for registration of the words “Happy Family” as a trade- 
mark for baking powder. 

Opposer relied upon its own prior use of the same mark in connection with a 
long line of grocery products, one of these products being cornstarch. 

In agreeing with the position of the Examiner, the First Assistant Commissioner 
said : 

That cornstarch and baking powder possess the same descriptive properties within the 
meaning of the Trade-Mark Act I have no doubt. It is a matter of common knowledge 
that they are displayed side by side on the shelves of grocery stores, and are purchased by 
the housewife, who uses them both as ingredients in the preparation of various foods. 
Applicant points to the fact that baking powder is not itself a food, but a chemical com- 
pound; and seems to feel that for this reason purchasers would be unlikely to assume its 
origin to be the same as that of opposer’s food products. It seeme clear to me, however, 
that in many instances the contrary would be true. I think the average housewife would 


be apt to pay but little heed to such distinction in attributing origin to the groceries she 
buys. 


With respect to another contention advanced by the applicant, the First As- 
sistant Commissioner stated: 


It appears that a third party had used the mark in question for fresh fruits and 
vegetables, and consented to its use by opposer’s immediate predecessor in interest for 
canned fruits and vegetables. Applicant thus urges “that the opposer is not entitled to 
claim damage because of its trade-mark use on any other goods than canned fruits and 
vegetables.” I think the argument is untenable. No rights that others may have against 
opposer with respect to its use of the mark can avail applicant in this proceeding.?* 


Cake icing and waffle flour mix. 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences in sustaining the opposition of Doughnut Corporation of America to 
an application by Ph. Orth Co. for registration, as a trade-mark for prepared icing 
for cakes, of a picture of a frosted cake in association with figures of miniature bakers 
and the words “Works like Magic,” and with the words “Redi-Frost” prominently 
displayed, the phrase “Works like Magic” being disclaimed. The opposer had 
established prior use of the word “Redy” for waffle flour mix. 


21. Leonard James Company v. McKesson & Robbins, Incorporated (William J. Wardall, 
Trustee, Substituted), Canc. No. 3448, 163 M. D. 750, May 16, 1941. 
22. Max Lazarus & Sons v. The Heekin Company, Opp’n No. 19,474, 163 M. D. 765, June 28, 
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Assistant Commissioner Van Arsdale held that prepared cake icing and waffle 
flour mix are goods of the same descriptive properties. He also held that, since the 
word “Redi” was prominently displayed in the applicant’s mark, while the word 


“Redy” was the entire mark of the opposer, there would be likelihood of confusion 
if the two marks were used concurrently.” 


Grade Marks 


“M,” “O” and “S” on hair waving lotions. 


Frazer, F. A. C.: Affirmed the decisions of the Examiner of Trade-Marks re- 
fusing to register the letters “M,” “O,” and “S,” respectively, as trade-marks for 


“hair waving lotions” ; which registrations were sought in three applications filed by 
the Zotos Corporation. 


The ground of refusal to register relied upon by the Examiner in each case was 
that the mark presented functions merely as a grade mark. 


The First Assistant Commissioner reached the conclusion that the three marks 


involved in the three appeals have not been used as technical trade-marks and that 
the Examiner was right in refusing registration. He stated: 


Applicant points out that the goods to which the three letters in question are respectively 
applied do not differ in grade or quality, and thus takes exception to the Examiner’s char- 
acterization of the marks as grade marks. It clearly appears, however, that the letters are 
used by applicant to indicate various types of its product, all of which is sold under the 
registered trade-mark “Zotos.” The labels filed in the three cases, “showing the trade- 
mark as actually used by applicant upon the goods,” are substantially identical, save for 
the difference in these letters, and the information that the lotion marked “M” is “for wav- 
ing coarse or easily waved hair”; the lotion marked “O” is “for waving hair that is ex- 
tremely easy to wave”; and the lotion marked “S” is “for waving medium coarse hair.” 

* * . 


Applicant argues that because its letters have been arbitrarily selected, a different rule 
should apply than in cases where letters or numerals are used in sequence. The answer to 
that argument is to be found in Coshocton Glove Co. v. Buckeye Glove Co., 24 C. C. P. A. 
1338, 90 F. (2d) 660 [27 T.-M. Rep. 449], relied upon by the Examiner, where the mark 
involved was entirely arbitrary in character, but was held nonregistrable to a party who 
had used it merely to designate a particular type of glove. Moreover, it is interesting to 
note that the Court of Customs and Patent Appeals there drew no distinction between 
marks used to indicate grade and those used to indicate type, style or model. And while 
the point was neither considered nor determined, I think the opinion lends support to my 
own view that in trade-mark law no such distinction exists.*4 


Non-conflicting Marks 


“Wings and pair of wings and “Airman” and pair of wings. 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark In- 
terferences and hence dismissed the opposition of The Shirtcraft Company, Inc., to 





23. Doughnut Corporation of America v. Ph. Orth Co., Opp’n No. 19,573, 163 M. D. 784, 
July 30, 1941. 


24. Ex parte Zotos Corporation, Ser. Nos. 364,036, 364,037, and 364,040, 163 M. D. 744, 
May 2, 1941. 
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the application of Piedmont Shirt Company, for registration of a trade-mark for 
men’s shirts. 




























The First Assistant Commissioner set forth the facts of the case, as follows: 





Applicant’s mark is the word “Wings,” displayed in association with a design which the 
Examiner describes as “a circle at the center of a rather fanciful picture of a pair of 
wings.” The mark relied upon by opposer, registered for similar merchandise prior to 
applicant’s claimed date of first use, is described by the Examiner as “consisting of the 
word ‘Airman’ above a pair of spread wings separated by a circle containing the picture 
of an airplane.” 


In disagreeing with the Examiner’s position, the First Assistant Commissioner 
stated : 


Obviously, there is no similarity between the word features of the two marks, and the 
designs differ so widely in appearance that I am convinced there is no reasonable likelihood 
of their confusion. Roughly, both simulate wings; but in each instance it is only through 
association with the word that their significance becomes apparent. Certainly, opposer’s 
design, per se, is not the equivalent of applicant’s word; and I can perceive no other theory 
upon which the opposition could properly be sustained.*° 


“Tam Tam” and “Tam” on different goods. 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences, who had sustained the opposition of Tam Products, Inc., to the 
application of the B. Manischewitz Co. for registration of the notation “Tam Tam” 
as a trade-mark for “crackers or biscuits.” 

The opposition was based chiefly on the opposer’s ownership of the registered 
trade-mark “Tam,” on laxatives. The Examiner of Interferences held that such 
laxatives, though they might be spread on crackers or bread, were not goods of the 
same descriptive properties as crackers or biscuits. This holding was affirmed by 
the First Assistant Commissioner. 

The Examiner of Interferences sustained the opposition on the ground that the 
mark sought to be registered formed the dominant feature of the opposer’s name. In 
reversing this holding, the First Assistant Commissioner said: 


Opposer’s name, however, is not “Tam,” but “Tam Products, Inc.” ; and I find nothing 
in the record to convince me that the word “Tam” alone would be likely to indicate 
opposer, to the exclusion of others, in the public mind. It is a dictionary word of well- 
known meaning, and is not uncommon as a surname. As applied to a laxative, it would, 
of course, designate opposer ; not only because it is the salient feature of opposer’s name, 
but because it is opposer’s trade-mark. But as applied to goods of other classes, its use is 
not, in my opinion, such an appropriation of the name as to bar its registration.”® 


“Air Line” and “Air Castle.” 


Van ArsDALE, A. C.: Affirmed the action of the Examiner of Trade-Mark 
Interferences in dismissing an opposition by Montgomery Ward & Co., Incorporated, 


25. The Shirtcraft Company, Inc. v. Piedmont Shirt Company, Opp’n No. 18,473, 163 M. D. 
767, June 30, 1941. 

26. Tam Products, Inc. v. B. Manischewitz Company, Opp’n No. 19,057, 163 M. D. 776, 
July 25, 1941. 
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to the registration by Spiegel, Inc., of a composite mark consisting of the words 
“Air Castle” superimposed on the representation of a medieval castle. The opposer 
relied on a prior registered mark consisting of the word “Airline” disposed across a 
diagonal zigzag line. Both marks were applied to radio receiving sets, radio tubes 
and storage and dry cell batteries. 

Assistant Commissioner Van Arsdale held that the marks, when weighed in their 
entireties, were so different in appearance, sound and ordinary meaning that no con- 
fusion would be likely to result from their concurrent use.” 


Not a Trade-Mark 


“Lipstick Tissues” for cleansing paper. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing to register under the provisions of the Act of March 19, 1920, the notation 
“Lipstick Tissues” for goods described in the application as “booklets containing a 
plurality of sheets of thin, soft paper adapted for cleansing and similar purposes,” 
the record more specifically showing that the booklets contain small sheets of facial 
tissue designed for use in removing rouge from the lips. 

The First Assistant Commissioner noted that the applicant had disclaimed ‘‘the 


words ‘Lipstick’ and “Tissues’ apart from their association in the mark as shown.” 
He stated : 


Disclaimers, however, are not permitted in registrations under the 1920 act; and even 
under the act of 1905 a disclaimer in the form here presented would not be accepted. Jn re 
The Midy Laboratories, Inc., 26 C. C. P. A. 1294, 104 F. (2d) 617 [29 T.-M. Rep. 392]. 


In agreeing with the Examiner that applicant’s mark is not a trade-mark, the First 
Assistant Commissioner said: 


The Examiner was of the opinion that the words of applicant’s mark are “the most apt 
language to describe the goods.” Descriptiveness is of course no bar to registration under 
the act of 1920, provided the descriptive mark is capable of trade-mark significance. Appli- 
cant’s mark, however, is merely the name of the goods; and would, I think, be so con- 
sidered by purchasers.”* 

Opposition 


Examiner’s failure to state reasons held corrected by later decision. 


Frazer, F. A. C.: Denied the petition by Popper-Morson Co., Inc., the appli- 
cant in this opposition proceeding wherein William Sanderson & Son, Limited, of 
Leith, Scotland, is the opposer, for a rehearing of a petition by the applicant, which 
was denied in a decision rendered March 14, 1941 (163 M. D. 711). 

In his decision the First Assistant Commissioner said: 


The reason assigned for rehearing is that the decision in question is “unfair,” because 
it does not set forth certain facts upon which petitioner’s counsel relied, and now seems 
to consider of controlling importance. Counsel points out that his reliance upon the facts 
referred to would not be apparent to one reading the decision; which is probably true. 





27. Montgomery Ward & Co., Incorporated v. Spiegel, Inc., Opp’n No. 19,133, 163 M. D. 
785, July 31, 1941. 


28. Ex parte Harry J. Taylor, Ser. No. 396,051, 163 M. D. 745, May 7, 1941. 
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In fairness to counsel, reference is therefore made to a previously published decision, 
denying another petition in this same case, for a full recital of such facts. (163 M. D. 
652.) They were not overlooked in writing the decision here complained of; they were 
simply deemed to be immaterial to the question presented. 


The body of the previously published decision so mentioned by the First Assist- 
ant Commissioner and rendered on December 12, 1940, reads as follows: 


Popper-Morson Co., Inc., whose application for registration of a trade-mark is involved 
in the above entitled opposition proceeding, petitions in effect that the Examiner of Inter- 
ferences be directed to reconsider his decision and to state his reasons for sustaining the 
opposition. 

In the decision complained of the Examiner, having held applicant’s mark to be non- 
registrable under the Act of February 20, 1905, upon an ex parte ground, sustained the 
opposition without discussion or the assignment of any reason. That, of course, was 
improper. Thereafter, however, in denying two petitions for rehearing, the Examiner 
sufficiently stated his reasons for sustaining the opposition; and it is my opinion that he 
thereby cured the impropriety of his original decision. 

The petition is denied.?® 


Part of Corporate Name 


Incomplete appropriation held permissible. 


Frazer, A. C.: Reversed the decision of the Examiner of Interferences who 
had sustained the opposition of Land O’Lakes Creameries, Inc., to the application of 
Oconomowoc Canning Co., for the registration of the notation “Land O’Lakes” as 
a trade-mark for mayonnaise, salad dressing, olives, sandwich spread, sweet and 
sour pickles, canned vegetables, cherry peppers, apricots (whole), apricots (halves), 
canned pineapple, fruit cocktail, peaches (halves), peaches (slices), canned fresh 
pears, apple sauce, fruits for salad, canned fresh prunes, pineapple juice and grape- 
fruit juice for food purposes, hearts of grapefruit, orange and grapefruit salad, and 
berries, fancy small whole beets, tuna fish, tomatoes, green lima beans, corn, aspara- 
gus, pumpkin, red kidney beans, tomato juice and shrimp. In addition he affirmed 
the decision of the Examiner of Interferences in dissolving the interference on said 
trade-mark. 

After noting that the Oconomowoc Canning Co. was the owner of the registra- 
tion of the mark for goods of the same descriptive properties, which registration was 
issued several years before the adoption of the corporate name by Land O’Lakes 
Creameries, Inc., and that the Examiner of Interferences had, in effect, held that 
only the filing date of the application in issue was material, the Assistant Commis- 
sioner said: 


The prohibition of the statute against registration of corporate names is absolute only 
“where the appropriation of the corporate name is complete.” American Steel Foundries 
v. Robertson, 269 U. S. 372, 1926 C. D. 289 [16 T.-M. Rep. 51]. Manifestly, appellant’s 
mark is not the complete corporate name of appellee. Nor am I convinced that the notation 
“Land O’Lakes” alone is likely to denote appellee to the exclusion of appellant in the mind 
of the public. When adopted by appellee as a part of its name the expression was already 
registered and in use by appellant as a trade-mark; and at that time, so far as the record 


29. William Sanderson & Son, Limited vy. Popper-Morson Co., Inc., Opp’n No. 19,123, 
163 M. D. 735, April 14, 1941. 
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discloses, had no other significance. The word “Creameries” was thus an essential and dis- 
tinguishing feature of appellee’s name at the outset, and has continued to be so. Moreover, 
appellant had the undoubted right to extend the use of its mark to other merchandise of 
the same description as that set forth in its registration; and in the event of such extension 


any damage accruing to appellee by reason of conflict with its corporate name would appear 
to be of its own making. 


In sustaining the decision of the Examiner of Interferences and dissolving the 


interference on the ground that the application was not prima facie allowable, the 
Assistant Commissioner said : 


That an applicant for registration must be using the mark sought to be registered, upon 
the goods described in the application at the time the application is filed, is a proposition 
too well established to require the citation of authorities in its support. According to the 
testimony of appellant’s secretary and sales manager, Mr. Joseph B. Weix, which is no- 
where contradicted, the only items upon which appellant was using its mark at the time its 
application was filed were “canned vegetables, tomatoes, lima beans, tomato juice, canned 
corn.” Other goods listed in the application were neither produced nor sold by appellant. 
Under some sort of license agreement, which is not in evidence and the terms of which 
are not made to appear, certain other dealers have applied the mark to such goods, or at 
least to a substantial part thereof; but mere use by others, even under license, clearly does 
not make the mark registrable to appellant. No claim is made that this is a “collective” 


mark, within the meaning of the act of June 10, 1938; and in any event that act did not 
become effective until after the application was filed.*° 


Proper Names 


“Bob Burnham” not distinctively displayed. 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration to Sears, Roebuck and Co., of a trade-mark for shoes, described 
in the Examiner’s statement on appeal as “the fanciful representation of a man’s 
bust, below which is written ‘Thriftily Yours Bob Burnham.’ ”’ 

Registration was refused on the ground that the mark is dominated by the name 
“Bob Burnham,” which the Examiner held to be nonregistrable because not dis- 
tinctively displayed. 

As noted by the First Assistant Commissioner, the Examiner in support of this 
view cited the decision in the case of John Walker & Sons, Limited v.W. & H. 
Walker, Inc., 470 O. G. 953 [26 T.-M. Rep. 642], where, according to the Examiner, 
“it was held that the name “Tom Walker” lacked distinctive display because dis- 
sociated from the design feature.” 


The First Assistant Commissioner agreed with counsel for the applicant that the 
Examiner had misconstrued that decision. He said: 


There, as in the instant case, the fact that the name and the design were separated was 
one reason why the design could not be relied upon to lend distinctiveness of display to the 
name; but it does not necessarily follow that a more intimate association of the two 
features would have resulted in a different ruling as to registrability. The questnon still 


30. Land O’Lakes Creameries, Inc. v. Oconomowoc Canning Co., Opp’n No. 17,962. Ocon- 


omowoc Canning Co. v. Land O’Lakes Creameries, Inc., Int. No. 3038. December 6, 1940, on the 
appeal of Oconomowoc Canning Co., 163 M. D. 644. 
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would have remained as to whether the name was “written, printed, impressed, or woven in 
some particular or distinctive manner” within the meaning of the statute as construed by 
the courts; and its arrangement with respect to the design feature may or may not have 
answered that requirement, depending upon the manner of such arrangement. Certainly 
in that particular case the mere writing of the name “across the fanciful figure” would not 
have sufficed. 











































The First Assistant Commissioner then referred to several decisions of the Court 
of Appeals of the District of Columbia and the Court of Customs and Patent Appeals 
as follows: 


In the case of In re Artesian Manufacturing Co., 37 App. D. C. 113 [1 T.-M. Rep. 53], and 
again in the case of Oliver Chilled Plow Works v. The Wm. J. Oliver Manufacturing Co., 40 
App. D. C. 125 [3 T.-M. Rep. 288], the Court of Appeals of the District of Columbia ex- 
pressed its approval of the rule announced by the Commissioner of Patents in Ex parte Polar 
Knitting Mills, 154 O. G. 251, as follows: 

“It is believed that the controlling principle underlying the requirement of the statute 
that a mere name, unless written or printed in a distinctive manner, may not be registered, 
is that the distinctive manner in which the name is displayed must be of a character as to 
give such a distinct impression to the eye of the ordinary observer as to outweigh the 
significance of the mere name.” 

The Court of Customs and Patent Appeals has taken a somewhat more liberal view, as 
expressed in the case of In re Nisley Shoe Co., 19 C. C. P. A. 1211, 58 F. (2d) 426 [22 
T.-M. Rep. 265]. The court there said: 

“We are of the opinion that the proper construction of the words ‘particular or dis- 
tinctive manner’ in the proviso of section 5 referred to is that the word or words constitut- 
ing the mark shall be written, printed, impressed or woven in such a manner as to form a 
distinct impression upon the eye of the observer, to the extent that he will remember such 
particular or distinctive form and rely upon it in part at least, in ascribing origin of the 
goods to which the mark is applied.” 


The First Assistant Commissioner concluded that neither of these tests was met 
by the mark of the application at bar and that registration was properly refused. 
He added: 


. .Counsel for applicant calls attention to a long list of registered marks, and marks 
published for registration, which he contends are equally objectionable. As to many of 
these marks I am constrained to agree with counsel. But while such errors and incon- 
sistencies as those he points out are regrettable, they add nothing to the registrability of 
applicant’s mark.** 


“Lady Chesterfield” not distinctively displayed. 


Frazer, F. A.C.: Affirmed the action of the Examiner of Trade-Marks in re- 
fusing registration to C. W. Marks Shoe Co., of the notation “Lady Chesterfield” as 
a trade-mark for shoes. 

The Examiner refused registration on the ground that applicant’s mark is the 
name of an individual not distinctively displayed. 


In disposing of the several points raised by the applicant on appeal, the First 
Assistant Commissioner said : 





31. Ex parte Sears, Roebuck and Co., Ser. No. 421,262, 163 M. D. 748, May 13, 1941. 
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Counsel points out that “Chesterfield” is not a surname in common use; and that in any 
event the word is not “merely” the name of an individual, because it also means a particular 
type of overcoat. Applicant’s mark, however, is not “Chesterfield,” but “Lady Chester- 
field” ; and it seems to me that the combination precludes any other significance than that 
of aname. Nor is it material that the name is not in common use, for as was observed by 
the Court of Customs and Patent Appeals in the case of In re Nisley Shoe Co., 19 C. C. 
P. A. 1211, 58 F. (2d) 426 [22 T.-M. Rep. 265], “the statute makes no exception in the 
case of uncommon or rare names.” 

Counsel urges that the mark is nevertheless registrable, because it is “the name of a 
deceased person who achieved fame and distinction,’ and cites Shoemaker on Trade-Marks 
as authority for the proposition that names of that character are entitled to registration. 
Assuming, arguendo, the soundness of such doctrine, I am unable to apply it here in the 
absence of proof that the late lady in question qualifies thereunder. 

Finally counsel seems to feel that because applicant found it necessary to institute can- 
cellation proceedings in order to overcome a reference cited by the Examiner, thereby in- 
curring trouble and expense, it is unfair to applicant to refuse the proposed registration on 
the alternate ground here under review. The record discloses, however, that both grounds 
of rejection were included in the Examiner’s first action, and that he has at no time 
intimated that a withdrawal of the reference would result in registration of applicant’s 
mark.** 


Public Insignia 


“S. E. C.” held not insignia of governmental commission. 


Frazer, A. C.: Reversed the decision of the Examiner of Trade-Marks and 


held that Rohm & Haas Company is entitled to register the notation “S. E. C. Oil,” 
under the provisions of the Act of February 20, 1905, as a trade-mark for a spread- 
ing and sticking agent for use with plant insecticides, fungicides, and disinfectants. 


Observing that the Examiner refused registration on the ground that the mark 


comprises the insignia or initials of the Securities and Exchange Commission, the 
Assistant Commissioner quoted from the applicable part of Section 5 of the Act of 
February 20, 1905, and said: 


The only question . . . . is whether or not the letters “S. E. C.” constitute “insignia 
of the United States or any simulation thereof.” If not, the Patent Office is without statu- 
tory authority to refuse the registration applied for, regardless of the Examiner’s opinion, 
or my own, as to the propriety thereof. 

The word “insignia,” as used in the statute, means “distinguishing marks of authority, 
office, or honor; badges; emblems: as, the insignia of royalty or of an order.” Webster’s 
New International Dictionary. Assuming, without deciding, that the name “Securities and 
Exchange Commission” falls within that definition, I am clearly of the opinion that the 
abbreviation “S. E. C.” does not.** 


Reliance on Registration Under Act of 1920 


“Peerless” registration under 1920 Act held not citable in ex parte case. 


Frazer, A. C.: Reversed the decision of the Examiner of Trade-Marks and 
held that Essex Rubber Company is entitled to register the word “Peer,” under 
the provisions of the Act of February 20, 1905, as a trade-mark for rubber heels, 
use of the mark being claimed by applicant since December 2, 1937. 





32. Ex parte C. W. Marks Shoe Co., Ser. No. 421,856, 163 M. D. 757, May 23, 1941. 
33. Ex parte Rohm & Haas Company, Ser. No. 413,523, 163 M. D. 627, October 22, 1940. 
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Observing that the Examiner rejected the application in view of a prior regis- 
tration of the word “Peerless” for the same goods, said registration having issued 
December 26, 1922, under the provisions of the Act of March 19, 1920, the Assistant 
Commissioner said: 


It is applicant’s contention that registration of a mark under the Act of 1920 affords 
no evidence that the mark is either owned or in use by the registrant, whereas the Ex- 
aminer of Trade-Marks “presumes that the affidavit in a 1920 application justifies him in 
regarding the mark as owned and used.” 

For twenty years it has been the uniform practice of the Examiner of Trade-Marks to 
refuse registration, under the Act of 1905, if the mark sought to be registered is con- 
fusingly similar to one previously registered under the Act of 1920; yet, strangely enough, 
there is no published case in which his right to do so has been squarely placed in issue. 
In opposition proceedings, however, the rule is well established that an opposer whose 
mark has been registered under the Act of 1920 must prove that such mark is in use. This 
has been the rule of the Patent Office at least since my decision in Rockford Mitten & 
Hosiery Co. v. Fred Butterfield & Co., 470 O. G. 952 [27 T.-M. Rep. 656]; and was 
expressly approved by the United States Court of Customs and Patent Appeals in the more 3 
recent case of The Pepsodent Co. v. Pepsinic Seltzer Co., 26 C. C. P. A. 1210, 103 F. (2d) 
362 [29 T.-M. Rep. 299]. 
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If the owner of a 1920 registration must prove use of the registered mark in order to 
prevent registration to another of a confusingly similar mark, it seems clear that such use 
may not properly be presumed by the Examiner of Trade-Marks in an ex parte proceed- 
ing. I agree with the Examiner that the affidavit filed in support of an application to 
register is prima facie evidence that the mark is in use when the application is filed, and 
has then been in use for not less than one year. However, the certificate of registration 
carries with it no presumption of continuing use, because, unlike a 1905 registration, it 
affords no evidence of ownership. 

In the instant case, it may be that applicant’s mark and the registered mark relied upon 
by the Examiner are confusingly similar; but if so, and if the registered mark is still in 
use, that is a question to be determined in an appropriate opposition proceeding, as was 
done in The Pepsodent Co. v. Pepsinic Seltzer Co., supra.™* 


Res Adjudicata 


Decision of Circuit Court not res adjudicata where the issues presented were not identical. 


Frazer, A. C.: Denied petitions by Corning Glass Works, respondent in these 
two cancellation proceedings, seeking a review and reversal of the action of the 
Examiner of Interferences denying motions that the Examiner’s decisions on the 
merits be vacated, and that respondent be permitted to file supplemental answers 
to the petitions to cancel filed by the Obear-Nester Glass Co. and to submit addi- 
tional evidence. 

It is set forth in the decision that the respondent in the proposed supplemental 
answers referred to a suit for trade-mark infringement wherein the petitioner for 
cancellation, Obear-Nester Glass Co., was the plaintiff, and the respondent, a party 
defendant, and in which the trade-marks involved were the same as those involved 
in these cancellation proceedings ; that respondent specifically referred to a holding 
of the Circuit Court of Appeals for the Eighth Circuit, in determining an appeal in 
that suit, that the trade-marks in question were “not deceptively similar”; and 


34. Ex parte Essex Rubber Company, Ser. No. 401,212, 163 M. D. 628, October 22, 1940. 
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alleged “that by reason of such holding of the Circuit Court of Appeals, the ques- 
tions presented by the petition for cancellation herein are res adjudicata as against 
Obear-Nester Glass Company.” 

On this question of res judicata, the Assistant Commissioner stated : 


It is my understanding that, unless the cause of action is the same, the doctrine of 
res judicata applies only in cases where the prior judgment relied upon determines the 
identical issue presented in the subsequent action or proceeding. United Shoe Machinery 
Corporation v. United States, 258 U. S. 451. Clearly, that situation does not maintain 
here. The suit was for an alleged infringement of the registered trade-mark of Obear- 
Nester Co. In the cancellation proceedings it is sought to cancel the trade-mark regis- 
trations of Corning Glass Works. The question adjudicated by the court and the ques- 
tion before the Patent Office are closely related, but manifestly they are not the same. 


In regard to the appeals in these cancellation proceedings, which had been taken 
but which have not yet been heard, the Assistant Commissioner said: 
What has been said should not be construed to mean that I am unwilling to accord 
due weight to the opinion of the Circuit Court of Appeals, in so far as it touches the 


matters here in controversy. On the contrary, I shall give respectful consideration to the 
views there expressed in deciding the appeals before me.*® 


Specimens of Goods 


Exact specimens showing actual use required. 


Frazer, F. A. C.: Denied a petition by Langendorf United Bakeries, Inc., an 
applicant for registration of a composite trade-mark for “baked bread, cake, and 
toast,” that 


instructions be issued to the Examiner of Trade-Marks to vacate his holding that “speci- 


mens showing the mark as presented in the drawing and used on each of the goods be 
filed”. 


The First Assistant Commissioner noted that with the application specimens 
were filed showing the mark as used on bread only ; and in accordance with the prac- 
tice explained in Ex parte Sher, 197 O. G. 239, the Examiner required additional 
specimens showing the mark as used on cake and toast. 

He also noted that in compliance with that requirement certain specimens were 
filed ; but those claimed to be used for toast were held by the Examiner to present a 
trade-mark different from the mark disclosed in the drawing of the application, and 
upon that ground the Examiner refused registration. 

In denying the petition, the First Assistant Commissioner said: 


Ex parte Sher [3 T.-M. Rep. 559], .. . affords ample authority for the Examiner’s re- 
quirement, and also for his refusal to grant the proposed registration. The Commissioner 
there said: 


“If applicant is actually using the mark on all the goods named, it is no hardship that 
he be required to furnish the labels. If he is not using it on these goods, then under the 
act itself he is not entitled to register a mark for such goods as he is not using it on.” 


35. Obear-Nester Glass Co. v. Corning Glass Works, Canc. No. 2,334 and 2,335, 163 M. D. 
702, February 28, 1941. 
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That statement is equally applicable in the instant proceeding, and is so obviously 
sound as to require no elaboration.*® 


































Surnames 
“Van Ess” held unregistrable. 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Marks 
in refusing to grant registration to Affiliated Products, Inc., of the mark “Van 
Ess” for lipsticks, rouges, and various other cosmetic articles and preparations on 
the ground that the trade-mark is merely a surname not distinctively displayed.” 


“Hiatt” not distinctively displayed. 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Marks 
refusing registration to Fruit and Produce Packing, Inc., of a mark for cardboard 
basket liners consisting of the name “Hiatt” surrounded by two concentric circles 
between which are the words “Ring Pack System.” The Examiner held that the 
word “Hiatt” is a surname not distinctively displayed and that the words “Ring Pack 
System” are descriptive of the goods. 

In sustaining the first holding of the Examiner, the Assistant Commissioner said : 


In the mark the letters of the name “Hiatt” are distorted to present a generally circular 
configuration. This, to my mind, does not render the name distinctively displayed, and, in 
my opinion, the display of the name in the mark is so prominent that, although the entire 
mark is somewhat distinctive in appearance, the appearance of the mark as a whole does 
not make such an impression on the eye of the ordinary observer as would outweigh the 
significance of the name “Hiatt” as the name of an individual. 


The Assistant Commissioner had the following to say with respect to the second 
holding of the Examiner : 


The Examiner states that the words “Ring Pack System” are descriptive of liners for 
fruit baskets which are adapted to packing fruit in concentric rings about the center of 
the basket. In applicant’s brief it is stated that there is no function of the liners that has 
anything to do with any particular system or method of packing. However, on the labeis 
filed with the application the words “For Use With The” are associated with the trade- 
mark, thus indicating that the liners are for use with “the Hiatt Ring Pack System.” The 
words “Hiatt Ring Pack System” applied to the. liners adapted for use in that system are 
accordingly descriptive of the character and utility of the goods in that respect. If there 
is no such system, then I consider the mark deceptive and misdescriptive because the labels 
clearly state that the liners are intended for use with a system known as “the Hiatt Ring 
Pack System.” The words “Hiatt Ring Pack System” are so prominent in the mark that 
in my opinion the entire mark is either descriptive or misdescriptive of the goods to which 
the mark is applied and is not registrable under the Act of February 20, 1905, for that 
reason, notwithstanding the peculiar circular composition of the mark as a whole.*® 





ny Ex parte Langendorf United Bakeries, Inc., Ser. No. 424,325, 163 M. D. 758, May 23, 
941. 
37. Ex parte Affiliated Products, Inc., Ser. No. 429,029, 163 M. D. 691, February 4, 1941. 
38. Ex parte Fruit and Produce Packing, Inc., Ser. No. 408,838, 163 M. D. 773, July 14, 1941. 
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TRADE-MarRK INFRINGEMENT—SUITS—ESTOPPEL—RES JUDICATA. 
While courts may permit renewal of applications to modify rulings made or orders 
entered at any time before final settlement, where no new evidence is offered, the application 
will be denied. Where, therefore, the court had on appeal by appellee found no evidence 
of acquiescence by appellant sufficient to constitute estoppel, said issue held res adjudicata in 
a later appeal, especially as appellee offered no new evidence in support of its contention of 
laches. 
TRADE-MarRK INFRINGEMENT—SUITS—ACCOUNTING—DA MAGES. 

In accountings for trade-mark infringement, salaries paid to officers are proper deduc- 
tions. The fact that, in the instant case, appellee’s manager was responsible for appellee’s 
torts, held no ground for not deducting salary paid him, as actual profits, not punitive 
damages, are in question. 

TRADE-MARK INFRINGEMENT—SUITS—MEASURE OF DAMAGES. 

In suits at law, the measure of damages remains still the actual damages sustained by 
the plaintiff. In equity, compensatory damages may also be allowed, where the profits made 
by respondent are not sufficient to compensate for the injury sustained. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—“ALADDIN” ON ELeEctric Lamps— 
ACCOUNTING. 

Where, after a decree enjoining appellee from using the word “Aladdin” on portable 
electric lamps, and giving appellant the exclusive right to its use, appellee continued to 
use the said mark on smoking trays and other goods, and utilized appellant’s radio broad- 
casts in the United States and Canada to sell its goods as “Aladdin” products, the profits 
accruing therefrom held non-deductible. 

TRADE-MARK INFRINGEMENT—SUITS—ACCOUNTING—DEDUCTIONS. 

In suits for trade-mark infringement, the infringer is allowed deduction of amount of 
royalties paid under patent license on infringing goods, also expense of installation of cost 
system, advertising expenses and income tax paid, as well as depreciation, in the instant 
case, computed at 2% percent for a part, and 5 percent for the remainder, of the period. 
































In equity. Action for trade-mark infringement and unfair competition, in which 
defendant counterclaimed for both. From decree for plaintiff on accounting of 
profits and damages under counterclaim, defendant appeals. Modified. 


W.H. F. Miller, of Waynesville, N. C., and Nicholas J. Madgey, of Chicago, IIl., 
for appellant. 
Wm. P. Hahn, of Indianapolis, Ind., for appellee. 


Before Evans and Sparks, Circuit Judges, and Linbtey, District Judge. 
LinbLeEy, District Judge: 


The Mantle Lamp Company of America, in a counterclaim charging appellee 
with trade-mark infringement and unfair competition, appeals from a decree of the 
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District Court overruling the report of the Master upon accounting and denying 
to appellant profits and damages on the ground that no evidence of lost sales or of 
actual damages had been introduced and decreeing that appellee, defendant in the 
counterclaim, was not a wilful or flagrant infringer of appellant’s trade-mark. 

In the original suit appellee filed its complaint alleging infringment of the trade- 
mark “Aladdin” upon portable electric lamps. Appellant filed its counterclaim, alleg- 
ing priority in the use of the word “Aladdin” on lamps or any other merchandise simi- 
lar to that sold by it, and charging appellee with unfair competition. The District 
Court decreed that appellee was entitled to use the word “Aladdin” on portable elec- 
tric lamps and that neither party was entitled to an accounting. Both parties appealed, 
and this court, in Mantle Lamp Company of America v. Aladdin Mfg. Co., 78 F. 2d 
426 [25 T.-M. Rep. 427], found that appellant was entitled to the exclusive use of the 
word “Aladdin” as to all goods manufactured by it, that appellee had infringed, was 
guilty of unfair competition and should be enjoined from using the word “Aladdin” in 
connection with its business of manufacturing and selling portable electric lamps 
and that the alleged estoppel arising from laches and acquiescence urged by appellee 
was not sustained. 

From the decree entered by the District Court in pursuance of our mandate, 
another appeal was prosecuted, which resulted in our decision, in Aladdin Mfg. Co. 
v. The Mantle Company of America, 86 F. 2d 141 [26 T.-M. Rep. 598], that the 
decree should include an accounting for profits and damages, that appellant should 
be allowed to offer any evidence which would justify the allowance of exemplary 
and compensatory damages and appellee to introduce any evidence which would 
tend to establish laches, estoppel or other defense which might bar or mitigate 
recovery of damages. Following these adjudications, a reference to the Master 
resulted in findings and conclusions recommending the recovery of profits and 
damages, which were disapproved by the court. 

The Appellant insists that, inasmuch as this court has previously held that 
appellant was not guilty of laches, the renewal of assertion of such guilt defeats 
the prior adjudication. It points to the record in the earlier litigation as decisive 
of that question. On the original appeal the issue was fully briefed and argued in 
this court. and in the course of our opinion we said “we find nothing in this record 
which discloses such an acquiescence by appellant in the use of the word ‘Aladdin’ 
as would bar it from asserting the rights for which it here contends.” Appellee filed 
a petition for rehearing and therein again urged laches and acquiescence. Rehear- 
ing was denied and appellee thereupon filed a petition for writ of certiorari in the 
United States Supreme Court, once more urging the same issue. Certiorari was 
denied. Thus it has been decided by us in at least two instances that there was no such 
estoppel by way of laches or acquiescence as would prevent appellant from securing an 
injunction against the continued infringement of its trade-mark. True, upon the 
second appeal, when we directed an accounting and provided that appellant might 
introduce evidence in support of its prayer for exemplary and compensatory damages, 
we also, obviously in an attempt to prevent any inequitable result, provided that apel- 
lee might offer any evidence that might mitigate or defeat the application for profits 
and damages. But at the hearing before the Master, appellee offered no new addi- 
tional evidence in support of its insistence of estoppel by way of laches but relied solely 
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upon the record previously presented upon which this court had previously held that 
no estoppel existed. Appellant insists, therefore, that it is too late for appellee to 
insist that the defense which it has asserted previously can upon the same evidence 
be renewed successfully and that the prior decision is res adjudicata upon this issue. 

The decree previously entered was interlocutory in character. We assume, 
therefore, that all matters determined therein might under proper circumstances 
be relitigated until final decree. Undoubtedly, courts possess discretion to permit 
renewal of applications to modify rulings made or orders entered in the course of 
litigation at any time before final disposition. Whether a second application shall 
be entertained depends entirely upon the circumstances of the cause. Courts have 
power to prevent vexatious and repeated pleadings upon the same point and exer- 
cise their discretion to preclude reagitation of the same question on the same state 
of facts. Consequently, upon an application for re-examination, whether it be by 
way of motion for new trial, petition for rehearing or in other form, before the 
court will act affirmatively, some equitable ground for re-examination must be 
presented. And, ordinarily, where no new evidence is offered or if new evidence 
is offered and lack of diligence in procuring it exists, the application will be denied. 
We find in the present record nothing that appeals to us as justifying re-examina- 
tion of a question which, upon the same evidence, we have decided and an applica- 
tion for rehearing of which we have denied. 

Under 15 U. S. C. Section 99 and Section 96, in an accounting for profits from 
infringement of a trade-mark appellant was required to prove appellee’s sales only 
and the latter was under obligation to prove all elements of costs which it claimed. 
Duro v. Duro, 56 F. 2d 313 [22 T.-M. Rep. 83] at 315 (C. C. A. 3). Appellant 
proved gross sales from all sources of $4,126,052.52. From this there were admit- 
tedly proper deductions of $3,709,083.20, leaving a balance with which we are con- 
cerned of $416,942.32. The Master allowed deductions therefrom as follows: 
salaries $106,000.00; cost accounting system $4,670.00; advertising $193,787.67 ; 
depreciation $45,027.95 ; Aladdin’s Fellow Advertising campaign $1,304.11; income 
tax $4,133.07, leaving a balance of profit of $62,019.52. In a supplemental report, 
he deducted therefrom in addition, Durhan royalties $3,150.41 and corrected an 
error of $2,243.03, leaving a balance of profit $56,626.08. The correctness of his 
methods is not disputed, but each party questions the propriety of certain of his 
items of debit and credit. 

The Durham royalties arose from appellee’s license to manufacture smoking trays. 
The Master originally concluded that, in view of appellee’s advertising of “Aladdin 
smoking stands” and “Aladdin’s smoking trays,” it had failed to meet the burden 
of showing that this item was not within profits for which it should account. In 
his supplemental report, however, after objection by the Aladdin Company and 
re-examination of certain portions of the records, he concluded that the objection 
should be sustained and the amount recommended in his original report be reduced 
by the amount of the royalties. Upon examination of the record, we agree with 
the Master in this respect and sustain the deduction. 

The Florentine royalties were received from the sale of “Scene in Action Lamps,” 
in Canada, and appellee contended before the Master that this item, amounting 
to $2,674.38, was non-infringing income. The Master found that the radio adver- 




















¥ 
7 
i 
’ 
j 
‘ 
: 


ee, 








3 
| 
§ 
& 








ALADDIN MFG. CO. v. MANTLE LAMP CO. 369 





tising by appellant, through the power stations utilized, covered both Canada and 
the United States; that the proper inferences to be drawn from appellee’s advertis- 
ing were that these lamps were sold under the name of “Aladdin” and that appellee 
could easily have established the fact in evidence, if to the contrary, had it chosen 
but that it failed to do so. Inasmuch as the burden was upon appellee, the Master 
recommended that no deduction from income be permitted therefor. The record 
supports him in this respect. The facts about the matter were entirely within the 
knowledge of appellee and it would have been a simple matter for it to have nega- 
tived the liability if such were possible. Having failed to do so, it must account 
for this element of profit. 

The total of salaries paid to officers of the company was $167,564.00. The 
Master eliminated therefrom all compensation paid George Spencer and his brother, 
William Spencer, aggregating $42,670.00. The Master found that during the 
time they drew these salaries, each of them owned one-fourth of the common stock, 
the balance being held by Sachsteder; that the same proportionate ownership of 
stock persisted throughout the accounting period; that Sachsteder managed the 
corporation and made all decisions as to its activities; that the record disclosed no 
instance of either Spencer’s sitting in any conference, giving any advice, making 
any decision or doing anything in connection with the company’s affairs. He 
concluded, quite reasonably it seems to us, that the payment of money to these two 
stockholders was a distribution of profit. Of this we approve. 

As to Sachsteder, it was shown that salaries paid him aggregated $124,494.00. 
He owned one-half of the stock. The Master pointed out a parallel reduction in 
Sachsteder’s salary from the time the Spencers failed to receive payments and con- 
cluded, therefore, that during the period when they did receive salaries, certain 
sums of money paid Sachsteder were distributions of profit and that, in deducting 
the salary paid to him, the sum of such distribution $18,894, should be eliminated 
as an expense. After eliminating this item, he found that the balance $105,060 
should be deducted. 

Appellant contends that the Master should have allowed as a deduction no 
salary paid Sachsteder because he was the dominant force responsible for appellee’s 
torts. But we are not dealing now with punitive damages but rather with actual 
profits. The amount deducted as salary was actually paid Sachsteder for the 
management and conduct of the business and in determining the actual profits for 
which appellee should account, we must credit all costs. Salaries paid to officers 
are proper deductions. Providence v. Goodyear, 9 Wall. 788, 802-3; Nashville 
Syrup Company v. Coca-Cola, 215 F. 527, 533 (C. C. A. 6) [4 T.-M. Rep. 323] ; 
Stromberg v. Zenith, 73 F. 2d 62, 65 (C. C. A. 2). We approve the Master’s 
deduction of salaries in the sum of $106,000.00. 

The Master allowed as a deductible expense an item of $4,670.00, spent in the 
installation of a cost system known as the Bedeaux system. He concluded from 
the evidence that the expenditure of this item was within the sound discretion of 
the management and should be allowed. In view of the fact that it was an actual 
expense and incurred in good faith, we approve. 

Depreciation in the amount of $45,027.95 was allowed as a deductible expense. 
During part of the accounting period, appellee charged off as depreciation moneys 
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calculated at the rate of 21% percent and during the remainder of the period 5 percent. 
The Master found that the rate thus charged was not unusual and had been 
approved by the government and rightly made allowance of the entire sum. 

The Master allowed two other deductions, for the Aladdin Fellow advertising 
campaign $1,304.11 and for income tax $4,133.07. Each of these is attacked— 
the first upon the ground that the advertising constituted on appellee’s part an at- 
tempt to capitalize wrongfully its infringing and unfair practices and the second on 
the ground that the tax, having been incurred by the company while it was engaged 
in such wrongful practices, should not be credited to costs or charged to profits. 
But as we have pointed out, in determining gain, all cost incurred in building it up 
should be deducted. Profits are awarded appellant upon the ground that appellee, 
by its acts, has gained something which in fact belongs to appelllant and which has 
otherwise been earned by appellant. This allowance involves no element of damages 
but is an effort to make appellant whole in its profits. Even though the methods 
employed in realizing gain were not proper, yet they were a part of the costs of 
realization from sales from which the profits resulted. Awarding to appellant 
profits necessitates the deduction of the cost of realization thereof. 

Advertising cost of $193,787.67 was allowed by the Master as a business ex- 
pense. He concluded that it was actually an expense going to the realization of 
profits and cutting them down and that in calculating gains and profits, he should 
deduct it. In the determination of gains and profits the action was correct. 

In addition to profits, the Master recommended the allowance of damages. He 
reviewed the history of the trade-mark registration controversy, in which at all 
times appellant succeeded. He discussed at length appellee’s advertising, disclosing 
clearly deliberate infringment and unfair competition over a period of years. 
He pointed out that appellee supplied its dealers with advertising matter, saying 
to them that the mats would “tie up the dealers’ advertising” with appellee’s in 
national magazines—national advertising which was never an accomplished fact. 
He found that appellee advertised a radio broadcast program which never existed. 
All these acts and others recited by him he held unjustified, amounting to perpetra- 
tion of fraud, with the real purpose in mind to profit wrongfully from the adver- 
tising done by appellant. 

He recited at length instances of unfair action on the part of the salesmen of 
appellee in Massachusetts, Texas, Louisiana, Kansas, Iowa, North Carolina and 
New York, in which false representations were made, resulting in selling to appel- 
lant’s dealers goods of appellee as those of appellant. He commented that the 
general manager of appellee had failed to explain in any adequate manner the 
deceptive and misleading advertising of his own company or his own acts and 
that the evidence in the record justified an inference that he expected the salesmen 
to do the things he practiced and they themselves accomplished. He pointed out 
that, subsequent to the entry of the decree in the District Court and the supersedas 
granted therefrom, the same general manager was found guilty of contempt and 
both he and his company punished by this court and that, subsequent to issuance 
of the mandate of this court, he continued to evidence an intent not to abide by the 
decree by employing tags in violation thereof. In one of his concluding paragraphs 
he said: 
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The conduct of Overton Sachsteder, who so far as the management was concerned 
was the Aladdin Manufacturing Company, throughout the entire record is one of mis- 
representation and deceit; his record placed together piece by piece over sixteen years, 
viewed in the light of all of these events can lead to no other conclusion. It is a fair 
conclusion to be drawn from the entire record that the business of the Aladdin Manu- 
facturing Company was built upon the reputation established by The Mantle Lamp Com- 
pany of America for Aladdin lamps. The stressing of radio advertising, where there 
was none, on trade-marks, where none were of record, informing dealers of national 
advertising, where there was none, his planned design for the use of ‘mats’ for advertis- 
ing to dealers ‘to tune their advertising in’ when there was no national advertising by 
Aladdin Manufacturing Company to tune into, and many other acts on the part of Overton 
Sachsteder makes it impossible to escape the conclusion that the infringement and unfair 
competition practiced by Aladdin Manufacturing Company was planned, wilful and 
deliberate, and intended to produce exactly the harm that it did The Mantle Lamp 
Company of America. 


Accordingly, he concluded that appellee should be held for exemplary damages 
from and after January 1, 1932, it, having known that appellant had then entered 
the field and having been able from that time forward to guide its course so as not 
to damage appellant. 

The damages recommended by the Master included the cost of the Patent Office 
opposition $1,662.56 and costs and legal expenses in the instant case $16,852.47, 
or a total of $18,515.03. In addition he concluded that the salary of the general 
manager during the period of deliberate infringement should be included in the 
assessment of damages, the amount being, as determined by him in the supple- 
mental report, $22,769. He included also as an element of damage, cost of adver- 
tising, aggregating in the five years, $55,133.34. He justified this on the ground 
that through its method of advertising appellee had preyed upon the good-will of 
appellant growing out of its favorable reputation and its national advertising, and 
on the theory that appellee had built up its business largely by wrongfully utilizing 
the good-will of appellant. In this connection, he said $11,428.75 was spent in 
1933 for communications with dealers advising them to tune in on advertising 
when there was no advertising of any consequence and the only possible tuning in 
could have been in the national advertising of appellant, who sent thirty salesmen 
to cities in one state to establish the campaign then being supported by national 
and radio advertising. This advertising, he found, appellee took advantage of in 
connection with misrepresentations made by agents and sales accomplished largely 
by unfair competitive methods. Accordingly, he said, that portion of the advertis- 
ing represented by the figure mentioned was a fair proximation of the amount 
that should be allowed as a part of the punitive damages. He concluded that 
appellant should recover a total amount of $153,043.45 as follows: gains and profits 
$56,626.08 ; punitive damages, consisting of costs of litigation $18,515.03; salaries 
$22,769.00 and advertising $55,133.34, and recommended a decree for $153,043.45. 

Under the act covering trade-marks, Title 15 U. S. C. Section 99, plaintiff 
was “entitled to recover, in addition to the profits to be accounted for by the 
defendant, the damages * * *.” The procedure is analogous to that in patent cases. 
Hamilton-Brown Shoe Co. v. Wolf Bros., 240 U. S. 251 [6 T.-M. Rep. 169]. 
Before passage of the Act of 1870, two remedies were open to the owner of a 
patent whose rights had been ‘infringed, and he had his election between the two. 
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He might proceed in equity and recover the profits which the infringer had made 
by the unlawful use of his invention, the infringer in such a suit being regarded as 
trustee of the owner of the patent as respects such gains and profits; or he might 
sue at law, in which case he would be entitled to recover, as damages, compensa- 
tion for the pecuniary injury suffered by the infringement ; the measure of damages 
in such case being not what the defendants had gained, but what the plaintiff had 
lost. When the suit is at law, the measure of damages remains unchanged to the 
present time, the rule still being that the verdict must be for the actual damages 
sustained by the plaintiff. Damages of a compensatory character may also be 
allowed in equity where the gains and profits made by the respondent are not 
sufficient to compensate for the injury sustained. Gains and profits are still the 
proper measure of damages in equity suits, except in case where the injury sustained 
by the infringement is plainly more than the aggregate of what was made by the 
respondent, in which even the provision is that the complainant shall be entitled 
to recover, in addition to the profits to be accounted for by the respondent, the 
damages he has sustained thereby. Birdsall v. Collidge, 93 U. S. 64; Tilghman v. 
Proctor, 125 U. S. 136 at 144, 145. 

In law the infringer “is regarded as a mere wrong-doer, compelled to make 
compensation fo the injury he has inflicted. In equity he has a double character, 
being first treated as a species of agent or trustee practicing the invention for the 
benefit of its true owner and obliged to pay to him the profits of the enterprise, and 
then, if, in the judgment of the court, the interests of the plaintiff so require, mulcted 
as a tort-feasor in a sum sufficient to redress the injury which the plaintiff has 
sustained.” 3 Robinson on Patents, Sec. 1050. In Hamilton-Brown Shoe Co. v. 
W olf Bros. & Co., supra, the court, dealing with unfair competition and infringement 
of a trade-mark, said: “In the courts of England, the rule seems to be that a party 
aggrieved must elect between damages and profits, and cannot have both. In this 
country, it is generally held that in a proper case both damages and profits may 
be awarded.” See also Child v. Boston & Fairhaven Iron Works, 19 F. 258 at 
259. 

The Act of Congress looks to the recovery of “damages”; it does not exclude 
exemplary damages; rather it must be taken to include all damages ordinarily 
recoverable under the facts and circumstances presented. That punitive damages 
may be allowed in such an action as this at law was recognized by the courts in 
Publishing Co. v. Monroe, 73 F. 196, 201, in this language: 


Plaintiff in error contends that the court erred in instructing the jury that it might 
award exemplary damages. That in certain classes of cases juries are authorized to 
give punitive or exemplary damages, to punish a wrongdoer and to deter others from 
the commission of a like wrong, is a well settled law in the federal courts and in the 
courts of this state. Day v. Woodworth, 13 How. 370, 14 L. Ed. 181; Railroad Co. v. 
Arms, 91 U. S. 489, 23 L. Ed. 374; Volz v. Blackmar, 64 N. Y. 440. In such cases 
exemplary damages may be given, in addition to what may be proved to be the actual 
money loss of the plaintiff. To the same effort: Tilghman v. Proctor, 125 U. S. 1936 
at 139, 140. 


Inasmuch as the jurisdiction of a court of equity had attached here, it had 
jurisdiction, in order to furnish full relief, to grant everything that might be 
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‘recovered at law. Tilghman v. Proctor, 125 U. S. 136 at 148; Root v. L. S. & 


M. B. Co., 105 U. S. 189 at 205; Hamilton-Brown Shoe Co. v. Wolf Bros. Co., 
supra. If the facts warranted, exemplary or punitive damages were properly 
allowed. Under the rules of Civil Procedure, distinctions between forms of action 
have been abolished. 

Courts have, in cases in which the action of the infringer was deliberate, 
fraudulent and wanton, allowed damages in addition to profits in the following in- 
stances: Hennessy v. Wilmerding-Lowe Co., 103 F. 94; Simpson v. Davis, 22 F. 
444; Manufacturing Co. v. Gato, 25 Fla. 886, 7 South. 23; Sawyer v. Kellogg, 
9 F. 601; Benkert v. Feder, 34 F. 534; Graham v. Plate, 40 Cal. 593; Lynn Shoe 
Co. v. Auburn-Lynn Shoe Co., 100 Me. 461; 4 L. R. A. (N. S.) 960. See also 
Brown, Trade-Marks (2d Ed.) 503. In the present cast the Master concluded 
and we agree that the acts of the infringer were wanton, willful and intentionally 
fraudulent, not only in infringement but also in unfair competition. 

Apparently, the damages contemplated by the Trade-Mark Act are such as 
might be recovered in an action at law from any tort feasor. By its willful, wanton 
and intentional infringement and unfair competition defendant was stamped a 
deliberate tort feasor. The evidence to be received, the circumstances to be con- 
sidered and the amount of recovery should follow the rules covering tort actions. 
Consequently the Master was justified in recommending allowance of damages. 
The only question is as to whether the amount recommended is proper or reasonable. 

A tort feasor is liable for all consequences naturally resulting, all injuries actually 
flowing from his wrongful act, whether in fact anticipated or contemplated by 
him when his tortious act was committed. Recoverable damages, therefore, include 
compensation for all injury to appellant’s business arising from wrongful acts 
committed by appellee, provided such injury was natural and proximate result of 
the wrongful acts. Fidelity & D. Co. v. Bucki & Son Lumber, 189 U. S. 135. 
This includes injury to business standing or good-will, loss of business, additional 
expenses incurred because of the tort and all other elements of injury to the 
business. 15 Amer. Jur. Sections 133, 134, 135, 136 and 138. These are the 
governing principles applying to compensatory damages. 

Exemplary damages are allowed against a tort feasor whose acts are inten- 
tionally fraudulent, malicious, wilful or wanton. They have always been recover- 
able at common law. Scott v. Donald, 165 U. S. 58. They are recognized in the 
jurisdiction where this cause was tried, Eshelman v. Ruwalt, 298 Ill. 192; Peters 
v. Lake, 66 Ill. 206; Chicago & N. W. R. Co. v. Williams, 55 Ill. 185; Chicago v. 
Martin, 49 Ill. 241; Grable v. Margrave, 4 Ill. 372; Cons. Coal Co. v. Haenni, 
146 Ill. 614; Kennedy Bros. v. Sullivan, 136 Ill. 94; and in the State of Indiana 
where appellee committed the acts complained of, State ex rel. Scobey v. Stevens, 
103 Ind. 55; Koerner v. Oberly, 56 Ind. 284; Jefferson R. Co. v. Rogers, 38 Ind. 
116. In these jurisdictions, such damages are allowed, as sometimes said in the 
interest of society, not as compensatory damages but rather in addition thereto, 
or as elsewhere said, as compensation to the injured party for the wrong suffered, 
though incidentally they may operate by way of punishment. Cairo & St. L. R. Co. 
v. Peoples, 92 Ill. 97. They are not a favorite in law, however, Post v. Buck’s 
Stove & Range Co., 200 F. 918 (C. C. A. 8); and are, therefore, to be allowed 
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only with caution confined within narrow limits. Where damages be compensatory 
or exemplary, if unliquidated, when determined by the trier of facts, their propriety 
cannot be governed or measured by any precise yardstick. They must bear some 
reasonable relationship to the injury inflicted and the amount must rest largely in 
the discretion of the trier of facts, a discretion not to be arbitrarily exercised. 
Ordinarily this court will interfere only where it appears that an injustice has 
been done or it is clear that there has been error in law. 

In the present case, there was direct proof that, because of the fraudulent and 
wilful infringement and unfair competition of appellee, appellant incurred legal 
expenses aggregating $18,515.03. Counsel’s fees necessitated by the tort have been 
said in some instances to be recoverable as a part of the compensatory damages 
and in other cases as a part of exemplary damages. As the Master’s finding of 
wilful and fraudulent conduct is sustained by the evidence, this sum was recoverable 
as compensatory damages and hence properly included in the amount recommended 
by him. 

The Master allowed as exemplary damages the salary of the general manager 
of the infringer during the period of the infringement, $22,769, and the amount 
expended by appellee during that infringement for advertising, $55,133.34. We 
are unable to appreciate by what process of legal reasoning the Master might 
properly conclude that elements of costs in the infringer’s business should be 
considered as either compensatory or exemplary damages incurred by appellant. 
Compensatory damages represent what appellant lost by way of injury to its 
business, including its good-will, and exemplary damages may include only such 
sums as the Master believed under the facts and circumstances were proper under 
the strict rules covering their allowance. We think the method of computing 
exemplary damages by including the general manager’s salary and its cost of 
advertising a process in legal fallacy at variance with the legal principles above 
announced. 

There was proof of injury to appellant’s business in appellee’s conduct, including 
injury to its good-will and nullification of its advertising program, for which it 
expended large sums of money, over and above the profits gained by appellee. 
For such injury it was entitled to compensatory damages and in addition such 
limited exemplary damages as the facts and circumstances justify. Considering 
all of the evidence, we think that the total damage, including the injury to appel- 
lant’s business and its good name, the nullification of its advertising, and all other 
elements, both compensatory and exemplary, amounted to not less than $25,000 
and not in excess thereof, in addition to the expenditures incurred in litigation. 
Indeed we believe the evidence sustains the allowance of this sum purely as com- 
pensatory damages. We are not inclined to approve further punitive damages in 
view of the punishment meted out in the contempt proceedings. Obviously, the 
Master was the trier of the facts, and as such, was endowed with a discretion but 
he was in error in matter of law in giving appellant credit for appellee’s costs. 

The cause might well be remanded with direction to the court to consider again 
the damages to be allowed, but in view of the fact that the Master has previously 
determined an amount in excess of what we believe to be reasonable under the 
rules and as the evidence is all before us, we believe it would be futile so to do 
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and thus bring about an unnecessary prolongation of this litigation. Accordingly, 
the Master’s report should be approved in the allowance or damages in the sum 
of $18,515.03 for costs and expenses incurred and in the reduced amount of $25,000 
for all other damages. The total recovery should be: Gains and profits $56,626.08 ; 
Damages $43,515.03, or a total of $100,141.11. 

Accordingly, the decree of the District Court will be reversed in so far as it 
adjudged that appellant was not entitled to recover from appellee either profits 
or damages and in so far as it directed that the costs of the accounting be assessed 
against appellant. The Master’s report will be approved except as to the allow- 
ance of damages, which shall be fixed at $43,515.03. Judgment will enter against 
appellee for the profits and damages assessed—the total of $100,141.11. Appellee 


will pay all costs of this appeal. In all other respects, the decree of the District 
Court is affirmed. 





ARROW DISTILLERIES, INC. v. ARROW DISTILLERIES, INC. 
United States Circuit Court of Appeals, Seventh Circuit 
February 11, 1941 


UNFAIR COMPETITION—SUITS—SUFFICIENCY OF MASTER’sS FINDINGS. 


In an action tried without a jury, the court should accept the Master’s findings unless 
they are clearly erroneous. 


Unrair CoMPETITION—USE OF SAME TRADE-MARK AND CORPORATE NAME. 
Where appellant was first to incorporate under the name Arrow Distilleries, Inc., and 
to put out distilled liquors under the “Arrow” trade-mark, the subsequent incorporation of 


appellee under the same name and its use of the “Arrow” trade-mark on liquors, held 
unfair competition. 


UnFrair CoMPETITION—SuITs—“‘ARROW” ON LiguorR—RESTRICTIONS ON USE. 
In the case at issue, where appellee incorporated in the State of Illinois subsequent to, 
but unaware of, the incorporation of appellant in Michigan under the same name, appellee 
was enjoined from using its name and trade-mark except in Illinois. 


In equity. Action for unfair competition. From a decision of the District 


Court, Southern District of Illinois, in favor of defendant, plaintiff appeals. 
Reversed. 


Ralph M. Snyder, of Chicago, Ill., and Eugene D. McLaughlin, of Peoria, IIL, 
for appelilant. 


Ira J. Covey and Julian B. Venezky, both of Peoria, Ill., for appellee. 
Before Sparks and KERNER, Circuit Judges, and Briccie, District Judge. 


SPARKS, Circuit Judge: 


Appellant is a Michigan corporation and appellee, an Illinois corporation. 
Their names being the same, appellant by this action charged appellee with unfair 
competition in appropriation of appellant’s corporate name and trade-mark and 
sought damages therfor. Appellee answered in denial and also asserted a counter- 


claim based upon its alleged right to use its corporate and trade-names and asked 
for an accounting of profits. 
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The matter was referred to a Master, but it was stipulated that the question 
of accounting should not be inquired into by the Master until after he had reported 
to the court his findings as to the other issues. 

The Master found that appellant was entitled to the protection of the court as 
against appellee in use of the corporate name, because of its prior adoption and 
use, and that appellee and its agents should be permanently enjoined and restrained 
from (1) using its corporate name or any name including the name Arrow, in any 
state of the United States except Illinois, (2) soliciting orders for the purchase, or 
selling or shipping any spirits, alcohol, whiskey, gin, cordials or liqueurs in any of 
the states except Illinois, under the name “Arrow,” or bearing any label containing 
the name “Arrow,” as a brand or trade-name, (3) advertising for sale any of the 
named products by letter, circular, newspaper or periodical advertisements, in any 
of the states except Illinois. The Master further found that defendant’s counter- 
claim should be dismissed for want of equity. The Master heard forty-eight wit- 
nesses whose testimony aggregated almost twenty-five hundred pages of record. 

Upon appellee’s exceptions to this report the court heard no testimony, but 
on the testimony as reported by the Master found that appellee was the first user 
of the name and that appellant was the offender. Hence he enjoined appellant 
from its use and awarded an accounting against appellant. The court stated: 
“T take it that all counsel agree on the law, but the controverted question is the 
question of fact.” The decree followed the court’s findings. 

The Master found the following facts in substance: Prior to September 15, 
1933, there was no existing corporation by the name of Arrow Distilleries, Inc., 
and no property rights in that name. Appellant was incorporated on September 
15, 1933, and was authorized under its charter to manufacture and deliver redistilled 
distilled alcohol and non-alcoholic beverages, extracts, essential oils and liqueurs. 
Immediately upon its incorporation it began to operate as such in both state and 
interstate business, and during October, 1933, it prepared for doing business in 
the cordial and liqueur line as soon as it could do so legally (this was in anticipation 
of the legalization of the sale of intoxicating liquor on December 5, 1933). It 
purchased and remodeled a building to fit its needs, and ordered advertising, bottles, 
labels, corks, cartons, catalogs, booklets, order blanks, magazine advertising and 
various materials to be used in its business, all in the name of Arrow Distilleries, 
Inc., of Michigan, and substantially all of said articles ordered bore the name of 
Arrow Distilleries, Inc., or some part thereof. From then to the time of the findings 
it had continued to do an interstate business, and had continuously used its corporate 
name or some part thereof, to mark all the goods bought or sold by it in either state 
or interstate business. 

At the same time it began to do business under its corporate name, using 
advertisements therefor, and hiring salesmen, some of whom were then soliciting 
business, which amounted to a continuous doing of business under its corporate 
name, before appellee was incorporated or did any business. 

On November 18, 1933, appellee was organized with its place of business in 
Peoria, Ill. It was organized for the purpose, among other things, of rectifying, 
bottling, and dealing in whiskey and alcoholic beverages, which it proceeded to 
do as soon as legally possible. It had no notice or knowledge that the appellant 
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had organized ; and the selection of the word “Arrow” by the persons who organized 
both corporations was caused solely by their familiarity with the word, as it had 
been formerly used by other companies in the liquor business. 

On November 25, 1933, appellant having discovered that appellee had incor- 
porated in Illinois under the same name, and fearing the effect on the public of the 
two corporations doing business of the same nature under the same name, called 
appellee on the telephone and endeavored to have it change its name for the pur- 
pose of avoiding misunderstanding and confusion. Appellant’s representatives 
called upon appellee at its home ofice and had several conversations with its repre- 
sentatives. Appellee, however, refused to negotiate further, and thereafter returned 
appellant’s letters unopened, and continued wrongfully to use the corporate name 
“Arrow Distilleries, Inc.,” in its interstate business to the damage and detriment 
of appellant. 

Many instances of confusion were caused by the identity of the corporate names 
of the two corporations and by the similarity of labels and printing. The continued 
use of the name “Arrow Distilleries, Inc.,” and the word “Arrow” was calculated 
to and did confuse and deceive customers and prospective purchasers of appellant’s 
products to its loss and damage. Appellee has been guilty of unfair competition 
with appellant, as charged in the complaint, in that it has pursued a consistent 
course that has resulted in much confusion in the minds of the public and has 
injured the business of appellant. Such unfair competition consists: (1) in selling 
liqueurs and cordials under the brand name (Arrow), with labels prominently 
displaying the name of the manufacturer in connection therewith; (2) in putting 
on the market alcohol, whiskey and gin under labels prominently displaying the name 
of the manufacturer, “Arrow Distilleries, Inc.,” and in placing those products on 
the market in such a way as to make it possible for dealers to pass off on the 
public the appellee’s products as products manufactured by appellant to the detri- 
ment of its reputation; (3) in causing confusion as to the identity of appellant by 
the adoption and continued use of its corporate name as appellant’s, after being 
notified and requested to cease using appellant’s name; (4) by a course of conduct 
making it possible for distribution jobbers and dealers to pass off appellee’s products 
as those of the appellant, and by so doing, appropriate sales and profits which 
rightfully belonged to appellant; and (5) by so imitating the label of appellant’s 
“Tom and Jerry” that the public has been deceived into purchasing appellee’s 
product, believing that it was obtaining the product of appellant. The Master 
further found, as a matter of law, that appellant was entitled to the protection of 
the court as against appellee in the use of its corporate name because of the prior 
adoption and use of that name by appellant, and that appellee and its officers and 
agents should be permanently enjoined and restrained from doing the acts com- 


plained of, as above mentioned. He further found that an accounting should be 
had. 


The only question of merit presented by this appeal is whether the court erred 
in rejecting the Master’s findings of fact. We think it did. Rule 53 (e) (2) pro- 
vides that in an action to be tried without a jury the court shall accept the Master’s 
findings of fact unless they are clearly erroneous. This rule follows the earlier 
ruling of the Supreme Court in Davis v. Schwartz, 155 U. S. 631. This court 
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has followed the rule in Scavenger Service Corporation v. Courtney, 85 F. 2d 825; 
In re Mendota Bldg. Corp., 92 F. 2d 644; and Santa Cruz Oil Corporation v. 
Allbright-Nell Co., 115 F. 2d 604. Under this rule the court cannot reject the 
Master’s findings of fact unless they are clearly erroneous. We think they were 
not clearly erroneous in this case. They were not only supported by substantial 
evidence, but a reading of the evidence convinces us that they were supported by 
a preponderance thereof. 

The decree is reversed and the case is remanded for further proceedings not 
inconsistent with this opinion. 




































DIRIGOLD METALS CORPORATION v. THE ERNST KERN 
COMPANY, ET AL. 


United States District Court, Eastern District of Michigan 
April 4, 1941 


UnFair CoMPETITION “DrirIGOoLD” ON METAL PropUCT—FEDERAL TRADE COMMISSION ORDER— 
EFFECT ON INTRA-STATE SALES. 

An order of the Federal Trade Commission relating to plaintiff’s interstate sale of its 
“Dirigold” product held not to prevent it from manufacturing and selling same within the 
State of Illinois. 

UNFAIR COMPETITION—EXISTENCE OF SECRET Process—UNAUTHORIZED UsE By COMPETITOR— 
INJUNCTION. 

Notwithstanding the fact that the ingredients in plaintiff's metal product were well 
known, the use of definite ways and proportions in mixing them, and specific temperatures 
in melting the constituent metals held to constitute a secret process which was entitled to 
protection. Plainiff’s prayer for relief was, accordingly, granted. 


In equity. Action for unfair competition. Decree for plaintiff. 


McLeod, Fixel, Abbott & Fixel, of Detroit, Mich., for plaintiff. 
Butzel, Eaman, Long, Gust & Bills, of Detroit, Mich., for defendants. 


Mornet, District Judge: 


The original decision of this court in said cause, upon appeal to the Circuit 
Court of Appeals was reversed, the decision using the following language: 


It is clear, however, that all facts bearing upon the controversy and neccessary to 
its determination, are not before the court. Since both litigants have marketed their 
products under the trade-name through retail dealers and distributors throughout the 
United States, we are unable to say upon this record whether the condemned trade- 
mark “Dirigold” has any value if excluded from use in connection with articles moving 
in interstate commerce. We are likewise unable to say upon this record whether a property 
right resides in a formula and process when the former has been given to the public, 
and may proclaim the latter. Certainly, a court of equity will not sustain restraint 
in the use of that which lies on the public commons accessible to all. It therefore becomes 
necessary to remand the case for further evidence and appropriate findings of fact 
thereon. . . . The court reverses the decree without prejudice and the cause is remanded 
for further proceedings in conformity herewith. 


What might perhaps be termed a supplementary hearing was had before this 
court, and counsel for the parties respectively appeared with their witnesses, and 
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records, and depositions and additional proofs were taken herein. Depositions of 
witnesses on behalf of said plaintiff as well as oral testimony was given to show 
the extent of the sale and trade of the particular product therein involved, the enor- 
mous number of sales, and the numerous customers who have purchased the 
particular product all within the State of Illinois. 

The plaintiff herein has its factory in Barrington, IIl., and transacts an extensive 
business in the State of Illinois, selling only its Dirigold products to retail firms 
who dispose of the same in the State of Illinois. Goldblatt Bros. alone have eight 
stores in Illinois and have sold thousands of dollars’ worth of Dirigold; have spent 
thousands of dollars in advertising the name “Dirigold” and consider that the 
name has a special significance and good-will in the State of Illinois. Plaintiff only 
uses the name “Dirigold” on merchandise sold in Illinois. However, Illinois has 
been the largest field since Dirigold was marketed in the United States and one 
store, according to the evidence, having sold “dirigold” to 250,000 customers. 

Aside from the order of the Federal Trade Commission, in respect to the 
interstate commerce of the particular product, and under the particular name herein, 
is considered, this court is satisfied that the plaintiff herein can manufacture and 
sell within the State of Illinois solely without any violation of the said order of 
the Trade Commission, and the court fiads and determines that the particular trade- 
name herein involved has great value as indicated by the numerous sales, and the 
numerous dealers of the particular product herein. Federal Trade Commission v. 
Bunte Bros., Inc., United States Supreme Court, February 17, 1941 [85 L. Ed. 
531]. 

Upon the question of the effect of the dissolution of the Swedish corporation, 
and as affecting the rights of the parties herein and the plaintiff herein, the court 
finds that the contract between the Swedish company and the inventors provided 
that “should the Company get into difficulties or go through bankruptcy or their 
activity cease, all the Company’s rights revert back to the inventors according to 
the contract.” The dissolution of the Swedish company was accomplished after 
the final hearing in this case and after the contract was executed by and for the 
Swedish company with the plaintiff herein. The Swedish company’s right con- 
sisted solely of the right to receive 40 percent of “cash, stock, joint stock, royalty 
or other useful things” derived from the granting of the exclusive license. It is 
this 40 percent which would revert to the inventors now that the Swedish com- 
pany is dissolved, and the contract does not expressly or impliedly provide for the 
cancellation or termination of any outstanding valid contract, granted prior to 
the dissolution of the Swedish corporation. 

Upon the question of the secret process herein, the court upon the so-called 
supplemental hearing, observed all the precautions as indicated in the opinion 
of the Appellate Court; the testimony of the two individuals was taken secretly 
in the chambers of the court by a stenographer; the notes were placed with the 
court and were transcribed later in the court’s chambers and the transcription and 
the notes were delivered to the court who now has them in its possession ; thereafter, 
counsel for both parties were permitted to read the testimony of Molin and Von 
Molmberg so taken as the court believed that it was necessary that they have 
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some knowledge as to the evidence taken in order to intelligently present the matter 
to the court. 

It is contended herein that there is no secret process because of the fact that 
the constituent metals and the approximate percentages necessary to produce the 
product in question, were published in several books and counsel, and some wit- 
nesses, indicated that in ordinary foundry practice, anyone could proceed and 
produce the particular metal in question. The court is unable to find this to be 
true. While Doctor Waldman’s book and articles submitted to the Court of 
Appeals, upon the original hearing, gave only approximate percentages of the 
constituent metals, the formula in Brandt’s book was supplemented by various 
fluxes not mentioned in the book. No witness testified that with the Brandt formula 
alone Dirigold could be produced. Von Molmberg testified that the metal could 
not be made from approximate percentages. 

Molin in the original answer filed herein agreed that there was a secret process, 
and in the answer filed upon the supplemental hearing, he changed his position and 
contended that there is no secret process. The court is somewhat impressed by 
the position in which Molin now finds himself; that he is now obviously prompted 
in taking this position as a matter of interest. No witnesses testified that with the 
Brandt formula alone Dirigold could be produced. The process, both parties 
agreed, concerned itself with the manner of mixing the metals, the order in which 
they were introduced, and the temperature control at various stages of the melting, 
was a very important factor; as well as moulding and casting. This process was 
considered by both, something which had been jointly developed and which accom- 
plished results not therefore nor thereafter attained by any other persons or firms. 
The particulars in which the ultimate product of Molin and Von Molmberg differed 
from others of a similar kind were, uniformity of color and freedom from imper- 
fections such as blisters, blow-holes, white spots or cracks and oxidization. The 
finished product derived from the process is entirely different in these respects from 
any other metal ever manufactured, and it is therefore, immaterial whether the result 
was within the expected mechanical skill of any skilled foundryman, or whether 
the means by which the discovery was made are obvious or whether it was experi- 
mentation with known factors that led to the result. Dirigold is an alloy, not a 
metal. It is a chemical composition which Molin and Molmberg developed after 
years of experimentation. 

A metallurgist or an experienced foundryman even by using the formula 
stated in the book “Engineering Alloys’ which was called to the attention of the 
Appellate Court would get a result appearing somewhat like Dirigold but which 
would merely be lumps of metal full of impurities; Molin and Molmberg were aware 
of many published formulas of Dirigold before they developed what is called the 
“secret process” but what was developed is different from anything else and produces 
an alloy different than ever was produced in the world before. There are several 
steps in the process of making the metal. Temperature control enters greatly 
into the result obtained; the formula published by Doctor Dornblatt is different 
from the correct Dirigold because it shows approximate quantities, whereas the 
quantities must be exact and definite. There is no secret of the ingredients, which 
are copper, aluminum, tin and nickel, which enter into the composition of the metal. 
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But the proportions in which the ingredients are introduced and the definite ways 
that those four elements are mixed is a part of the secret. In order to obtain 
different grades of hardness in the metal and yet have it workable, with a gold 
color and clean, Molin and Molmberg varied the amount of the ingredients until 
they found a metal that was satisfactory. No one can determine the process 
by which Dirigold is made either by inspection of the metal or an analysis of it. 

The formula in Doctor Brand’s book does not specify at what temperature the 
copper and aluminum are melted, although it makes a difference in a metal whether 
a certain temperature is maintained when it is melted. And in making Dirigold, 
the temperature at different stages of the process has a great deal to do with what 
the finished product is. Brandt’s book says nothing about the temperature used in 
making the metal at any stage of the proceedings yet, if the process were published 
there would be a disclosure of the temperatures of the metal and the various com- 
pounds at each stage. 

While it was asserted that the process had been published in a book, Molin, who 
made the claim, could not name the book, and finally claimed that the process 
was one which could be interpreted by using common foundry practice, although 
he and Molmberg after some years of foundry practice, decided that the process 
was something only they knew and therefore locked it in a safe in Sweden, and 
agreed never to disclose it except according to the contract. He now admits that 
he has since learned that no one he knows of, has discovered it, although there are 
thousands of foundrymen. And, although he contends there was no secret process, 
he finally admitted that he would not say that it would be a common foundry 
practice for a foundryman to discover this wonderful metal and defined it as an 
extraordinary result. 

It also appears to the court that beside temperature control at the various stages 
of manufacture, there is still a knowledge required with reference to the mixing and 
melting in order to prevent over-heating the metal, and the court is persuaded that 
the mere fact that one knows the percentages or constituents is not sufficient to enable 
even an experienced foundryman to make the metal in question. 

The process of making Dirigold consists of several steps, such as mixing and 
melting, during which the metal is heat treated under controlled temperatures, all 
of which are secret. Others, such as International Silver Company, and American 
Brass Company, have endeavored to make a similar metal, but were unable to 
succeed, because the product was full of impurities, and it could not be properly 
worked, rolled, stamped or forged. 

The fact that the means by which the making of Dirigold was discovered, are 
obvious, and a result of experimentation, does not destroy the value of the dis- 
covery to the one who made it. The secret process developed by Molmberg and 
Molin resulted in creating a metal free from imperfection, with a gold color that 
retains its original shade without turning brassy, and of a uniformity, hardness and 
utility which has caused an immediate and widespread reception. 

The court therefore finds and determines that the process involved herein, for 
the production of the metal “Dirigold,” is a secret process and entitled to the 
court’s protection. A. O. Smith Corp. v. Petroleum Iron Works Co., 73 F. 2d 
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538-9; Ward v. Grand Detour Plow Co., 14 F. 696; Newbury v. Fowler, 28 F. 
454; Railway Reg. Mfg. Co. v. N. Hudson County Rwy. Co., 26 F. 411. 

The court hereby reaffirms its decision heretofore entered in said cause, on 
all of the issues involved herein, and finds and determines that the plaintiff herein 
is entitled to the relief prayed for. Accordingly a decree may be presented. 




































THE PURE OIL COMPANY v. PURITAN OIL COMPANY, INC. 
United States District Court, District of Connecticut 
May 12 and 13, 1941 


TRADE-MARK INFRINGEMENT—“PuRE” AND “PURITAN” ON GASOLINE—J URISDICTION. 

Where, in an action for trade-mark infringement, defendant’s sole use of the mark was 

intrastate, a claim of infringement under the federal act was dismissed. 
TRADE-MARK INFRINGEMENT—SUITS—AMOUNT IN CONTROVERSY. 

Plaintiff’s allegation of damage in the amount of $3,000 caused by defendant’s sales of 
gasoline under an allegedly infringing trade-mark held unfounded, inasmuch as such sales 
were made only at defendant’s filling station at Hartford, and it was doubtful whether 
enough “Pure Oil” customers or prospective customers purchased defendant’s gasoline in 
sufficient quantity to support the jurisdiction of a federal court. 

TRADE-MARK INFRINGEMENT—SUITS—] URISDICTION. 

Inasmuch as defendant put the jurisdictional allegations of the complaint in issue, it was 
incumbent on the party invoking the court’s power to produce evidence of the facts on 
which its exercise might be based. 


In equity. Action for trade-mark infringement and unfair competition. Com- 
plaint dismissed for lack of jurisdiction. 


Kelly Bell, of Chicago, Ill. (Gross, Hyde & Williams, of Hartford, Conn., and 
Vinson, Elkins, Weems & Francis, of Houston, Texas, on the brief), for 
plaintiff. 

George H. Cohen and Joseph Ress (Naaman Cohen, on the brief), all of Hartford, 
Conn., for defendant. 


Cxiark, Circuit Judge: 


The plaintiff in this action, The Pure Oil Company, is a producer, refiner, 
and distributor of gasoline and other petroleum products, selling its products to 
motorists through filling stations in at least twenty-five states east of the Rocky 
Mountains. At the present time, however, it does not distribute gasoline or other 
products through filling stations in Connecticut. In fact, its only sales in this 
state are of industrial and lubricating oils and greases to industrial concerns, not 
bought for or used in automobiles. 

The defendant owns and operates a single filling station in Hartford, Conn., 
through which it sells lubricating oils and greases under the nationally advertised 
trade-marks of their producers, and gasoline under the trade-mark, “PURE 
Gasoline.” 

Plaintiff, alleging the ownership of several trade-marks registered under federal 
law, brought this action to enjoin defendant’s use of the word “PURE” in con- 
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nection with the sale of its gasoline and of the name “Puritan,” and for damages 
and an accounting. It claims protection under the Federal Trade-Mark Act, 15 
U. S. C. A. § 81 et seg., and under the common law of unfair competition, and 
alleges federal jurisdiction by reason of the Federal Act and of the diverse citizen- 
ship of the parties. It alleges that it is an Ohio, and defendant a Connecticut, 
corporation, and that the matter in controversy exceeds $3,000, exclusive of interest 
and costs. Defendant in its answer admitted its conduct of the business in question, 
notwithstanding plaintiff’s notice to desist, and either denied, or asserted lack of 
knowledge of, all the other allegations of the complaint. 

It affirmatively appears, however, that defendant’s use of the word and name 
alleged to be an infringement of plaintiff’s rights is solely in connection with its 
operation of its own filling station in Hartford and its sale of motor fuels and oils 
from that station to persons making purchases on the spot. Clearly, this is not 
a use of the infringing symbols in interstate commerce, and the claim under the 
Federal Act must therefore be dismissed. United States Printing and Lithograph 
Co. v. Griggs, Cooper & Co., 279 U. S. 156, 49 S. Ct. 267, 73 L. Ed. 650 [19 
T.-M. Rep. 187]; Youngs Rubber Corp. v. C. I. Lee & Co., 2 Cir., 45 F. 2d 103 
{21 T.-M. Rep. 63]. 

Turning to the alternate ground of jurisdiction, the question at once arises 
as to whether or not the matter in controversy is of value of more than $3,000. 
On the trial, plaintiff declined to offer any proof whatsoever of damage to its busi- 
ness occasioned by defendant’s alleged wrong; and when defendant offered to 
prove in rebuttal of damages that it had continuously operated at a loss, plaintiff 
renounced its prayer for damages and an accounting, and stood merely on its prayer 
for an injunction. It was further shown, however, in other connections, that defend- 
ant’s average sales through its single station had been at the rate of 200,000 gallons 
of gasoline per year, and that at least 95 percent, or practically all, of these sales 
were made to residents of the City of Hartford. There was no showing of the 
quality of defendant’s service. 

On these facts it cannot be maintained that plaintiff has sustained injury through 
a diversion of its business, for the geographical market of a filling station is necessarily 
so localized that few motorists would ever practically weigh the advantages of being 
served by one filling station in Hartford or by another in New York City. Of 
course, a wrongful diversion of business is not an essential part of an action for 
unfair competition, Yale Electric Corp. v. Robertson, 2 Cir., 26 F. 2d 972 [18 
T.-M. Rep. 321], but is one of the most easily calculable elements of damages. In 
the absence thereof the mere assumption of power by one merchant over the reputa- 
tion of another through an unjustified appropriation of the latter’s name or marks 
may be a wrong, but it carries with it definite damage to the latter only if the 
former’s service is of lower quality, or if his use of the name destroys what would 
otherwise be the uniqueness of its associations. It does not appear that defendant’s 
commodities are of lower quality or its service less efficient than plaintiff’s. But 
assuming, arguendo, that defendant’s service is poor, it is at least doubtful that 
enough Pure Oil customers or prospective customers call at defendant’s station so 
as to cause injury to plaintiff’s reputation to the extent of $3,000. If this is so, 
and if such injury, present and prospective, is the correct measure of the amount 
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in controversy, Winchester Repeating Arms Co. v. Butler Bros., D. C. N. D. II, 
128 F. 976; Draper v. Skerrett, C. C. E. D. Pa., 116 F. 206; Griggs, Cooper & Co. 
v. Erie Preserving Co., C. C. W. D.N. Y., 131 F. 359, it obviously is not sufficient 
here to support the jurisdiction of a federal court, and the second ground of juris- 
diction must also fail. 

This conclusion is not shaken by reference to statements that the amount in 
controversy in an action for unfair competition is the value of the mark, name, or 
good-will sought to be protected. Lambert v. Yellowley, 2 Cir., 4 F. 2d 915, 
918, affirmed 272 U. S. 581, 47 S. Ct. 210, 71 L. Ed. 422; Harvey v. American 
Coal Co., 7 Cir., 50 F. 2d 832, 834, certiorari denied 284 U. S. 669, 52 S. Ct. 43, 
76 L. Ed. 566; Ury v. Mazer Cigar Mfg. Co., 8 Cir., 253 F. 551; Wisconsin Electric 
Co. v. Dumore Co., 6 Cir., 35 F. 2d 555, 556 [19 T.-M. Rep. 496], certiorari 
dismissed 282 U. S. 813, 51 S. Ct. 214, 75 L. Ed. 728. In all of these cases it 
seems obvious that the court considered the entire value of the good-will to be 
threatened by the alleged infringement, and that the value of the good-will was 
thus exactly equivalent to the amount of the present and prospective damage. The 
significance of the statement in each case was that the amount in controversy was 
not to be taken as limited by the amount of damages already accrued, but should 
include those reasonably to be expected to accrue in the future. This is equally 
obvious from the citation in the Dumore case of Hunt v. New York Cotton Ex- 
change, 205 U. S. 322, 333, 27 S. Ct. 529, 51 L. Ed. 821, and from the citation 
in both the Dumore and Lambert cases of Bitterman v. Louisville & N. R. Co., 
207 U. S. 205, 224, 28 S. Ct. 91, 52 L. Ed. 171. See also Hennessy v. Herrmann, 
C. C. N. D. Cal., 89 F. 669; and Symonds v. Greene, C. C. S. D. N. Y., 28 F. 834. 

To measure the amount in controversy by reference to the value of certain 
property, irrespective of the extent of injury to it, would be entirely arbitrary, 
and inconsistent with the general principle by which the amount in controversy is 
defined as the “value of the object to be gained” by the action. Glenwood Light 
& Water Co. v. Mutual Light, Heat & Power Co., 239 U. S. 121, 125, 36 S. Ct. 
30, 60 L. Ed. 174. Compare KVOS, Inc. v. Associated Press, 299 U. S. 269, 
57 S. Ct. 197, 81 L. Ed. 183; Central Mexico Light & Power Co. v. Munch, 2 
Cir., 116 F. 2d 85, 87, and authorities there cited; Carroll v. Somervell, 2 Cir., 116 
F, 2d 918. 

Finally, it may be suggested that the court at least acquired jurisdiction to 
pass on the federal question of trade-mark infringement, although the allegations 
and proof were insufficient to establish a right of recovery, Siler v. Louisville & 
N. R. Co., 213 U. S. 175, 192, 29 S. Ct. 451, 53 L. Ed. 753; Binderup v. Pathe 
Exchange, 263 U. S. 291, 305-308, 44 S. Ct. 96, 68 L. Ed. 308; Moore v. New 
York Cotton Exchange, 270 U. S. 593, 609, 46 S. Ct. 367, 70 L. Ed. 750, and that 
it should retain that jurisdiction to pass on the claim of unfair competition as having 
arisen out of the same state of facts. Hurn v. Oursler, 289 U. S. 238, 53 S. Ct. 
586, 77 L. Ed. 1148 [23 T.-M. Rep. 267]. 

It is doubtless true that the facts supporting an action for trade-mark infringe- 
ment under the federal statue and one for unfair competition are substantially the 
same, although the former requires a showing of a use in interstate commerce. 
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Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315, 325, 59 
S. Ct. 191, 83 L. Ed. 195, cf. Kasch v. Cliett, 5 Cir., 297 F. 169. But whether the 
court acquired jurisdiction in the first place unquestionably depends on the further 
question whether the federal claim was substantial. Hurn v. Oursler, supra. 

Certainly, there was and could be no substantial claim here that defendant’s 
infringing use was in interstate commerce. The complaint alleged only that de- 
fendant operated a filling station in the City of Hartford, in connection with which 
these infringing words were used, and the proof has made the restricted area of 
defendant’s business clearly apparent. Indeed, plaintiff has never suggested the 
contrary. 

Hence there can be no substantial federal claim here unless plaintiff may seri- 
ously contend that the infringing use need not be in interstate commerce in 
order to create a claim under the Federal Act. It might once have done so, for 
the clause of 15 U. S. C. A. § 96 requiring the infringing use to be in interstate 
commerce is not found in other remedial sections, 15 U. S. C. A. §§ 97, 99 et seq. 
But this possibility has long been laid to rest by the Supreme Court, United States 
Printing and Lithograph Co. v. Griggs, Cooper & Co., supra, by the Second Circuit, 
Youngs Rubber Corp. v. C. I. Lee & Co., 2 Cir., supra, and by the First, Fifth, 
Eighth, and Ninth Circuits. Edgar P. Lewis & Sons, Inc. v. Mars, Inc., 1 Cir., 
62 F. 2d 406, certiorari denied 288 U. S. 611, 53 S. Ct. 405, 77 L. Ed. 985; Kasch 
v. Cliett, 5 Cir., supra; Ironite Co. v. Guarantee Waterproofing Co., 8 Cir., 64 F. 
2d 608 [23 T.-M. Rep. 155]; Horlick’s Malted Milk Corp. v. Horluck’s, Inc., 
9 Cir., 59 F. 2d 13 [22 T.-M. Rep. 319]. The same result was reached under 
the similar provisions of the Act of 1881. Warner v. Searle & Hereth Co., 191 
U. S. 195, 24 S. Ct. 79, 48 L. Ed. 145. No opinion has been found to the contrary, 
nor any real attack on the Griggs rule since that case was decided. 

In the face of such unequivocal and unwavering authority, I do not believe that 
plaintiff could have seriously contended against this rule, or have made a substan- 
tial claim under the Federal Act. Levering & Garrigues Co. v. Morrin, 289 U. S. 
103, 53 S. Ct. 549, 77 L. Ed. 1062, seems directly in point. There several employers 
sought to enjoin certain activities of a labor union as illegal both at common law 
and under the Sherman Act. Their complaint showed that the defendant’s common 
aim was to establish a closed shop in the local construction industry, in which all 
parties were engaged, and that striking and boycotting were the means employed. 
It showed further that interstate commerce was affected only by an incidental inter- 
ruption of the importation into the state of construction materials used by the plain- 
tiffs in their business. That such facts constituted no restraint on interstate com- 
merce within the meaning of the Sherman Act had been previously decided in 
United Mine Workers v. Coronado Coal Co., 259 U. S. 344, 42 S. Ct. 570, 66 
L. Ed. 975, and United Leather Workers v. Herkert & Meisel Trunk Co., 265 
U. S. 457, 44 S. Ct. 623, 68 L. Ed. 1104. Dismissal of the non-federal question 
was said to follow from the fact that “the federal question presented was plainly 
unsubstantial, since it had, prior to the filing of the bill, been foreclosed by the two 
previous decisions last named, and was no longer the subject of controversy.” 
Levering & Garrigues Co. v. Morrin, supra, 289 U. S. at page 108. Compare 
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Shulman and Jaegerman, Some Jurisdictional Limitations on Federal Procedure, 
45 Yale L. J. 393, 401. 

Defendant has put the jurisdictional allegations of the complaint in issue, and 
it was incumbent upon the party invoking the court’s power to produce evidence 
of the facts on which its exercise might be based. McNutt v. General Motors 
Acceptance Corp., 298 U.S. 178, 56 S. Ct. 780, 80 L. Ed. 1135; Hague v. C. I. O., 
307 U. S. 496, 507, 59 S. Ct. 954, 960, 83 L. Ed. 1423; Central Mexico Light 
& Power Co. v. Munch, supra. Therefore, as the case now stands, I think the 
complaint must be dismissed for lack of jurisdiction. Since, however, it was tried 
and briefed without specific attention to the jurisdictional point, I deem it appro- 
priate to, and will, delay entry of the order for ten days to give plaintiff time to 
request further consideration of this issue if it believes it can controvert the result 
here reached. 


ADDITIONAL MEMORANDUM FILED 
May 31, 1941 
Crark, Circuit Judge: 


Plaintiff has now filed a brief, wherein, without contesting the conclusion that 
no jurisdiction over trade-mark infringement was shown, it ably argues “that 
a large national or semi-national company always has $3,000 worth of its good-will 
at stake, no matter how small or limited a concern the defendant may be operating 
if there is danger of confusion between the two.” It urges that the amount in 
controversy is measured by the total value, wherever found, of the right for which 
protection is sought, not the value of so much of it as is threatened by defendant’s 
acts, and further that even the value of the right threatened here exceeds the 
jurisdictional amount. 

To the first point, plaintiff cites cases where an injunction was granted against 
unfair competition, although the threat of actual injury appears to have been small. 
In some the jurisdictional issue is not mentioned, R. H. Macy & Co., Inc. v. Macy’s 
Drug Store, Inc., 3 Cir., 84 F. 2d 387 [23 T.-M. Rep. 443]; Buckspan v. Hudsons’ 
Bay Co., 5 Cir., 22 F. 2d 721 [18 T.-M. Rep. 4], certiorari denied 276 U. S. 628, 
48 S. Ct. 321, 72 L. Ed. 739; The Governor, Etc. v. Hudson Bay Fur Co., D. C. 
Minn. 33 F. 2d 801 [19 T.-M. Rep. 453]; Standard Oil Co. of New Mexico v. 
Standard Oil Co. of Calif., 10 Cir., 56 F. 2d 973 [22 T.-M. Rep. 363], though in 
others it is Del Monte Special Food Co. v. California Packing Corp., 9 Cir., 34 F. 
2d 774 [19 T.-M. Rep. 443] ; Indian Territory Oil & Gas Co. v. Indian Territory 
Illuminating Oil Co., 10 Cir., 95 F. 2d 711; certiorari denied 305 U. S. 607, 59 
S. Ct. 67, 83 L. Ed. 386; Great Atlantic & Pacific Tea Co. v. A. & P. Radio Stores, 


1. Warner v. Searle & Hereth Co., supra, 191 U. S. at pages 205, 206, is not to the con- 
trary. There a bill which had failed to allege an infringing use of a valid trade-mark in foreign 
commerce was said nevertheless to invoke appellate judisdiction of a federal question. But the 
Trade-Mark Act of 1881 was even less clear, in requiring such use, than the present act; and 
at the time of the Warner decision, there was no settled interpretation of its meaning. Ryder 
v. Holt, 128 U. S. 525, 9 S. Ct. 145, 32 L. Ed. 529, was said to hold “in effect” that the 
infringing use must be in interstate commerce, Warner v. Searle & Hereth Co., supra, 191 
U. S. at page 206; but the opinion in that case does not specify infringing use as distinguished 
from plaintiff’s use, and the question had remained sufficiently open that the entire Warner 
opinion was devoted to its resolution. The issue was therefore substantial. 
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Inc., D. C. E. D. Pa., 20 F. Supp. 703. As to all these it is clear that the plaintiff 
is actually carrying on a very substantial business in the district of suit.* None, 
therefore, felt the need of stating the issue which is presented here, whether the 
value of all of plaintiff’s good-will, viewed as a national or semi-national business, 
or whether that part of it subject to threat of injury by defendant’s practices is the 
true measure of the amount in controversy. 

At any rate, however they would treat that issue if before them, it seems to me 
the Supreme Court decisions, especially the recent ones, require the result herein 
reached. The rule stated in the opinion is substantially a paraphrase of McNutt v. 
General Motors Acceptance Corp., 298 U. S. 178, 56 S. Ct. 780, 80 L. Ed. 1135, in 
which jurisdiction over an action to enjoin enforcement of a regulatory state statute 
was declined on the ground that plaintiff had shown only the value of the business, 
not the extent of the injury threatening it (298 U.S. at page 181): “The value 
or net worth of the business which respondent transacts in Indiana is not involved 
save to the extent that it may be affected by the incidence of the statutory regula- 
tion. The object or right to be protected agains unconstitutional interference is the 
right to be free of that regulation. The value of that right may be measured by 
the loss, if any, which would follow the enforcement of the rules prescribed. The 
particular allegations of respondent’s bill as to the extent or value of its business 
throw no light upon that subject. They fail to set forth any facts showing what, 
if any, curtailment of business and consequent loss of enforcement of the statute 
would involve.” See also Connor v. Rivers, D. C. N. D. Ga., 25 F. Supp. 937, 
affirmed 305 U. S. 576, 59 S. Ct. 359, 83 L. Ed. 363; 49 Yale L. J. 274. 

Nor is there any reason to believe that the rule for determining the amount 
in controversy applicable in unfair competition cases is different from the rule 
applied in other cases. KVOS, Inc. v. Associated Press, 299 U. S. 269, 57 S. Ct. 
197, 81 L. Ed. 1813, was a suit to enjoin unfair competition. The bill sought 
“redress for damage to the respondent’s (Associated Press) business and for 
damage to the business of some or all of its members.”” 299 U. S. at page 277. 
There could have been no question that the total value of the business of any one 
of several members affected greatly exceeded $3,000. Yet the bill was dismissed 
because defendant’s practices were not shown to damage any of the members in 
that amount. 

It may be noted further that, in Del Monte Special Food Co. v. California 
Packing Corp., supra, and perhaps in others of the cited cases, there appears to 
have been reason to believe that defendant’s business would expand, and that its 
infringing use would become progressively more injurious. That inference as to 
the threatened, rather than the present, harm is not available here, because defend- 
ant has only a one-station business, has not made a profit on it, and gives no indi- 
cation whatever of acquiring other stations. 


2. The only cited case where this seems not the case is Stock Restaurant v. Marcus, 


D. C. E. D. Pa., 36 F. Supp. 90. There the court found the jurisdictional amount, since the 
plaintiff’s restaurant in New York was extensively advertised in and patronized by people 
from Philadelphia, and hence a restaurant by the same name in Philadelphia substantially 
injured the plaintiff’s good-will. 
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In support of its second point, plaintiff suggests that the injury to it would 
increase in the future if it should reestablish its Connecticut business, and cites 
United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 39 S. Ct. 48, 63 L. Ed. 
141 [9 T.-M. Rep. 1], and Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 
36 S. Ct. 357, 60 L. Ed. 713 [6 T.-M. Rep. 148]. Those cases, however, concern 
protection for a registered trade-mark, not the jurisdictional issue here present. 
Moreover, though it be conceded that plaintiff has a right to expand into Con- 
necticut and to have its good-will protected against the day it may choose to do so, 
yet that is far from showing that such expansion is probable enough to give any 
substantial value to its Connecticut good-will. The only evidence offered relative 
to its territorial program indicated a program of contraction, rather than expansion, 
and there was no evidence that it ever intended to resume operations in Connecticut. 
At best, the probability of injury to plaintiff in this respect is highly speculative, 
and plaintiff has failed to sustain the burden of proof imposed upon it by McNutt 
v. General Motors Acceptance Corp., supra. 

Plaintiff claims possible injury in two other ways. In Hartford there are 
representatives of large enterprises, such as the Fuller Brush Company and the 
United States Steel Corporation, which sell their products to plaintiff, and of 
many others which buy oil from plaintiff in Connecticut. These might be misled 
by defendant’s use of the “Pure” trade-mark. Secondly, there was some testimony, 
and one might accept the fact without proof, that some motorists from territories 
serviced by plaintiff (among other concerns) pass through Hartford and perhaps 
buy from defendant’s station, and that many residents of Hartford motor into such 
other territories and perhaps buy from plaintiff’s stations. Plaintiff's reputation 
might perhaps be injured with motorists who have never actually traded with 
defendant, by reason of poor service. But in all this there is no suggestion of sub- 
stantial injury to the amount of $3,000. There was neither allegation nor proof 
that defendant’s service is inferior or of low quality. True, such proof is not an 
essential to a showing of a right to relief, Yale Electric Corp. v. Robertson, 2 Cir., 
26 F. 2d 972 [18 T.-M. Rep. 321], if the court has jurisdiction; but it does bear 
directly on the issue of the extent of injury. So an owner of physical property has 
a right that it be free from technical trespass, but that right cannot be enforced in 
a federal court without a showing that the threatened injury is of the jurisdictional 
amount. Colony Coal & Coke Corp. v. Napier, D. C. E. D. Ky., 28 F. Supp. 76. 

It must be emphasized that this is not a question of plaintiff’s right to judicial 
relief, for the state courts are open freely to it, but whether or not plaintiff has 
sustained its burden of showing that it comes within the peculiar, though historic, 
limitations of federal jurisdiction. And though lawyers have been accustomed in 
the past to think of unfair competition and trade-mark infringement as interwoven 
parts of the same subject, yet the present emphasis upon state law in the federal 
courts forces for good or ill the former into the local state mold, while the latter 
remains a national matter. Chaffee, Unfair Competition, 53 Harv. L. Rev. 1289, 
1299. 

The clerk is directed to enter judgment forthwith dismissing the complaint, 
with costs to the defendant. 
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ALEXANDER YOUNG DISTILLING CO. v. NATIONAL DISTILLERS 
PRODUCTS CORP. 


United States District Court, Eastern District of Pennsylvania 


September 8, 1941 


TRADE- M ARKS—INFRINGEMENT— [EsT. 

The existence of trade-mark infringement depends, for the most part, on whether or not 
the public may be, or actually is deceived by the alleged similarity between two trade-marks 
into purchasing defendant’s products for the plaintiff’s. 

TRADE- MARKS—INFRINGEMENT—‘Y P M” anno “P M” oN WHISKEY—NON-CONFLICTING 
Marks. 

The letters “P M,” the initials of plaintiff’s trade-name ‘“Penn-Maryland” used on whis- 
key, held not to be deceptively similar (in the absence of any convincing evidence of infringe- 
ment) to the letters “Y P M,” used by plaintiff on like goods. 

TRADE-MARK INFRINGEMENT—SUITS—EVIDENCE. 

In the case at issue, while it was shown that certain customers who called for plaintiff's 
“VY P M” whiskey and were given defendant’s “P.M.” brand, finally got what they called 
for, and moreover, there was no proof that some customers used the phrase “Why, P. M.” 
when asked what whiskey they desired, there was no evidence of confusion sufficient to 
warrant an injunction. 

TRADE-MARK INFRINGEMENT—CONFUSING RESEMBLANCE—CRITERION. 

Similarity per se in sound or appearance of two trade-marks is not the true criterion, 

which is, rather, will the similarity cause confusion ? 
TRADE-MARK INFRINGEMENT—PATENT OFFICE DECISION—WEIGHT. 

A decision by the Patent Office that two marks are confusingly similar is not necessarily 
entitled to great weight in an infringement suit. 

UNFAIR COMPETITION—DISTINGUISHING DIFFERENCES IN LABELS. 

In the case at issue, the labels of the respective parties held to be so different that no one 
could mistake one for the other. There was, accordingly, no evidence that defendant had 
attempted to palm off its product as and for the plaintiff’s. 





In equity. Action for trade-mark infringement and unfair competition. Com- 
plaint dismissed. 


D. Arthur Magaziner, of Philadelphia, Pa., and A. W. Murray, of Chicago, IIL, 
for plaintiff. 

Morgan, Lewis & Bockius and W. Heyward Myers, Jr., both of Philadelphia, Pa., 
and Breed, Abbott & Morgan and Gerald J. Craugh, all of New York City, for 
defendant. 


KALODNER, District Judge: 


This is a trade-mark infringement and unfair competition suit, tried before me 
without a jury. The complaint alleges that the plaintiff, a Pennsylvania corpora- 
tion, owns a valid and subsisting trade-mark, “Y.P.M.,” which it uses in connection 
with its manufacture, sale and distribution of whiskey; and that the defendant, a 
Virginia corporation, uses a trade-mark “PM” in connection with its manufacture, 
sale and distribution of an identical product—whiskey ; whereby, the defendant is 
guilty of trade-mark infringement, unfair competition, and “‘palming-off.” 

The complaint contains the conventional averments of long prior use of the 
trade-mark by the plaintiff and its predecessor, and the acquisition of a “secondary 
significance” and “valuable reputation” by the trade-mark “Y.P.M.” for whiskey, 
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as indicating whiskey originating exclusively with the plaintiff. The complaint also 
sets forth its certificates of registration of the trade-mark “Y.P.M.” for whiskey. 
The plaintiff prays for temporary and permanent injunctions ; for damages and 
accounting for profits; for costs; for the delivery and destruction of infringing 
labels, etc.; and for general relief. 
The answer sets forth the following defenses : 


(a) The plaintiff has no valid trade-mark in the letters “Y.P.M.” 

(b) Defendant’s rights in the trade-mark “PM” became fixed prior to any acquisition 
in a valid trade-mark “Y.P.M.” by the plaintiff, because of prior abandonment of the 
trade-mark, and because of defects in the plaintiff’s chain of title to the trade-mark. 

(c) Defendant is guilty of neither infringement nor unfair competition. 


At the trial, evidence was adduced relating to the ownership, validity, abandon- 
ment or non-abandonment, and chain of title of the trade-mark ““Y.P.M.” 

The greater part of the testimony, however, was directed, on the plaintiff's part, 
to proving that the two trade-marks “Y.P.M.” and “PM” were confusingly and 
deceptively similar, and that the public was misled into purchasing defendant’s 
product. The defendant’s testimony on that score was directed towards proving 
the opposite. 

Preliminarily, the discussion will be devoted to this last-mentioned aspect of 
the case—whether or not defendant’s use of the trade-mark ‘“‘PM” constitutes trade- 
mark infringement and unfair competition. 

This, in turn, depends for the most part upon whether or not the public may be, 
or is, actually deceived and misled by the alleged similarity between the two trade- 
marks into purchasing the defendant’s products for the plaintiff’s. 

It is also appropriate to consider the question whether or not the trade-mark 
“PM” was deliberately adopted by the defendant in an attempt to benefit from any 
good-will which the plaintiff’s trade-mark might possess. For this reason, it is 
desirable first to review the history of the presently litigating parties, and the evolu- 
tion and final adoption of their respective trade-marks by each. 

According to the plaintiff, the trade-mark ““Y.P.M.” for whiskey was originally 
used by Alexander Young Company, Limited, a partnership; subsequently, by the 
plaintiff ; and later by Margulis & Co., a corporation, under the terms of an agree- 
ment made first between the plaintiff and Samuel Margulis, and later under the 
terms of an agreement made between owners of the plaintiff’s corporate stock and 
Samuel Margulis; under the provisions of which latter agreement Margulis acquired 
all the outstanding capital stock of the plaintiff. Still later, there was an agreement 
between Margulis & Co. and the plaintiff, whereby the latter acquired all the assets 
of the former, including trade-marks and good-will of Margulis & Co. 

The defendant corporation, organized in 1924, created a wholly-owned sub- 
sidiary, Penn-Maryland Corporation in 1933. 

In 1934 the subsidiary began advertising and selling three whiskeys of different 
grades and prices: 

Penn-Maryland DeLuxe 


Penn-Maryland Imperial 
Penn-Maryland Regal. 


The above whiskeys were sold in interstate commerce from and after 1934. 
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In January, 1936, all assets, good-will, etc., of Penn-Maryland Corporation were 
transferred to its sole stockholder, Penn-Maryland, Inc. (incorporated in 1933), 
and thereafter immediately to the defendant, which owned all of its stock. The 
whiskeys were still sold under the names shown above. 

In March, 1936, and in November, 1936, the defendant adopted and began to 
sell and distribute whiskey under two trade-marks consisting of the names ‘“Penn- 
Maryland Private Stock” and “PM Bar Special,” respectively. (Both of these 
brands have been discontinued except that small sales of ‘““Penn-Maryland Private 
Stock” are still made in New York.) 

In May, 1936, the “Penn-Maryland Imperial” brand having meanwhile become 
inactive, the defendant began considering a change in the style of the labels bearing 
the names “‘Penn-Maryland DeLuxe,” “Penn-Maryland Regal,’ and “Penn-Mary- 
land Private Stock.” The changes in the labels consisted of an increase in the size 
of the initials “P’ and ‘““M” in the compound word “Penn-Maryland,” and also 
changes in the color and style. The changed labels have been used on whiskey sold 
and distributed by the defendant since December, 1936, or January, 1937. 

The enlargement of the initial letters “PM” in the name “Penn-Maryland” 
(as used on the defendant’s labels) results in so disproportionate a relation between 
the size of the initial letters and the other letters in the name “Penn-Maryland,” 
that for the purposes of this case it may be almost assumed that the defendant uses 
only the letters ““PM” on its labels, in designation of the product. This conclusion 
is further justified by the circumstance that, because of different coloring, the initial 
letters “PM” stand out more visibly than the other letters. 

It must be noted at this point that all of the defendant’s labels bear the following : 
“Blended by National Distillers Products Corporation, Cincinnati, Ohio.” 

In November, 1938, the defendant launched an advertising campaign in promo- 
tion of the “Penn-Maryland DeLuxe Brand,” using the letters “PM” by themselves 
in the text of the advertising in referring to the product, so that it read: “PM 
DeLuxe.” In November, 1939, defendant began to use the letters “PM” by them- 
selves on the back label of the “Penn-Maryland DeLuxe” brand. Incidentally, the 
defendant did not advertise the Penn-Maryland brands in 1937, and spent only 
$7,523 for advertising in 1938. 

As far as the present situation is concerned, the defendant now uses only two 
Penn-Maryland brands—the “DeLuxe” and “Regal.” The “DeLuxe” brand, it 
may be mentioned, is a higher priced brand than whiskey sold by the plaintiff. 

From April, 1935, to mid-1939, the plaintiff sold a single grade of whiskey 
under its “Y.P.M.” trade-mark. Since mid-1939 the plaintiff has sold two grades 
of whiskey under the trade-mark “Y.P.M.,” namely, “Y.P.M. Blue Label” and 
“Y.P.M. Yellow Label.” The “Blue Label” is a higher priced brand than the “Yellow 
Label.” The two labels used by plaintiff are different in color from each other, and 
both are different from the color and design used upon the single grade of “Y.P.M.” 
from 1935 to 1939. 

The labels used by plaintiff on both brands bear the word “Young’s” imme- 
diately above the letters “Y.P.M.” 
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There is no claim by the plaintiff that the labels of the respective parties exhibit 
any similarity in color or in design, and, as a matter of fact, the labels are entirely 
different in color and appearance. 

The crux of the plaintiff's complaint is that the defendant’s use of the letters 
“PM” is confusingly similar to the plaintiff's “Y.P.M.” 

The first conclusion at which I arrive is that there was no attempt on the defend- 
ant’s part deliberately to adopt the letters ““PM” in order to obtain an advantage 
from the similarity between those letters and defendant’s “Y.P.M.” trade-mark. 
Mr. MacNamara, director and vice-president of the defendant company, testified 
on page 545 of the record, that the brand names formerly used (‘‘Penn-Maryland 
DeLuxe Blended Rye Whiskey,” “Penn-Maryland Regal,’ “Penn-Maryland Im- 
perial”) were too lengthy and cumbersome, and that salesmen and advertising agents 
had criticized them—with the eventual result that the defendant simplified the 
names because they were influenced by the criticisms, and changed the labels by 
enlarging the initial letters “PM” of the name “Penn-Maryland.” 

I accept the explanation. I accept it because, first, Mr. MacNamara impressed 
me as telling the truth in that regard; second, because the record is barren of any 
testimony which would warrant an inference that there was a deliberate plan to 
imitate plaintiff's trade-mark. There was no attempt to change the label in any 
other respect so as to make it similar to the plaintiff’s ; and it is reasonable to suppose 
that there would have been such an attempt if the defendant had set out upon a 
general course of imitation. Moreover, the fact that the defendant had used the 
name ‘“‘Penn-Maryland” as a name both for subsidiaries and upon its labels, lends 
some support to a contrary view, since many firms, as shown by the record, have 
adopted a policy of identifying their products by the initials of their corporate or 
firm names. 

The decision I have reached on this phase of the case does not determine the 
controversy, despite lack of any intent: McLean v. Fleming, 96 U. S. 245; Liggett 
& Myers Tobacco Co. v. Hynes, 20 F. 883. If the defendant’s use of “PM” mis- 
leads the public to purchase one brand for another ; if ““PM” is actually confusingly 
and deceptively similar to the plaintiff's trade-mark, then the use of “PM” should 
be enjoined. Is there such similarity and confusion? 

To find the answer to this question the proper place to search is in the record. 
The plaintiff depended upon these factors to establish confusion : 


(a) The similarity per se between the names “Y.P.M.” and “PM”; 
(b) Testimony of clerks in State Liquor Stores concerning confusion; 
(c) Testimony of shoppers, engaged by plaintiff, concerning confusion. 


In general, the clerks testified concerning some customers who asked for “PM” 
whiskey, and, after getting it, stated that “PM” was not what they wanted, and 
later bought “Y.P.M.”’ However, no instance appears in which the customer did 
not himself or herself rectify the apparent error and ultimately obtain what was 
actually desired. 

In one instance it was testified that a customer thought that the distributors of 
“Y.P.M.” also distributed the brand “PM.” Defendant’s brief, page 60, infers 
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that the customer was a representative of the plaintiff. Plaintiff’s reply brief, 
pages 22-23, says the inference is unwarranted, but does not deny the fact. 

So far as the shoppers are concerned, the testimony shows no instance where 
the shopper ultimately did not get what he asked for. In a number of cases the 
shoppers (who called at various taprooms) ordered a drink in this fashion: After 
the bartender asked what was wanted, the shopper would say: “Why—PM and 
soda”; or “Why, PM and soda.” 

The bartender, in some instances, understood this as an order for ““Y. P. M.” 
and in other instances as an order for “PM”’: in other instances, the bartender was 
uncertain and asked that the order be repeated and inquired whether “Y.P.M.”’ or 
“PM” was desired. 

I am of the opinion that the above testimony adduced by the plaintiff does not 
establish any confusion or deceptive similarity; or, to phrase it differently, does 
not establish that confusion, which is, in cases like this, a condition precedent to 
the granting of injunctive relief. 

In the first place, the instances where any sort of confusion existed at all were 
relatively few compared to the number of tests made. 

The testimony of the State Liquor Store clerks is inconclusive. They had all 
worked for considerable periods of time in the stores, and with the exception of 
one clerk, could remember only two or three scattered instances where a customer 
asked for “PM” and it later transpired that “Y.P.M.” was desired ; and in all cases 
the customer ultimately obtained the desired product. One clerk did testify that 
instances of confusion happened about once a week in a store catering to transient 
trade at 12th and Spring Garden Streets, in Philadelphia; but none of these cus- 
tomers, apparently, was confused to the extent of buying “Y.P.M.” for “PM’— 
since they all asked for “Y.P.M.” when a bottle of “PM” was shown to them 
(Record 324). As for the shoppers, they were evidently carrying out a policy of 
investigation based upon a preconceived idea by the plaintiff, that confusion might 
result when drinks were ordered at a bar because a customer, when asked what he 
wanted, might use a hesitating form of speech, and instead of asking directly for 
“PM,” might say instead: “Why—PM”; or, “Why, PM.” 

In the first place, there is no proof that customers normally inject the word 
“why” as an introductory word to an order for a drink of whiskey. In the second 
place, any confusion engendered by such a habit, if it existed, would only inure 
to the benefit of the plaintiff, since customers would get the plaintiff's brands when 
they asked for the defendant’s brands. In the third place, the bartenders all seemed 
to be alert and able to recognize the verbal punctuation between the word “why” 
and the name “PM,” because it appears from the testimony that frequently the 
bartender asked again for the order when it was given in the fashion described. 

An analysis of the experiences of the investigators employed by the plaintiff 
to make purchases discloses the following: 


Wynne made twenty-six purchases. In six cases the clerk or bartender reached for 
“PM” when “Y.P.M.” was ordered (without any hesitation between the “Y” and the 
“PM”). In three of those six cases no “Y.P.M.” was for sale. 
Monahan made sixteen purchases. Only once was he offered “PM.” 
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Apgar made fifteen purchases. There was only one instance that might be termed 
confusion. 


O’Connor made eleven purchases. In no case, when he asked for “Y.P.M.” without 
hesitation between the “Y” and the “PM,” was there any confusion. 


In most cases, whether there was a pause between the “Y” and the “PM” or 
not he was offered “Y.P.M.” Only three times when he asked for “Why, PM” did 
the bartender think he ordered “PM.” 

I do not consider that the plaintiff’s testimony of the store clerks and shoppers, 
taken together, establishes confusion or deceptive similarity; especially in view of 
the important fact that no instance was established where a customer bought the 
defendant’s brand when he wanted the plaintiff’s. 

In Pa. Rubber Co. v. Dreadnaught Tire & Rubber Company, 229 F. 560, 562 
[6 T.-M. Rep. 250], the Court said, quoting from the opinion below: 


Still further, it does not appear from the evidence that there was any case in which 
one desiring to purchase the company’s tire was misled into a belief by the appearance 


of the defendant’s tire or its package that the defendant’s tire was that of the com- 
plainant’s. 


As a matter of fact, regarding the plaintiff’s testimony on this phase of the 
case as a whole, if it should be considered as a test made by some impartial investi- 
gator attempting without bias to determine the fact whether there was confusion 
in the mind of the public in the purchasing of the two brands, I should say that the 
testimony would establish fairly well that there was no confusion, or at least that 
any confusion shown was negligible and unimportant. 

In this connection, it may be well to advert to P. Lorillard Co. v. Peper, 86 F. 
956, certiorari denied 171 U. S. 690, where it was held that minor points of resem- 
blance in labels do not of themselves constitute infringement; and that isolated 
instances where purchasers failed to detect a difference in the labels, or purchased 
defendant’s package supposing they were purchasing plaintiff’s, would not justify 
an injunction. 

In Pulitzer Publishing Co. v. Houston Printing Company, 4 F. 2d 924 [16 T.-M. 
Rep. 376], certiorari denied 273 U. S. 694, the court in denying an injunction as 
between the “Post-Dispatch” of St. Louis and the “Post Dispatch” of Houston, 


mentioned the circumstance that the supporting affidavits showed no instancce of a 
lost sale or substitution, and said: 


Nor, in this decision, have I overlooked the testimony that some confusion exists in 


the news stand, which sometimes requires clearing up. Equity sits for substance and not 
for shadows... .” 


In John Morrell & Company v. Doyle, 97 F. 2d 232, certiorari denied 305 N. S. 
643 [27 T.-M. Rep. 629], it was said at page 237: 


We find in the record some evidence of confusion regarding these two brands of dog 
food, but such evidence, when considered in connection with the volume of the product 
manufactured and sold, is to us rather insignificant. During the five-year period from 
April, 1932, the plaintiff sold nearly 102,000,000 pounds of Red Heart dog food with a 
sale value of something over $7,000,000. It would be possible, no doubt, to procure some 
evidence of confusion or mistake whatever mark was used by a competitor in such products. 
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In the same vein, it was said in Grosjean v. Panther-Panco Rubber Company, 
113 F. 2d 252,259 [30 T.-M. Rep. 530] : 


There was no evidence the defendant used any marking in its advertising for the pur- 
pose of deceiving the public nor was there any mark or advertising that would cause any 
real or substantial confusion between the products. To be sure, there was some confu- 
sion, in sporadic cases, but this could not be associated with any deceitful advertising or 
any failure on the defendant’s part to identify its product as its own. There is no assur- 
ance of any sort that this same confusion on which the Lima Company relied would not 
exist even if the defendant did not use the term “cord-on-end.” The products of both are 
similar in appearance and some confusion is bound to arise due to inattention or other 
causes not connected with any culpable conduct of the defendant. 


And with regard to testimony of investigator or so-called “pretended” pur- 
chasers, it was said by this Circuit in Bickmore Gall Cure Company v. Karns Manu- 
facturing Company, 126 F. 573, 576: 


The proofs satisfy us that where real or pretended purchasers ask dealers for “Bick- 
more’s Gall Cure” and were given “Four Horse” this was done by the dealers in order 
to reap the larger profit arising from the sale of the latter, and the latter article was 
accepted not because the pretended buyers were misled by the similarity of the articles, 
but because it was desired to test whether the “Four Horse” remedy was being sold when 
“Bickmore’s” was called for. In such case the substitution did not succeed because the 
purchaser was misled, but because the dealer was dishonest, and the purchaser was con- 
tent to take the article he did not order. In cases where the test purchasers asked for the 
kind their employers had used, and instead of “Bickmore’s” was given “Four Horse,” 
there is no proof that either was misled by the appearance of the package. 


Both parties have cited cases involving letter trade-marks. As might be ex- 
pected, the plaintiff cited those in which the trade-marks were held confusingly 
similar, and the defendant cited those in which the opposite view was taken. 

That does not necessarily mean that the cases laying down the law as to letter 
trade-marks are irreconcilible. A common factor must be sought which reconciles 
the authorities. The common factor is this: does the trade-mark under attack 
actually cause or tend to cause confusion or deceive or tend to deceive the public 
into buying the defendant’s product supposing it to be the plaintiff's? In other 
words, similarity per se in sound or appearance of the trade-mark is not the true 
criterion. It is only a step taken in the process of analyzing or judging the true 
criterion. The test actually is: will the similarity cause confusion? 

The task with which a tribunal is confronted in such analysis is admirably sum- 
marized in Colburn v. Puritan Mills, Inc., 108 F. 2d 377, 378: 


The ascertainment of probability of confusion because of similarity of trade-names 
presents a problem not solvable by a precise rule or measure. Rather is it a matter of 
varying human reactions to situations incapable of exact appraisement. We are to deter- 
mine, as was the District Judge, the purchasing public’s state of mind when confronted 
by somewhat similar trade-names singly presented. Is the similarity of name or address 
such as to delude the public or will the prospective buyer readily differentiate between 
two names? We can only contemplate, speculate, and weigh the probabilities of deception 
arising from the similarities and conclude as our, and the District Judge’s, reactions per- 
suade us. 


As I have already indicated, the plaintiff’s testimony has altogether failed to 
convince me that such confusion exists (between the names involved in this litiga- 
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tion) as to mislead purchasers into buying the defendant’s product for the plaintiff's, 
or to justify injunctive relief. 

The plaintiff’s brief cites many cases where injunctions were granted in letter 
trade-marks, but through them all runs the same thread of reasoning—that it is 
not similarity per se which governs the decision, but the confusion, if any, engen- 
dered by that similarity ; and the presence or absence of fraudulent intent. 

It is to be remembered that those who adopt and utilize letter trade-marks must 
bear in mind the principle that another 


has the right to use its own name, or the initials thereof, as a part of its trade-mark to 
indicate its own goods, providing it does not do so in a manner and form to mislead the 
public and deceive buyers as to the identity of the goods, and lead them to believe that 
defendant’s goods are those of complainant’s manufacture; and this is the vital point of 
dispute between the parties: Mueller Mfg. Co. v. McDonald & Morrison Mfg. Co., 132 
F. 585. 


This language is applicable here, notwithstanding that the Penn-Maryland sub- 
sidiaries were dissolved prior to the enlargement of the initial letters ““PM,’’ since 
defendant’s whiskeys had once been sold under the name “Penn-Maryland.” 

It is quite true that injunctions may be granted upon obviously confusing simi- 
larities in trade-marks without actual proof of confusion: McLean v. Fleming, 
supra; Liggett & Myers Tobacco Co. v. Hynes, supra. But I know of no case in 
which a surface similarity has been allowed to outweigh evidence showing that in 
fact there is no confusion. Generally speaking, substantive evidence upon the fact 
of confusion or its absence should be accorded greater weight than prima facie 
impressions created through inspection only of the trade-marks. 

A somewhat different note was struck in Oil Canservation Engineering Com- 
pany v. Brooks Engineering Company, 52 F. 2d 783, where the dispute arose be- 
tween the trade-marks “Beco” and “Oceco.” Both names were made up of the 
initials of the corporate names of the parties. The opinion in this case, at least 
impliedly, sets up a more stringent test for infringement in cases where trade-marks 
are composed of the initials of the manufacturer’s corporate names, as opposed 
to cases where trade-marks are not made up of initials. Note the following language 
(it should be borne in mind in reading the excerpt about to be quoted, that the 
defendant had set up a counterclaim charging infringement of its own mark “Oceco”’ 
by the plaintiff’s mark “Beco’’) : 

There is considerable resemblance in looks and in sound; resemblance no closer has 
been held infringing (see Review in Garrett v. Schmidt (Judge Westenhaver, D. C.) 
256 F. 943, 946), but it has come to be common to use the initials of a corporate name 
for a trade-mark, and in some degree “Beco” is merely the use by the plaintiff of its own 
name; there was nothing fraudulent or unlawful about the selection of this corporate 
name; and since plaintiff thus has a sort of prima facie, if not primary, right to use this 
mark, we think comparison of the two must be made on a basis less liberal to defendant 
than might otherwise be permitted. The defendant, having chosen for its trade-mark 
a condensation of its corporate name, cannot complain of similar action by the plaintiff, 


applied to its entirely non-similar corporate name, unless the result in such close resem- 
blance is to make confusion among customers fairly probable rather than merely possible. 


A case very similar to the instant case on facts and law is reported from the 
United States Court of Appeals for the District of Columbia: McGraw-Hill Pub- 
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lishing Company, Inc. v. American Aviation Associates, Inc., 117 F. 2d 293 [31 
T.-M. Rep. 150]. The statement of facts is taken from the opinion, page 294: 


The McGraw-Hill Publishing Company filed a complaint against the American Avia- 
tion Associates and its President Wayne W. Parrish, for trade-mark infringement and 
unfair competition. The District Court dismissed the complaint. The plaintiff appeals. 

In 1928 The Aviation Publishing Corporation secured for its periodical a registration 
of the trade-mark “Aviation.” In 1929 the trade-mark and the registration were assigned 
to the plaintiff. Since that time the plaintiff has published the magazine “Aviation.” 
In June, 1937, the defendant corporation began publishing a periodical under the name of 
“American 

Aviation.” 

These facts outline the first issue to be considered, the charge that the defendant has 

infringed the plaintiff’s trade-mark. 





The court discusses the question of trade-mark infringement in the following 
language, page 294: 


In determining whether the words or designs create probable confusion, two methods 
may be followed. The marks themselves may be compared and contrasted; evidence may 
be introduced to show actual instances of confusion in the purchase of goods. 

In following the first method, it must be remembered that the law of trade-marks is 
for the market place. Its purpose is to protect the several manufacturers in their respec- 
tive spheres of public relations and to safeguard the consumer by helping him get what 
he thinks he wants. The method starts, therefore, with placing oneself in the position of 
a purchaser. One should look at the plaintiff’s trade-mark to obtain a general impression, 
the impression that would be carried in the memory, and then to observe, still as a buyer, 
the defendant’s mark to determine if it is likely to be mistaken for this “memory trade- 
mark” of the plaintiff. 


Under such a test we conclude that the defendant’s title “American 
Aviation” 
will not, in all probability, be confused with the plaintiff’s trade-mark, “Aviation.” 





The court went on to state the differences in the appearance of the two names, 
in support of its conclusion that confusion between them would probably not result. 
The court continued on page 295: 









The plaintiff in addition, has followed the other, more reliable method of showing 
probable confusion by submitting evidence that purports to reveal disorder in the mind 
of the purchasing public. Upon examination this evidence proves to be spotty, and for 
the most part manifests the mistaking of personnel in the two publishing companies. Some 
of it reveals errors in addressing letters. Both types of mistakes are often made even in 
connection with old, well-established concerns. It would be well within our everyday 
experience to find a person rather conversant with periodicals who forgot whether “John 
Jones” was associated with “The Saturday Evening Post” or with “Collier’s” and whether 
the home office of the latter was New York or Philadelphia. A publisher though he has a 
registered trade-mark cannot be protected from all of the inadequacies of human thought 
and memory. We believe that the record shows only one instance of a person who ordered 
the defendant’s magazine while meaning to place a subscription with the plaintiff. And 
this was a renewal subscription by a clerk of an Embassy in a foreign country. Probable 
confusion cannot be shown by pointing out that at some place, at some time, someone made 
a false identification. The plaintiff did not show one instance of a newsstand purchaser 
receiving the magazine he did not intend to buy. Under both methods of determination, 
we conclude, without hesitation, that the defendant’s title does not infringe the plaintiff’s 
registered trade-mark. 


3 
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Although the court in the cited case also held that the plaintiff’s trade-mark was 
not arbitrary or fanciful, but descriptive, nevertheless the foregoing was one of the 
bases of its decision. The language has been cited because it bears upon the case 
sub judice, especially in its discussion of the testimony of the instances of confusion, 
and the court’s use of both methods to determine possibility of confusion—compari- 
son of the names and consideration of testimony. 

Upon the other cause of action in the McGraw-Hill case—the charge of unfair 
competition—the court went on to say (page 296) : 


Another cause of action is alleged by the complaint. It is the charge of unfair com- 
petition. Unfair competition in the trade-name field is not concerned with intent or plan; 
it is enough if the acts of the defendant in light of the plaintiff’s reputation result in an 
unfair benefit to the former. To constitute unfair competition in respect to a trade-name, 
two elements must be present. The name must have acquired a secondary meaning or 
significance that identifies the plaintiff; the defendant must have unfairly used the name 
or a simulation of it against the plaintiff. 


After deciding that it was “dubious” whether it could be found that the plaintiff 
has acquired a secondary meaning or significance for its title “Aviation,” the court 
held that, even assuming that the term “Aviation” had acquired a secondary meaning 
for the plaintiff, nevertheless the difference in the appearance of the two magazines 
was such as to negative the charge of unfair competition, and said specifically 
(page 297) that no “palming off’ by the defendant had been shown nor had any 
unfair practices on the part of the defendant been disclosed. 

I have discussed rather extensively the McGraw-Hill case, supra, because it is 
very similar to the case at bar. The evidence in the latter is absolutely barren of 
any testimony that the defendant has attempted to “palm off” its whiskeys as those 
of the plaintiff. The labels of the contending parties are so different that no one 
could possibly mistake one for the other. There is nothing in the record which 
points to any unfair practice on the defendant’s part, such as is necessary to sustain 
the charge of unfair competition or show that the defendant has “used the name 
(i.e., plaintiff’s trade-name) or a simulation of it against the plaintiff.” And finally, 
as I have already indicated, I do not consider that the two names, “Y.P.M.” and 
“PM,” are so confusingly similar or apt to cause such confusion among the trade 
or public as to sustain the plaintiff's charge of trade-mark infringement. 

It may be mentioned that Mr. Margulis, a witness for the plaintiff, testified that 
in his opinion the drop in sale in plaintiff's whiskey, occurring subsequent to the 
use of “PM” by the defendant, was caused by the extensive advertising of the 
defendant’s brands; but this is opinion merely from an interested witness, and no 
cogent grounds for the opinion are disclosed by the testimony. Moreover, the 
testimony shows that the defendant’s sales also dropped after its adoption of the 
enlarged initials “PM.” 

According to plaintiff’s testimony it sold 102,329 cases of “Y.P.M.” whiskey 
from April, 1935, to June 30, 1940, of which 93 percent was sold in Pennsylvania, 
approximately 4 percent in New Jersey, 2 percent in New York, and one-half of 
one percent in Delaware, the balance being sold in the District of Columbia, and half 
a dozen other states. 


| 
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The 93 percent sold in Pennsylvania of the plaintiff’s total sales, as stated by 
the plaintiff, would amount to 95,248 cases. However, the Pennsylvania Liquor 
Control Board (the only legal outlet in Pennsylvania) showed that it sold less than 
61,000 cases of “Y.P.M.” liquor during the July, 1935, to June 30, 1940, period. 

Total sales of the defendant’s brands by the Pennsylvania Liquor Control Board 
during the comparable five-year period were 69,487 cases. The defendant’s sales 
throughout the United States from December, 1934, to July, 1940, totaled 975,000 
cases. 

Apropos of the plaintiff’s contention that its sales showed a sharp decline after 
the defendant launched its advertising campaign of “‘PM” brands at the close of 
1938, an analysis of its sales in Pennsylvania (since that is its principal market) 
in comparison with the defendant’s “PM DeLuxe” for the comparative period is 
most interesting. (There were no sales of any of the defendant’s other brands in 
Pennsylvania after 1936.) 


PENNSYLVANIA SALES “Y.P.M.” 


Wr Saeko Eas ba woe ae ean AROMA Ce neeaRt Ree 20,783 cases 


12,466 cases 
1940 (to June 30) 5,277 cases 


PENNSYLVANIA SALES “PM” DELUXE 


10,658 cases 
7,220 cases 
4,500 cases 


Thus plaintiff's sales in Pennsylvania dropped 40 percent and defendant’s sales 
dropped 32 percent from 1938 to 1939. 

Interesting to note also is the fact that in its next most important market—New 
Jersey—the plaintiff’s sales rose from 1,013 cases in 1938 to 1,115 cases in 1939, 
while the defendant’s sales of “PM DeLuxe” in New Jersey showed 3,083 cases in 
1938 and 3,788 cases in 1939. 

Considering now New York—the defendant’s principal sales outlet for “PM 
DeLuxe’’—its sales in that state were 19,749 in 1938 and 31,727 in 1939—an increase 
of 60 percent. 

The plaintiff's sales in New York were 431 in 1938 and 1,320 in 1939—an 
increase of more than 300 percent. 

These facts, of course, effectively dispose of plaintiff's contention that its busi- 
ness was adversely affected because of the defendant’s use of its “PM” mark. 

The following quotation from Larsen v. Wrigley, 253 F. 914 [9 T.-M. Rep. 77], 
is particularly pertinent on this score: 


Counsel, however, contend that an inference to that effect (confusion) may be drawn 
from Larsen’s testimony that after “Doublemint” appeared his sales of “Wéintermint” 
materially decreased. True, but a falling off in business may result from fair as well as 
from unfair competition. 


The defendant on its part adduced testimony by store clerks, shoppers, and 
others which, in general, showed no confusion between the names of the competing 
whiskeys. I do not discuss this testimony at any length, for the reason that the 
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plaintiff’s testimony has failed to convince me that an injunction on the ground of 
confusion is justified in this case—but this much may be said: 

The defendant’s witnesses consisted of Pennsylvania State Liquor Store clerks, 
proprietors or clerks in retail liquor stores in other states, taproom proprietors and 
barkeepers in Philadelphia, and investigators employed by the defendant to visit 
stores in Delaware and New Jersey. They testified without exception that in their 
experience they had never come across an instance of confusion between the respec- 
tive brands among customers. In addition, the director of purchases for the Penn- 
sylvania Liquor Control Board testified that he had never heard of any confusion 
between the brands of the respective parties. 

Of and by itself, such testimony by the defendant as to lack of confusion might 
not be accorded great weight if the court were of the opinion that the names were 
confusingly similar and would be likely to cause the purchasing public to buy the 
defendant’s brand when it wanted the plaintiff's: Hopkins on Trade-Marks, 4th 
ed., Sec. 203 ; but I do not consider that any such confusing similarity exists between 
the two names, despite the fact that the name of the defendant’s brand, to put it 
mathematically, consists of two-thirds of the name of the plaintiff’s brand. 

Thus, for the moment omitting from consideration the testimony as to confusion 
or the lack of confusion, and carefully comparing the names “Y.P.M.” and “PM” 
in my mind, I think they are not apt to cause confusion among the purchasing public. 
I see no reason why anybody should think “PM” is the same as “Y.P.M.” or vice 
versa. Both brands are well advertised, and clerks in stores, bartenders in taprooms, 
and the purchasing public seem well aware that there are two brands of whiskey 
bearing those names. I can conceive of an element of confusion in names such as 
“P. & G.” and B. & G.,” because both names consist of two letters, and the first 
letters in each, both being labials, may easily be mistaken for each other; as might, 
for instance, the names “‘Rinex”’ and “Pinex.’ But in the instant case, since the 
letter “Y” is missing from the defendant’s trade-mark, my conclusion is that no 
such element of confusion exists (regarding the names per se) as would justify 
injunctive relief. 

Still on the question of possible confusion, the defendant has raised a point 
already mentioned which is well taken. The plaintiff at present sells two brands of 
whiskey, respectively identified as “Blue Label” and “Yellow Label.” They are 
of different prices and qualities. Similarly, the defendant has two differently priced 
brands—‘“Penn-Maryland DeLuxe” and “Penn-Maryland Regal.” In purchasing 
or ordering plaintiff's whiskey the customer must specify “Blue” or Yellow Label” 
to get what he wants. In purchasing or ordering defendant’s whiskey the customer 
must specify “DeLuxe” or “Regal” to get what he wants. Faced with such require- 
ments, a customer is hardly likely to be given a ““PM” whiskey when he orders a 
“Y.P.M.” whiskey. 

The plaintiff has argued that the decision in the Patent Office, holding that ““PM”’ 
and “Y.P.M.” were confusingly similar, is entitled to great weight, and cites for 
that proposition Century Distilling Co. v. Continental Corp., 106 F. 2d 486 [29 T.-M. 
Rep. 457]. It should be remembered, however, that that case was an appeal from 
the order of the district court; and so far as similarity of trade-marks was con- 
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cerned, was an affirmance of the decision of the court below, upon findings of fact 
which could scarcely be reversed except for gross error. 

It is a matter of common knowledge that there is frequent disagreement between 
District Courts and the Patent Office in conclusions reached as to confusing simi- 
larity of trade-marks. 


It was said in Colburn v. Puritan Mills, Inc., 108 F. 2d 377 [30 T.-M. Rep. 57]: 


Plaintiff relies heavily on our opinion in Nu-Enamel Corporation. But in trade-mark 


cases, even more than in other litigation, precedent must be studied in the light of the 
facts of the particular case. 


In view of the conclusions at which I have arrived with regard to the lack of 
confusing or deceptive similarity in the names used by the litigants here, it is un- 
necessary to discuss other defenses raised, such as the attacks upon the validity, 


ownership or chain of title in the mark “Y.P.M.,” or its abandonment by disuse or 
transfer in gross. 


The bill should be dismissed. Let an appropriate decree be submitted. 


GROCERS BAKING COMPANY v. SIGLER 
United States District Court, Western District, Kentucky 
August 2, 1941 


TRADE-MARK INFRINGEMENT—“Honey-Krust” oN BreEAD—PvBLICI J URIS. 

The word “Honey-Krust” uesd by plaintiff as a trade-mark on bread held not available 

for exclusive appropriation, as this or a closely similar word is in use by others. 
TRADE-MARKS—RIGHTS ACQUIRED BY REGISTRATION. 

The holder of a certificate of registration may protect his trade-mark and enjoin infringe- 
ment. He also has a right to rely on such registration and to extend and broaden the sig- 
nificance of the mark to an unlimited degree. 

TRADE-MARKS AND UNFAIR COMPETITION—IMITATING LABELS AND CONTAINERS—DISTINGUISH- 
ING DIFFERENCES 

A bread wrapper used by defendant displaying a potato-shaped figure of dark brown 
and yellow color, featuring the words “Hon-E-Krust” printed inside the figure with defend- 
ant’s name and address in rather large letters, held not to be deceptively similar to plaintiff’s 
wrapper, displaying the mark “Honey-Krust” on a potato-shaped figure upon a red field, 
especially as defendant’s wrapper was further distinguished by having thereon designs of 
all kinds of circus animals and figures, wherefore customers often referred to the product as 
“animal bread.” 

‘TRADE-MARKS—SECOND APPROPRIATION—EXTENT OF USE—ABSENCE OF FRAUD. 

A second appropriator of a trade-mark in a given territory may be entitled to the pro- 
tection of its trade-mark, where that territory would be reached by him in the course of 
normal trade and expansion. In such case, the charge of fraud against a second user must 
be established by proof. Where, in the present case, plaintiff carried on a baking business 
throughout various sections and counties of Kentucky and operated sales routes along the 
southern boundary of Henderson County, but failed to make its trade-mark and design 
known in said county, plaintiff held not entitled to restrain the sale in said county of 
defendant’s “Hon-E-Krust” bread, in the face of positive proof that the former’s products 
had never been heard of at the time defendant began selling bread in Henderson County 
and the failure to establish an attempt to so notify the defendant. 
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In equity. Action for trade-mark infringement and unfair competition. Com- 
plaint dismissed. 


A. C. Winkle, of Louisville, Ky., and Cary, Miller & Kirk, of Owensboro, Ky., for 
plaintiff. 

Thomas E. Sandidge, of Owensboro, Ky., and DeWitt Chappell, of Evansville, 
Ind., for defendant. 


SWINForD, District Judge: 


The plaintiff seeks to enjoin the infringement of its trade-mark and to restrain 
unfair competition in the use of such trade-mark. 

The plaintiff, Grocers Baking Company, is one of the largest baking companies 
in the State of Kentucky. Its principal office and place of business is at Louisville, 
Kentucky. It has other bakeries and distributing points at Lexington, Owensboro 
and Bowling Green. It began business in 1904 and has been continuously in busi- 
ness since that time. Its business has steadily grown and expanded since its origin 
and its products are well known in certain parts of the state where its advertising 
and efforts to establish them have been concentrated. Between 1922 and 1936 the 
company was selling bread by truck and parcel post at various points between Owens- 
boro, Bowling Green, Hopkinsville and Glasgow, Kentucky. With the establish- 
ment of new trade areas various types of advertising were effected and the products 
were called to the attention of the public by most of the approved advertising devices 
such as posters, billboards, stickers and placards in stores and in store windows. 
There was also some radio advertising. 

In the spring of 1937 a route was opened up out of Madisonville running to 
Providence, Sullivan, Sturgis, Morganfield, Poole, Sebree, Slaughters and back 
to Madisonville. Bread was sold and advertising done in each of these towns. This 
route ran along the southern boundary of Henderson County and extended out to 
Morganfield, which is situated in Union County, a county west of Henderson County. 
All the plaintiff’s products are sold under the trade-mark name “Honey-Krust,” 
and this name upon a particular design is filed with and registered in the United 
States Patent Office, and the plaintiff is the owner and holder of a certificate of 
registration to that effect. 

The defendant operates a “bread route” in Henderson County, Kentucky. His 
business enterprise consists of the ownership of one truck and the delivery or sale 
of bread by the defendant personally. He is independent of any baking company and 
conducts a strictly one-man business. A “little business” man in the true sense of the 
word. 

Each morning he goes to Evansville, Indiana, purchases his bread, comes back 
to Henderson County, Kentucky, and sells it to various housekeepers. The product 
that he sells is a loaf of bread, wrapped in oil paper, and in addition to other unique 
designing bears the name “Hon-E-Krust.” This bread is the product of the Hi-Class 
Baking Company, a corporation of Evansville, Indiana. 

The design and spelling of this product was originated in 1937 and was placed 
on the market at that time in Henderson County, Kentucky, and in other territories. 
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The originator of the design and spelling was called as a witness for the defendant 
and testified that at the time he had never heard of Honey-Krust bread products. 

There is some testimony to the effect that the plaintiff had shipped bread into 
Henderson County and the City of Henderson as early as the middle 1920s, but the 
testimony on this point is so vague and unsubstantial that it is of no value. It is 
not shown that, at the time Hon-E-Krust first made its appearance in Henderson 
and Henderson County, any of the plaintiff's products were being sold in that imme- 
diate territory. 

From the record in this case it would appear that plaintiff was contending that 
it was the owner and held a certificate for the name Honey-Krust and that the case 
would necessarily turn upon whether or not this name had been appropriated by 
the defendant. 

This is not the case. The plaintiff has no claim upon the name Honey-Krust. 
That name, variously spelled, has been in use for many years and is now being used 
by bakers in various parts of the country. The Southern Baking Company of Blue- 
field, West Virginia, has in the past had on sale a product “Honey-Krust.” The 
Neterer Bakery, of Huntington, Indiana, puts a bread on the market labeled ‘“Hon- 
E-Krust.” The Goshen Baking Company at Goshen, Indiana, sells a product in 
the bread line under the trade-name “Honey Crust.” This latter product is strik- 
ingly similar in its lettering and color to the product of the plaintiff here. 

In order to determine whether or not the plaintiff's trade-mark has been infringed 


we must see just what that trade-mark is and compare it with the offending trade- 
mark. 


The record discloses that the plaintiff in its application expressly disclaims any 


right to the name “Honey-Krust,” but relies entirely upon its design which inci- 
dentally contains this word. 

In its application filed September 16, 1922, it made this statement: “—no claim 
being made to exclusive use of ‘Honey Krust,’ ”’—etc. 

In its statement accompanying its application of March 27, 1929, it used the 
following language: “The trade-mark is applied or affixed to the goods or to the 
packages containing the same by means of a label or wrapper bearing the mark or 
by printing or impressing the same thereon and in divers ways. The drawing is 
lined to indicate orange, blue, and yellow. No claim is made to the words “Honey- 
Krust” apart from the mark as shown, although applicant waives no common law 
rights to same.” 


Again in its application of June 26 1935, the statement to the Patent Office said: 


The trade-mark is applied or affixed to the goods or to the packages containing the 
same by means of a label or wrapper bearing the mark or by printing or impressing the 
same thereon and in divers other ways. The drawing is lined to represent colors orange 
and blue. 

No claim is made to the words “Honey-Krust” apart from the mark as shown, nor 


to the representation of the label or wrapper, although applicant waives no common law 
rights to same. 


It will be seen that not only does the plaintiff make no claim to the name but 
expressly disclaims any rights to it apart from the design. 





404 THIRTY-ONE TRADE-MARK REPORTER 


Here the designs are so entirely dissimilar that it is difficult to see how the most 
casual observer could be deceived. 

The plaintiff's design is a potato-shaped figure, a red or very bright orange field 
on which is written in white blue bordered letters, very large, and with one word 
above the other, the words Honey 


Krust, all of which are on a background of white. There 
are also smaller potato-shaped designs similar to the one above described and others, 
also small with a blue field on which is printed Grocers Baking Co., Incorporated. 
In addition, the wrapper has printed in large letters in blue the words “Sliced’’ and 
in smaller letters of the same color, “Taste The Milk And Honey.” 

The design of the offending trade-mark is larger potato-shaped figure with dark 

“Sliced” 
brown and dark yellow coloring with the words “Hon-E-Krust” printed inside of 
“Bread” 
the figure. There is quite a lot of lettering in dark brown in which is included in 
rather large letters 
“Hi-Class Baking Co., Inc., Evansville, Indiana” 

All of this is on a white background which is covered with all kinds of circus 
animals and figures, in dark yellow and dark brown. The figures are elephants, 
lions, tigers, ponies, seals, clowns and the like. It was in proof that customers 
often referred to the bread as “animal bread.” 

A view of the respective wrappers, exhibits in the case, reveal to my mind no 
similarity whatever. 

The whole object and purpose of a trade-mark is to identify certain goods as 
being the product of a certain individual, firm or corporation. George B. Graff Co. 
v. H. C. Cook Co., 2 F. 2d 938, and cases cited. . 

The holder of a certificate of registration of a trade-mark may protect his trade- 
mark and enjoin infringement of that trade-mark. It is recognized that he has 
a right to rely upon that registration and to extend and broaden the significance of 
the trade-mark to an unlimited degree. The Grocers Baking Company holding this 
certificate could push the trade-mark containing the name “Honey-Krust” to any 
territory either within or without Kentucky and Indiana, but it could not capitalize, 
to the exclusion of others, on the name alone. Any symbol or device, not theretofore 
appropriated, which distinguishes a manufacturer’s or producer’s product from 
others of the same general nature may be affixed to that certain product in order 
to secure the benefits of increased sales to the producer to the exclusion of others. 
Manufacturing Company v. Trainer, 101 U. S. 51. This right of exclusive use, in 
addition to the potential benefits to the holder of the certificate of registration, also 
contemplates a protection of the buying public from being defrauded or cheated. 
If the distinguishing mark is imitated in such a way that deception results relief 
is granted. If there is some remote similarity, but so remote that a distinction is 
readily discernible, relief will be denied. McLean v. Fleming, 96 U. S. 245; 
Trade Mark Cases, 100 UV. S. 82. 

The rule is well expressed in 26 R. C. L. Page 869: 
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The infringement of a trade-mark consists in its use or imitation by another on his 
goods in such manner that the purchasers of such goods are deceived, or liable to be 
deceived, and induced to believe that they were manufactured or sold by the owner of the 
trade-mark 


In the case at bar there is no evidence that any person was deceived or even 
confused by the alleged similarity of the designs in question. No person who called 
for ‘“Honey-Krust” or “Hon-E-Krust” bread could have been deceived or cheated. 
The very nature of the product, a loaf of bread, or other bread products, is such 
that it passes immediately into the hands of the customer. The only similarity is in 
the sound of the name upon its pronouncement. It is possible that in the sale of 
certain products this oneness of sound would be important and permit deception and 
fraud both upon the producer and the purchaser and user of the article. Such 
might be the case in motor oils or gasoline or in fungible goods sold in bulk such as 
sugar, flour, salt, and the like. A motorist, for example, calls for a certain motor oil 
or gasoline and he rarely ever sees the container from which such products is poured 
into his car or motor vehicle. A housewife may order a certain kind of sugar or flour 
which, taken from bulk, bears no symbol or mark of the maker. There the sound of 
the word is important and courts of equity should grant relief. No such result could 
follow in the case of a wrapped loaf of bread whose very appearance is definitely and 
obviously entirely different. I am of the opinion there is no infringement of the plain- 
tiff’s trade-mark. 

I am equally convinced that the plaintiff’s case must fail from a territorial stand- 
point. The proof fails to establish that Henderson County was in the trade area 
where the Grocers Baking Company’s product with its trade-mark design was 
known. No witness from that county, containing a city of several thousand, 
was produced to show that it was known to any extent there. On the contrary, the 
absence of such proof was rather convincing that this product, even though well 
known to Louisville and that vicinity and to Owensboro and other parts of Ken- 
tucky west of Louisville, was never heard of by the general public in Henderson 
County. The City of Henderson, county seat of Henderson County, is 156 miles 
from Louisville and 31 miles from Owensboro. While bread advertisements are 
most obvious to makers and persons engaged in the business among the manifold 
products which the average buyer sees and hears advertised they are relatively 
unimpressive. 

It must be borne in mind that this is not a proceeding against the Hi-Class Bak- 
ing Company but only against a one-man sales service to housewives. These house- 
wives didn’t ask for any particular kind of bread but merely accepted what the 
defendant presented for sale. This practice of peddling Hon-E-Krust bread had 
been going on for two years, from 1937 to 1939, before plaintiff put its bread, with 
resultant advertising practices, on sale in Henderson County. 

This priority in time has been at all times held to be significant in the absence of 
evidence of bad faith. Hanover Star Milling Company v. Metcalf, 240 U. S. 403 
[6 T.-M. Rep. 149] ; Sweet Sixteen Co. v. Sweet “16” Shop, Inc., et al., 15 F. 2d 
920 [17 T.-M. Rep. 71]. 
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It is true that a second appropriator of a trade-mark in a given territory may 
be entitled to the protection of its trade-mark where that territory would in the course 
of normal trade and business expansion be reached by the second appropriator. 
This question is comprehensively discussed in the case of Sweet Sixteen Co. v. 
Sweet “16” Shop, Inc., et al., supra. But in such a case the question of business 
integrity is involved, where the Court is convinced that unfair trade practices were 
adopted by one first appropriating the territory. This is in reality a charge of fraud 
and must be established by proof. There is no proof in this record which would 
justify the application of such a rule. In the face of positive proof that the plain- 
tiff’s products had never been heard of at the time defendant began selling bread in 
Henderson County and the utter failure to establish any effort to so notify the 
defendant this court cannot assume that such unfair practice was adopted. 

Notice was given of the plaintiff's product to the Hi-Class Baking Company in 
1937, but the defendant is not chargeable with that knowledge even though it might 
be assumed to be sufficient to show the intentions of the plaintiff. 

Aside from this, there is nothing to convince the Court that Henderson County 
would be reached in the normal course of trade expansion. While the plaintiff 
is a large distributor of bread it is a relatively small corporation. It had grown 
steadily for many years but has not produced convincing evidence that it was enti- 
tled to claim the whole of Western Kentucky for its field of expansion. It had 
been in business for thirty-three years without reaching Henderson County except 
in a most insignificant way back in the middle 20s and so far as the record dis- 
closes had then failed to get a foothold there. In so far as Henderson and Henderson 
County were concerned it had rather demonstrated a trade contraction and an 
inability to expand in that territory. 

The following text from 26 R. C. L., page 839, is appropriate : 


Into whatever markets the use of a trade-mark has extended, or its meaning has 
become known, there the manufacturer or trader whose trade is pirated by an infringing 
use will be entitled to protection and redress. This does not mean that the proprietor 
of a trade-mark, good in the markets, where it has been employed, can monopolize 
markets that his trade has never reached. The mark, of itself, cannot travel to markets 
where there is no article to wear the badge and no trader to offer the article. 


What has been said in relation to the question of infringement applies with equal 
force to the question of unfair competition. The doctrine of unfair competition 
is based upon the principle of common business integrity and equity only affords 
relief when this principle has been violated. 

The record discloses no such violation here and the plaintiff is denied the relief 
prayed for in that respect. 

By what has been said in this opinion I have undertaken to determine this case 
on its merits. I am of the opinion that this Court has jurisdiction to try this cause. 
15 U.S. C. A. 97; Armstrong Paint & Varnish Works v. Nu-Enamel Corp., et al., 
305 U. S. 315 [29 T.-M. Rep. 3]. 

My interpretation of the authorities leads me to the conclusion that a substantial 
question of infringement was presented and although not sustained the Court 
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having acquired jurisdiction to pass on that question must also pass on all questions 
involved. 


The rule stated in the case of Armstrong Paint & Varnish Works v. Nu-Enamel 
Corp., et al., supra, is as follows: 


While the Act of 1920 does not vest any new substantive rights, it does create remedies 
in the federal courts for protecting the registrations and authorizes triple damages for 
infringement. As a consequence of these remedial provisions, when a suit is begun for 
infringement, bottomed upon registration under the 1920 Act, the district courts of the 
United States have jurisdiction. Unless plainly unsubstantial, the allegation of registra- 
tion under the act is sufficient to give jurisdiction of the merits. In this case the trial court 
concluded that the invalidity of the trade-mark divested it of jurisdiction over unfair competi- 
tion. This was erroneous. Once properly obtained, jurisdiction of the one cause of action, 
the alleged infringement of the trade-mark, persists to deal with all grounds supporting 
it, including unfair competition with the marked article. 


This construction of the statute is sustained by Siler, et al. v. L. & N. R. Co., 213 
U. S. 175; Hurn, et al. v. Oursler, et al., 289 U. S. 238 [23 T.-M. Rep. 267] ; and 
Lincoln Gas & Electric Light Company v. City of Lincoln, et al., 250 U. S. 256. 
The complaint should be dismissed. 


Finding of Fact, Conclusions of Law and Judgment in accordance with this 
opinion should be submitted. 


SUNSEALD PRODUCTS, INC. v. DOMINO CANNING ASSOCIATION 
Supreme Court of Florida 
July 8, 1941 


TRADE-M ARKS—INFRINGEMENT—‘SUNSEALD” ON CITRUS PRODUCTS AND IN CoRPORATE NAME— 
ASSIGNMENT—TITLE. 

Where a trustee in bankruptcy conveyed the name “Sunseald,” used as a trade-mark for 
citrus products by Whitefield Citrus Products Corporation, directly to a new corporation, the 
appellee, Domino Canning Association, such transfer held valid, and not affected by the fact 
that the former’s president registered the mark as the property of the assignor. 

TRADE-MARK INFRINGEMENT—SUITS—FORM OF DECREE. 

Inasmuch as the parties in the suit at issue stipulated that the only question litigated 

was which, if either, had the “exclusive right to use the name ‘Sunseald’ on citrus products,” 


held that the decree should not have restrained defendant from using said word as part of 
its corporate name. 


In equity. Action for trade-mark infringement. From a decree of the Circuit 


Court of Hillsborough County, Fla., defendant appeals. Affirmed in part, reversed 
in part. 


Alvan B. Rowe, for appellant. 
L. M. Turner, for appellee. 


THOMAS, Justice: 


A bill of complaint was filed by Domino Canning Association against Sunseald 
Products, Inc., and Florida Everglades Company, two corporations, and A. C. 
Whitefield, which contained a prayer for injunction against the defendants to 
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prevent their marketing citrus products under the trade-name “Sunseald” and 
the use of that word as a part of the corporate name of one of the defendants. The 
corporation, Florida Everglades Company, and the individual defendant, A. C. 
Whitefield, were upon their motions to dismiss, eliminated as parties to the suit 
and the cause proceeded to a trial of the controversy between the other defendant, 
Sunseald Products, Inc., and Domino Canning Association. 

At the time of the dismissal of these litigants a stipulation was signed by the 
counsel for the remaining parties wherein it was agreed that “the proof and decree 
in this case shall be limited to the sole issue as to which, if either, of these parties 
is entitled to the exclusive use of the word ‘Sunseald’ on their canned citrus prod- 
ucts.” This stipulation, which was approved by the court, having narrowed the 
controversy to the one question stated we will confine our observations to that 
proposition. Esch, et al. v. Forster, et al., 123 Fla. 905, 168 So. 229. There is, 
therefore, no necessity to discuss or determine the charge of the appellant that the 
bill was multifarious. 

At the conclusion of the testimony heard by the chancellor he entered a final 
decree declaring that the plaintiff, Domino Canning Association, was entitled to the 
exclusive use of the trade-name and enjoined the defendant, Sunseald Products, 
Inc., from employing that word as a part of its corporate name and from marketing 
or selling any citrus products under it except with the permission of the plaintiff. 

The trade-name was originated by A. C. Whitefield, who was instrumental in 
the formation of Florida Sunseald Products, Inc., the latter using the label on its 
products. Later this same person caused to be formed Whitefield Citrus Products 
Corporation and the trade-name “Sunseald” was registered in the United States 
Patent Office by Whitefield who represented that it “belonged to the company.” 
Evidence is that simultaneously an agreement was made between this company 
and Whitefield under which title to the trade-name was to be held by the latter, 
while the former was given license to use it on its products. Whitefield Citrus 
Products Corporation, Inc., met financial distress and was subsequently declared 
bankrupt, whereupon, its assets were purchased by an attorney for an undisclosed 
principal. Meanwhile, during the proceedings in bankrupty Whitefield assigned 
the trade-name to appellant. The appellee corporation was then organized and on 
April 5, 1940, shortly after the sale under order of the federal court to the agent, 
the trustee in bankrupty issued a bill of sale to the newly formed company conveying 
all the assets of the bankrupt estate, including trade-marks. On the same day the 
trustee executed an assignment to Domino Canning Association reciting in it that 
the assignee was the highest and best bidder for all of the assets of the bankrupt 
estate, “including the good-will of the business, in which the trade-mark ‘Sunseald,’ 
registered September 15, 1936, under No. 338,879 in the United States Patent Office, 
was used.” In this instrument all of the right, title and interest of the trustee in 
and to the trade-mark itself and the good-will of the business related thereto was 
transferred to the assignee. 

There is proof that the attorney for the trustee made an investigation to deter- 
mine the name of the person in which the trade-mark was registered both in the 
Patent Office of the United States government and the office of the Secretary of 
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State of Florida. This investigation disclosed that in both places registration 
appeared in the name of Whitefield Citrus Products Corporation. It was estab- 
lished also that Whitefield, the individual, was the president of the corporation bear- 
ing his name and with which he had dealt with reference to the transfer and license 
to use the trade-mark, although the public records at all times showed that the trade- 
mark was registered in the name of the corporation. 

We are of the opinion that the finding of the chancellor was entirely in accord 
with the facts and that there was a valid transfer of the good-will of the business 
of the bankrupt corporation and the trade-name “Sunseald” by the trustee in bank- 
ruptcy to the plaintiff in the initial suit. 

At the time jurisdiction of the bankruptcy court attached, the trade-name was 
registered in the capitals of the United States of America and of the State of Florida 
in the name of the Whitefield Citrus Products Corporation and an investigation of 
the records available to the attorney for the trustee in bankruptcy failed to show 
there was any interest outstanding in any corporation or individual other than the 
original registrant. When the assets were sold it was obviously the purpose and 
function of the court to dispose of all of them. A valuable item was the much dis- 
cussed trade-name which doubtless was inseparable from the good-will of the busi- 
ness. Emphasis is placed by the appellant on the circumstances that the property 
of the bankrupt corporation was sold to an undisclosed principal; the state of the 
title to the trade-name because of the arrangement between the corporation and 
its president ; and the recital in the schedule in bankruptcy: “L. Patents, copyrights 
and trade-marks, viz.: None.” 

It is assumed that when the agent bid at the sale for an undisclosed principal he 
was representing a corporation then in the process of being organized because the 
actual transfer was made directly from the trustee in bankruptcy to the new organi- 
zation and no question has arisen about the regularity of that transaction. The 
status of the title to the trade-mark, where brought into question in the suit of the 
Whitefield Citrus Products corporation against the purchaser at the bankruptcy sale, 
was not affected by Whitefield’s conduct in registering it as the property of the 
former, of which he was then president and receiving a transfer to him individually 
in exchange for a license to use it, all on the same day. The filing of the schedule in 
bankruptcy in which it appeared that no trade-marks were held adds no strength 
to the appellant’s position as that was the creation of the bankrupt corporation. 

We consider the transaction by which title once held by Whitefield Citrus Prod- 
ucts Corporation found its way into the Domino Canning Association to have been 
regular and so well established that there was ample foundation for the chancellor’s 
decree granting the injunction. 

In view of the restrictions of the stipulation which we quoted at the outset the 
decree should not have restrained the defendant corporation from using the word 
“Sunseald” as a part of its corporate name or required the corporation to change 
its designation by the elimination of that word. 

Affirmed in part, reversed in part. 


Brown, C. J., TERRELL and CHAPMAN, J. J., concur. 
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SACHS v. CLUETT, PEABODY & CO., INC. 
New York Supreme Court, New York County 
September 30, 1941 


UnFAIR CoMPETITION—CopyING INVENTION—“SAXONIZING” PROCESS FOR FABRICS—PROPERTY 
RIGHT. 

Plaintiff, after developing a novel, original and useful method of shrinking cotton cloth 
and other fabrics, called by him “saxonizing,” in 1921 disclosed said method and the machinery 
used therefor to defendant at the latter’s request, with a view to plaintiff’s licensing their use 
to defendant. Thereafter, defendant surreptitiously began to investigate the said process and 
machinery, and subsequently manufactured and patented certain machines differing from 
plaintiff’s only in unessential particulars. Held that plaintiff’s method and machinery con- 
stituted a property right, each violation of which was a separate wrong; and defendant’s 
motion to dismiss the complaint was, accordingly, denied. 

Unrair CoOMPETITION—CopyING DISTINGUISHING FEATURES OF INVENTED PROCESS—DEFENSE 

OF STATUTE OF LIMITATIONS. 

Notwithstanding that plaintiff in 1921 agreed to disclose to defendant the particulars of 
a method of shrinking fabrics, invented by the former pending the latter’s decision to exploit 
same under license, defendant could not plead in defense of his subsequent copying of such 
invented features the statute of limitations, in as much as the secret process copied constituted 
a property right in the plaintiff which equity will protect. 


In equity. Action for unfair competition. On defendant’s motion to dismiss 
the complaint. Denied. 


SHIENTAG, Justice: 


This is a motion by the defendant to dismiss the complaint on the ground that 
the cause of action set forth therein is barred by the statute of limitations. The 
action is to compel an accounting by defendant of all profits claimed to have been 
made by it in the use and employment of a certain secret process which plaintiff 
alleges he discovered, and to restrain the defendant from further use of this process 
in violation of the agreement entered into between the parties. 

The complaint sets forth that prior to 1921 plaintiff had developed a novel, 
original and useful principle for use in the shrinking of cotton cloth and other 
fabrics, and invented and constructed a novel and original machine useful in prac- 
ticing this principle and in the shrinking of cloth. The plaintiff maintained this 
principle and his machinery in complete secrecy, although he made commercial use 
thereof which resulted in profits to himself. Plaintiff applied the trade-name of 
“saxonizing” to the process and the cloths and fabrics which had been processed 
were referred to by him as “saxonized”’ cloths. 

The complaint then alleges that prior to the year 1921 the defendant was engaged 
in the business of manufacturing shirts, collars and other garments of cotton cloth. 
In that year plaintiff informed the defendant that he had conceived and developed 
the principle before referred to. The defendant requested the plaintiff to subject 
certain sample quantities of cloths and fabrics furnished by the defendant to the 
“saxonizing” process and the defendant thereupon delivered to plaintiff such sample 
for processing so that the defendant might subject such processed cloth to inspection 
and tests. After inspecting and testing the cloth, defendant stated that it was inter- 
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ested in determining whether the “saxonizing” process could be economically 
employed. 

In order to induce the plaintiff to disclose to the defendant the principle of 
plaintiff’s process and the machinery used in connection therewith, and, in con- 
sideration of such disclosure, the defendant agreed “‘to treat the principle so dis- 
closed and the machinery so exhibited in the strictest confidence and would make 
no disclosure or use thereof or any part thereof for its own use or benefit or for the 
use or benefit of any other person, firm or corporation unless and until the plaintiff 
and the defendant would mutually agree on a basis of compensation which should 
be paid to the plaintiff by the defendant for and in respect to the use of said principle 
and said machinery or other machinery for utilizing said principle by the defendant 
and for or in respect to any other or different use or exploition thereof by the 
defendant in and about its own business or in and about the business of others.” 

Pursuant to this agreement, the complaint continues, plaintiff disclosed his novel 
principle to the defendant and exhibited his machinery in the year 1921. Defendant, 
however, after receipt of the process and machinery stated that it was not interested 
in the “saxonizing”’ process and therefore defendant did not enter into any agree- 
ment with the plaintiff as to the payment of compensation for the defendant’s use 
of similar machinery or of the process. On the contrary, in violation of plaintiff’s 
property rights, the defendant surreptitiously set about the investigation of the 
process and the machinery and experimented therewith and devised various machines 
which employed the principle of “saxonizing.” These machines differ from the 
machine which the plaintiff had exhibited to the defendant only in unessential details. 
Thereafter the defendant applied to the United States Government and to foreign 
governments for letters patent covering the machines thus constructed by it. When 
the patents were obtained the defendant, in violation of plaintiff’s rights and to the 
profit of the defendant, employed the “saxonizing” principle and the machinery 
covered by the patents in its own business. The defendant also licensed others to 
manufacture such machinery. 

The complaint further alleges that the defendant persists in employing the 
“saxonizing” process, but refers to the process as “‘sanforizing’ and continues to 
license others to use the name “sanforizing” and to use the machinery hereinbefore 
referred to. By obtaining the patents a disclosure of plaintiff's process has been 
made, so that upon the expiration of the patents the public will have the free right 
to employ the same and the value of plaintiff’s invention and secrets will be lost. 
Accordingly, plaintiff seeks to compel the defendant to assign to him the patents 
which have been issued so that plaintiff may have the enjoyment thereof during the 
remaining life of the patents, to restrain the defendant from further use of the 
process and machinery, and for an accounting. 

The defendant did not answer the complaint but moved on affidavits to dismiss 
it on the ground that it is barred by both the six- and ten-year statute of limitations. 
The defendant urges that plaintiff's action is one for breach of contract, and since 
the breach occurred in 1930 and the action was not commenced until January 29, 
1941, it is outlawed by the statute. 
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The plaintiff, on the other hand, contends that, while his rights originally arose 
out of contract, without which he would have had no cause of action at all, after 
the contract was made, he had fully protected himself, his secret process became 
clothed with all the incidents of a property right and there became available to him 
all remedies appropriate for the protection of that right. Plaintiff's position is that 
his secret process and the secret machinery which he had devised, together with the 
trade-name which he had applied to the process, constituted items of property such 
as the law will protect from infringement; that each separate infringement of this 
property by the defendant constitutes a separate wrong for which the plaintiff may 
maintain an action at law on the case against the defendant for damages ; and that 
the continuance of these wrongs gave rise to succeeding causes of action, each of 
which may be barred by the statute of limitations within the prescribed period after 
the separate wrong is committed ; that the plaintiff need not resort to a multiplicity 
of suits but, in order to avoid such, may at any time proceed with the injunction to 
restrain the defendant from committing further wrongs and recover from the 
defendant any profits made during the period not barred by the statute of limitations. 

This motion presents two questions for solution: (1) What is the nature of 
plaintiff’s right in the secret process? (2) What remedies, if any, are available 
to him? 

1. I am of the opinion that the plaintiff has a property right in his secret process 
which equity will protect so long as he maintains complete secrecy with regard 
thereto (Tabor v. Hoffman, 118 N. Y. 30; Fougera & Co., Inc. v. City of N. Y., 
178 App. Div. 824, aff'd 224 N. Y. 607 ; Jewelers Mer. Agency v. Jewelers Pub. Co., 
155 N. Y. 241; Dr. Miles Medical Co. v. Platt, 142 F. 606; Herold v. Herold China 
& Pottery Co., 257 F. 911; Peabody v. Norfolk, 98 Mass. 452; Salomon v. Hertz, 
40 N. J. Eq. 400). The Appellate Division in the case of Fougera & Co., Inc. v. 
City of New York, said: “That such trade secrets are property, and are often very 
valuable property, and will in a proper case be protected by the courts against 
unauthorized disclosure, cannot be and is not denied.” In Herold v. Herold, supra, 
the Circuit Court of Appeals for the Sixth Circuit said: “The rule is well settled 
that secret formulas and processes, such as are claimed to be involved here, are 
property rights which will be protected by injunction, not only as against those who 
attempt to disclose or use them in violation of confidential relations or contracts 
express or implied, but as against those who are participating in such attempt with 
knowledge of such confidential relations or contracts, though they might in time 
have reached the same result by their own independent experiments or efforts.” 

Furthermore, the courts have attributed to inventors or their transferees rights, 
privileges and obligations, which inhere in the owner of property. A secret process 
is assignable and transferable (Simmons Medicine Co. v. Simmons, 81 F. 163) ; 
it passes to the executors and administrators of the deceased inventor or his trans- 
feree (Peabody v. Norfolk, 98 Mass. 452) ; it is property within the meaning of 
statutes requiring that corporate stock may be issued only for cash or property 
(Durand v. Brown, 236 F. 609) ; it passes to the trustee in bankruptcy (/n re Cantelo 
Mfg. Co., 185 F. 276) ; it is property within the meaning of the income tax law 
(Saunders v. Commissioner, 29 F. 2d 834) ; and it may not be taken by the state 
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without due process of law (Fougera v. City of N. Y., 178 App. Div. 824, aff'd 
224 N. Y. 607). 

The same rule applies to a trade-name (Am. Washboard Co. v. Saginaw Mfg. 
Co., 103 F. 281; Weener v. Brayton, 152 Mass. 101). 

2. Only a voluntary disclosure will deprive the inventor of his right to restrain 
others from the use of his process. An inventor, however, may protect himself 
either by patenting his process or by contract (Bristol v. E. L. A. Society, 132 N. Y. 
264; Rodriguez v. Western Union, 259 App. Div. 224; Lueddecke v. Chevrolet 
Motor Co., 70 F. 2d 345). 

3. The important question to determine is whether plaintiff’s sole remedy lies 
for breach of contract as contended by defendant. If the answer is in the affirma- 
tive, then plaintiff is barred by either the six- or ten-year statute of limitations. 
Plaintiff is not limited to an action for breach of contract. The fact that plaintiff 
would be unprotected upon voluntary disclosure of his secret process without having 
first made a contract, does not mean that when he has made a contract he is limited 
only to an action for breach of that contract and may not pursue other remedies 
provided by law (Lightfoot v. Davis, 198 N. Y. 261). While the complaint refers 
to an agreement entered into between the parties, plaintiff in fact is not seeking to 
recover for breach of that agreement but for the continuing violation and infringe- 
ment of his property rights in the secret process and in the trade-name which he 
applied thereto. 

Where a defendant by continuing acts infringes upon the property rights of 
another, the right to enjoin is not lost by lapse of time, notwithstanding that damages 
for or an accounting with respect to past infringements and violations are limited 
to the statutory period prior to the date of the commencement of the action. Each 
infringement by defendant gives rise to a cause of action for damages against that 
individual for infringement (see Roystone v. Woodbury Institute, 67 Misc. 265; 
Lempert v. Judge, 230 Mo. 409; Warner v. Roehr, 29 F. 266; Phila. Extracting 
Co. v. Keystone, 176 F. 830; Menendez v. Holt, 128 U. S. 514; Galway v. Met. 
Elevated, 128 N. Y. 132, and Vanton Corp’n v. N. Y. R. T. Corp’n, 250 App. Div. 
484). While the plaintiff’s rights of property in his process and his trade-name 
continue, his rights of legal action inhere. 

In the Galway case (supra) plaintiff sought to restrain the maintenance of an 
elevated railroad adjacent to plaintiff's property which impaired his easements of 
light, air and access. The structure had been erected in 1878; suit was commenced 
in 1889. The defense was that the ten-year statute of limitations commenced to 
run against the plaintiff from the time that the plaintiff first became entitled to 
commence the action. The Court of Appeals rejected the defense and said: 


The questions raised are answered by elementary principles established in this state 
by numerous reported cases. They are found in the two propositions that continuous 
injuries to real estate caused by the maintenance of a nuisance or other unlawful structure 
create separate causes of action barred only by the running of the statute against the 
successive trespasses, and the further principle that no lapse of time or inaction merely on 
the part of the plaintiff during the erection and maintenance of such structure, unless it 
has continued for the length of time necessary to effect a change of title in the property 
claimed to have been injured, is sufficient to defeat the right of the owner to damages. 
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In Siusby Mfg. Co. v. The State, 104 N. Y. 562, the action was brought by a 
riparian owner to recover damages by reason of being deprived of waters from a 
canal operated by the state, due to the failure of the state to keep certain locks, 
walls, gates, etc., in a tight condition in order to prevent leakage of water whereby 
the plaintiff was compelled to use steam instead of water power to operate the 
machinery contained in its mill. Damages were claimed for the years 1882, 1883 
and 1884. The court held that the two-year statute of limitations barred any 
recovery of damages for 1882 but that the statute of limitations was not a bar to 


the recovery for the damages sustained in 1883 and 1884, the court saying at 
page 569: 


If the proper facts upon which to base an action were found it would then appear that 
the state had unlawfully used a certain amount of water, to the use of which the claimant 
had an undoubted right, and each day such use continued, a new cause of action arose 
therefor in favor of the claimant. Of course, when action was commenced all causes then 
existing would have to be included, but a recovery for the damages sustained up to the 
time of the commencement of the action, would be no bar to those subsequently arising for 
subsequent unlawful diversions (see also Colrick v. Swinburne, 105 N. Y. 503, and Reed 
v. State, 108 N. Y. 407; McLean v. Fleming, 96 U. S. 245). 


The principle running through all of the cases cited is that plaintiff’s cause of 
action to restrain future violations by the defendant of plaintiff’s property rights 
is barred neither by the six- nor ten-year statute of limitations. 

The cases cited by the defendant do not hold to the contrary. I do not find 
that any of them stands for the proposition that plaintiff’s exclusive right is for 
breach of contract. These cases distinguish, on the one hand, between mere 
abstract ideas which are lacking in novelty or fail of reduction to practice or are of 
such character that the plaintiff himself is incapable of making use thereof, and, on 
the other, processes or formulae which are new, novel and useful and which have 
been reduced to practice and are susceptible of use by the plaintiff himself without 
disclosure of the secret involved. Plaintiff’s cause of action falls within the latter 
classification. The distinction between the cases cited by the defendant and the 
instant case has been made clear in Haskins v. Ryan, 71 N. J. Eq. 575. There the 
plaintiff had conceived the idea of merging or amalgamating all of the principal lead 
companies in the country which had not already been consolidated into the National 
Lead Company. He obtained options on some of the plants and entered into negotia- 
tions for the procurement of options on others. He did not have the means to pay 
for the plants or to carry through the plan. He presented his scheme to the de- 
fendant in that case, with the suggestion that they jointly carry through the promo- 
tion of this scheme and share the profits between them. Defendant investigated 
the plan and then proceeded to carry it through without giving any recognition at 
all to the plaintiff. The plaintiff instituted suit for an accounting of the defendant’s 
profits and for an apportionment to the plaintiff of a part thereof. The court in 


denying relief distinguished such an idea from a secret process, using the following 
language: 


Such a project or idea can scarcely be called property. It lacks that dominion—that 
capability of being applied by its originator to his own use—which is the essential charac- 
teristic of property. It differs fundamentally from the secret process or patented invention 
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which is capable of material embodiment at the will of the inventor alone. It is worthless 
unless others agree to give it life. It was, as far as complainant was concerned, an idea 
pure and simple. Now, it has never in the absence of contract or statute been held, so far 
as I am aware, that mere ideas are capable of legal ownership and protection. 


The complaint alleges that with respect to the “‘saxonizing” process, there existed 
all of the elements which are required to constitute the invention property in the 
hands of the plaintiff. It was new; it was useful, and it was capable of being used 
and was used by plaintiff. Whether the plaintiff will be able to establish all of these 
allegations remains for the trial. On this motion the pleading is liberally construed, 
and all of its allegations assumed to be true. 

Accordingly, the motion to dismiss the complaint is denied. Order signed. 


RAINBOW SHOPS, INC. v. THE RAINBOW SPECIALTY SHOPS, INC., 
ET AL. 


New York Supreme Court, Kings County, Special Term 
March 28, 1941 


UNFAIR COMPETITION—USE OF SAME TRADE-NAME—SCOPE OF PROTECTION. 

A prior user is entitled to equitable protection in the use of his trade-name, not only 
within the immediate locality where his business has been conducted, but in such territory as 
may reasonably be expected to constitute a likely field of normal expansion. 

UnFAIR COMPETITION—USE OF SIMILAR TRADE-NAME, “RAINBOW SHOPS” AND “RAINBOW 
SPECIALTY SHOPS’—INJUNCTION. 

Where plaintiff and its predecessors in 1921 adopted and have since used the name 
“Rainbow Shops” as the title of their stores featuring ladies apparel, located in Brooklyn, 
N. Y., the subsequent adoption and use by defendant on its similar stores in a county adjacent 


to Brooklyn of the names “The Rainbow Specialty Shop” and “The Rainbow Shop,” held 
unfair competition, and was enjoined. 


In equity. Action for unfair competition in the use of a trade-name. Judgment 
for plaintiff. 


Irving Coopersmith (Hyman R. Friedman, of counsel), both of New York City, 
for plaintiff. 
Irwin R. Browner, for defendants. 


SMITH, Justice: 


Since 1927 plaintiff has been engaged in the sale of ladies’ apparel and specialties 
under the name of “The Rainbow Shop” and “Rainbow Shops.” Prior thereto 
plaintiff’s predecessors since 1921 conducted a similar business under the same 
name. At present plaintiff operates some six stores in the borough of Brooklyn, 
each of which is known by the above-mentioned name. It is claimed that the trade- 
name so used by plaintiff, or by its predecessors, has become and is of great com- 
mercial value and is and has been a great source of profit. Such result, it is claimed, 
has been achieved through a constant endeavor to acquaint the public with the 
name “Rainbow” by various advertising media, including the use of newspapers, 
subscriptions to charitable periodicals and organizations, some of which are located 
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in Nassau County, Long Island, and publicity contests at various theaters. As 
indicative of the intensity of the advertising for such purpose, it is stated that 
plaintiff spent approximately $40,000 or $50,000 during the year 1940. It was 
shown upon the trial that heretofore plaintiff has conducted a branch in Hempstead, 
Long Island, in anticipation of expanding its business to the Long Island area and 
that at present it is seeking to locate stores under its trade-name in Jamaica, Hemp- 
stead and Great Neck. Evidence has also been submitted to establish that 20 per- 
cent to 25 percent of its business is devoted to patronage emanating from that general 
territory. 

During March, 1934, the individual defendants opened a store in Great Neck 
which they conducted as a so-called “kiddie shop” for a period of three years. They 
then expanded their business to include the sale of ladies’ apparel and specialties. 
They now maintain two stores, one located in Great Neck and the other in Man- 
hasset, Nassau County, Long Island. These stores are operated under the name 
“The Rainbow Specialty Shop” or “The Rainbow Shop.” 

Plaintiff seeks herein an injunction permanently restraining the defendants from 
the use of such appellations in the sale of the above-mentioned commodities. 

Of course, it is the duty of a subsequent trader not to market its goods in such 
a manner as ultimately to cause actual or likely confusion between the operation 
of his own business and that of a prior trader. Where there is either an actual or 
probable tendency toward public deception, the absence of a fraudulent intent on 
the part of the subsequent trader affords no basis upon which to predicate a denial 
of the prior trader’s application for equitable intervention in protection of his rights. 

It is my view that, upon the trial of the matter, plaintiff fully established that 
it was entitled to invoke the benefit of the above rule. In such connection it will 
suffice to point out that ample testimony was adduced to indicate that, because of 
defendants’ adoption of the trade-names in question, some resulting confusion to 
plaintiff's prejudice has been engendered in the mind of the buying public. An 
inability to discriminate between the identity of the two firms is aptly demonstrated 
cumulatively by the fact that even the very dealers who cater to the trade, and, 
therefore, presumptively are in a position to be better informed upon the subject 
than is the average customer, have been at times in doubt whether the two firms are 
independent entities or otherwise. In establishing its business, defendants should 
have refrained from adopting a name which would be likely thus to deceive the 
public and thereby deprive plaintiff of the full benefit of whatever reputation it 
has acquired. Under such circumstances even a failure to show actual monetary 
loss would not be fatal if, as here, there be established the reasonable threat of 
possible injury. Injunctive relief is proper to prevent “the gradual whittling away 
or dispersion of the identity and hold upon the public mind” of the particular trade- 
name. (See Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc. 679; aff’d, 237 
App. Div. 801; 262 N. Y. 482 [23 T.-M. Rep. 117].) 

During the course of the trial I intimated that a prior trader is entitled to 
equitable protection in the exclusive use of his trade-name not only within the 
immediate locality where his business has been previously conducted but also, as 
here, within such territory as may reasonably be expected to constitute a likely field 
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of normal expansion. I am inclined to adhere to that view after a studied reflec- 
tion. (See Ball v. Broadway Bazaar, 194 N. Y. 429; Stewarts Sandwiches, Inc. v. 
Seward’s Cafeteria, Inc., 60 F. 2d 981, 63 C. J. p. 444 [22 T.-M. Rep. 283].) 
Judgment as demanded in the prayer for relief will, therefore, be entered in 
favor of plaintiff. Settle proposed form thereof on notice. 
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Act of 1920 


Registration cited against later application. 


Van ArspaLe, A. C.: Denied a petition by the Perfect Garment Company that 
the Examiner of Trade-Marks be directed to withdraw the reference cited by him 
against the application by said company under Section 1 (0) of the Trade-Mark 
Act of March 19, 1920, for registration of a mark consisting essentially of the word 
“Hollywood” for various items of children’s, misses’ and women’s sportswear. 

The Examiner refused registration on a prior registration, No. 241,240, issued 
to another under the same section of the same act for frocks, dresses and aprons for 
women, misses and children. 

The petitioner urged that, because the cited registration issued under the Act of 
1920, it carries no presumption of continuing use and affords no evidence of owner- 
ship, and the Act of 1920 specifies that for the prior registration to be a bar to regis- 
tration by applicant under Section 1 (b) of the act the mark of the prior registration 
must be owned and in use by another. In response thereto the Assistant Commis- 
sioner said : 













* * * in order that an applicant may be accorded registration under Section 1 (b) of Act 
of 1920 it must be made to appear that applicant has had bona fide exclusive use of the 
mark for not less than one year preceding the date of filing the application, and claims to 
be proprietor of the mark and of the goods to which the mark is applied. By granting the 
registration the exclusive use by the applicant is recognized, as well as his proprietorship of 
the mark and the goods. Since recognition of exclusive use by one person denies any use 
by others, the grant of a registration under Section 1 (b) of the Act of 1920 necessarily 
constitutes an adjudication that any prior registrant under Section 1 (b) of Act of 1920 
of the same mark for the same goods was not entitled to exclusive use of the mark during 
the time the later registrant was deemed to be the exclusive user. Then it would seem to 
follow that if such later registration were granted over the earlier one the later registra- 
tion itself would be evidence that the prior registrant was not using the mark of the prior 
registration, or entitled to exclusive use of it, and thus would constitute a valid basis for 
cancellation of the prior registration under Section 2 of the act. I do not find in the Act 
of 1920 any justification for such a situation. 


With further reference to Section 2 of the Act of 1920, the Assistant Commis- 
sioner said: 








Section 2 of Act of 1920 makes it clear that when cancellation of a registration under 
the Act of 1920 is applied for the registration sought to be cancelled does not itself raise 
any presumption that the registrant is not entitled to exclusive use of the mark, or that the 
mark is not used by the registrant or has been abandoned. The pertinent part of Section 2 
of Act of 1920 is as follows: 
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“If it appears after a hearing before the Examiner that the registrant was not entitled 
to the exclusive use of the mark at or since the date of his application for registration 
thereof, or that the mark is not used by the registrant or has been abandoned, and the 
Examiner shall so decide, the Commissioner shall cancel the registration.” 

Under Section 2 of Act of 1920 registrant’s lack of right to exclusive use, or non-use 
or abandonment must be made to appear. Certainly the registration sought to be canceled 
is not itself evidence of lack of continuing use of the mark registered. 





The Assistant Commissioner concluded that the burden is on an applicant filing 
under Section 1 (b) of the Act of 1920 to show non-use by a prior registrant under 
the same section of the Act of 1920, or lack of right to exclusive use or abandon- 
ment. He said: 
































The principal question presented here concerns the status of a registration under Sec- 
tion 1 (b) of Act of 1920 with respect to a later application for registration under the 
same section of the act for substantially the same mark for similar goods. Must the prior 
registration be disregarded entirely because it does not constitute evidence of ownership 
and use by the registrant of the mark registered? Or should the registration be recognized 
to the extent of negativing a presumption of actual bona fide exclusive use of the mark by 
the subsequent applicant, unless it appears affirmatively that the prior registrant is not 
entitled to the exclusive right to the mark of the registration or is not using it or has aban- 
doned it? I think such registration has the status last mentioned, and which is similar 
to the status it has when sought to be canceled under Section 2 of the 1920 act. Such 
status does not require that the registration be considered either evidence of ownership and 
use or evidence of non-ownership or non-use, but merely as constituting notice of record 
that the registrant may be continuing to use the mark, leaving it to the party who has the 
burden of proof in the particular proceeding to establish whichever fact as to use as is 
necessary to support his cause. 


The Assistant Commissioner stated that he did not consider that conclusion incon- 
sistent with the decisions which hold a registration under Section 1 (b) of the Act 
of 1920 may not properly be cited against a 1905 application. He said: 


Under Act of 1920 an applicant filing under Section 1 (b) thereof must allege actual 
bona fide exclusive use of the mark. Under Act of 1905 an applicant is not required to 
assert actual exclusive use, but merely use and right to exclusive use. There is a differ- 
ence between actual exclusive use and right to exclusive use. It does not seem inconsistent 
to hold on the one hand, that, because a registration under Section 1 (b) of Act of 1920 
puts into question actual exclusive use of the registered mark by others, it may prohibit 
registration to another under Section 1 (b) of the act, and on the other hand to hold that 
because such registration constitutes no evidence of ownership of the mark by registrant it 
does not constitute a bar to granting registration to another under the Act of 1905. In other 
words, the fact that a registration under Section 1 (b) of Act of 1920 indicates that per- 
sons other than the registrant do not have actual exclusive use of the mark does not make 
the registration available against an applicant under the Act of 1905 because such appli- 
cant to secure registration does not need to have actual exclusive use of the mark but 
mere use and right to exclusive use. An applicant filing under Section 1 (b) of Act of 
1920 does have to have actual exclusive use of the mark. 












The Assistant Commissioner ruled that the refusal of the Examiner to grant 
applicant the registration applied for because barred by the cited prior registration 
No. 241,240, issued under the Act of March 19, 1920, was justified and proper.” 


1. Ex parte Perfect Garment Company, Ser. No. 428,824, 163 M. D. 820, September 17, 1941. 
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Cancellation 
Failure to prove ownership 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing a petition by William J. Wardell, Trustee of the Estate of 
McKesson & Robbins, Incorporated, Debtor, to cancel trade-mark registration No. 
364,966, issued February 21, 1939, under the provisions of the act of February 20, 
1905, to J. D. Riedel-E. de Haen Aktiengesellschaft. 

In the petition it was alleged that petitioner, prior to respondent’s claimed 
date of first use of the registered mark, had adopted and used a similar mark in 
connection with goods of the same descriptive properties as those set forth in 
the registration. It was also alleged that petitioner is the owner of two registrations 
of the mark relied upon, which had been issued to a third party. These allegations 
were denied in the answer, and no testimony was taken by either party. 

The First Assistant Commissioner stated that since petitioner had failed to 
establish either use of the mark or ownership of the registrations the case was con- 
trolled by Breese v. Tampax Sales Corporation, 26 C. C. P. A. 208, 102 F. (2d) 
808 [29 T.-M. Rep. 139], from which he quoted as follows: 















Appellant, in her answer, challenged the allegation of appellee in its petition for can- 
cellation that it was the owner of the trade-mark “Tampax” and the owner of said trade- 
mark registration No. 294,959, issued to Tampax, Inc. The burden was therefore upon 
appellee to prove ownership and use of the trade-mark “Tampax,” and before it could 
rely upon said registration No. 294,959, the burden was upon it to establish that owership 
of the same had been transferred to it.” 


Conflicting Marks 


“Manadel” and “Mandelamine” 






















Van ArsDALeE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of the Nepera Chemical Co., 
Inc., to the application of The Wm. S. Merrill Company, for registration of the 
mark “Manadel” for a flavored preparation of calcium mandelate powder for the 
treatment of urinary infections. 

Opposer relied upon a registration of the word “Mandelamine” for medicines 
for use in germ infections and as an antiseptic, owned by it and dating prior to 
any use asserted by applicant of its mark. 

In finding that the marks have common significance and in holding that appli- 
cant’s mark should be considered to be a substantial appropriation of the most 
prominent portion of opposer’s mark, the Assistant Commissioner said: 


The word “Mandel” is the combining form of the word “mandelic.” Thus the trade- 
mark “Mandelamine” suggests that the goods to which the mark is applied are mandelic. 
The trade-mark “Manadel” is so similar in sound to the word “Mandel” that in my 
opinion when applied to calcium mandelate it suggests the mandelic character of the 
calcium mandelate. Of course the word “Manadel” carries no suggested meaning that 
the “amine” part of the word “Mandelamine” might carry. However, that the product 












2. William J. Wardell, Trustee of the Estate of McKesson & Robbins, Incorporated, Debtor 
v. J. D. Riedel-E de Haen Aktiengesellschaft, Canc. No. 3630, 163 M.D. 804, August 20, 1941. 
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is mandelic is the only suggested meaning present in applicant’s mark and this is included 
also in opposer’s mark. In this respect the marks have common significance. 

In my opinion the first two syllables “Mandel” of opposer’s mark “Mandelamine” are 
more prominent than the last two syllables “amine” and the word “Manadel” is so similar 
in sound and in appearance to the first part “Mandel” of opposer’s mark that appellant’s 
mark should be considered to be a substantial appropriation of the most prominent por- 
tion of opposer’s mark. 


On the question of the respective goods possessing the same descriptive proper- 
ties, the Assistant Commissioner had the following to say: 


“Both the marks are applied to pharmaceutical preparations in powder form that are 
sold in the same stores to the same class of purchasers, and both products are intended for 
the relief and cure of infections. In my opinion the goods to which the marks are applied 
are goods of the same descriptive properties, even though one so far has been used only 
in connection with a remedy for a specific type of infection while the other presumably 
has been used for germ infections generally. 


The Assistant Commissioner concluded that, considering the goods on which 
the marks are used and considering the marks in their entireties, and in consequence 
of the resemblance between the mark “Manadel” and the portion “Mandel” of the 
mark “Mandelamine”’ in significance, in sound and in appearance, considerable likeli- 
hood of confusion and deception of purchasers would result from the concurrent 
use of the marks on the respective goods of the parties.® 


“Agrol” and “Agro.” 


Van ArsDALe, A. C.: Affirmed the action of the Examiner of Trade-Marks 
in refusing registration to The Chemical Foundation of Kansas Company of a mark 
consisting of the word “Agrol” printed on the outline of a shield, applied to internal 
combustion engine fuels. 

The Examiner refused registration in view of a prior registration of the word 
“Agro” for gasoline. 

In his decision the Assistant Commissioner said : 


To my mind, the marks are clearly confusingly similar in sound and in appearance, 
and their concurrent use by the parties on the goods to which they are applied would result 
in confusion and deception of purchasers.* 


“Test” and “Top Test.” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition of Rice-Stix Dry Goods Company to the appli- 
cation of Maison Blanche Company, for registration of the notation “Top Test,” 
enclosed in a somewhat fanciful border, for goods described in the application as 


men’s dress shirts, sport shirts and undershirts; men’s pajamas; neckties made of silk, 
wool, cotton or combinations thereof; men’s hosiery ; men’s underwear. 


3. Nepera Chemical Co., Inc. v. The Wm. S. Merrell Company, Opp’n No. 19,591, 163 M. D. 
787, August 2, 1941. 

4. Ex parte The Chemical Foundation of Kansas Company, Ser. No. 388,974, 163 M. D. 810, 
September 11, 1941. 
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The applicant took no testimony and, as the First Assistant Commissioner 
stated, hence established no earlier date of use than the filing date of its application, 
namely, December 12, 1938. Opposer relied upon its ownership of the trade-mark 
“Test,” registered May 25, 1915, and renewed, for men’s and boys’ overalls, jump- 
ers, work-pants, work-shirts, work-coats, and boys’ blouses.” The applicant sug- 
gested that its goods and opposer’s are of different descriptive properties, but the 
First Assistant Commissioner found the similarity to be so close as to amount to 
substantial identity in trade-mark law. The marks he also found to be confusingly 
similar. He said: 

























The Examiner held, and I am constrained to agree, “that the marks here involved 
bear such near resemblance as to be likely to cause confusion if used concurrently in trade 
upon goods possessing the same descriptive properties.” In support of their argument to 
the contrary, counsel for applicant cite a number of old cases, concerning which it need 
only be said that all are either distinguishable from the case at bar, or are no longer 
followed. More nearly in point are Jacob Forst Packing Co. v. Antrim & Sons, 118 Fed. 
(2d) 576 [31 T.-M. Rep. 170], where the Court of Customs and Patent Appeals held the 
two marks, “Old Mansion” and “Mansion Brand,” to be confusingly similar; Lever 
Brothers Co. v. The Sitroux Co., 27 C. C. P. A. 858, 109 Fed. (2d) 445 [30 T.-M. Rep. 84], 
where that court refused registration of the notation “Sit-ru-lux” over the previously 
registered mark “Lux”; and Weyenberg Shoe Manufacturing Co. v. Hood Rubber Co., 
18 C. C. P. A. 1449, 49 Fed. (2d) 1046 [21 T.-M. Rep. 323], where the same ruling was 
made with respect to the marks “Red Arrow” and “Arrow.” Incidentally, in at least two 
of those cases the goods involved were much less closely related than are those of the 
instant case.® 


“Escort” and “Esquire.” 








VAN ArSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of Esquire, Inc., to the applica- 
tion by Cannay Publishing Company for registration of the word “Escort” for 
“magazine.” The opposition was based on prior use and registration by Esquire, 
Inc., of the word “Esquire,” for “monthly publication.” 

The Examiner considered the marks to be so different in meaning, sound and 
appearance that their concurrent use on magazines would not be likely to cause 
confusion, especially since, in his opinion, purchasers of magazines constitute a 
discriminating class. The Assistant Commissioner concluded, however, that the 
words “‘Esquire” and “Escort,” as used by the parties, are so similar in meaning, 
appearance and sound, that their concurrent use on magazines would be likely to 
cause confusion and deception of purchasers, and expressed the opinion that pur- 


chasers of magazines are not so discriminating that such confusion would be unlikely. 
He said: 






















One meaning of “Esquire” is “a gentleman escorting a lady,” and one meaning of 
“Escort” is “an individual accompanying another or others for protection or as a mark of 
honor or courtesy” (Webster’s New International Dictionary, 2nd Edition, 1940). Thus 
the reference to escorting a lady the words “Esquire” and “Escort” have the same mean- 
ing. Of course they have other meanings also, but none more likely to be suggested when 


5. Rice-Stix Dry Goods Company v. Maison Blanche Company, Opp’n No. 18,692, 163 
M. D. 823, September 18, 1941. 
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applied to magazines calling attention to theaters, dancing places, restaurants, and the like, 
as the magazines of both parties do.® 


“Epso” and “Chipso.” 


Van ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by The Procter & Gamble Company to the 
application of Joseph Metrie for registration of the mark ‘“‘Epso” for soap. 

As stated by the Assistant Commissioner, the notice of opposition alleged and 
the record established use by opposer of the mark “‘Chipso,” for soap, specifically 
soap in flake and granule form, long before the date of first use by appellant of its 
mark ““Epso” for soap. 

The goods of the parties being the same and opposer’s priority established, the 
main question for determination by the Assistant Commissioner was whether the 
marks are confusingly similar. Upon that question he ruled as follows: 


In my opinion I consider the marks so similar in sound and in appearance that their 
concurrent use on soap would be likely to cause confusion and mistake in the mind of the 
public and to deceive purchasers as to the origin of the goods.’ 


“Crotch-Guard” and “Guards.” 


VAN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition by Cluett, Peabody & Co., Inc., to cancel the 
registration of P. H. Hanes Knitting Company, under the Act of March 19, 1920, 


of the mark “Crotch-Guard” for one-piece and two-piece undergarments in knitted 
or woven material for men, women, and children, namely, shirts, drawers and union- 
suits. 


The application for that registration was filed January 3, 1939, under Act of 
February 20, 1905, and changed to Act of 1920 on January 2, 1940, and stated 
continuous use of the mark by registrant since December 20, 1938. The petition 
for cancellation alleged ownership of a registration granted April 7, 1936, under 
the Act of February 20, 1905, of the mark “The Guards” for collars, and alleged 
ownership and use of the mark “Guards” for underwear continuously since a date 
prior to adoption by respondent of its mark “Crotch-Guard” for underwear, and 
asserted injury by the registration against which the petition was directed. The 
respondent contended that the petitioner had not established a satisfactory showing 
of use of either the mark “The Guards” for collars or of the mark ‘Guards’ for 
underwear at the time of filing of the petition for cancellation and therefore had 
not shown itself injured by respondent’s registration. In regard to this contention 
the Assistant Commissioner stated : 


Several of appellee’s witnesses testified that appellee sold collars bearing the registered 
trade-mark “The Guards” continuously since 1925, but the only specific sales of such 
collars appellee attempted to prove were within the period of from January, 1925, through 


6. Esquire, Inc. v. Cannay Publishing Company, Opp’n No. 19,656, 163 M. D. 826, Septem- 
ber 23, 1941. 

7. The Procter & Gamble Company v. Joseph Metrie, Opp’n No. 19,417, 163 M. D. 827, 
September 23, 1941. 
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December, 1937. There is no direct statement by any witness that appellee has discon- 
tinued the use of that mark on collars since 1937, or that there has been any intention to 
abandon the mark, but appellant argues that the fact that appellee did not attempt to prove 
any specific instances of use of the mark subsequent to 1937 overcomes the presumption of 
ownership of the mark attaching to the registration, and since appellee has not proved 
specific instances of use of the mark at the time of filing the petition for cancellation appellee 
has failed to show injury in connection with the mark “The Guards” for collars. 
Abandonment by appellee of the mark “The Guards” for collars has not been estab- 
lished, and appellant does not contend seriously that it has. As stated before, several 
witnesses have testified that the use of the mark for collars did not cease, and in my 


opinion the registration holds good as prima facie evidence of continued ownership of 
the mark by appellee. 


The respondent also contended that the marks involved are not confusingly 
similar. In ruling otherwise the Assistant Commissioner said: 


To my mind men’s collars and men’s underwear are goods of the same descriptive 
properties and the marks “The Guards” and “Crotch-Guard” are confusingly similar when 
applied to those goods. 

Therefore, in view of appellee’s registration of the mark “The Guards” for collars, it 
is my Opinion the record establishes that appellant “was not entitled to the exclusive use 
of the mark at or since the date of his application for registration thereof’ (Section 2, 
Act of March 19, 1920), and that appellee is damaged by said registration so that it should 
be cancelled. 

As to appellee’s use of the mark “Guards” for underwear, it is my opinion that even 
though the word “Arrow” also appears with the word “Guards,” but separated therefrom, 
on the packages containing the underwear, separate trade-mark use of the word “Guards” 
has been shown, particularly as the record shows the mark “Arrow” to be the trade-mark 
of appellee for its goods in general. Appellee has shown specific instances of sales of 
underwear under this mark from March 23, 1938, to October 18, 1939, and one further 
sale on March 25, 1940. Several witnesses stated that the use by appellee of this mark on 
underwear and sales of underwear under the mark to the retail trade have been continuous. 
In my opinion the use by appellee of this mark on underwear at the time of filing the 
petition for cancellation has been established satisfactorily, and since the marks appear to 
me to be confusingly similar when applied to underwear, I consider that appellee has 
established damage with respect to its use of the mark “Guards” for underwear by the 
registration sought to be cancelled. I consider the trade-mark use by appellee of the mark 
“Guards” for underwear also makes it apparent that registrant was not entitled to the 
exclusive use of the mark at or since the date of his application for registration thereof, 
so that appellee’s petition for cancellation herein should be sustained.* 


“Rock Spring Kola” and “Coca-Cola.” 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of The Coca-Cola Company, to 
the application of Jacob Ries Bottling Works, Inc. for registration of the notation 
“Rock Spring Kola,” with a disclaimer of the word “Kola,” as a trade-mark for 
“maltless, noncereal, nonalcoholic beverages.’”’ Applicant claimed to have used 
said mark since November 16, 1938. Opposer relied upon its ownership of the 
well-known trade-mark “Coca-Cola,” used with goods substantially identical with 
those of applicant, and first registered for such goods in 1893. 


8. Cluett, Peabody & Co., Inc. v. P. H. Hanes Knitting Company, Canc. No. 3691, 163 
M. D. 830, September 29 1941. 
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The First Assistant Commissioner noted that the decision of the Examiner was 
predicated largely upon the finding that the word “Cola” of opposer’s mark, and the 
equivalent word “Kola” of applicant’s mark, are descriptive of the goods. In regard 
to this finding the First Assistant Commissioner said : 


In so holding the Examiner appears to have overlooked the case of Corn Products 
Refining Co. v. The Coca-Cola Co., 26 C. C. P. A. 1181, 103 Fed. (2d) 385 [29 T.-M. Rep. 
296], where the United States Court of Customs and Patent Appeals disposed of this 
precise point in the following language: 

“Appellant insists that the word ‘Cola’ is descriptive as used in the marks of the re- 
spective parties, and points to the fact that it has disclaimed the exclusive use of the 
word ‘Cola,’ apart from the mark as shown in the drawing. 

“Upon this point we would observe that if the word ‘Cola’ in appellee’s registered mark 
is descriptive, so is the word ‘Cola,’ and the effect of appellant’s contention is to challenge 
the validity of appellee’s registrations upon which it relies. That this may not be done in 
an opposition proceeding is well established.” 




































Applicant cited the case of Dixi-Cola Laboratories, Inc. v. The Coca-Cola Co., 
117 Fed. (2d) 352 [31 T.-M. Rep. 39], recently decided by the Circuit Court of 
Appeals for the Fourth Circuit. With respect to said citation, the First Assistant 
Commissioner stated : 





The views there expressed are in some respects contrary to those entertained by the 
Court of Customs and Patent Appeals, and support the conclusions reached by the Ex- 
aminer in the instant proceeding. However, the Court of Customs and Patent Appeals 
has appellate jurisdiction over the Patent Office; and its rulings, to the exclusion of those 
of the circuits of appeals, are binding upon the Patent Office tribunals.® 





Descriptive Terms 
“Fibracoustic” for fibrous, acoustical material 


Van ArspALe, A. C.: Affirmed the action of the Examiner of Trade-Marks 
in refusing registration to Johns-Manville Corporation, of the mark “Fibracoustic” 
for fibrous, acoustical material. 4 

In agreeing with the Examiner that the mark is merely descriptive of said 
material, the Assistant Commissioner said: 


In my opinion the portion “Fibra” of the mark would indicate to observers that the 
material was fibrous in character and the portion “coustic,” preceded by the letter “a” of 
“Fibra,” would mean to observers that the material was acoustical. In other words, it 
is my opinion that the mark “Fibracoustic” applied to fibrous, acoustical material is merely 
a readily recognizable contraction and combination of the words “fibrous” and “acoustical” 
and is a mark consisting merely in a word which is descriptive of the fibrous and acousti- 
cal character or quality of the goods with which it is used. Contraction, misspelling or 
abbreviation do not necessarily preclude descriptiveness.?° 





“Prague Powder” for a book and formula sheet 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration under the act of February 20, 1905, to The Griffith Labora- 


9. The Coca-Cola Company v. Jacob Ries Bottling Works, Inc., Opp’n No. 18,941, 163 M. D. 
815, September 15, 1941. 
10. Ex parte Johns-Manville Corporation, Ser. No. 429,055, 163 M. D. 786, August 2, 1941. 
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tories, Inc., of the notation “Prague Powder” as a trade-mark for “a book and 
formula sheet.” The Examiner based his refusal on the ground that applicant’s 
publications lack general interest and are merely advertising matter for its own 
goods. 

The First Assistant Commissioner agreed with the Examiner as to the formula 
sheet, but finding that the book on file contains some items of a non-advertising 
character that would doubtless be of interest to those engaged in the curing of 
meats, he indicated that these items were of sufficient general interest to warrant 
registration of a trade-mark for the book, citing his own decision in Ex parte The 
Scholl Mfg. Co., 499 O. G. 791. The First Assistant Commissioner added, how- 
ever, that applicant’s mark must be refused registration because the mark is purely 
descriptive of the contents of applicant’s publications and because the word “Prague” 
is merely geographical. He cited the cases of McGraw-Hill Publishing Co. v. 
American Aviation Associates, Inc., and In re Kraft-Phenix Cheese Corporation, 
120 F. (2d) 391.” 

“Crispy Cold” for refrigerators 

Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration under the provisions of the act of February 20, 1905, to 
Viking Refrigerators, Inc., of the notation “Crispy Cold” as a trade-mark for 
“refrigerated display cases and refrigerators for the preservation of foodstuffs.” 
The ground of refusal by the Examiner was that 


the mark is descriptive of the goods, that is, that applicant’s refrigerator preserves foods, 
notably vegetables, in a crisp, cold condition. 


In agreeing with the Examiner, the First Assistant Commissioner stated: 


Applicant contends . . . . that the mark does not describe its refrigerators, and is no 
more than suggestive of their function. In holding the mark to be descriptive, the 
Examiner relied upon the case of Walgreen Co. v. Godefroy Manufacturing Co., 22 C. C. 
P. A. 819, 74 F. (2d) 127, where a similar ruling was made by the Court of Customs and 
Patent Appeals with respect to the notation “Peaudouce” as applied to skin cream. 
Pointing out that in English “Peaudouce” means “soft skin,” the court said: 

“In view of the facts of record, we are of opinion that the trade-mark ‘Peaudouce’ is 
merely descriptive of the intended purpose and function of the goods on which it is used, 
and is therefore merely descriptive of ‘qualities, ingredients or characteristics’ of such 
goods; that, when so used, it is not subject to exclusive trade-mark appropriation.” 

In principle, I am unable to distinguish that case from the one before me; nor does 
applicant seriously attempt to do so. If the expression “soft skin” is descriptive of a 
cream designed to keep the skin soft, then by the same token it would seem to follow 
that the expression “Crispy Cold” is descriptive of a refrigerator designed to keep fruits 
and vegetables crisp and cold, because that is its “intended purpose and function.” 


“Poly” for gasoline 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition of The Pure Oil Company, to the applica- 
tion of Phillips Petroleum Company, for registration of the word “Poly” as a trade- 


ll. Ex parte The Griffith Laboratories, Inc., Ser. No. 412,337, 163 M. D. 791, August 13, 
941. 


12. Ex parte Viking Refrigerators, Inc., Ser. No. 419,825, 163 M. D. 798, August 19, 1941. 
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mark for gasoline, and adjudging applicant not entitled to the proposed registra- 
tion. The opposer alleged, and the Examiner found, that said mark is descriptive 
of the goods, and had been used descriptively by opposer in connection with gasoline 
and related products since a time prior to applicant’s claimed date of first use. 
In reaching the same conclusion as the Examiner, the First Assistant Commissioner 
stated : 


It is clear beyond argument that as used by applicant “Poly” is an abbreviation of 
the word “polymerized,” and is intended to be so understood by purchasers. That fact 
is conclusively established by an inspection of the specimen labels originally filed with 
the application, upon which the alleged trade-mark appears only as a part of the latter 
word, being displayed in larger type than the remaining letters. That “polymerized” is 
descriptive of gasoline produced by the polymerization process is, of course, obvious. 
Nor is it material that applicant’s product, as sold, may contain little or none of the 
gasoline so produced. If not descriptive, then the mark is deceptive, and is equally objec- 
tionable under the statute. In re Bonide Chemical Co., 18 C. C. P. A. 909, 46 F. (2d) 705 
[21 T.-M. Rep. 122]. 


The First Assistant Commissioner stated that applicant did not deny that opposer 
had used the word “Poly” to describe its polymerization products before applicant 
adopted the word as a trade-mark, but did point out that opposer’s use had never 
been “in a commercial or trade-mark sense,” and for the most part had been con- 
fined to “intercompany correspondence.” 


In regard to this matter, the First Assistant Commissioner said: 


It is too well established to require the citation of authorities that one dealing in 
goods aptly described by the alleged trade-mark of a competitor need not prove his 
own use of such mark in order to prevent its registration. All that is required is a show- 
ing that he would probably be damaged, and it is my opinion that opposer has met that 
requirement.!* 


“Koala.” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration under the provisions of the Act of February 20, 1905, to 
Anitra, Inc., of the word “Koala,” as a trade-mark for “ladies’ coats and suits, made 
of wool, mohair, and llama.” The ground of refusal by the Examiner was that 
“the mark is descriptive (or misdescriptive) of the goods.” 

In explaining the reasoning of the Examiner and agreeing therewith, the First 
Assistant Commissioner said: 


“Koala” is the name of an Australian fur-bearing animal, and of the pelt of such 
animal, and is so defined in the dictionaries. As pointed out by the Examiner, and not 
denied by applicant, “it is common to use various animal fibres, as wool, in the production 
of a textile fabric resembling fur and known as ‘fur cloth’ or ‘fur fabric.’” The Examiner 
was thus of the opinion that “if a coat fabric may be made resembling koala, the use of 
this word in connection with fabric coats is. publici juris, and, furthermore, that a trade- 
mark used in connection with such fabric coats should have no capacity for misleading or 
deceiving prospective purchasers.” 


13. The Pure Oil Company v. Phillips Petroleum Company, Opp’n No. 18,441, 163 M. D. 
803, August 26, 1941. 
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The First Assistant Commissioner, however, asserted that, in his opinion, there 
was a more serious objection to applicant’s mark than that raised by the Examiner. 
This objection he set forth as follows: 


It is a matter of common knowledge that ladies’ fabric coats are often trimmed with 
fur. Whether applicant’s coats are so trimmed does not appear, but there is no reason why 
they should not be if applicant chooses; and a fur-trimmed coat bearing applicant’s mark 
might reasonably be assumed by the purchaser to be trimmed with koala. Moreover, other 
manufacturers have the undoubted right to trim their coats with koala, or with any other 
fur, and to mark them with the appropriate descriptive word. Prima facie that right 
would be impaired were applicant’s mark registered. 


The First Assistant Commissioner noted applicant’s argument that 


whatever the term “koala” means to the public in the United States it has derived from 
appellant’s use of the term and not from its knowledge of the arboreal phascolarctoid 
marsupial, designated by the term “koala,” which here is practically unknown to the public. 


In reply to this argument the First Assistant Commissioner stated : 


Of course, it is not necessary that the descriptive significance of a word be under- 
stood by all purchasers to render it non-registrable as a trade-mark. In re Richfield Oil 
Company, 24 C. C. P. A. 996, 88 Fed. (2d) 499 [27 T.-M. Rep. 232]. And the meaning 
of the word “koala” is much more generally known in this country than applicant’s coun- 
sel seem to believe. Attached to the brief on appeal are the affidavits of numerous indi- 
viduals engaged in the coat and suit trade, to the ganeral effect that the affiants had no 
knowledge until recently that there existed such an animal as the koala. The koala 
bear, however, has been described in a number of widely read publications. See, for 
example, The National Geographic Magazine for September, 1931, and The Saturday 
Evening Post for January 27, 1934. Certainly, many readers of those two popular maga- 
zines must have a very definite knowledge of the primary significance of applicant’s mark; 
and that such is the signifiance intended to be conveyed is evidenced by the labels filed 
with the application, upon which the mark is displayed in association with the picture of 
a koala bear in characteristic pose.’”’!* 


“Huskier” for soap chips. 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition by General Foods Corporation to the appli- 
cation of Fels & Company for registration of the word “Huskier,” as a trade-mark 
for “soap chips,’ but reversed the Examiner’s adjudication that applicant was 
entitled to the registration applied for. 

In regard to the dismissal of the opposition the First Assistant Commissioner 
said : 

The opposition was properly dismissed, because, as opposer now concedes, the goods 
in which opposer deals are not of the same class as those to which applicant’s mark is appro- 


priated; and the similarity of opposer’s trade-mark to applicant’s said mark thus becomes 
immaterial. 


As to the other matter, the First Assistant Commissioner stated that the regis- 
tration applied for should have been refused on the ex parte ground that it is 


14. Ex parte Anitra, Inc., Ser. No. 401,520, 163 M. D. 211, September 12, 1941. 
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merely descriptive of applicant’s goods. He agreed with applicant’s counsel that the “Vy 
word “Huskier” is not one that would normally be employed to describe such the 
goods, but he found that the record establishes beyond question that applicant has 
so used it, and has taught the purchasing public to ascribe to it a purely descriptive tint 
meaning. anc 
In his decision the First Assistant Commissioner cited evidence to support his me 
conclusion that applicant adopted the word “Huskier” because of its colloquially to 
descriptive significance, and has used it to describe a claimed characteristic of the nal 
goods to which it is applied, rather than as a trade-mark to indicate their origin.*® pre 
in 
“Earth Mover” for vehicle tires. or 
Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dissolving interference No. 3095. This proceeding involved an application kni 
of United States Rubber Products, Inc., assigned to United States Rubber Com- der 
pany, and an application of The Firestone Tire & Rubber Company, both seeking pet 
registration of the notation “Earth Mover” as a trade-mark for rubber tires. 
The Examiner held the mark to be non-registrable to either party because 
descriptive of the goods. The Firestone Tire & Rubber Company appealed. The 
First Assistant Commissioner stated that it appeared from exhibits of record that 
appellant’s “Earth Mover” tires are designed for the “free-rolling wheels of slow- 
speed buggies, scrapers, and dirt wagons,” and that appellant conceded that if 
applied to a vehicle the mark “would be either descriptive or misdescriptive depend- 
ing upon whether the vehicle was intended to move earth,” but argued that the mark 
does not describe vehicle tires nor their character or quality, but is at most no more 
than suggestive of such goods. 
In response to this argument the First Assistant Commissioner said: 
I think it is fairly well established that a mark which informs purchasers of the use to 
which an article of commerce is to be put is descriptive of that article within the meaning 
of the Trade-Mark Act. In re General Permanent Wave Corporation (C. C. P. A.) 118 
Fed. (2d) 1020, 49 U. S. P. Q. 184. Nor is it material upon this question that such article 
may be adapted to uses additional to the one described. In re Hair Net Packers, Inc., 
28 C. C. P. A. 715, 115 Fed. (2d) 254 [30 T.-M. Rep. 665]. That the expression “Earth 
Mover” describes one intended use of appellant’s tires seems clear beyond argument. 
* * * fer 
.... the mark “Earth Mover” is descriptive of use in the same sense as would be the lar 
word “vehicle,” which obviously is descriptive of vehicle tires.’ pr 
; FI 
“Vistand” for vise stands. 
VAN ARSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark W 
Interferences and thereby sustained the petition by The Ridge Tool Company to ov 
cancel a registration owned by The Armstrong Mfg. Co., of the trade-mark th: 


15. General Foods Corporation v. Fels & Company, Opp’n No. 19,218, 163 M. D. 817, Septem- 
ber 16, 1941. 

16. The Firestone Tire & Rubber Co. v. United States Rubber Co., Inc. (United States 
Rubber Company, Assignee, Substituted), T.-M. Int. No. 3095, 163 M. D. 825, September 19, 
1941. 
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“Vistand” for mechanics’ work stands and benches, including stands for vises or 
the like. 

The petitioner, and appellant, asserted that the registration threatened its con- 
tinued free use of the generic name “vise stand” for the vise stands it manufactures 
and sells as such. The petitioner further asserted that the mark “Vistand” is a 
mere contraction and misspelling of the name “vise stand” and should be considered 
to be in the same category with “vise stand” as constituting merely a descriptive 
name of the goods, and to have no arbitrary trade-mark significance, and is not 
properly registrable under the Act of February 20, 1905, because of the prohibition 
in Section 5 of the act against registration of marks which consist “merely in words 
or devices which are descriptive of the goods with which they are used.” 

As stated by the Assistant Commissioner, the name “vise stand” has been well 
known for a long time as the descriptive name of a certain common type of tool or 
device comprising a combined vise and platform or stand. In agreeing with the 
petitioner the Assistant Commissioner said: 


In my opinion the mark “Vistand” when applied to a vise stand would be apt to be 
pronounced the same as the name “vise stand,” and the similarity between the single word 
“Vistand” and the two words “vise stand” in sound and in appearance is so close that 
“Vistand” and “vise stand’ mean the same thing, to wit, a vise stand; and the word 
“Vistand” should be considered to be, in effect, merely the generic name of such article 
and merely descriptive thereof. California Cyanide Company v. American Cyanamid 
Company, 17 C. C. P. A. 1198, 40 F. (2d) 1003 [20 T.-M. Rep. 447]. 

The similarity between the word “Vistand” and “vise stand” in sound, appearance and 
meaning is such that in my opinion the word “Vistand” and the words “vise stand” are 
confusingly similar so that the registration is a threat to the free continued use by appellant 
of the words “vise stand” for a vise stand, and thus appellant is injured by the registra- 
tion. California Cyanide Company v. American Cyanamid Company, supra. Also, because 
the mark “Vistand” is merely descriptive of a vise stand, it seems appellant may legiti- 
mately deem itself injured by the assertion of the registration against appellant’s use of the 
mark “Tristand” for a vise stand.’* 


Goods of Different Descriptive Properties 
Cigars and whiskey 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the petition of John Walker & Sons, Limited, of London, Eng- 
land, to cancel trade-mark registration No. 201,561, issued July 28, 1925, under the 
provisions of the Act of March 19, 1920, to José Maria Menendez, of Sanford, 
Fla. 

The mark of the registration that was sought to be cancelled is the name “Johnnie 
Walker” for cigars, and the petition for cancellation was predicated upon petitioner’s 
ownership of the same mark for whiskey. The First Assistant Commissioner stated 
that the record established priority of use in petitioner of the name in question, and 
its registration under the Act of February 20, 1905, both alone and in associa- 
tion with other features. 


_ 17. The Ridge Tool Company v. The Armstrong Mfg. Co., Canc. No. 3724, 163 M. D. 834, 
September 30, 1941. 
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In dismissing the petition the Examiner ruled that cigars and whiskey are of 
different descriptive properties. The First Assistant Commissioner agreed with 
this ruling and said: 











It appears that the two items are frequently handled by the same wholesale dealers 
and jobbers, and are sold to the public in the same retail establishments. It is also true 
that to some extent they are related in use. These are circumstances to be considered, and 
in a close case might be of controlling importance. But the goods here involved differ so 
widely in all their essential characteristics that such factors are entitled to but little weight. 





Before the First Assistant Commissioner the petitioner advanced the argument 
that in a cancellation proceeding it is immaterial that the goods to which the marks 
of the parties are respectively applied may be of different descriptive properties. In 
regard thereto the First Assistant Commissioner said : 


Section 2 of the Act of 1920 provides that a registration under that act shall be can- 
celed upon the application of any person deeming himself injured, if it is made to appear 
“that the registrant was not entitled to the exclusive use of the mark at or since the date 
of his application for registration thereof.” Manifestly, however, the quoted language 
has reference to exclusive use with respect to merchandise of the class set forth in the 
registration. One using the same mark for merchandise of a different class can suffer no 
injury within the meaning of the statute, because, as observed by the Supreme Court in 
American Steel Foundries v. Robertson, 269 U. S. 372, 1926 C. D. 289 [13T.-M. Rep. 289]. 

“The mere fact that one person has adopted and used a trade-mark on his goods does 
not prevent the adoption and use of the same trade-mark by others on articles of a different 
description. There is no property in a trade-mark apart from the business or trade in con- 
nection with which it is employed.” 

















The petitioner also urged that respondent’s registration should be cancelled 
on the ground of res judicata, but the First Assistant Commissioner found such 
doctrine to be inapplicable. He stated: 





















It appears that respondent applied for registration under the provision of the Act of 
February 20, 1905, of the name “Johnnie Walker,” in association with a picture long 
used by petitioner in connection with whiskey, as a trade-mark for cigars, and that the said 
application was successfully opposed by petitioner. If for no other reason than that the 
mark there sought to be registered was not the same mark as the one here in question, 
the doctrine of res judicata is, in my opinion, inapplicable.1® 


Goods of Same Descriptive Properties 
“Tummy Tone” and “Tummytabs” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration under the provisions of the act of March 19, 1920, to John E. 
Lunz, of the notation “Tummy Tone” for goods described in the application as 
“a medicinal preparation fer relief of stomach disorders.” The Examiner refused 
registration of applicant’s mark on the ground that it is confusingly similar to the 
mark “Tummytabs,” registered under the provisions of the act of February 20, 
1905, and appropriated to 


18. John Walker & Sons, Limited v. José Maria Menendez, Canc. No. 3,333, 163 M. D. 807, 
September 10, 1941. 





DECISIONS OF COMMISSIONER OF PATENTS 431 


tablets for the treatment of stomach or bowel trouble, whooping cough, tonsilitis, 
diphtheria, mumps, measles, scarlet fever, cholera infantum, worms, infantile paralysis, 
acute indigestion, malaria, infectious fevers, blood poisoning, and diabetes. 


Referring to this list of ills, the First Assistant Commissioner noted that doubt- 
less there are other human ailments that these tablets would relieve, but those 
listed are all that appear in the registration. 

The First Assistant Commissioner concluded that, while applicant’s product is 
in the form of a powder, and according to the brief 


is administered by placing a teaspoonful of the preparation in one-half glass of warm 
water, and is primarily intended for consumption after meals as an antacid disgestant, 


nevertheless, it possesses the same descriptive properties as do 


tablets for the treatment of stomach or bowel trouble. 


In holding that applicant’s mark and the registered mark, as applied to goods 
of the character involved, are too nearly similar to be used concurrently without at 
least a reasonable likelihood of resulting confusion, the First Assistant Commis- 
sioner stated : 


Applicant argues that the two marks are different in appearance and in significance. 
However, they do not differ greatly in sound, and “similarity in sound alone is sufficient 
to constitute confusing similarity between marks.” E-Z Mills, Inc. v. Martin Brothers 
Co., 25 C. C. P. A. 992, 95 F. (2d) 269 [28 T.-M. Rep. 207]. 

It is also urged on applicant’s behalf that the word “Tummy” is descriptive in both 
marks, “being a dictionary term and a humorous expression for the word stomach.” 
But “if the mark of the applicant is so similar to the registered mark as to lead to con- 
fusion, the fact that the registered mark or a portion of it may be descriptive in character 
affords no justification for disregarding the similarity in passing upon the right to register.” 
Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 F. (2d) 752 [27 T.-M. Rep. 78].?° 


Blankets and women’s night gowns. 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of Pepperell Manufacturing Com- 
pany to the application of Collegiate Manufacturing Company, Inc., for registra- 
tion of the notation “Kool-Nite” with the word “Kool” disclaimed, as a trade-mark 
for “women’s nightgowns and pajamas.” 

As stated by the first Assistant Commissioner, opposer is the owner of the trade- 
mark “Koolnite,” registered for blankets prior to applicant’s claimed date of first 
use. The First Assistant Commissioner remarked that, since the two marks are 
substantially identical, the only question for determination was whether or not the 
goods to which they are respectively appropriated possess the same descriptive 
properties within the meaning of the Trade-Mark Act. In disagreeing with the 
Examiner on this question he said: 


19. Ex parte John E. Lunz, Ser. No. 411,837, 163 M. D. 797, August 19, 1941. 
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It is my opinion, * * * that many women whose blankets bear opposer’s trade-mark, 
and whose nightgowns bear the mark of applicant, might very reasonably assume that 
both are produced by the same concern, particularly if the nightgowns are made of heavy 
materials such as flannelette. The intimate association of the two articles in use is an 
important factor to be considered, and in view of the nature of the goods creates in my 
mind at least a reasonable doubt upon the question of probable confusion. Applying the 
familiar rule that such doubt must be resolved against the newcomer, I think the opposi- 
tion should have been sustained.”° 


Hair curlers and hair combs. 





Van ArspbALe, A. C.: Denied a petition by G. H. S. Corporation that the de- 
cision of the Examiner of Trade-Marks refusing registration to that company 
under the Act of March 19, 1920, of the mark “Vogue” for hair curlers and hair 
wavers be reversed. 

The Examiner refused registration in view of a prior registration No. 207,086, 
issued under the Act of 1920 to another for the mark “Vogue” applied to hard 
rubber combs for dressing, ornamenting and cleaning the hair, the Examiner hold- 
ing the goods involved to be of the same descriptive properties. 

With respect to contentions by the applicant and holdings of the Examiner, the 
Assistant Commissioner said : 


Applicant does not contend seriously that hair curlers and hair wavers are not goods 
of the same descriptive properties as hair combs, but calls attention to certain registra- 
tions under Act of 1920 of the mark “Vogue” for hair nets issued to applicant prior to 
the cited registration No. 207,086 and contends that applying the mark to hair curlers and 
hair wavers is merely a normal extension of the use of the mark which should be per- 
mitted, and further contends that hair curlers and hair wavers are more closely related to 
hair nets than to hard rubber hair combs and therefore any doubt as to the registrability 
of the mark applied for should be resolved in applicant’s favor. The Examiner considered 
hair curlers and hair wavers to be more nearly related to hard rubber hair combs than to 
hair nets and held that in view of the intervening registration to another for hard rubber 
combs applicant’s prior registrations for hair nets did not give applicant the right to extend 
its mark to hair curlers and hair wavers. 





























The Assistant Commissioner, however, concluded that in his view of the 
situation presented the sole question was whether or not hair curlers and hair wavers 
are goods of the same descriptive properties as hard rubber hair combs. With 
reference to the proviso in Section 1(b) of the Act of 1920, he said: 





This proviso indicates an intent to avoid likelihood of confusion or mistake or deception 
resulting from registration of marks under the act. For this reason it seems to me the 
reference to bona fide exclusive use referred to in the first part of Section 1(b) should be 
interpreted to require exclusive use of the mark not only as applied to identical goods but 
also as applied to goods of the same descriptive properties. 

Although the intervening registration of the mark “Vogue,” being under the Act of 
1920, is not itself evidence of ownership or use of the mark registered (Armstrong Paint 
& Varnish Works v. Nu-Enamel Corp., et al., 305 U. S. 315, 498 O. G. 753 [29 T.-M. 
Rep. 3], it puts into question exclusive use of the mark “Vogue” by applicant for goods of 


the same descriptive properties as the hair combs named in the registration. In my 











20. Pepperell Manufacturing Company v. Collegiate Manufacturing Company, Inc., Opp’n 
No. 19,716, 163 M. D. 806, September 4, 1941. 
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opinion, hair curlers and hair wavers are goods of the same descriptive properties as hard 
rubber hair combs, and therefore applicant is not entitled to registration because of the 
uncertainty created by the cited prior registration as to applicant having had the bona fide 
use of the mark which is required by the statute. 

I consider that applicant’s prior registrations for hair nets have no precise bearing on 
the question involved because those registrations are not in themselves evidence of owner- 


ship or use of the mark for any goods. (Armstrong Paint & Varnish Works v. Nu-Enamel 
Corp., et al., supra.) 


The Assistant Commissioner ruled that the Examiner of Trade-Marks correctly 
refused the registration applied for.” 


Non-conflicting Marks 
“Pyrex” and “Rex” 


Frazer, F. A. C.: Reversed two decisions of the Examiner of Trade-Mark 
Interferences and thereby dismissed two petitions by Obear-Nester Glass Co., to 
cancel registration No. 115,846, issued March 13, 1917, and renewed, and regis- 
tration No. 190,518, issued October 14, 1924, owned by Corning Glass Works. 
The goods described in the two registrations are, respectively, “glass” and “nursing 
bottles.” The mark is the same in both, namely, “Pyrex.” The petitions to cancel 
were predicated upon petitioner’s ownership of the trade-mark “Rex,” alleged to 
be appropriated to merchandise of the same descriptive properties as that set 


forth in respondent’s registrations, and to be confusingly simulated by respondent’s 
mark, 


With respect to use by the petitioner of its mark, the First Assistant Commis- 
sioner said: 


The record establishes petitioner’s continuous use of the word “Rex” in connection 
with glass prescription bottles since about 1896, and in more recent years a somewhat 
sporadic use in connection with several other types of glass bottles. The mark is registered 
for prescription bottles only, and, as pointed out by the Examiner, its use by petitioner on 
other merchandise was subsequent to the earlier of respondent’s registrations. 

In 1928 petitioner began using the word “Rex” on glass nursing bottles. This was, 
of course, some years after respondent had registered its “Pyrex” mark for the same 
goods; but petitioner seeks to invoke the natural expansion of business doctrine. As 
correctly stated in the brief: 

“It is a well-recognized principle that the owner of a trade-mark is entitled to the 
application of that mark to the reasonable and natural expansion of his business. The 
doctrine is firmly established that the owner of a trade-mark not only has the right to 
its exclusive use on goods which he has manufactured, but that he also has a similar right 
on goods which he may thereafter produce, if such goods comprise those to which the busi- 
ness of the trade-mark owner would normally expand.” 


In response to this contention of the petitioner, the First Assistant Commissioner 
stated : 


It is at least doubtful that the doctrine is applicable here, because petitioner had been 
manufacturing nursing bottles under other trade-marks for many years before applying 
its “Rex” mark to such bottles, and the record discloses no satisfactory explanation of the 
change. However, in the view I take of the case this point is not of controlling impor- 


21. Ex parte G. H. S. Corporation, Ser. No. 402,122, 163 M. D. 818, September 17, 1941. 
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tance, because I am clearly of the opinion that within the meaning of the Trade-Mark 
Act petitioner’s prescription bottles are of the same descriptive properties as many of the 
articles with which respondent uses its registered mark, including nursing bottles. 





Upon the remaining question whether the trade-marks “Rex” and “Pyrex,” 
as applied to the goods of the parties, are so nearly similar as to be likely to confuse 
the public or to deceive purchasers, the First Assistant Commissioner said: 





The glassware sold by respondent has certain characteristics not possessed by ordinary 
glassware, such as that sold by petitioner. It is resistant to heat, electricity and chemicals, 
and is thus peculiarly adapted for the various uses to which it is put. Being relatively 
expensive, it is purchased chiefly because of these characteristics. Moreover, respondent’s 
mark, as was observed by the court in Puerto Rico Distilling Co. v. The Coca-Cola 
Co., 120 F. [2d] 370, with respect to another famous trade-mark, “by reason of its long 
and widely extended use, has come to have an almost universally understood meaning.” 
Whatever its etymology may be, “Pyrex” conveys but one significance to purchasers. 
It means the glassware of respondent’s manufacture. In my opinion a mark of this 
character, while entitled to broad protection, is less likely to be confused with somewhat 
similar marks than would be one less firmly fixed in the mind of the public. 


* * * 


In Purex Corporation v. United Drug Co., 21 C. C. P. A. 753, 67 F. (2d) 918, the Court 
of Customs and Patent Appeals held that the trade-marks “Rex” and “Purex” were 
not confusingly similar; and in United Drug Co. v. Wiley, 23 C. C. P. A. 987, 82 F. (2d) 
293, the same ruling was made with respect to “Rex” and “Blurex.” True, the goods 
involved in those cases were much less nearly related than are those of the instant case; 
but that fact does not alter the court’s conclusion that the marks there under consideration 
differed in sound and in appearance; and obviously that is equally true of the marks 
“Rex” and “Pyrex,” as was expressly held by the Circuit Court of Appeals for the Eighth 
Circuit in Walgren Drug Stores, Inc. v. Obear-Nester Glass Co., 113 F. (2d) 956 [30 
T.-M. Rep. 477]. 

Petitioner urges that the marks are similar in meaning. It is pointed out that “rex” 
is Latin for “king,” and that “pyr” is Greek for “fire”; and the Merriam-Webster Diction- 
ary, 1934 edition, is cited as authority that respondent’s mark is a combination of these 
two words. In this connection petitioner makes the following comment in its brief on 
appeal : 

“Certainly such an authority as the Merriam-Webster International Dictionary would 
not give the derivation of the word ‘Pyrex’ as it does were there not a firm foundation 
of truth therein. It, is, therefore, submitted that this authority is conclusive that ‘Pyrex’ 
means ‘fire king.’ ” 

It is interesting to note, however, that in the 1939 edition of this same dictionary the 
derivation of “Pyrex” is given as “arbitrary : pie (plate) plus -ex.” But in any event, 
if “Pyrex” means “fire king,” then, by the same taken, “Purex” means “pure king” and 
“Blurex” means “blue king”; and even in significance respondent’s mark bears no nearer 
resemblance to petitioner’s mark than do those of the cited cases. 





The First Assistant Commissioner concluded that upon the record before him 
the petitioner had failed to prove itself injured by either of the registrations sought 
to be canceled.” 


22. Obear-Nester Glass Co. v. Corning Glass Works, Cancs. Nos. 2334 and 2335, 163 M. D. 
792, August 13, 1941. 
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“Zip-Topper” and “Twin Topper” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition of Lamm Brothers, Incorporated, to the applica- 
tion of The Printz-Biederman Company, for registration of the notation “The 
Zip-Topper” as a trade-mark for “women’s coats and suits.” The First Assistant 
Commissioner stated that the only question to be determined was whether or not 
said mark is confusingly similar to opposer’s mark, “Twin Topper,” registered 
for “reversible coats, and zipper-lined coats, for men, women, and children.” 

In finding the marks to be not confusingly similar, he stated: 


The word “Topper” is conceded by both parties to be descriptive of the goods involved, 
and is disclaimed in opposer’s registration and in the opposed application. It follows that 
the marks are dominated by the words “Zip” and “Twin,” respectively, and that the word 
“Topper,” though a part of each mark, “would furnish no indication to purchasers of the 
origin of the goods.” Miles Laboratories, Inc. v. The Pepsodent Co., 26 C. C. P. A. 
1272, 104 F. (2d) 205 [29 T.-M. Rep. 381]. Manifestly, the words “Zip” and “Twin” 
neither look alike nor sound alike, nor have the same significance. Moreover, they are 
“ordinary words used in everyday conversation,” and are thus less likely to be confused 
than if their meaning were less commonly known. The Bon Ami Co. v. McKesson & 
Robbins, Inc., 25 C. C. P. A. 826, 93 F. (2d) 915% 


“Universal Superheat” and “Super-Speed.” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition of Edwin L. Wiegand Company to the applica- 
tion of Landers, Frary & Clark for registration of the notation “Universal Super- 
heat” as a trade-mark for “electric range and hot plate heating elements and electric 
range units.” The case went to final hearing on the notice of opposition and appli- 
cant’s motion to dismiss, and the first Assistant Commissioner stated that the only 
question needing determination was whether or not applicant’s mark is confusingly 
similar to opposer’s trade-mark ‘“‘Super-Speed,” previously registered for substan- 
tially the same goods as those set forth in the application. In regard to this ques- 
tion the First Assistant Commissioner said : 


The word “Superheat,” as used in applicant’s mark, is purely descriptive, and the 
mark was refused registration by the Examiner of Interferences in the absence of an appro- 
priate disclaimer. No appeal was taken from that ruling, so that if the registration issues 
it will necessarily include such disclaimer. With the word “Superheat” disclaimed, I am 
convinced that opposer will not be damaged by the proposed registration; nor do I believe 
there is any reasonable likelihood that the public will be confused, or that purchasers will 
be deceived. The two marks “Universal Superheat” and “Super-Speed” do not look alike, 
sound alike, nor have the same meaning; and both are comprised of words in common use, 
and are thus more likely to be confused than would be the case if the marks were fanciful.* 


“Sal Disol” and “Sal-Laxa.” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition of Sharp & Dohme, Incorporated, to the applica- 


23. Lamm Brothers, Incorporated v. The Printz-Biederman Company, Opp’n No. 19,395, 
163 M. D. 800, August 25, 1941. 

24. Edwin L. Wiegand Company v. Landers, Frary & Clark, Opp’n No. 19,972, 163 M. D. 
805, September 3, 1941. 












436 THIRTY-ONE TRADE-MARK REPORTER 
tion of Pennsylvania Medicine Co. for registration of the notation “Sal Disol’”’ as 
a trade-mark for “laxatives and antacids.” 

Opposer relied upon its prior use and registration of the trade-mark “Sal-Laxa” 
for “a laxative effervescent compound.” 
In his decision the First Assistant Commissioner said: 

















I am in agreement with the Examiner of Interferences that there is no reasonable likeli- 
hood that confusion will result from applicant’s use of the mark sought to be registered, 
nor that opposer will be damaged by such registration. Considered as a whole, applicant’s 
mark differs substantially from the mark of opposer both in sound and in appearance; and 
so far as the record discloses, as applied to the particular goods here involved, neither 
mark has any meaning to purchasers apart from its trade-mark significance.” 






“Polymerized” and device of a parrot 



















Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of The Pure Oil Company, to the applica- 
tion of Phillips Petroleum Company, for registration of a composite trade-mark 
for gasoline. The First Assistant Commissioner described said mark as follows: 

The mark sought to be registered is the representation of a parrot, with a scroll in its 
mouth upon which is printed the word “Polymerized,” the first four letters being displayed 


in much larger type than the remaining letters. The word, being descriptive of the goods, 
is disclaimed “apart from the mark as shown in the drawing.” 





Opposer contended that “poly” is an abbreviation of “polymerized,” and has 
been so used by it in connection with gasoline and related products since a time 
prior to applicant’s first use of its trade-mark. Opposer argued in substance that 
a parrot is a “polly”; that “polly” and “poly” sound alike; that “poly” means 
“polymerized”; that “polymerized” is descriptive of gasoline; and hence that the 
picture of a parrot, at least in association with the word “poly,” is likewise 
descriptive. 

In finding this argument untenable, the First Assistant Commissioner said: 


It is true, of course, “that the use of a word as a trade-mark has the same effect as 
the use of a picture, if the word means the same as the picture.” Jn re Riverbank Canning 
Co., 25 C. C. P. A. 1028, 95 F. (2d) 327 [28 T.-M. Rep. 257]. But manifestly that is not 
the situation here presented. Granting that “polly,” means “parrot,” certainly “poly” 
has no such meaning; and it is significance rather than sound that makes a word the 
equivalent of a picture. Moreover ... . applicant does not use the word “Poly” alone, 
but only as a component part of the word “Polymerized.” 









He concluded that the pictorial feature of applicant’s mark is arbitrary and that 
the disclaimer fully protects opposer in its use of the descriptive word.” 







25. Sharp & Dohme, Incorporated v. Pennsylvania Medicine Co., Opp’n No. 19,339, 163 
M. D. 814, September 15, 1941. 

26. The Pure Oil Company v. Phillips Petroleum Company, Opp’n No. 19,466, 163 M. D. 
802, August 26, 1941. 
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PART II 


WEINER ET AL., boinc Business as CHICAGO PRINTED STRING COM- 
PANY v. NATIONAL TINSEL MANUFACTURING COMPANY 


United States Circuit Court of Appeals, Seventh Circuit 
October 24, 1941 


TRADE-MARKS AND UNFAIR COMPETITION—“PRINT-AD-STRING” AND “RIBBONTYE’—EFFECT OF 
REGISTRATION. 

A strong presumption exists that the words “Print-Ad-String” and “Ribbontye,” regis- 
tered as trade-marks in the Patent Office, are valid and not descriptive, this presumption being 
strengthened by acquiescence of public for twenty-five years in such use, which has given said 
marks a secondary meaning as applied to plaintiff’s advertising tape. 

UNFAIR COMPETITION—TRADE-NAMES—SECONDARY MEANING—CoMMoN Law RIGHTs. 

Whether plaintiff’s trade-names are valid as registered trade-marks is immaterial 
in determining the question of unfair competition. In such a situation, plaintiffs have a 
common law right entitled to protection. 

TRADE-MARKS—CONFLICTING MarkKs—“TyE-Ap-STRINGS” AND “PrRINT-AD-STRING’—“RIB- 

BONETTE” AND “RIBBONTYE.” 

The word “Print-Ad-String” held confusingly similar to “Tye-Ad-String,” and “Ribbon- 
tye” confusingly similar to “Ribbonette,” all the marks being used on advertising tape. 





In equity. Action for trade-mark infringement and unfair competition. From 
order awarding preliminary injunction, defendant appeals. Affirmed. For deci- 
sion below, see 31 T.-M. Rep. 105. 


James A. Hoffman and William A. Strauch, both of Washington, D. C., and Ralph 
W. Brown, Milwaukee, Wis., for appellant. 

Albert F. Mecklenburger, B. Gordon Aller and Robert W. Poore, all of Chicago, IIl., 
for appellees. 


Before Major and Minton, Circuit Judges, and Linbtey, District Judge. 
Major, Circuit Judge: 


This is an appeal from an order, entered December 11, 1940, awarding a pre- 
liminary injunction, enjoining the defendant from the use of the trade-names “Tye- 
Ad-String” and “Ribbontye” in simulation of the names “Print-Ad-String” and 
“Ribbonette” by which plaintiff’s similar products were known and designated. In 
compliance with the order, plaintiffs gave bond in the sum of $5,000 to protect the 
defendant from all damages and costs which might be adjudged against the plaintiffs 
by reason of any wrongful or improvident issue of the injunction. 

The injunction was predicated upon a verified bill of complaint, affidavits 
and exhibits. The complaint filed June 25, 1940, charged the defendant with trade- 
mark infringement and unfair competition. It was disclosed that for twenty-five 
years prior to the institution of the suit plaintiffs had been engaged in the manufac- 
ture and sale of advertising tape used for tying packages. The product is a ribbon- 
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like, cotton tape upon which the user may cause its name to be printed, with accom- 
panying advertising matter. It is not a woven fabric but consists of glued cotton 
yarn. The tape was manufactured in two grades, the cheaper or coarser grade being 
known as “Print-Ad-String” and the finer grade as “Ribbonette.” It was shown 
that plaintiffs, during the years they had been engaged in the manufacture and sale 
of this product, had, from a small beginning, developed into a large and prosperous 
business. Throughout the years they had carried on an extensive advertising cam- 
paign, and for the past five years had expended for such purposes, more than $25,000 
annually. Their volume of business for the past five years has averaged in excess 
of $900,000 ; they have 28,000 customers and employ numerous salesmen who semi- 
annually visit every city in the country having a population of 5,000 or more. 

About May 1, 1940, the defendant commenced the sale of a flat-ribbon-like 
tape under the name of “Tye-Ad-String” and “Ribbontye.” The former name was 
applied to a coarser grade of tape corresponding to the plaintiffs’ coarser grade 
“Print-Ad-String” and the latter name was applied to a better grade of tape corre- 
sponding to plaintiff's ‘““Ribbonette.”” Admittedly, when defendant commenced the 
sale of its product under the names in question, it had knowledge and was familiar, 
not only with plaintiff’s product, but the trade-names under which it had been sold 
for many years. 

Defendant argues its case here as though the appeal was from an order finally 
adjudicating the controversy on its merits. Such is not the case. The court 
properly, by its findings and conclusions, left open for further consideration and 
future determination, the merits of the controversy. We intend to do likewise. In 
fact, an appeal from an order of the nature here involved presents only the narrow 
question as to whether the District Court abused its discretion in allowing plaintiffs’ 
motion for a prelimiary injunction. Selchow & Righter Co. v. Western Printing 
& L. Co., 112 F. 2d 430 [31 T.-M. Rep. 118] Independent Cheese Co. v. Kraft 
Phenix Cheese Corp., 56 F. 2d 575. In the latter case, this court, on page 575, said: 


....It is the exercise of judicial discretion by the District Court which is the subject 
of review. If its discretion was not abused, or stating it differently, if its discretion was 
not improvidently exercised, its injunctional order will not be reversed upon appeal. 
Alabama v. United States, 279 U. S. 229, 230, 49 S. Ct. 266, 73 L. Ed. 675. 


We do not agree with defendant’s contention that the assailed order was improvi- 
dently granted. On the other hand, we are of the opinion that the record fully 
supports the court’s action. We do not deem it necessary to enter into any 
discussion of the numerous questions argued by the defendant, as they will be more 
pertinent upon a hearing wherein the merits of the controversy are finally deter- 
mined. It is sufficient to make brief reference to some of the reasons which sustain the 
controverted order. 

Plaintiffs originated their trade-names and caused them to be registered as trade- 
marks in the United States Patent Office. The name “Print-Ad-String” was regis- 
tered as a trade-mark February 15, 1927, pursuant to the Act of February 20, 1905, 
and the name “Ribbonette” was registered under the same Act, October 23, 1917. 
A proper registration certificate was issued as to each name. Defendant argues 
that such registrations are invalid on their face because the words used in such trade- 












































440 





THIRTY-ONE TRADE-MARK REPORTER 





names are merely descriptive of the product with which they are associated. Great 
reliance is placed upon Standard Paint Co. v. Trindad Asphalt Mfg. Co. 220 U. S. 
446 [1 T.-M. Rep. 10], wherein it was held the word “ruberoid” was descriptive 
when used in connection with, and applied to, roofing. We are of the view that 
neither this case nor any of the other cases relied upon by the defendant is control- 
ling in the instant situation. The District Court indicated, without expressly find- 
ing, that the trade-marks were “suggestive rather than descriptive.” It is pertinent 
to observe that a strong presumption exists as to the validity of the trade-marks and 
likewise a presumption that they are not descriptive. Detroit Motor Appliance Co. 
v. Burke, 4 F. 2d 118; Feil v. American Serum Co., 16 F. 2d 88; Alfred Schneier 
Co., Inc. v. Sam Bramson, 16 F. Supp. 493. Certainly this presumption, strength- 
ened by an almost universal acquiescence by the public for twenty-five years in the 
use of such names by the plaintiffs, in connection with an inspection of the names 
as applied to the product with which they are used, would not justify us in concluding 
that the trade-marks are invalid because of descriptiveness. 

The court below found that the trade-names employed by plaintiffs had acquired 
a secondary meaning, indicative of origin and that the names used by the defendant, 
are confusingly similar to plaintiffs’ trade-marks. We think the record supports 
the findings of the court in this respect. Just why the defendant should endeavor 
to sell its product under names so strikingly similar to those long employed by the 
plaintiff is not readily discernible, unless it was for the purpose of capitalizing upon 
the good will and reputation of the plaintiffs. That such was the case must be 
strongly inferred from the record as it now stands. 

Plaintiffs’ trade-names having acquired a secondary meaning, their validity as 
registered trade-marks is immaterial to the instant question. Under such a situa- 
tion, they have a common law right which they are entitled to have protected. In 
referring to the secondary-meaning doctrine, the court in Armstrong Co. v. Nu- 
Enamel Corp., 305 U. S. 315, 335, said [29 T.-M. 3]: 
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.... This establishes, entirely apart from any trade-mark act, the common law right 
of the Nu-Enamel Corporation to be free from the competitive use of these words as a 
trade-mark or trade name... . 


There is no occasion to further discuss the situation. It is our judgment that 
there was no abuse of discretion in allowing the order appealed from. It is, there- 
fore, affirmed. 


TOMLINSON OF HIGH POINT v. COE, comMiIssIoNER OF PATENTS 
Court of Appeals for the District of Columbia 
October 27, 1941 


TRADE-MARKS—REFUSAL TO REGISTER—SuIT UNnper R. S. 4915—Scope. 
On appeal from an order granting motion to dismiss ex parte suit, brought under R. S. 
4915, the court will consider decisions refusing registration of appellant’s trade-mark by 
Examiner of Interference and Commissioner of Patents in an opposition proceeding. 
TRADE-MARKS—PATENT OFFICE PRACTICE. 
Inasmuch as Patent Office presumably acts in the public interest in all cases, whether it 
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grants or refuses to register a trade-mark, ex parte and inter partes cases cannot be dis- 
¥ tinguished on the ground that, when in the former the Office refuses to register a mark, it 

8 acts in the public interest, but that in latter it acts in a quasi-judicial capacity. 
TRADE-MARKS—REFUSAL TO REGISTER—ACTION UNoperR R. S. 4915—Parties. 

The Commissioner of Patents is proper party defendant in instant suit against Com- 
missioner as sole defendant, wherein complaint of applicant, refused registration, named 
opposer, although no opposing party appeared before court, the public interest and necessities 

4 of case requiring that Commissioner be made party, since the issue is whether decree be 
entered requiring Commissioner to register the trade-mark. As the law requires in such 
case that service be made on Commissioner, the latter’s motion to dismiss was denied. 







In equity. Appeal from the U. S. District Court for the District of Columbia. 
>» Action under R. S. 4915. From order granting defendant’s motion to dismiss the 
} complaint, plaintiff appeals. Reversed. For Commissioner’s decision in inter partes 
» case, see 29 T.-M. Rep. 304. 
























Howard Nelson Moore, Washington, D. C., submitted for appellant. 
W.W. Cochran, Solicitor, U. S. Patent Office, submitted for appellee. 


Before Groner, Chief Justice, and MILLER and Vinson, Associate Justices. 
MILLER, Associate Justice: 


Appellant is a manufacturer of furniture. It sought to register as a trade-mark 
the name The Williamsburg Galleries. Its trade-mark was at first held to be regis- 
trable, and was published in the Official Gazette of the Patent Office, Novem- 
ber 3, 1936. On December 1, 1936, an opposition was filed to the registration by 
Colonial Williamsburg, Inc. Appellant in an appendix to its brief on this appeal 
incorporated a decision of the Examiner of Interferences on April 8, 1938, sus- 
taining this opposition." Appellant also incorporated a decision of the Commissioner 
of Patents affirming the examiner’s decison.* Appellant thereupon sued the Com- 
missioner of Patents in the District Court of the United States for the District of 
| Columbia. The opposer, Colonial Williamsburg, Inc., was not joined as a defendant. 
| The District Court granted the Commissioner’s motion to dismiss the complaint on 

the ground that he was not a proper party to the suit. That is the only question 
presented on this appeal. 

Appellee contends that, except in an ex parte case where the applicant is the 
only party involved, the Commissioner cannot be made a party to a proceeding 
under Section 4915, R. S.,° on account of his refusal to grant a patent or register a 

| trade-mark. He argues that the language of the section which reads: “In all 
» cases where there is no opposing party a copy of the bill shall be served on the Com- 
missioner . . . .” means that where there is such an opposing party, then the 
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1. That decision reads in part as follows: “This term has been used by the opposer in con- 


nection with its affairs . . . . and it is accordingly further held that the latter can qualify under 
| the ‘geographical’ clause of Section 5.” 
4 2. That decision reads in part as follows: “I am convinced that applicant’s use of the trade- 


4 mark proposed to be registered would lead numerous members of the public to believe that 
} applicant’s furniture was in some way sponsored by opposer, and that opposer may oer 
suffer injury.” See also, Colonial Williamsburg, Inc. v. Tomlinson of High Point, 40 U.S. P 
563. 


3. 35U.S.C.A. § 63. 
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Commissioner was not intended to be served or to be a party; hence that, if he is 
made a party and served, the suit should be dismissed as to him. 

The contention and argument are based upon the theory that when in an ex parte 
case the Patent Office refuses to grant a patent or to register a trade-mark, it acts 
in the public interest; but that in an imter partes case it acts in a quasi-judicial 
capacity and renders a decision adjudicating the rights of opposing parties. But 
no such line of distinction can properly be drawn.* Presumably, the Patent Office 
acts in the public interest in all cases, whether it grants or refuses a patent or a trade- 
mark registration.° Whether, in the present case, the Patent Office mistakenly 
accepted and registered appellant’s trade-mark in the first place, or whether its 
later action in refusing registration was correct, presumably it was attempting to 
act in the public interest in each case. The fact that it acted correctly in the second 
case—if it did—because the opposer called its attention to the earlier mistaken 
action did not make the second decision any the less an action in the public interest 
than if the Patent Office tribunals had themselves first discovered the non-registra- 
bility of appellant’s trade-mark.® 

The proceeding by bill in equity under Section 4915, R. S., is “a part of the 
application for the patent” * or for registration of the trade-mark. Accordingly, 
in the present case, appellant seeks relief which is properly sought under the provi- 
sions of Section 4915, R. S., i.e., a decree authorizing and directing the Commissioner 
of Patents to register its trade-mark.* Both the public interest and the necessities 
of the case require that the Commissioner be made a party when the issue to be 
determined is whether such relief shall be granted. The opposer could not act to 
carry out a decree granting such relief; and such relief should not be granted 
without opportunity for the Commissioner to present countervailing evidence ; hence, 
the public interest cannot properly be served without the participation of the Com- 
missioner. 

Again, the language of the statute upon which the Commissioner relies is not 
satisfied in the present case. Appellant brought this suit against the Commissioner 
alone. In other words, there was no opposing party in the proceeding in the District 
Court from which this appeal was taken. A proceeding under that section is a new 


4. See Radtke Patents Corp. v. Coe (No. 7577, decided June 30, 1941) App. D. C. —, 
—, — F. 2d —, — [50 U. S. P. Q. 316, 332], and authorities cited in n. 52. See also Veaux v. 
Southern Oregon Sales, Inc., 33 F. Supp. 605, 610 [45 U. S. P. Q. 610, 615]. 

5. Grant v. Raymond, 6 Pet. [U. S.] 218, 241-243; Dr. Miles Medical Co. v. John D. Park & 
Sons Co., 220 U. S. 373, 401; Woodbridge v. United States, 263 U. S. 50, 55; Dennis v. Pitner, 
7 Ci., 106 F. 2d 142, 144 [42 U. S. P. Q. 248, 251], cert. denied, 308 U. S. 606 [43 U. S. P. Q. 
520]. Cf. Pennock v. Dialogue, 2 Pet. [U. S.] 1, 19; Vanore v. Improta, 58 App. D. C. 130, 
135, 25 F. 2d 918, 923; Four Roses Products Co. v. Small Grain Distilling & Drug Co., 58 App. 
D. C. 299, 300, 29 F. 2d 959, 960. Cf. also Veaux v. Southern Oregon Sales, Inc., 33 F. Supp. 
605, 610 [45 U. S. P. Q. 610, 615] ; Townsend, The Protection of Intellectual Property at Inter- 
no eam 2 Calif. L. Rev. 291, 302-303; H. A. Toulmin, Jr., Invention and the Law 

) 20. 

6. Four Roses Products Co. v. Small Grain Distilling & Drug Co., 58 App. D. C. 299, 300, 
29 F. 2d 959, 960. 

7. Gandy v. Marble, 122 U. S. 432, 439. 

8. Trade-Mark Act of February 20, 1905, 33 Stat. 727, 15 U. S. C. A. § 89; United States 
ex rel., The Baldwin Co. v. Robertson, 265 U. S. 168, 179; Hygienic Products Co. v. Coe, 66 
App. D. C. 98, 99, 85 F. 2d 264, 265 [29 U. S. P. G. 458, 459, 460]. See Penzoil Co. v. Hercules 
Powder Co., 25 C. C. P. A. 968, 970, 95 F. 2d 339, 341 [37 U. S. P. Q. 192, 193, 194]. 





ssid sinateiabaieesnheaindbinizstt Pee eee ee Ee eee 








TOMLINSON v. COE 443 


proceeding in equity. It is not an appeal from the Patent Office decision.” The 
law requires in a case such as the present that service be made upon the Commis- 
sioner.” 

We held recently in Radtke Patents Corp. v. Coe,” that the Commissioner’s 
motion to be dismissed in that case should be denied. We did so on the theory 
that he was a proper party, because the issue of invention and patentability was 
necessarily involved.* In that case opposing parties were named, as such, in the 
complaint and, presumably, it was not necessary to serve a copy of the bill upon 
the Commissioner.“* Nevertheless, he was a proper party.” 

This is even more true in the present case. The fact that an opposer of the 
request for registration was named in the body of the complaint does not result in 
requiring that the suit be dismissed as to the Commissioner. Appellee relies upon 
the decisions of this court in Coe v. Hobart Mfg. Co.** and J. C. Eno v. Coe,” but 
those decisions do not support his contention. In the Hobart case, it was held that 
the Commissioner was not an “adverse party” within the meaning of the statute,’* 
which permits suits to be brought under Section 4915 in the District Court of the 
United States for the District of Columbia, “if it shall appear that there is an adverse 
party residing in a foreign country, or adverse parties residing in a plurality of 
districts not embraced within the same State... .” Plaintiff Hobart Company, an 
Ohio corporation, and defendant Cunningham, a resident of Illinois, were rival 
applicants for a patent. The Patent Office, in an interference proceeding, awarded 
priority to Cunningham. Hobart Company sued the Commissioner of Patents and 
Cunningham in the District of Columbia. Both moved to dismiss the complaint. 

Justice Edgerton, speaking for the court in the Hobart case, pointed out that 
whether or not the Commissioner was a proper party, he was not an adverse party 
within the meaning of the statute. Although the motion to dismiss was made on the 
ground that the Commissioner was not a proper party, that question was not decided. 
Justice Edgerton went on to observe that the Commissioner has not the slightest 
interest adverse to either rival claimant for a patent ; whether one or the other gets a 
patent “the Commissioner neither gains nor loses.” That is true, of course, in all 
cases arising under Section 4915. The Commissioner acts in the public interest ; 
not to protect any interest of his which is adverse to a claimant. 


9. American Steel & Wire Co. v. Coe, 70 App. D. C. 138, 140, 105 F. 2d 17, 19 [41 U. S. 
P. Q. 83, 84]. See General Talking Pictures Corp. v. American Tri-Ergon Corp., 3 Circ., 96 
F. 2d 800, 812 [36 U. S. P. Q. 428, 439] ; Globe-Union, Inc. v. Chicago Tel. Supply Co., 7 Cir., 
103 F. 2d 722, 724 [41 U. S. P. Q. 366 368]; Nichols v. Minnesota Min. & Mfg. Co., 4 Circ., 
109 F. 2d 162, 166 [44 U. S. P. Q. 183, 187]. 
ait Butterworth v. United States ex rel Hoe, 112 U. S. 50, 61; Gandy v. Marble, 122 U. S. 

, 439. 

a. a a G Ae @:. “. . In all cases where there is no opposing party a copy 
of the bill shall be served on the commissioner ; Per 

12. (No. 7577, decided June 30, 1941) App. D.C. —, — F. 2d — [50 U. S. P. Q. 316]. 

13. Hill v. W ooster, 132 - S. 693, 698. 

14. Cf.35 U.S.C. A. § 63 

15. Gandy v. Marble, 122 U.S. 432, 439; Cleveland Trust Co. v. Berry, 6 Circ., 99 F. 2d 517, 
520 [40 U. S. P. Q. 77, 80]. 

16. 70 App. D. C. 2, 102 F. 2d 270 [40 U. S. P. Q. 326]. 

17. 70 App. D. C. 337, 106 F. 2d 858 [42 U. S. P. Q. 257]. 

18. Act of March 3, 1927, 44 Stat. 1394, 35 U. S. C. A. § 72a. 
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In the Eno case, the question was not whether the Commissioner was a proper 
party but whether a rival claimant, whose application for registration of a trade- 
mark had been granted by the Patent Office, was an indispensable party. This court 
decided that he was; that the complaint should have been dismissed because of his 
absence ; and that the Commissioner in such a case could not be proceeded against 
alone as sole defendant. That decision, of course, must be limited to its own facts. 
In explaining the result reached, Justice Edgerton, speaking for the court, said: 
" . the validity of a patent or trade-mark cannot be litigated, as appellant 
seeks to do here, in a suit to which its owner is not a party.” ** [Italics supplied. } 
In the present case, appellant was not “a dissatisfied party who has filed opposi- 
tion to the registration of a trade-mark . . . .,”as was true in the Eno case; in the 
present case, unlike the Eno case, the record shows no registration of a trade-mark 
in favor of an adverse applicant or even an adverse application; in the present 
case, unlike the Eno case, the record shows no attempt to litigate the validity of a 
trade-mark “in a suit to which its owner is not a party.” The record shows merely 
that registration of a trade-mark was first approved in favor of appellant, and, there- 
after, following opposition, registration was refused. 

Our conclusion is supported, also, by the decision of the Circuit Court of Appeals 
for the Third Circuit in Drackett Co. v. Chamberlain Co.” In that case, as in the 
present case, there was no award by priority between two contesting applicants, 
but merely a determination by the Patent Office that the trade-mark was non- 
registrable. The court held that the Commissioner of Patents was an essential 
party in a proceedin. inder Section 4915, thereafter commenced by the unsuccess- 
ful applicant ; and that the opposer in the Patent Office was not an adverse party 
“within the meaning of Section 4915, since there was no ruling that the trade-marks 
belonged to it.” 

In this connection it will be noted that Section 4915 contains no general limitation 
against suing the Commissioner. It speaks affirmatively as to when service must 
be made upon the Commissioner. It says nothing about the propriety of suing the 
Commissioner, even when there is an opposing party.” It is equally proper to join 
him as a party with others in proceedings under Section 9 of the Trade-Mark Act, 
into which has been integrated the practices and procedures of Section 4915. In 





19. 70 App. D. C. 337, 338, 106 F. 2d 858, 859 [42 U. S. Q. 257, 258]. 

20. 81 F. 2d 866, 867 [28 U. S. P. Q. 256, 257]. See also, Century Distilling Co. v. Con- 
tinental Distilling Co., 3 Circ., 106 F. 2d 486 [42 U. S. P. Q. 348], where the same court said: 
p. 489 [42 U. S. P. at 350]) ; “The Examiner of Trade-Mark Interferences, and the Commis- 
sioner of Patents, on appeal, sustained the appellee’s oppositions, and adjudged that the appellant’s 
trade-marks were confusingly similar to the appellee’s admittedly prior registered trade-marks.” 

(p. 488 [42 U. S. P. Q. at 349] “In this case there was an opposing party. The defendant 
had filed an opposition to the registration of the contested trade-mark before the Examiner of 
Interferences in the Patent Office. It had continued its opposition when an appeal was taken 
and prosecuted by the plaintiff to the Commissioner of Patents, who affirmed the decision of the 
Examiner of Interferences; and it also filed an answer to the proceedings in equity under Section 
4915. before the court below.” 

21. Cf. United States ex rel. The Baldwin Co. v. Robertson, 265 U. S. 168; American Steel 
Foundries v. Robertson, 262 U. S. 209; Vermont Farm Machine Co. v. Marble, C. C. D. Vt., 
20 F. 117; Bernardin v. Northall, C. C. D. Ind., 77 F. 849; Richardson v. Meissner, C. C. W. D. 
Mo., 163 F. 957, appeal dismissed, 178 F. 1004; Lewis Blind Stitch Co. v. Arbetter Felling Mach. 


ah C. N. D. Ill, 181 F. 974. But cf. Gold v. Gold, C. C. S. D. N. Y., 181 F. 544, aff'd, 187 
. 273. 
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sharp contrast are proceedings under Section 22 of the Trade-Mark Act” and under 
Section 4918, R. S.,” where, in each case, the Commissioner is not made a party.™ 
The law is, therefore, that the Commissioner is a proper party in all proceed- 
ings, properly brought under Section 4915, in which the public interest is involved 
because of the necessity of determining whether it is the duty of the Commissioner 
to grant a patent or register a trade-mark. In the present case he is a proper party 
and his motion should have been denied. 
Reversed. 


ce: SNS in SAE 


JOHN B. STETSON COMPANY v. STEPHEN L. STETSON COMPANY, 


ET AL. 
United States District Court, Southern District, New York 
September 26, 1941 





UNFAIR COMPETITION—“STETSON” ON Hats—UsE oF SAME SURNAME—CONTEMPT. 
The decree of the court providing that defendants in putting out their hats under the 
name Stephen L. Stetson Co., so differentiate them as to indicate to the public that they were 

in no way connected with plaintiff’s hats, held to have been so drawn up as to protect the 
plaintiff. Moreover, no evidence having been adduced of defendants’ violation of the decree, 
the motion to adjudge them in contempt and for a modification of the decree was denied. 









In equity. Action for unfair competition. From a decree enjoining defendants 
from the use of the name “Stetson,” plaintiff asks modification and an order of con- 

| tempt of court against defendants. Motion denied. For decision below, see 26 T.-M. 

; eR 

; ep. 527. 


Harper & Matthews, New York, N. Y. (Maurice Bower Saul, Allen S. Olmsted, 2d, 
and Earl G. Harrison, all of Philadelphia, Pa., and Murray F. Johnson, New 
York, N. Y., of counsel), for plaintiff. 

Conboy, Hewitt, O’Brien & Boardman (Martin Conboy and David Asch of coun- 
sel), all of New York, N. Y., for defendants. 


Concer, District Judge: 


Motion by plaintiff to have the defendant Stephen L. Stetson Company, Ltd., 
held in civil contempt for alleged violation of a final decree of this court, and per- 





22 15 U.S.C. A. § 102. 

23. 35U.S.C.A. § 66. 

24. United States ex rel. The Baldwin Co. v. Robertson, 265 U. S. 168, 181: “The argu- 
ment is made that Section 9 should not be held to authorize the use of a suit in equity for all 
of the four cases in which appeals are provided to the Court of Appeals from the Commissioner 
and are unsuccessful, because by Section 22 of the same act there is a special provision for a 
remedy in equity where there are interfering registered trade-marks. It is said this excludes 
the inference that such a remedy is also provided in Section 9, on the principle expressio unius 
exclusio alterius. An examination of Section 22 shows that it refers to an independent suit 
between claimants of trade-marks both of which have already been registered. The Commis- 
sioner is not a party to such litigation but is subject to the decree of the court after it is entered. 
It is just like the proceeding in Section 4918 to settle controversies between interfering patents 
already granted by the Patent Office. Section 9 of the Trade-Mark Act is wider than Section 22 
in its scope. It includes one who applies for registration of an unregistered trade-mark which 
interferes with one already registered.” 


ee ene a 


7 a Set BO Frne see! 












446 





THIRTY-ONE TRADE-MARK REPORTER 


petually enjoined from using the word “Stetson” alone or as part of any name on 
any of its products or in the advertising thereof. 

The facts germane to this litigation which resulted in the final decree may be 
found in John B. Stetson Company v. Stephen L. Stetson Co., Lid., et al., 14 F. 
Supp. 74, modified and affirmed, 85 F. 2d 586 [26 T.-M. Rep. 527], cert. denied, 
299 U. S. 605. 

The charge of the plaintiff upon this application is that the defendant, in its 
advertising for and to the trade in 1938, 1939, 1940 and 1941, has violated the con- 
ditions of the aforesaid decree. 

In the original action the plaintiff charged the defendants with (a) infringe- 
ment of its trade-mark and (b) unfair competition. The trial court found against 
the defendants on the charge of unfair competition, but for it on the charge of 
infringement of the trade-mark. Both parties appealed and the Circuit Court upheld 
the District Court, except that it also found against the defendants on the question 
of infringement. 

As a result, a final decree was eventually made and entered. This proceeding 
is based on that decree. Plaintiff claims the above named defendant has violated 
its provisions. The court did not give the plaintiff the full and complete relief it 
asked for by way of injunction. While it perpetually enjoined defendants from 
infringing the plaintiff’s trade-mark “Stetson” and from engaging in unfair com- 
petition with the plaintiff, it nevertheless did not prohibit this defendant from using 
its own name as is clearly and implicitly set forth in paragraphs II C and II D of 
the decree. 

It did eliminate the objectionable advertising of the past, the so-called Tradition ; 
the so-called Certificate; the reference to the forebears of Stephen L. Stetson and 
their participation in tt. hat manufacturing business—all of which the Court held 
tended to and did deceive the public into the belief that defendant was making and 
selling the original “Stetson” hats. 

The Court, by its decree, attempted to protect plaintiff against any act or adver- 
tisement on the part of the defendant which would confuse the public into believing 
that it was buying a “Stetson” hat (plaintiff’s) when it was purchasing defendant’s 
product. At the same time it did not attempt to prohibit defendant from doing 
business under its own name or using the name of its president, Stephen L. Stetson, 
providing that some way could be devised to differentiate between the two so that 
the public would not be misled and the plaintiff injured. To that end, the learned 
trial Judge evolved the Notice of Differentiation to be used in connection with 
defendant’s hats and advertising. The clear purpose being to indicate to the trade 
and to the buying public that defendant’s products were in no way connected with 
plaintiff’s and that they are both separate and distinct products made by separate and 
distinct concerns. 

As Judge Swan of the Circuit Court said: 


Under such circumstances it was inevitable that the latecomer’s hats would be con- 
fused with the product of the well-known manufacturer, unless some means of differen- 
tiation were adopted, and that the addition of the “prefix” “Stephen L.” to the surname 
“Stetson” would not suffice to differentiate. .. . 
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A newcomer whose name will cause the public to confuse his product with that of 
an established competitor may be required to “take reasonable precautions to prevent 
mistakes” (citing cases). 

.... It was plain that the name “Stephen L. Stetson” taken alone would cause con- 
fusion, as it did; and the talk about family tradition undoubtedly further tended to pro- 
mote that confusion. In the main, therefore, we are satisfied that the conditions imposed 


by the decree upon the continued use of that name were reasonable requirements.” (85 
F. 2d 586, at page 587.) 











The learned trial Judge stated in his opinion: 


Mi If Stephen L. Stetson himself had wished to build up his own good-will and depend 
on that only for success, or if he had been well advised, he would have made it clear from 
the beginning—as he will have to do from now on—that he was a newcomer in the hat 
business under his own name and that neither he nor his company had been or were in 
any way connected with the plaintiff. (14 F. Supp. 74, at page 85.) 
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So the decree, as I read it, and as interpreted in the light of the opinions of the 
Circuit and District Courts, was so drawn up to protect the plaintiff, its business 
and the fair name which it had acquired after many years, and after the expenditure 
of a great deal of money; to protect the public from being misled and at the same 
» time to allow the defendant to use its name and the name of its president in con- 
nection with its product. Provided, of course, that defendant point out in the respect 
that his product is not the product of the plaintiff, so that defendant may not take 
advantage of the good name, good-will and good reputation of plaintiff. 

From the exhibits before me I cannot say that the defendants have violated the 
terms of the decree. In each instance when the name of the corporation or of Stephen 
L. Stetson is used in the advertising, it is accompanied by the Notice of Differentia- 
tion, which is placed in a prominent place on the advertisement. One reading the 
advertisement could not help but see it. That is exactly what the Court, by its 
decree, provided. I cannot read the decree to mean that the defendant’s name or 
that of its president may be used only in the Notice of Differentiation, or that these 
words in the said notice must be of the same size as the name of the defendant 
used otherwise in the advertisement. That construction is not justified by the terms 
of the decree or by the language of the opinions. Had the learned trial Judge so 
intended, he would have so worded the decree. 

I am not unmindful of the case of Coty, Inc. v. Parfumes, etc., 298 F. 865 [14 
) T.-M. Rep. 185], and other similar cases cited by the plaintiff. The provisions of 
» the decrees in those cases differ from the decree in this case. There may be found, 
> as in the Coty case, the defendant (Coty) enjoined from using his own name in con- 
nection with the sale and advertisement of his product unless the words “not con- 
nected with the original Coty” were inserted after his name, and of the same size, 
color, print and prominence as the words “Ernest Coty.” The learned trial Judge, 
as his opinion shows, had the Coty case before him. He could have used that 
method ; instead, however, he used the device of the Notice of Differentiation. 

The plaintiff's motion to punish the defendants for contempt of court is therefore 
denied. 

The plaintiff has also requested that in this proceeding there be a modification 
of the decree. Plaintiff alleges that the hat trade is still in confusion over the two 
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“Stetson” hat companies. I can find no reason for any modification upon the show- 
ing made here. I can see very well a situation arising from which the plaintiff 
might complain against the defendants, in that by their acts or conduct, or by 
their advertising, they were causing the trade and buying public to be confused 
about the two hats. In that event plaintiff might very well be justified in applying 
to the court for that character of relief. However, from the papers before me, 
I cannot grant the plaintiff any such relief. Motion denied in all respects. 

Settle order on notice. 


HORLICK’S MALTED MILK CORPORATION v. HORLICK, et At. 
United States District Court, Eastern District, Wisconsin 
August 29, 1941 





UnFair COMPETITION—WHAT CONSTITUTES. 

In an action for unfair competition an allegation of fraud is not necessary. It is the pass- 
ing off of one man’s goods for those of another that constitutes the unfair competition. 

UNFAIR COMPETITION—‘“Hor.ick’s”—UseE oF SAME SURNAME ON DIFFERENT Goons. 

Where plaintiff and its predecessors had since 1874 used the name “Horlick’s” as a trade- 
mark on their food products and caused said name to acquire a secondary meaning, indicating 
their products exclusively, the adoption and use by defendants of the name “Horlick’s Dog 
Food” and the legend “Horlick of Horlickville, Racine, Wisconsin” held to constitute unfair 
competition against the plaintiff. 

UNFAIR COMPETITION—MISLEADING UsE oF Own NAME. 

In the case at issue defendants have no right to so use their own name on their products 

that the public will accept them as coming from the plaintiff. 


In equity. Action for trade-mark infringement and unfair competition. On 
defendant’s motion to dismiss. Motion denied. 





Rogers, Woodson & Rogers, Chicago, Ill. (Miller, Mack & Fairchild, Milwaukee, 
Wis., of counsel) for plaintiff. 

Alschuler, Putnam, Johnson & Ruddy, Aurora, Ill., and Robert L. Piper, Milwaukee, 

Wis., for defendants. 


Durry, District Judge: 





This action is for the alleged infringement of plaintiff's trade-mark, brought 
under 15 U. S.C. A. § 81, et seq., and for unfair competition. The matter now 
before the court is the motion by defendants to dismiss. The motion states: 


. and as grounds for said motion defendants now show the court that the plaintiff’s 
complaint is insufficient in law for it to maintain its action in the following particulars: 
(1) the complaint does not allege the commission of any acts by defendants which con- 
stitute statutory infringement of plaintiff’s trade-mark; (2) the plaintiff does not allege 
the commission of any acts by defendants which constitute unfair competition. 









I interpret the basis for the motion to be the one authorized by Rule 12 (b) (6), 
Federal Rules of Civil Procedure—‘Failure to state a claim upon which relief can 
be granted.” 
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The motion to dismiss admits all the allegations of fact well pleaded in the 
complaint. Therefore, the following facts may be considered established: that 
plaintiff (a Delaware corporation with principal place of business at Racine, Wis- 
consin) and its predecessors have been manufacturers of food products since 1874 
and have invariably and continuously used the name “Horlick’s” as the trade-mark 
and designation thereof; that, as a result of extensive sales and advertising, “Hor- 
lick’s” has come to mean and is understood to mean, throughout the United States, 
the plaintiff and plaintiff’s products only, and is a mark by which the goods of the 
plaintiff are distinguished from other goods of the same class, and is a trade-mark 
of which the plaintiff is the owner; that said trade-mark symbolizes the valuable 
reputation and good-will created by the plaintiff and its predecessors; that plain- 
tiff's predecessor duly caused the trade-mark “Horlick’s” to be registered in the 
United States Patent Office, and that plaintiff is now the owner of said registration 
and the trade-marks so registered and the business and good-will symbolized thereby ; 
that for many years past the plaintiff has abbreviated its name and address as 
“Horlick-Racine”; that the defendants, Charles Horlick and Richard Horlick, 
are residents of Racine County, Wisconsin, and within the past few months have 
put upon the market a dog food made of grain, and that on the containers in which 
said food is sold appear the words “Horlick Dog Food” and also the words “Manu- 
factured by Horlick of Horlickville, Racine, Wisconsin” ; that defendants use upon 
their letterhead and otherwise the words “Horlick of Horlickville, Manufacturers 
since 1875; Racine, Wisconsin” ; that both plaintiff's and defendants’ products are 
sold in interstate commerce ; and that plaintiff has notified defendants of the alleged 
infringement of plaintiff's trade-mark and asked them to desist, and defendants have 
refused. The jurisdictional amount is admitted. 

The following allegations of the complaint, which are probably a combination 
of alleged facts and conclusions, appear: (No. 10) “Horlick” (as used by the de- 
fendants) is a copy or colorable imitation of plaintiff's registered trade-mark 
“Horlick’s” and is an infringement thereof; and (No. 11) as a result of defend- 
ants’ use on its goods of the copy or colorable imitation “Horlick” of plaintiff’s 
registered trade-mark “Horlick’s,” retail merchants are enabled to and do substi- 
tute and pass off defendants’ product bearing the name “Horlick” as a product 
made by plaintiff; and (No. 12) the result of defendants’ said use of the copy or 
colorable imitation “Horlick’”’ of plaintiff's registered trade-mark ‘“Horlick’s” is 
to cause defendants’ product to be accepted by the public as coming from the plaintiff. 

It is often difficult to draw a line of demarcation between an allegation of fact 
and a conclusion of the pleader. The allegation that the word “Horlick” is a copy 
or colorable imitation of plaintiff's registered trade-mark “Horlick’s” is probably 
more a conclusion of the pleader than it is an allegation of fact. However, the 
allegation that by reason of defendants’ use of the word “Horlick,” retail mer- 
chants are enabled to and do substitute and pass off defendants’ product bearing the 
name “Horlick” as a product made by plaintiff, is undoubtedly an allegation of 
fact. The same is true of the allegation that by reason of defendants’ conduct, as 
hereinbefore described, defendants’ product is accepted by the public as coming 
from the plaintiff. 
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Defendant contends that the complaint does not allege fraud in the use of the 
name “‘Horlick.” In an action on unfair competition, however, an allegation of 
fraud is not necessary. It is the passing off of one man’s goods as those of another 
which constitutes the unfair competition. Scandinavia Belting Co. v. Asbestos & 
Rubber Works of America, 257 F. 937, certiorari denied 250 U. S. 644; American 
Products Co. v. American Products Co., 42 F. 2d 488. If the proof should disclose 
that the public has been deceived by the defendants by passing off their goods for 
those of the plaintiff, then the fraud would be presumed. 

Defendant also contends that a man’s name is his own property and, therefore, 
the defendants had the right to use the family name “Horlick” in advertising their 
products. However, the courts have decided that a family name cannot be used to 
mislead and confuse the public into thinking that the goods are those of another. 
L. E. Waterman Co. v. Modern Pen Co., 235 U. S. 88 [5 T.-M. Rep. 1]. Also 
a newcomer is required to take reasonable precaution to prevent a mistake on the 
part of the public. John B. Stetson Co. v. Stephen L. Stetson Co., Ltd., et al., 85 
F. 2d 586 [26 T.-M. Rep. 527]. See J. I. Case Plow Works v. J. 1. Case Threshing 
Machine Co., et al., 162 Wis. 185 [6 T.-M. Rep. 113]. It would seem clear that 
the defendants have no right to so use their own name on their products that the 
public will accept them as goods manufactured by the plaintiff. Turner & Seymour 
Mfg. Co. v. A. & J. Mfg. Co., et al., 20 F. 2d 298 [17 T.-M. Rep. 311] ; Kawneer 
Co. v. McHugh, et al., 51 F. 2d 560; Smokador Mfg. Co. v. Tubular Products Co., 
27 F. 2d 948 [19 T.-M. Rep. 355]. 

It is my opinion that the complaint does state a claim upon which relief can be 
granted and, therefore, the motion of defendants must be denied. 














































































PHILADELPHIA RECORD COMPANY v. LEOPOLD, pboInc BUsINEss As 
PUZZLERS RESEARCH BUREAU, ET AL. 


United States District Court, Southern District, New York 
August 12, 1941 


UnFair CoMPETITION—WHAT CONSTITUTES—RIGHT To Conpuct LAWFUL BUSINEss. 
The line of demarcation between lawful and unlawful competition is not always distinct 
and may vary from generation to generation as standards of business ethics move up or 
down. However, the right to conduct a lawful business is a property right which may be 
protected from unlawful interference. 
UNFAIR COMPETITION—NEWSPAPER PUZZLE CONTEST—SUPPLYING CorrECT ANSWERS TO CON- 
TESTANTS. 
The supplying by defendants to readers of plaintiff’s newspapers of correct answers to 
the puzzle contests printed therein to increase circulation held an unwarranted interference 
with plaintiff’s business, and was enjoined. 
































In equity. Action for unfair competition. Judgment for plaintiff. 


Lewis Ginsburg, New York, N. Y., for plaintiff. 
M. H. Miller, New York, N. Y., for defendant. 
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PHILA. RECORD CO. v. LEOPOLD 


RIFKIND, District Judge. 


The plaintiff seeks an injunction pendente lite in aid of its action for a permanent 
injunction. 

Since May, 1941, the plaintiff, publisher of a newspaper in the City of Philadel- 
phia, has invited its readers and the public to participate in a puzzle contest known 
as the “rebus games.” Thereby plaintiff expects to increase the circulation of its 
newspaper. Because of the offer of substantial cash prizes to the successful par- 
ticipants, the contest has attracted a considerable number of entrants in the com- 
petition. 

Daily since the inception of the game the newspaper has printed a puzzle picture 
or riddle. Each contestant is required to solve the daily riddle and, weekly, to send 
the answers to the plaintiff accompanied by ten cents. At the conclusion of the 
contest, officials named by the plaintiff will determine the winners. 

The contest is governed by rules formulated by the plaintiff. To be eligible for 
a prize a contestant must comply with these rules. No person who has previously 
won a prize of $100 or more in any contest is eligible to participate and all con- 
testants who obtain answers by purchase or exchange are disqualified. 

It appears from the papers presented that the defendants are engaged in the 
business of rendering advice and assistance, for a price, in the solution of these 
puzzles. It is conceded by the defendants that they are professionals in this line 
of endeavor and are engaged in similar activity in other contests held throughout 
the country. It is not disputed that defendants are presently soliciting contestants 
to buy what purport to be solutions of the puzzles in plaintiff’s contest; nor is it 
questioned that sales have been effected. 

Both parties are engaged in their respective activities for profit. No question 
of public interest or policy is involved. 

Plaintiff contends that this activity on the part of the defendants tends to destroy 
the effectiveness of the contest, that it discourages contestants who have not sub- 
scribed for defendants’ services from continuing in competition, that it vitiates the 
integrity of the contest and induces breaches of plaintiff’s rules which it cannot 
detect. It is charged that the entrants have placed some measure of blame for this 
state of affairs upon the plaintiff, believing plaintiff to be guilty of duplicity. Plain- 
tiff argues that the final result is to damage not only the contest and to cheat plain- 
tiff and the contestants out of the prize money, but also to do serious injury to the 
business, reputation, circulation and revenue of the plaintiff. 

It cannot be doubted that defendants’ activity is injurious to plaintiff's business. 
The question is whether the injury is of the kind which, in a relatively free economy, 
the plaintiff is obliged to suffer. Is it akin to lawful competition of which plaintiff 
cannot complain? The line of demarcation is not always distinct and may vary from 
generation to generation as standards of business ethics move up and down. Under 
the circumstances precedents are suggestive but not conclusive. 

It is my conclusion that the conduct of the defendants constitutes an unlawful 
interference with the plaintiff's business and that it may be prevented by injunctive 
relief. 
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The right to conduct a lawful business is a property right which may be pro- 
tected from unlawful interference. Smyth v. Ames, 169 U. S. 466; Scott v. Donald, 
165 U. S. 107. 

It has been held that a railroad, which sells reduced rate commutation tickets 
which are designated by their terms to be non-transferable, is entitled to injunctive 
relief against one purchasing such a ticket and reselling it or re-renting it to others 
for his own profit. Such conduct has been condemned as an unlawful interference 
with the business of the railroad. Bitterman v. Louisville & N. R.Co., 207 U.S. 
205 ; Long Island R. Co. v. Lanice, Sup., 136 N. Y. S. 138. 

In Sperry & Hutchinson v. Mechanics’ Clothing Co., 128 F. 800, the plaintiff 
was engaged in the business of selling to retail stores in the city of Providence certain 
“trading stamps” pursuant to a contract between the plaintiff and the retailers. 
These stamps were part of an advertising scheme and, according to the plan, were 
to be given away to persons purchasing merchandise from the retailers at a rate pro- 
portionate to the amount of each sale. The persons receiving these stamps were 
entitled to have them redeemed by the plaintiff for merchandise. The defendant, 
by methods which were not contemplated by the plaintiff, secured large quantities 
of the stamps and offered them for resale to other merchants, thus creating a destruc- 
tive competition. The effect of this activity by the defendant was to vitiate to a 
large extent the effectiveness of the advertising campaign and to destroy the value 
of the scheme created by the plaintiff. The court enjoined the defendant from this 
activity holding, among other things, that injunction was the only adequate remedy. 
See, also, Sperry & Hutchinson v. Mechanics’ Clothing Co., 135 F. 833; Sperry & 
Hutchinson v. Temple, 137 F. 992. It seems apparent without the citation of further 
authority that the conduct of the defendants in this case will be equally destructive 
of the plaintiff's contest. 

An effort has been made in the defendant’s brief to describe other forms of 
endeavor which have not been condemned although injurious to another’s busi- 
ness. Included in these are race horse touting and ticket speculation. The argu- 
ment is not convincing. The legitimacy of each of them may be debated but I do 
not consider that a determination in either instance would be controlling here. 

The defendants have attempted to vindicate their position by the argument 
that there is no privity of contract beween themselves and the plaintiff. This is 
of no moment. The relationship between the plaintiff and the entrants in its 
puzzle contest is clearly contractual. The plaintiff's offer is accepted by the con- 
testant’s performance. The defendants’ solicitation and sale of answers constitute 
an inducement to a breach of contract. This is an actionable wrong. Lumley v. 
Wagner (1852) 1 De G., M. & G. 604; Chicago Board of Trade v. Christie Grain 
& Stock Co., 1905, 198 U. S. 236; Truax v. Raich, 1915, 239 U. S. 33. 

The problem is complicated by the fact that the offeree was under no duty to 
perform. It may be questioned whether in such case one can be guilty of inducing 
a breach of contract on part of the offeree. However, defendants are clearly induc- 
ing contestants to tender spurious performance. 

I think it is plain that an action at law for damages would not be an adequate 
remedy. This is so for the reason, among other things, that the difficulty of detect- 
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ing particular instances of sale and solicitation upon which to predicate such action 
would be insurmountable. Furthermore, an effort to compute the exact amount of 
damages would prove unsatisfactory. 

Under all the circumstances in this case plaintiff's application for a temporary 
injunction should be granted. The defendants, their respective agents, servants, 
employees and all persons whatsoever acting in their behalf or in conjunction with 
them or any of them during the pendency of this action are restrained from in any 
wise advertising, offering for sale, selling, offering for exchange, exchanging, offer- 
ing to give, giving, or soliciting such sale, exchange or giving of answers or alleged 
answers to the puzzle contest involved herein. In accordance with subdivision (c) 
of rule 65 of the Federal Rules of Civil Procedure, 28 U. S. C. A., following Sec- 
tion 723c, the plaintiff shall, as a condition to the issuance of the injunction herein 
post good and sufficient security in the sum of $500. 

Submit order. 
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TIME, INC. v. VIOBIN CORPORATION 
United States District Court, Eastern District of Illinois 
August 27, 1941 


TRADE-MARK INFRINGEMENT—MAGAZINE AND CEREAL Foop—Goops oF DIFFERENT DESCRIPTIVE 
PROPERTIES—“LIFE” AND “LIFE OF WHEAT.” 
A weekly magazine and a cereal wheat product made up of the wheat germ held to possess 
different descriptive properties. Therefore, the use by defendant on its cereal product of the 
: words “Life of Wheat” did not infringe plaintiff’s trade-mark “Life,” used as a magazine title. 
UnFair CoMPETITION—USE oF SAME CoLors ON GET-UP—DIFFERENCE IN Goons. 

In the case at issue, where plaintiff used as title of its magazine the word “Life” in red 
and white, and defendant used the words “Life of Wheat” in red, white and yellow on its 
cereal product, held there was no unfair competition, inasmuch as the respective goods were 

too far apart in character and use to admit of any confusion to purchasers. 










In equity. 
dismissed. 














Action for trade-mark infringement and unfair competition. Bill 





Acton, Acton, Baldwin & Bookwalter, Danville, Ill., for plaintiffs. 
Busch & Harrington, Champaign, IIl., for defendant. 


LINDLEY, District Judge : 


RACE Re oe 


Plaintiff, publisher of Life magazine, seeks to enjoin infringement of its regis- 
tered trade-mark and unfair trade practices alleged to have been committed by 
defendant and to be of such character as to create in the mind of the purchasing 
public a belief that plaintiff is sponsoring defendant’s product. 

Plaintiff has registered under the federal act the word “Life.” It places on the 
outer cover of the magazine in the upper left-hand corner the name “Life” in white 
letters on a red background and at the bottom a red stripe. Defendant manufac- 
tures a cereal food, which it sells in tin cans marked “Life of Wheat.” Originally 
its label was almost entirely red and white. The word “Life” appears above the 
words “of wheat,” in larger letters, in white, on a red background but in slanting 
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letters rather than in the perpendicular form shown in plaintiff’s registrations. 
Following complaint by plaintiff, defendant modified its label by inserting in place 
of certain white coloring yellow portions, including a yellow head of wheat. This 
is the label of which plaintiff now complains. 

For many years plaintiff and its predecessor have published the magazine Life 
under the registered trade-marks. It has expended large sums of money in adver- 
tising the publication and building up its good-will, having now a weekly circula- 
tion of 2,750,000 copies. The public generally has come to recognize and know the word 
“Life” as indicating plaintiff’s magazine. Plaintiff claims that, by virtue of these 
facts, it has acquired the exclusive right to use and protect the word “Life” and 
that the acts of defendant are such as to induce the public reasonably to believe 
plaintiff is endorsing or is responsible for defendant’s product. 

Defendant takes from the wheat grain the germ from which reproduction can 
be had, removing all the outer part, including bran and the indo sperm. It says 
entirely reasonably, therefore, that the germ so utilized is the life of the wheat. It 
so treats the product as to prevent its becoming rancid and in the label accentuates 
the content of Vitamins G and B. It disclaims any intent to capitalize upon plain- 
tiff's mark or good-will and insists that, while plaintiff’s mark is wholly fanciful, 
defendant’s phrase is true and representative of the actual facts. 

Early in the history of the controversy plaintiff wrote to defendant saying that 
its good-will and reputation in connection with the mark and format had been 
built up by substantial expenditures and efforts; that as a result the public had 
come to know and identify the mark with its magazine and that defendant should 
not benefit therefrom. To this defendant replied saying that plaintiff was “abso- 
lutely right in its contention” and that defendant had no desire under any circum- 
stances to use or benefit from the good-will plaintiff had built up. Plaintiff insists 
that this was an admission of infringement, but defendant explains its reply by 
saying that what it meant to admit was that it should not profit from the good-will 
and publicity of plaintiff but that as the letter itself said, “It should be pointed out, 
however, that the term ‘Life of Wheat’ is no figure of speech. The germ of the 
grain is the life of the wheat. The term ‘Life of Wheat’ has been used in various 
types of advertising to denote, for example the restoration of the wheat germ 
(Life of Wheat).” Though defendant’s language was somewhat misleading we 
think defendant’s contention as to the sense and intent of the entire letter entirely 
reasonable. I can not attribute to defendant’s letter any quality of admission of 
wrongdoing or intent. 

The claim for infringement of trade-mark arises under common law. The federal 
statute provides for registration and protection but does not attempt to define a 
valid mark. It specifies what marks shall be registered and, in so doing, adheres 
rather closely to what the common law recognizes as constituting a valid mark. 
The federal courts, in their determination of what constitutes a good trade-mark, 
have been guided largely by the limitations of the act. Title 15 U. C. A. § 85 pro- 
vides for registration of trade-marks, barring any mark identical with a registered 
or known trade-mark owned and in use by another and “appropriated to merchan- 
dise of the same descriptive properties” and any mark which so nearly resembles 
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a registered or known trade-mark owned and used by another and appropriated 
to merchandise of the same descriptive properties as to be likely to cause confusion 
or mistake in the mind of the public or to deceive purchasers.” Section 96 provides 
that a person shall be liable for damages at the suit of the owner of a registered 
trade-mark if, without the consent of the owner, he reproduces or copies a registered 
trade-mark and affixes the same to labels of merchandise “of substantially the same 
descriptive properties as those set forth in the registration.” 

In accord with this legislative word from Congress and under the applicable 
rules of the common law, the courts quite generally refuse to enjoin alleged infringe- 
ment of a registered trade-mark or to allow damages therefor if the merchandise 
of the alleged infringer is not of the same descriptive qualities. It is not necessary 
that the goods to which alleged infringing labels are attached shall be of the same 
species but they must be of the same class. If they are lacking in similarity of class 
or descriptive properties, the courts conclude that there is no invasion of plaintiff’s 
rights. Layton Pure Food Co. v. Church & D. Co. (C. C. A. 8), 182 F. 35; Sim- 
plex Automobile Co. v. Kahnweiler, 162 App. Div. 480; Certain-Teed Products Corp. 
v. Philadelphia & S. M. G. Co. (C. C. A. 3), 49 F. 2d 114 [21 T.-M. Rep. 433] ; 
National Cash Register Co. v. National Paper Products Co., 54 App. D. C. 278, 
297 F. 351; Three-in-One Oil Co. v. Lobl Mfg. Co., 57 App. D. C. 356, 23 F. 2d 
893 [18 T.-M. Rep. 25] ; Three-in-One Oil Co. v. Boston Brass Co., 57 App. D. C. 
358, 23 F. 2d 895 [16 T.-M. Rep. 411]; Pabst Brew. Co. v. Decatur Brew. Co. 
(C. C. A. 7), 284 F. 110 [13 T.M. Rep. 1] ; American Steel Foundries v. Robertson, 
269 U. S. 372 [16 T.-M. Rep. 51]. 

The confusion in the decisions results not so much in various statements of the 
rule as in its application to the specific facts involved in each cause. Here the goods 
are not of the same descriptive qualities. They are not of the same class. One is 
a magazine; the other, a cereal food. The two possess in common no identity or 
similarity of function or of descriptive quality or property ; they are not to be found 
in the same or analogous markets; they occupy fields of industry and commerce 
far removed from each other. I conclude, therefore, that there is no infringement 
of the trade-mark. 

The plaintiff relies also upon its common law right to complain of unfair com- 
petition, of which infringement of trade-marks constitutes only a limited portion. 
“There is no property in a trade-mark apart from the business or trade in con- 
nection with which it is employed. United Drug Co. v. Rectanus Co., 248 U. S. 90, 
97 [9 T.-M. Rep. 1]; Hanover Milling Co. v. Metcalf, 240 U. S. 403, 413, 414 
[6 T.-M. Rep. 149]. 


“The law of trade-marks is but a part of the broader law of unfair competition” (Id.), 
the general purpose of which is to prevent one person from passing off his goods or his 
business as the goods or business of another. . . . To some extent the two terms [trade- 
mark and trade-name] overlap, but there is a difference, more or less definitely recognized, 
which is that, generally speaking, the former is applicable to the vendible commodity to 
which it is affixed, the latter to a business and its good-will. American Steel Foundries 
v. Robertson, Commissioner, supra. 
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Plaintiff insists that it owns and is entitled to monopolize the trade-name “Life” 
in connection with a particular format well known to the public. Its contention is 
that any member of the public who, through plaintiff’s extensive expenditure of 
money, has been trained to associate the name with its peculiar color arrangement 
and format, with plaintiff, would, upon seeing defendant’s product, employing in its 
label the name “Life of Wheat,” with format and color combination, similar to 
plaintiff's, conclude that plaintiff was “in some manner sponsoring or approving 
defendant’s product or affiliated in some manner with its manufacture or distribu- 
tion.” Thus, it insists that, even though the goods be wholly dissimilar, the acts 
of defendant constitute unfair trading practice in that they necessarily inspire in 
the minds of the purchasing public the erroneous and false implication that plaintiff 
in some manner is responsible for sponsoring, approving or endorsing defendant’s 
product. This, it says, is unfair competition which should be enjoined. 

Though the courts have given heed to similarity and identity of class and prop- 
erties controlling weight in cases of strict trade-mark infringement, they have evinced, 
in recent years, in cases of unfair competition, a liberal tendency to recognize that 
a manufacturer may have a sufficient economic interest in the use of his trade-name 
outside the field of his own exploitation to justify interposition by a court. One’s 
trade-name is his authentic seal. By its use he supports the goods which bear it. 
It implies endorsement and carries his name for good or evil and, when another 
uses it, he cannot control the uses to which it is put. As Judge Hand said in Yale 
Corp. v. Robertson (C. C. A. 2), 26 F. 2d 972, 794 [18 T.-M. Rep. 321], such use 
“is an injury, even though the borrower does not tarnish it, or divert any sales by 
its use; for a reputation, like a face, is the symbol of its possessor and creator, and 
another can use it only as a mask.” But the Supreme Court has not definitely 
pointed out the limits to which such doctrine may properly be extended. Thus, in 
Beech-Nut Co. v. Lorillard Co., 273 U. S. 629 [17 T.-M. Rep. 159], Mr. Justice 
Holmes expressly refrained from such an adjudication, as it was not necessary in 
the cause before the court, saying: “It may be true that in a case like the plaintiff's 
its rights would not be sufficiently protected by an injunction against using the 
marks upon goods of the same class as those to which the plaintiff now applies it 
and to which its registration is confined. Upon that we express no opinion.” Con- 
sequently, our instruction in precedents must be found in the opinions of the lesser 
courts. 

It has been said that “unless the borrower’s use is so foreign to the owner’s as 
to insure against any identification of the two, it is unlawful,” Yale Electric Corpora- 
tion v. Robertson (C. C. A. 2), 26 F. 2d 972, 974 [18 T.-M. Rep. 321], that one 
is protected not only as to articles to which he has affixed his trade-name but also 
“upon such other goods as might naturally be supposed to come from him” ; Water- 
man Co. v. Gordon (C. C. A. 2), 72 F. 2d 272, 273 [24 T.-M. Rep. 343], and, in 
this circuit. that, if the names are identical or closely similar, if the labeled mer- 
chandise is such “as reasonably may be attributed to plaintiff’s, deceit results.” Cali- 
fornia Fruit Growers Exchange v. Windsor Beverages (C. C. A. 7), 118 F. 2d 
149, 152 [31 T.-M. Rep. 121]. 
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It would seem, therefore, that these expressions indicate the tests to be applied: 
Is defendant’s use so foreign to plaintiff’s as to assure against any identification of 
the two or confusion between them? Are the goods such as might naturally be 
supposed to come from plaintiff? Are the goods such as reasonably may be attrib- 
uted to plaintiff? I have already noted that plaintiff’s trade-name is applied to a 
magazine of wide circulation perhaps as well known to the American public as 
any publication. Plaintiff does not insist that it manufactures or sells any mer- 
chandise or that it contemplates doing so. Its insistence is that when defendant 
places upon its food product in tin cans the words “Life of Wheat” the public, know- 
ing the magazine Life as plaintiff’s will naturally and reasonably assume that plain- 
tiff is sponsoring, endorsing or in some other way responsible for the food. Plain- 
tiff’s product consists of the stabilized wheat germ. The label recites that it is rich 
in Vitamins B and G, containing protein and minerals such as iron and phosphorus. 
To me it is beyond possibility that one purchasing cereal food labeled Life of Wheat 
will logically or reasonably deduce from such a label that plaintiff is responsible 
for the goods. There is no such relationship between the two articles as, by any re- 
mote contingency, could cause to rise in the mind of a purchaser, naturally, a belief that 
plaintiff is in any wise responsible for defendant’s cereal food. As said in Waterman 
Company v. Gordon, supra: 


There is indeed a limit; the goods on which the supposed infringer puts the mark 
may be too remote from any that the owner would be likely to make or sell. It would 
be hard, for example, for the seller of a steam shovel to find ground for complaint in the 
use of his trade-mark on a lipstick. 


So here the evidence submitted indicates no possibility of anybody’s belief that 
plaintiff is sponsoring defendant’s product, no confusion and no deceit. 

Plaintiff cites certain decisions as supporting its position. In Esquire, Inc. v. 
Esquire Bar, 37 F. Supp. 875 [31 T.-M. Rep. 308], defendant, in advertising 
its liquor bar, copied the exact name, symbols and insignia which the public had 
come to identify with the magazine. From the actual identity and the specific facts 
involved the court found that the public might reasonably believe that plaintiff 
was sponsoring in some way the liquor business of defendant. In Great Atlantic 
& Pacific Tea Co. v. A. & P. Radio Stores, Inc., 20 F. Supp. 703, the nationally 
known chainstore grocery company obtained an injunction against defendant from 
using the trade-name A. & P. in connection with radios, washing machines and elec- 
tric refrigerators, all household goods. There defendants employed the identical 
trade-mark of plaintiff and adopted the slogan of plaintiff changing only the title 
of the merchandise to “radio.” They asserted that the A. & P. reputation deserved 
patronage. The court found from the specific facts that it was the intent of defendant 
to appropriate the good-will of plaintiff and deceive the public. In Alfred Dunhill 
of London, Inc. v. Dunhill Shirt Shop, Inc., 3 F. Supp. 487, defendant admitted 
in an affidavit that he had selected the name “Dunhill” because it was associated 
with the English people and their reputation for turning out well dressed men and 
applied it to shirts. The court found that in view of the fact that both the pipe of 
plaintiff and defendant’s product are used by men and there was an exact copy of 
the trade-name, defendant was guilty of unfair trade practice. Similar was the 
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result in Wall v. Rolls-Royce of America, 4 F. 2d 333 [15 T.-M. Rep. 12], where 
the plaintiff was a manufacturer of automobiles and defendant sold radio tubes 
by mail. The tubes were labeled “Rolls-Royce.” The court said that no one pur- 
chasing a radio would believe he was buying an automobile or an aeroplane, but 
that, inasmuch as electricity is a vital element in each and plaintiff had built up 
a reputation in that line, it would naturally come to the mind of the purchaser of 
a radio tube so labeled that Rolls-Royce had branched out into the radio field. 
Both products, in one sense of the word, were of the same class. In Vogue Co. v. 
Thompson-Hudson Co. (C. C. A. 6), 300 F. 509 [13 T.-M. Rep. 349], plaintiff 
used the name “Vogue” in advertising its magazine and on the magazine itself, 
which had become an authority on styles for women, advertising millinery as well 
as other parts of women’s clothing. The court enjoined the millinery company 
from using the name “Vogue” on hats. The name was the same and the products 
of defendant were of the same class as those advertised by plaintiff. In Waterman 
Co. v. Gordon, supra, plaintiff manufactured fountain pens and supplies under the 
name “Waterman.” Defendant sold razor blades under the name “Waterman.” 
The court believed that the goods, frequently sold in the same stores, were not 
so dissimilar in their association in the minds of the public as to prevent confusion. 
In Time, Inc. v. Barshay, 27 F. Supp. 870, plaintiff magazine, producer of the 
“The March of Time” news reel, obtained an injunction against the use of the name 
“The Voice of Time” in connection with phonograph records of speeches made by 
prominent persons. The court held that the trade-mark “Time” was not infringed 
but that because of the use of sound in “The March of Time” motion pictures and 
on the radio and because plaintiff’s announcements featured the same voice and 
as the person who made the announcements on the screen and on the radio was 
known as “The Voice of Time,” there was close association of the elements in use 
and likelihood that the public would naturally assume some connection between 
the companies and believe plaintiff the sponsor of defendant’s records. 

I have mentioned the cases relied upon by plaintiff in order that it may be obvious 
that the facts here do not come within the decisions in any one of them. As pre- 
viously pointed out, we have no identity of trade-name. Defendant’s product is far 
removed from that of plaintiff. It is not in the same class, possesses none of the 
same functions. In addition, under the facts presented, it seems to me obvious 
also that there is no logical basis upon which it can be said that any member of the 
public could reasonably infer that cereal food in tin cans labeled “Life of Wheat” 
is in any way sponsored by plaintiff. 

The application for temporary injunction is denied. 

The findings and conclusions herein are hereby made a part of my findings of 
fact and conclusions of law by way of reference. 
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TRY-ME BOTTLING CO.v. TEAVER 


TRY-ME BOTTLING CO., INC., et at. v. TEAVER 
(2 So. 2d. 611) 
Alabama Supreme Court 
May 22, 1941 


TRADE-MARKS AND UNFAIR COMPETITION—SUITS—PARTIES. 
In equity proceedings where property rights, such as ownership or use of a trade-mark 
is involved, all persons having legal or equitable rights in the matter must be made parties 


on the theory that the entire controversy should be settled so as to bind all parties in 
interest. 


TRADE-MARKS AND UNFAIR COMPETITION—“Drx1-CoLa” 
LICENSE TO USE. 

Complainant, after adopting the word “Dixi-Cola” as a trade-mark for a soft drink con- 
centrate, sold its business and said trade-mark to a third party who conveyed them to a 
corporation, complainant by contract reserving to itself exclusive right as agent to sell said 
concentrate in certain territory. Where complainant thereafter entered into contract with 
defendant giving latter exclusive right to use concentrate and trade-mark, the corporation 
was not a “necessary” party to suit against defendant to enjoin unfair competition and trade- 
mark infringement, notwithstanding that complainant demanded an accounting. 


oN Sort Drink CONCENTRATE— 


In equity. Action for unfair competition and trade-mark infringement, with 
prayer for accounting. From a decree overruling demurrer to the bill, respondents 
appeal. Affirmed. 

The amended bill is in substance as follows: 

Complainant is a citizen and resident of the city of Birmingham, Alabama, is 
operating a business under the name and style of Dixi-Cola Sales Company, and 
engaged in selling a concentrate for the preparation of a cola-flavored soft drink. 
Respondent Try-Me Bottling Company is a corporation under the laws of Ala- 
bama, with office and principal place of business in Birmingham. Respondent Oats 
is the president of said corporation and its managing agent and officer. About the 
year 1928 complainant, operating under the name Dixie-Cola Company, began the 
manufacture of a cola-flavored, carbonated soft drink for which he adopted as a 
trade-mark the term “Dixie-Cola,” said trade-mark appearing upon the advertis- 
ing and the containers in which the product was sold to the consumer. Complainant 
continued to so manufacture and sell said product, using said trade-mark, until 
about the first of February, 1938, and built up a trade in Birmingham, Jefferson 
County, and the surrounding counties, so that his product, under said trade-mark, 
was thereby distinguished from the product of all other manufacturers in said terri- 
tory. Said trade-mark acquired therein a secondary meaning, has for a long time 
and does now signify a certain quality of goods as those of a particular producer, 
identifying the origin and ownership of the goods to which it is applied, and has 
long meant a single thing coming from a single source. 

About February 1, 1938, complainant sold his said business, good-will and the 
trade-mark Dixi-Cola to one R. W. Kruse of Scarsdale, New York, which said 
business, good-will and trade-mark have since been conveyed to and are now owned 
by the Dixi-Cola Laboratories, Inc., a corporation organized and existing under 
the laws of Maryland. Said Dixi-Cola Laboratories, Inc., has for a long time in 
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the past and does now manufacture and sell a concentrate used in the manufacture 
of a cola-flavored, carbonated soft drink under the trade-mark Dixi-Cola, and in 
the manner hereinafter shown does sell the same to complainant to be by complain- 
ant resold in the territory described. On February 1, 1938, complainant entered into 
a written contract with said Kruse, complainant being referred to therein as “first 
party, and said Kruse being referred to as second party,” which contract contains 
the following stipulations and provisions: 


The second party agrees to operate a company for the sale of a Cola-flavoring extract 
and Cola syrup under the name of “Dixi-Cola.” The second party reserves the right to 
operate said company under a trade-name, as an individual, a partnership or a corporation. 

The second party hereby appoints the first party as his sole and exclusive agent for 
the sale of the flavoring extract and/or Cola syrup hereinafter described to be sold 
under the name “Dixi-Cola” for the territories of Alabama, Georgia, Tennessee, Missis- 
sippi, and Louisiana under the terms and conditions hereinafter set forth. 





* 





* 





* 





The second party agrees that he will and does hereby give, grant and transfer to the 
first party the exclusive fountain, bottling and franchise rights for the sale of said extract 
during the period of this contract and for the bottling, vending, and dispensing of said 
“Dixi-Cola” in said territories. 





* * * 





This contract shall remain in force for a period of five (5) years from the date hereof, 
provided, however, that during that period a reasonable distribution of the product “Dixi- 
Cola” shall have been obtained and further provided that no less than one thousand (1,000) 
gallons of said extract shall be consumed by the first party in the manner herein outlined 
during the first year of this contract and thereafter a yearly increase of no less than one 
thousand (1,000) gallons during said five (5) years and if at the end of said five (5) years 
the business so established within the said territory shall be equal in annual volume to 
that in similar territories and in proportion to the population of said contrasting territo- 
ries, which territories have been established by the second party, then in that event the 
first party shall have the right to renew his contract for an additional five (5) year period 
and likewise thereafter the first party shall have the same right to continue to renew this 
contract every five (5) years so long as the same proportionate volume of business is main- 
tained, but said renewals shall not exceed a total of more than ninety-nine (99) years in 
the aggregate. 

The first party agrees and covenants that he shall not and will not hereafter, directly 
or indirectly, engage in the manufacture, sale or in any other way become interested in 
the business of manufacturing or selling any other Cola beverage or extract during the 
existence of this contract. 

This contract shall bind the parties hereto, their heirs, successors, executors, admin- 
istrators and assigns. 





Under the terms of said contract, said Kruse thereafter, before the acts com- 
plained of and the transactions hereinafter related, incorporated under the laws 
of Maryland a corporation under the name and style “Dixi-Cola Laboratories, 
Inc.,” to which said contract was transferred, and said corporation was on June 19, 
1939, the owner of said trade-mark “Dixi-Cola and of the trade, business and 
good-will theretofore owned by complainant and theretofore transferred to Kruse, 
and said corporation assumed and undertook to perform the obligations imposed 
upon Kruse in said contract. Complainant, on June 19, 1939, had, has ever since 
had and now has the sole and exclusive right to buy Dixi-Cola flavoring extract 
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from said corporation and to resell same within the territory provided, and to sell 
same under the trade-mark “Dixi-Cola,” and the sole and exclusive right to license 
and permit others within said territory to bottle, vend and dispense said Dixi-Cola 
flavoring under said trade-mark, and to use said trade-mark on or in connection 
with the sale thereof. 

On June 19, 1939, complainant, as such sole and exclusive agent and licensee, 
entered into a written contract with Try-Me Bottling Company, Inc., under which 
Try-Me Bottling Company, Inc., was licensed to purchase said genuine Dixi-Cola 
concentrate and to manufacture therefrom exclusively a cola-flavored, carbonated 
soft drink to be bottled and sold only under said trade-mark “Dixi-Cola.”’ A copy 
of the contract is attached as an exhibit and made a part of the bill. Said contract 
by and between Dixi-Cola Sales Company, party of the first part, and Try-Me 
Bottling Company, Inc., party of the second part, provides: 


Party of the first part hereby conveys to party of the second part the exclusive right, 
privilege and franchise to bottle and sell “Dixi-Cola” in bottles, for a period of one year 
from the date hereof and as long thereafter as this contract is well and truly kept, in the 
Party of the first part also hereby grants to party of the second part the right to use 
its trade-name and trade-mark “Dixi-Cola” together with any specially designed bottles 
and labels to be applied thereon, that may be adopted for use in connection with the bot- 
tling, advertising and selling of bottled Dixi-Cola, provided, however, that said usage is 
confined solely to the sale of beverages made entirely from flavorings furnished by party 
of the first part, and further provided that said manufacturing, bottling ,advertising and 
selling be in accordance with specifications of party of the first part. 

Party of first part agrees to furnish at all times, subject, however, to delay in deliveries 
due to strikes, uprising or other things beyond its control, sufficient flavoring to produce 
all Dixi-Cola required by party of the second part for its use in connection with the rights 


herein granted. 


* * * 






In consideration of the mutual performances of the agreements contained herein, the 
party of the second part agrees as follows: 

First, to purchase from party of the first part during each year of the life of this 
contract no less than one thousand gallons of Dixi-Cola compound, said compound being 
labeled “D. C. Compound No. 19,” the flavoring strength of which is sufficient to produce 
twenty gallons of standard finished bottles Dixi-Cola syrup when made under instructions 
of party of the first part, and to pay therefor six and one-half dollars ($6.50) per gallon 
F. O. B. Baltimore, Maryland. 


The contract contains other provisions for advertising, for an increase in price 
of said compound under conditions named, for purchase and use of labels and bottle 
caps, and for the size of bottles to be used by party of the second part. It further 
provides that contract shall become automatically null and void, and reversion of 
rights conveyed back to party of first part, on failure of party of second part to 
conform to its terms, upon solvency of party of second part, or upon its selling, 
dealing in or in any way attempting to promote the sale of any other cola beverage 
or substitute for Dixi-Cola, or the selling or attempt to sell Dixi-Cola as for any 
other beverage. 

The bill further alleges that respondent Try-Me Bottling Company has breached 
said contract in that it does now and has for some time past bottled a carbonated 
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soft drink similar in appearance, color and flavor to the product sold by complainant, 
made from a concentrate not furnished by complainant and not made from genuine 
Dixi-Cola concentrate manufactured by Dixi-Cola Laboratories, Inc., but from a 
concentrate manufactured by another or others unknown to complainant, and 
is and has been using in connection with said bottled drink the trade-mark “Dixi- 
Cola,” affixing it to the bottles in which it is contained and upon the crowns and 
seals thereof, upon the cases or crates in which the bottles are packed, upon the 
trucks in which the bottles are transported, and also upon the advertising of respond- 
ents. It is alleged that respondents have not only breached said contract but have 
infringed said trade-mark. 

It is alleged that respondents breached said contract in that they did not purchase 
the amount of concentrates (1,000 gallons annually) therein provided, but purchased 
480 gallons during the year June 19, 1939 to June 19, 1940. That complainant 
has in all things performed the terms of said contract and was ready, willing and 
able to do so at all times, but that respondents have failed and refused to abide by 
said contract and threaten to continue violation of the terms and to continue the 
infringement of said trade-mark. That by virtue of the matters and things alleged 
respondents are now éngaged in acts of unfair competition, by such acts are causing 
confusion in the trade and are selling and passing off for the product of complain- 
ant a spurious product, not dealt in by complainant, but manufactured by others. 

In addition to the prayer for injunctive relief and accounting it is also prayed 
that judgment be entered against respondent Try-Me Bottling Company for damages 
resulting from the breach of contract. The decree overruled demurrer to the bill 
as a whole but sustained it as to the last-mentioned feature of the prayer. 

Ground 33 (a) of the demurrer is, in effect, that Dixi-Cola Laboratories is an 
indispensable party complainant. 
















































































Lange, Simpson, Brantley & Robinson, of Birmingham, Ala., for appellants. 
Mead & Moebes, of Birmingham, Ala., for appellee. 








THOMAS, Justice: 


The appeal sought review of decree overruling demurrer to the bill as a whole 
and the several aspects thereof. 

The general authorities on the subject presented by the pleadings are covered in 
63 Corpus Juris §100, p. 389 et seg. The observation is made that, in order to make 
out a case of unfair competition, it is not necessary to show that any person has 
been actually deceived by defendant’s conduct and led to purchase his goods in the 
belief that they are the goods of plaintiff or to deal with defendant thinking he 
was dealing with the plaintiff. It is sufficient to show that such deception may be 
the natural and probable result of defendant’s acts. 63 C. J. pp. 396, 397. 

The decision cited from this jurisdiction is Boston Shoe Shop v. McBroom Shoe 
Shop, 196 Ala. 262, 72 So. 102, 103 [6 T.-M. Rep. 381], to the effect that “equity 
will grant injunctive relief against those who by imitative devices, symbols, or prac- 
tices seek to divest or appropriate the trade or patronage which would otherwise go 
to another established business, on the principle that the ‘good-will’ of a business 
is a valuable property right, and that the public intending to patronize a particular 
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business, ought not to be deceived or misled as to its identity.” The second head- 
note of such decision is as follows: 


A similarity sufficient to convey a false impression to the public mind, and of a char- 
acter to mislead and deceive the ordinary purchaser in the exercise of ordinary care 
and caution in such matters, is sufficient to give the injured party right to redress, regard 
being had to the class of persons who purchased the particular article for consumption 
and to the circumstances ordinarily attending their purchase, but without requiring a nice 
discrimination from the ordinary purchaser; the mere existence of differences which are 
patent to the observant and well informed [person], does not necessarily amount to a suffi- 
cient differentiation, and similarity in the main distinguishing features will usually be 
sufficient to constitute infringement or “unfair competition.” 


To the same effect is N. L. Pierce Nat. Detective Agency v. Pierce Detective 
Agency, 217 Ala. 594, 117 So. 191. 

The reporter will set out the provisions of the several contracts that are indicated 
in the pleading as amended and as exhibits thereto. It shows a right in complain- 
ant as the exclusive sole agent. Continental Paper & Bag Corp. v. Jacksonville 
Paper Co., 231 Ala. 400, 165 So. 216. 

It is apparent that the trial court was not in error in overruling the demurrer 
to complainant’s amended bill, as indicated. As we view the several contracts, a 
reasonable construction thereof shows that complainant has reserved to himself the 
interest in the business as to the extract or syrups to be manufactured by the cor- 
poration for the territory specifically indicated. 

The bill seeks an accounting. Would this touch the interest of the Dixi-Cola 
Laboratories, Inc., in any result to be here reached on the last-named feature of the 
bill? The rule that obtains in this jurisdiction is that, where property rights are 
involved, all persons having legal or equitable rights in the subject matter must be 
made parties on the theory that in equity the entire controversy should be settled 
so as to bind all interested persons. Amann v. Burke, et al., 237 Ala. 380, 186 So. 
769. That is to say, when the equity court disposes of property, the purchaser should 
get a title unaffected by superior claims, legal or equitable. Here the primary pur- 
pose of the bill is injunctive, which would not sell the property, but in a way touch 
the respective rights of the complainant, respondent and the Dixi-Cola Laborato- 
ries, Inc. 

There is no splitting of the cause of action in the bringing of this suit. The 
damages to complainant were separate and distinct and ascertainable from that 
which would accrue under contract to the Dixi-Cola Laboratories, Inc. The latter 
latter had the right to waive or not to insist upon its right of profits on sales to be 
made in the use of Dixi-Cola concentrates and cola-flavored carbonates made and 
sold by respondents contrary to the contract within the limited territory in Alabama 
in which respondent manufactured and sold its product. The Dixi-Cola Lab., Inc., 
could not forego or waive complainants’ contract right and damages by the breach 
of the contract and the illegal use of its trade-mark. The accounting prayed for is 
single and touched only the complainant and respondent, and may be had without 
affecting the rights of the Dixi-Cola Laboratories, Inc. The latter was not a neces- 
sary party, and any final judgment rendered in this suit would not conclude the 
Dixi-Cola Laboratories, Inc. So much by way of the discharge of the duty of this 
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court to the notice of any absence of necessary parties that a bill may disclose. There 
was no error of the trial court in overruling the grounds of demurrer No. 33 (a), 
directed to a phase of the bill. 

It results that the judgment of the circuit court should be, and the same is hereby 
affirmed. 


Affirmed. 


GARDNER, C. J., and Brown and Livineston, JJ., concur. 





EDWARDS v. SUPERIOR COURT OF ARIZONA IN AND FOR 
MARICOPA COUNTY 


(113 P. 930) 
Arizona Supreme Court 
June 9, 1941 


TRADE-MARKS—W Ho May HAveE. 
Only individuals and companies engaged in business are entitled to trade-marks. 
TRADE-MARKS AND UNFAIR COMPETITION—“THE COLORED JEFFERSONIAN DEMOCRATIC LEAGUE 
OF ARIZONA”—REGISTRATION UNDER STATE LAW—NotT VIOLATED BY USE ON POLITICAL. 
HANDBILL. 
The provisions of the Arizona Registration Act that a person using the name or seal of 
a corporation in or about the sale of goods or otherwise without authority, shall be guilty 
of a misdemeanor, was not violated by plaintiff in printing such name on a political handbill, 


as the registration act referred to applies only to corporations entitled to register trade- 
marks. 


In equity. On petition for writ of prohibition to prevent the Court from pro- 
ceeding to try a complaint charging petitioner with a misdemeanor in the wrongful 
use of a trade-mark registered under the state statute. Alternative writ made perma- 
nent. 


Dykes & Selden, of Phoenix, for petitioner. 
Richard F. Harless, County Attorney, and Charles B. McAlister, Deputy County 
Attorney, both of Phoenix, for respondent. 


The petitioner, H. F. Edwards, seeks to have this court prohibit the Superior 
Ross, Judge: 


Court of Maricopa County, Honorable Howard C. Speakman presiding, from pro- 
ceeding to trial on a complaint filed in the Justice Court of West Phoenix Precinct 
charging him with a misdemeanor, on the ground that the facts alleged do not con- 
stitute an offense against the laws of the state. The petition shows that petitioner 
raised the question of the sufficiency of the complaint on arraignment in the justice 
court, and that his objections were overruled and he was forced to trial and con- 
victed ; that he appealed from such conviction to the superior court, where he again 
raised the question of the sufficiency of the facts charged in the complaint to state 
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a crime, and that said court has ruled against him and is about to proceed with the 
trial and threatens to and will sentence him to pay a fine or to imprisonment if 
convicted. He alleges he has no other adequate or speedy remedy. 

We will not enter into a discussion of the appropriateness of the remedy by pro- 
hibition for the reason that the respondent admits it to be the only adequate remedy 
available to the petitioner if no offense is stated. 

The body of the complaint is, in substance, as follows That “The Colored 
Jeffersonian Democratic League of Arizona” is a duly organized domestic corpora- 
tion; that on June 8, 1940, it caused its name and trade-mark, to wit, ““The Colored 
Jeffersonian Democratic League of Arizona, Inc., to be registered with the Secre- 
tary of State, Harry M. Moore, who recorded it in his office and issued to its officers, 
under the secretary’s seal, a certificate of such registration and recording; that on 
or about August 17, 1940, the defendant Edwards, not being a member of such 
corporation or having any authority whatsoever to do so, did print, or cause to be 
printed, a certain political handbill, circular or letter and affixed thereto, at the end 
thereof, the name above-mentioned, to wit, “ “The Colored Jeffersonian Democratic 
League of Arizona, Inc.’ ... . in violation of Paragraph 4822, Revised Code of Ari- 
zona, 1928.” (Same Section 43-5605, Arizona Code 1939.) We add that it is 
stipulated by the parties that the corporation is a political organization, which fact 
will be considered as alleged in the complaint. 

We have, then, a political organization registering its name as a trade-mark. 
It is pertinent to ask what particular commodities it handles or deals in, for only 
persons and companies engaged in some kind of mercantile business are supposed 
to have a trade-mark. The section of the statute which it is claimed the petitioner 
violated is associated with several other sections bearing the caption “Mercantile 
frauds.” It is said, in 26 Ruling Case Law 828, Section 1: 


A trade-mark may be defined as a sign, device or mark by which the articles produced 
or dealt in by a person or firm are distinguishable from those produced or dealt in by rival 
manufacturers or dealers. It has also been declared that, in many aspects, it resembles, 
and perhaps is identical with the good-will of a business or establishment. And it has been 
likened to the business autograph of the owner, amounting to a representation that the 
articles on which it is placed are made or prepared by him, just as his signature to a busi- 
ness paper is an assurance to others that he executed it. A trade-mark may also in form 
serve as a label, but it differs from a mere label in that it is not confined to a designation 
of the article to which it is attached. And a mere label is not intended to accomplish the 
object of trade-mark but only to indicate the article contained in the bottle, package or 
box to which it is affixed. What constitutes a trade-mark is a question of law for the 
court. 


We think few persons would deny to their fellow citizens the right to advocate 
and promote the doctrines of Thomas Jefferson, but most persons would deny the 
right of a “soulless corporation” to appropriate such doctrines exclusively for its 
use. We feel that the statutes providing for the registration and protection of trade- 
marks were passed to safeguard the tradesman against the tricks and devices of 
other tradesmen or persons, and not to give to anyone any exclusive right to political 
slogans, or to the great names of such party leaders as Jefferson and Lincoln. 
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But, the county attorney takes the position that what petitioner did in the use 


of the corporation’s name, even though such name is not a trade-mark, violates said 
section. It reads: 


§ 4822. Registering labels and trade-marks, unlawful use. Every association, union 
or corporation that adopts a label, trade-mark or form of advertisement, shall file the same 
in the office of the secretary of state by leaving two copies, counterparts of facsimiles 
thereof. Said secretary shall deliver to the person so filing the same, a duly attested cer- 
tificate of the record of the same, for which he shall receive a fee of three dollars; such 
certificate of record shall in all actions or prosecutions under this article be sufficient proof 
of the adoption of such label, trade-mark, or form of advertisement, and of the right to 
adopt the same. Every person who shall use or display the genuine label, trade-mark or 
form of advertisement of any such association, corporation or union, in any manner not 
authorized by such association, corporation or union; and any person who shall in any 
way use the name or seal of any association, corporation or union, in and about the sale 


of goods or otherwise, not being authorized to use the same, shall be guilty of a mis- 
demeanor. 


The last clause of the last sentence is relied on by the county attorney to save 
the complaint. That phrase condemns as a misdemeanant “any person who shall in 
any way use the name or seal of any association, corporation or union, in and about 
the sale of goods or otherwise.”” The whole context of that section and of the pre- 
ceding sections conclusively shows that the associations, corporations or unions 
referred to are those that are entitled to comply and have complied with the law in 
registering trade-marks. 

The use of the name must be “in and about the sale of goods or otherwise.” If 
the name is used “otherwise” than in and about the sale of goods, an offense is 
committed, counsel for the state contends. In other words, if the name is spoken 
or written in the telling or narration of an event making it necessary to use the name, 
the law is transgressed. An opponent in a hot political campaign would not dare to 
criticize the corporation in public addresses or to write and print concerning its 
wicked and devious ways and representations. No one would dare to speak or 
write even the truth about the so-called trade-mark of this political organization. 
The significance of the word “otherwise” as contended for would make the law so 
indefinite and uncertain as to avoid it. 


We think the alternative writ of prohibition should be made permanent, and it 
is so ordered. 


Locxwoop, C. J., and McALIsTER, J., concur. 
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RAYESS v. LANE DRUG CO. 
(35 N. E. 2d 447) 


Ohio Supreme Court 
June 25, 1941 


UNFAIR COMPETITION—STATE Farr Trape Act, On1o—Contract BETWEEN TRADE ASSOCIA- 
TION AND RETAILERS. 

An agreement between substantially all the cigarette jobbers of the state with the retail- 
ers of cigarettes, fixing the retail price for the sale of substantially all brands of cigarettes 
sold within the state, is, in effect, a horizontal “contract: between such jobbers fixing the 
retail price of cigarettes, not authorized by the Ohio Fair Trade Act, but illegal and void 
as in violation of the law against combinations in restraint of trade. 

UnFAiIr COMPETITION—STATE Farr TrapE Act—Purpose. 

The purpose of the Ohio Fair Trade Act is to allow the manufacturer or distributor of a 
commodity of standard quality bearing a brand or trade-mark to protect his property from 
: being sold at retail at indiscriminate prices. 

UNFAIR CoMPETITION—STATE Farr TrapE Acts—ContTrAcTs THEREUNDER—How CoNSTRUED. 
A contract under the Fair Trade Act must be strictly construed and held within the pro- 
visions of the act. 











In equity. Action under the state Fair Trade Act to restrain defendant from 
selling trade-marked goods at prices below those named in contract from a judg- 
ment reversing the grant of a permanent injunction and dismissing plaintiff’s peti- 
tion, plaintiff appeals. Judgment affirmed. 


This action originated in the Court of Common Pleas of Lucas County as an 
action to enjoin the defendant from selling cigarettes at retail prices lower than the 
minimum prices theretofore established by certain contracts claimed to be author- 
ized under the provisions of the Ohio Fair Trade Act, Section 6402-2 to 6402-9, 
inclusive, General Code. The plaintiff is also a retail dealer in cigarettes, and had 
executed a contract with his distributor or wholesaler in which he had agreed to 
maintain certain minimum retail prices, while the defendant is a non-signer with 
knowledge of the contracts in question. The plaintiff brings this action by the special 
authority provided in Section 6402-5, General Code. 

In the trial in the lower courts, evidence was introduced to show the manner in 
which these contracts establishing the minimum sale prices were made. The record 
shows that there is in Ohio an organization known as the “Ohio Fair Trade Com- 
mittee, Tobacco Division.” This organization maintains permanent offices in Cleve- 
land, Ohio, and is governed by an executive board consisting of certain wholesale 
and retail dealers in tobacco. It maintains a secretary who is employed practically 
full time for the organization. 

The record shows that during the months of July and August, 1940, the secretary 
of the Ohio Fair Trade Committee, Tobacco Division, traveled to various cities 
and met with wholesalers in these cities to discuss the possibilities of the fair trade 
law as it might apply to cigarette prices. At these meetings, the secretary stated to 
the wholesalers that the committee had been advised that under the law the whole- 
salers could establish minimum retail prices if they cared to do so, and submitted 
to them the question of what a fair retail price per package should be for standard 
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brands of cigarettes. As a result of these discussions, a list of minimum prices to 
be charged by retailers for cigarettes was established. 

Shortly thereafter, the secretary of the Ohio Fair Trade Committee, Tobacco 
Division, submitted to the various wholesale dealers a printed “fair trade agree- 
ment.” This agreement was a contract between the wholesaler or distributor and 
the retailer, providing by its terms that the agreement was executed for pur- 
pose of availing to the distributor and retailer the benefits of the “Ohio Fair Trade 
Act,” Section 6402-2 to 6402-9, General Code, and that the retailer-signer should not 
sell cigarettes at a price less than that established by an attached schedule. This 
schedule set out minimum prices for thirty-seven standard brands of cigarettes. It 
fixed a uniform price of 16 cents per package of twenty cigarettes for each of 
seventeen of such leading brands of cigarettes; 13 cents a package for each of seven 
other brands and 17 cents a package for each of four other brands ; and various other 
prices for the remaining brands. A large number of these contracts were executed 
throughout the state between distributor, or jobber, and retailer, and written notice 
of the form and existence of the contracts was given to retail dealers in tobacco 
within the state. Notice was given by letter to the defendant, the Lane Drug 
Company, but it refused to sign the contract. 

This action was brought when the drug company continued to sell cigarettes at 
a price less than that set up in the schedule of minimum prices. The Court of 
Common Pleas granted a permanent injunction restraining the defendant from sell- 
ing cigarettes below the minimum prices so set in the contract schedule. 

An appeal was thereupon perfected to the Court of Appeals, and that court 
found for the defendant and dismissed the petition of the plaintiff on the grounds 
that the contracts were violative of Section 6402-6, General Code, in that they were 
contracts not in fact between wholesalers and retailers, but contracts originated by 
and made between wholesalers, fixing prices selected by the wholesaler on all 
cigarettes to be sold in Ohio, and that there is no fair and open competition left 
to “commodities of the same general class produced by others” as required 
by the act. 


The case is before this court upon an allowance of a motion to certify the record 
of the Court of Appeals. 


Wilson & Rector, of Columbus, Ohio, and Welles, Kelsey, Cobourn & Harrington, 
of Toledo, Ohio, for appellant. 

Benesch, Marsteller, Friedlander & Morris, of Cleveland, Ohio, and Boggs & Win- 
chester, of Toledo, Ohio, for appellee. 


Hart, Judge: 


The record in this case calls for the determination of the validity of a contract 
between certain interested parties purporting to regulate and fix the retail prices 
for the sale of cigarettes in the State of Ohio. Such determination requires an 
examination of the Fair Trade Act of the state, the terms of the contract, the cir- 
cumstances surrounding its execution, and the effect of its operation. 

The Ohio Fair Trade Act (116 Ohio Laws, pt. 2, 185), effective July 9, 1936, 
is a part of Chapter 31, Title II, Part Second of the General Code, defining and 
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dealing generally with the subject of “trusts.” Specifically, the act embraces Sec- 
tions 6402-2 to 6402-9, inclusive, General Code, and in general removes from the 
operation of the antitrust sections of the chapter certain so-called fair trade con- 
tracts, and permits producers or distributors to enter into a contract with retailers 
to establish minimum retail prices on commodities which bear the trade-mark, 
brand or name of the producer or owner of such commodity which is in fair and 
open competition with commodities of the same general class produced by others, 
and makes such contracts binding upon retailers who have notice thereof, even 
though they are not parties to such contracts. 

The validity of the Ohio Fair Trade Act has not been questioned in this action. 
Statutes very similar to our Fair Trade Act have been held constitutional in other 
states and by the Supreme Court of the United States. See Seagram-Distillers 
Corp. v. Old Dearborn Distributing Corp., 363 Ill. 610, 2 N. E. 2d 940 [27 T.-M. 
Rep. 34], affirmed 299 U. S. 183, 57 S. Ct. 139, 81 L. Ed. 109, 106 A. L. R. 1476; 
Max Factor & Co. v. Kunsman, 5 Cal. 2d 446, 55 P. 2d 177 [27 T.-M. Rep. 38]. 

The only question before this court is whether the plaintiff may enjoin the de- 
fendant from selling cigarettes at retail below the prices fixed by the contract alleg- 
edly executed in compliance with the provision of Section 6402-2 to 6402-9, General 
Code. Squarely presented is the question whether the contract is valid. 

By statute in this state, a combination between persons for the purpose of creating 
or carrying out restrictions in trade or commerce is unlawful. Section 6391, Gen- 
eral Code, provides that a contract wherein 


two or more persons, firms, partnerships, corporations or associations of persons, . . . agree 
in any manner to keep the price of such articles, commodity or transportation at a fixed 
or graduated figure, or by which they shall in any manner establish or settle the price 
of an article, commodity or transportation between them or themselves and others, so 
as directly or indirectly to preclude a free and unrestricted competition among themselves, 
purchasers or consumers in the sale or transportation of such article or commodity, or by 
which they agree to pool, combine, or directly or indirectly unite any interests which they 
have connected with the sale or transportation of such article or commodity, that its price 
might in any manner be affected,” 


is unlawful, against public policy and void. The contract in this case clearly comes 
within the purview of this section of the Code, unless it is exempted by reason of 
the special provisions of Sections 6402-2 to 6402-9, General Code. 

The purpose clause of the act, Section 6402-2, General Code, is as follows: 


. ... to promote the public welfare by protecting the general public, trade-mark owners 
and distributors against injurious and uneconomic practices in the distribution of articles 
of standard quality bearing a trade-mark, brand or name. 


Section 6402-3, General Code, provides as follows: 


No contract relating to the sale or resale of a commodity which bears, or the label 
or container or content of which bears, the trade-mark, brand, or name of the producer 
or of the owner of such commodity and which is in fair and open competition with com- 
modities of the same general class produced by others shall be deemed in violation of any 
law of the State of Ohio by reason of any of the following provisions which may be con- 
tained in such contract: 
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(a) That the buyer will not resell such commodity at less than the minimum price 
stipulated by the vendor. 

(b) That the vendee or producer require any person to whom he may resell such 
commodity to agree that he will not, in turn, resell such commodity at less than the 
minimum price stipulated by such vendor or by such vendee.... 


Then follow certain provisions designating situations in which such contracts 
shall not apply, as when the owner of stock is closing out business or when the com- 
modity has been damaged or deteriorated or when the commodity is sold by order 
of the court. 

The other pertinent sections of the act are as follows: 


Section 6402-4, General Code: Whoever knowingly and wilfully advertises, offers 
for sale or sells any commodity at less than the minimum price stipulated in any contract 
entered into pursuant to the provisions of Section 2 of this act, whether said person so 
advertising, offering for sale or selling such commodity is or is not a party to such contract 
shall be deemed guilty of engaging in unfair competition and unfair trade practices and is 
actionable at the suit of any person damaged thereby. 

Section 6402-5, General Code: Any person violating the provisions of this act shall 
be liable at the suit of any other retailer of such commodity or at the suit of any other 
person or persons injured thereby, including the producer of such commodity, which suit 
may be for an injunction against such practice. 


Section 6402-6, General Code: This act shall not apply to any contract or agreement 
between producers or between wholesalers or between retailers as to sale or resale prices. 


Section 6402-6, General Code, is most important and clearly discloses the char- 
acter of a contract which is not permitted by the act. The purpose and intent of 
the legislation is to allow the manufacturer or distributor of a commodity of stand- 
ard quality bearing a trade-mark, brand or name to protect his particular property 
from being sold at retail at indiscriminate prices. Therefore, a contract to effect 
that purpose must be “vertical” in character and not “horizontal,” that is, the con- 
tract must be between the producers of such commodities and their wholesalers or 
distributors, between producers and retailers, or between wholesalers or distributors 
and retailers, but such contracts are not authorized between producers themselves, 
between wholesalers themselves, or between retailers themselves as to sale or resale 
prices. Contracts of the latter type are price fixing in effect and are forbidden 
by the statutes of this and other states. Joseph Triner Corp. v. McNeil, 363 IIl. 
559, 561, 2 N. E. 2d 929, 104 A. L. R. 1435 [25 T.-M. Rep. 438] ; Seagram- 
Distillers Corp. v. Old Dearborn Distributing Corp., supra; Goldsmith v. Mead 
Johnson & Co., 176 Md. 682, 7 A. 2d 176; Frank Fischer Merchandising Corp. 
v. Ritz Drug Co., 129 N. J. Eq. 105, 19 A. 2d 454; United States v. Socony-Vacuum 
Oil Co., Inc., 310 U. S. 150, 60 S. Ct. 811, 84 L. Ed. 1129. 

The contract under which the plaintiff in this case bases his right to bring this 
action is in its form a contract between a number of distributors and retailers for 
the purpose of maintaining the prices of all cigarettes sold by retailers . The combina- 
tion contract between all distributors on the one hand and all the retailers on the 
other, is not only a contract between the two classes but is in effect a horizontal 
contract between such distributors fixing or “stabilizing” prices with the result 
that the price of each of seventeen brands of cigarettes is fixed at 16 cents per 
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of these same seventeen brands of cigarettes entered into a contract to the effect that 
these brands should be sold at retail for no less than 16 cents per package. Such 
a contract admittedly would be in violation of the law against combinations in 
restraint of trade. 

That such prize fixing by the distributors and jobbers of cigarettes was the 
purpose intended by the consummation of this contract is evident from the sur- 
rounding circumstances shown by the record. On August 21, 1940, the chairman 
of the tobacco division of the Ohio Fair Trade Committee issued a price list, listing 
retail prices for thirty-seven brands of cigarettes, a copy of which price list was 
enclosed with a letter to the retail cigarette dealers of the state including the defend- 
ant, stating that he, the chairman, was happy to notify the retailers that: 

.... jobbers in the State of Ohio are proceeding with the enrollment of all brands of 
cigarettes under Fair Trade. 

These prices will go into effect the third of September, and I am writing you now for 
your support in this move on the part of the retailers and chain stores. 


The fair trade attorneys assure us that this plan is perfectly legal and that there is 
no reason why it cannot result in price stabilization of cigarettes. (Italics ours.) 


The letter then solicits a contribution of $2 per store to “finance this plan.” 
Under date of September 10, 1940, a second letter was mailed by the chairman 
to the cigarette retail dealers of the state in which he says: 


This is to advise that we have effected a price stabilization on all brands of cigarettes 
in the State of Ohio, under provisions of the Ohio fair trade laws. 

For your information, I am enclosing a copy of the court order restraining a chain 
drug firm from violating these fair trade prices, and also a copy of the price list. 

I sincerely appreciate your support which helped make this price stabilization on ciga- 
rettes possible. However, it is imperative that we receive from you by return mail a con- 
tribution to help finance the pending lawsuit and whatever else may arise. (Italics ours.) 


The evidence also disclosed the fact that the new price established by the jobbers 
increased the retail prices on all leading brands of cigarettes from 15 cents to 16 cents 
per package. The cost to retailers was shown to be 13% cents per package if bought 
trom the manufacturer, but 14 cents if bought through a jobber. 

In the cases heretofore cited as upholding the fair trade acts of other states, 
the facts show “vertical” contracts between the manufacturer or wholesaler with 
distributors, or between distributors and retailers, dealing with a single com- 
modity. None of them presents facts showing a single contract between all the 
manufacturers or wholesalers and retailers covering the entire field of a given 
commodity within a state. 

The contract here under consideration, in which the wholesalers or distributors 
of all brands of cigarettes fixed the prices of all brands and have these prices agreed 
to by the retailers, is one which destroys all competition in the cigarette market and 
violates the antitrust laws of this state. 

Since these contracts are authorized as exceptions to the general rule of law 
forbidding restraint of trade and monopolistic schemes, they must be strictly con- 
strued and held within provisions of the law which permits them. We hold that 
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the contract in question does not come within the spirit or letter of the Fair Trade 
Act, but is illegal and void. 

The judgment of the Court of Appeals is affirmed. 
Judgment affirmed. 






WEyGANDT, C. J., and TuRNER, WILLIAMS, ZIMMERMAN, and BETTMAN, JJ., 
concur. 


MATTHIAS, J., not participating. 












MUTUAL BROADCASTING SYSTEM, INC., er at. v. MUZAK 
CORPORATION 


New York Supreme Court, New York County 
October 3, 1941 


UNFAIR CoMPETITION—UNAUTHORIZED REBROADCASTING OF Sports NEws. 

Where plaintiff, Mutual Broadcasting Company, was granted by contract with Gillette 
Safety Razor Company the exclusive right to broadcast detailed descriptions of the World 
Series baseball games, and engaged at great expense well-known sports announcers for that 
purpose, the unauthorized appropriation of such broadcasts and the relaying thereof by 
defendant to its clientele held unfair competition. 




















In equity. Action to restrain unfair competition in rebroadcasting news. 
Injunction granted. 








HAMMER, Justice: 








The plaintiffs Mutual Broadcasting System, Inc., and Gillette Safety Razor 
Company, Inc., have acquired the exclusive right to broadcast through radio the 1941 
World Series Games, between New York Baseball Team of the American League 
and the Brooklyn Baseball Team of the National League. The right was acquired 
by written contract dated April 11, 1941, between plaintiffs and Kenesaw M. Landis, 
as commissioner of baseball. The Gillette Safety Razor Company agreed to pay 
for this exclusive right the sum of $100,000, and engaged the facilities and 
services of the Mutual Broadcasting System, etc., under which the Mutual System 
was required to broadcast the World Series over broadcasting stations throughout 
the United States, Canada, Hawaii and Cuba. In addition to its general expense 
which is well known to be very large in amount, it engaged the exclusive services of 
two well-known sports broadcasters, namely, Walter (“Red’’) Barber and Robert A. 
(“Bob”) Elson and a well-known sports writer, William (“Bill) Corum. The 
plaintiff Mutual Broadcasting System, Inc., and the defendant must be held to be 
commercial competitors or potential competitors. Each is using the observed play 
by play description of the World’s Series baseball games for the purpose of build- 
ing up listening clientele and thus selling their services as part of the commercial 
enterprise for which each is engaged to their respective customers. The more 
listeners each obtains the more profit each may expect to receive from the cus- 
tomers who engage their services. The issue here lies directly between them and 
is not one which involves the rights of the public. The rights of the plaintiff and 
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those of the defendant solely and exclusively are involved. There is a difference 
between the parties out of which these rights grow. The plaintiff has the exclusive 
right obtained under the written contract to bring the play by play description of 
the World Series to radio listeners. It expended large sums of money and laborious 
effort in competition with other broadcasting systems in order to obtain the right 
to transmit that description. As a prerequisite it was required to and did obtain a 
license to broadcast and is subjected to the regulations of public authorities under 
the Federal Communications Act. The plaintiffs through the expenditure of much 
money and effort obtained the exclusive right which common sense indicates is of 
tremendous commercial value and for which the plaintiff Gillette Safety Razor Com- 
pany paid the compensation stated. It may reasonably be expected that further 
good will, additional listeners and added profit will result. Additional profit may 
reasonably be expected from customers who pay for broadcast radio time and the 
services of plaintiff’s broadcasting system. 

Defendant’s position is that there is no encroachment upon the right of plain- 
tiffs, for the reason that defendant does not attempt to palm off as its own broadcast 
that which is broadcast by the plaintiffs, but gives to the public the exact broadcast 
or program as it comes over the air through plaintiff’s facilities without any elimina- 
tion, addition or alteration. This eliminates, says the defendant, any claim of unfair 
competition. The method of operation of the defendant, as the defendant states it, 
is as follows: 

A broadcast of the World Series games by WOR was picked up over an antenna 
situated on defendant’s building on Fourth Avenue, New York City, by means of 
a conventional radio receiver located in its studio or place of business. From the 
receiver the sound was transmitted through telephone lines leased by the defendant 
by a connection from the audio amplifier of defendant’s receiving set to the audio 
amplifier of channel B of defendant’s distribution system. Through this means of 
communication WOR’s broadcast left defendant’s studio for the purple network 
and the red network of defendant’s system to defendant's subscribers who on 
that day were using channel B at a point called the program bus. The program 
bus is the place where the various leased lines leave the studio. Obviously, from 
the foregoing it appears that, as part of the charge of defendant’s customers from 
which it derives its profit, and as part of the commercial enterprise in which it was 
engaged, it transmitted plaintiff’s broadcast to defendant’s customers. Plaintiff, 
which had the exclusive right to broadcast and bring the play by play description 
of the World Series game to listeners on the radio, objects on the ground that 
defendant’s act is that of an interloper or parasite. Be that as it may, it seems 
clearly that plaintiff’s right has been invaded by defendant and that plaintiff is enti- 
tled to the injunction sought. There are numerous authorities which sustain the 
view expressed. They are as follows: International News Service v. Associated 
Press, 248 U. S. 215 [9 T.-M. Rep. 15]; Associated Press v. KVOS, Inc., 80 F. 
2d 575 [26 T.-M. Rep. 207] ; Uproar Co. v. National Broadcasting Co., 8 F. Supp. 
358 [26 T.-M. Rep. 363], 81 F. 2d 373 [C. C. A. First District], cert. den., 298 
U. S. 670; Buck v. Jewell LaSalle Realty Co., 283 U. S. 191. 

For the foregoing reasons plaintiff is entitled to the temporary injunction sought. 
Short-form order signed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 
“Lil Audrey” and “Audrey” 


Van Arspace, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition by Lincoln Stores, Incorporated, to the appli- 
cation of Mitchell & Weber, Inc., for registration of the mark “Li'l Audrey” for 
blouses, dresses, skirts, housecoats, pajamas and negligees. The opposition was 
based on the ownership of a prior registration, for hosiery, of a composite mark 
featuring a picture of a woman dressed in negligee and exposing hosiery on her 
limbs and seated apparently on a black panel on which the name “Audrey” appears 
in prominent letters. 

The Examiner considered the word “Audrey” to be the dominant feature of 
opposer’s mark, since it is the only spoken symbol thereof, and held applicant’s 
mark “Li’l Audrey” to be confusingly similar to opposer’s registration. 

In his decision the Assistant Commissioner said : 


To me it appears that the picture of the woman in opposer’s mark is a very dominant 
feature, but, nevertheless, the word “Audrey’ ’is so prominent therein and, as the Examiner 
states, is obviously the only spoken name by which the mark is likely to be identified, 
and the words “Li'l Audrey” are so similar in sound and in appearance to the feature 
“Audrey” of the registered mark that when the marks are considered in their entireties, 
as they must be, I consider the marks so similar that confusion and mistake and deception 


of purchasers is likely, and that opposer would be damaged should registration be granted 
on the opposed application.” 


The Assistant Commissioner also stated that while the goods named in the 
application do not include hosiery, nevertheless they are goods of the same descrip- 


tive properties as hosiery, citing Lewis v. New Way Hosiery Company, 503 O. G. 
871, 163 M. D. 281 [29 T.-M. Rep. 403].” 


“Architecture and Design” and “American Architect and Architecture” 


VAN ArRSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby sustained the opposition of the F. W. Dodge Corporation 
to the application of Architectural Catalog Co., Inc., for registration of the trade- 
mark “Architecture and Design” for a periodical. 

The opposition was based on ownership by opposer of four registrations, to 
wit: No. 173,713 of “Architecture” for a monthly publication, No. 179,618 of 
“The Architectural Record” for a monthly magazine, No. 286,900 of “The Ameri- 
can Architect” for a monthly publication, and No. 362,185, of “American Architect 
and Architecture” with the word “American” disclaimed, for a magazine published 
monthly, and on alleged use by opposer or its predecessors of these registered 
trade-marks on publications at the time of filing the notice of opposition and from 
a time antedating the first date of use by applicant of its mark. 


1. Lincoln Stores, Incorporated v. Mitchell & Weber, Inc., Opp’n No. 19,821, 163 M. D. 840, 
October 13, 1941. 
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The Assistant Commissioner stated that since all the marks involved relate 
to periodical publications dealing with architectural subjects, he considered the 
goods involved to possess the same descriptive properties. 

From the stipulated testimony it appeared that at the time of filing the opposi- 
tion the publications “Architecture” and “The American Architect” and “American 
Architect and Architecture” had been discontinued as separate publications and 
had been consolidated with the publication “The Architectural Record” and that 
the consolidated magazine carried the title “Architectural Record” on its front cover, 
and on its masthead carried the title “Architectural Record combined with Ameri- 
can Architect and Architecture.” Upon this state of facts it was urged that the 
opposer is not using any of the marks of the three registrations first mentioned 
and, therefore, it is not damaged by use by others of marks that may be considered 


to be confusingly similar to any of them. As to this argument the Assistant Com- 
missioner said : 


. it is not contended seriously that these registrations and the marks thereof have 
been abandoned, and I think the record is clear that there has been no abandonment. 
Since no abandonment has materialized, each of the registrations must be presumed to 
be valid and in effect, so that if applicant’s mark is confusingly similar to any of them 
it must be presumed that opposer will be damaged by registration of applicant’s mark 
and the opposition must be sustained. D. J. Bielsoff Products Company v. White Horse 
Distillers, Limited, 27 C. C. P. A. 722, 107 Fed. (2d) 583 [29 T.-M. Rep. 646]. 


With respect to the question of confusing similarity, the Assistant Commissioner 
had the following to say: 


In my opinion, applicant’s mark “Architecture and Design” and the mark “Architec- 
ture” of registration No. 173,713, both for periodical publications, are confusingly similar. 
With respect to the registrations of “The Architectural Record” and of “The American 
Architect,” and of “American Architect and Architecture,” I have considerable doubt 
that they are not confusingly similar to the title “Architecture and Design” and I would be 
prone to apply the rule that in doubtful cases the doubt should be resolved against the 
newcomer and the newcomer should not be granted the registration when confusing 
similarity between his mark and the marks of prior registrations are in doubt.” 


“Optrex” and “Ostrex” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition of Ostrex Company, Inc., to cancel trade- 
mark registration No. 343,513, issued February 23, 1937, to Sylvain Rosengart and 
assigned to Euromerica Medical Products, Inc. 

Respondent’s mark is “Optrex” for “a liquid treatment for diseases and affec- 
tions of the eyes.’ Petitioner’s mark is “Ostrex Tonic,” with the word “Tonic” 
disclaimed, for a general health tonic in tablet form. Petitioner’s mark was regis- 
tered February 4, 1936. The application upon which respondent’s registration 
issued was not filed until September 24, 1936, and, as stated by the First Assistant 


Commissioner, there was no evidence that respondent’s mark was used prior to 
that date. 


2. F. W. Dodge Corporation v. Architectural Catalog Co., Inc., Opp’n No. 19,441, 163 
M. D. 841, Ocotber 15, 1941. 
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The Examiner sustained the petition for cancelation on the ground of res judi- 
cata. With reference to this ruling the First Assistant Commissioner stated: 






















On April 14, 1937, respondent filed an application for registration of a mark substan- 
tially the same as the mark of the registration now sought to be canceled, for substantially 
the same goods. That application was opposed by petitioner, and the opposition was 
sustained upon the ground that the mark proposed to be registered was confusingly similar 
to the previously registered mark upon which petitioner here relies. (Oxtrex Co., Inc. 
v. Euromerica Medical Products, Inc., 499 O. G. 792 [29 T.-M. Rep. 512].) By reason 
of the decision in that case, which had become final before the instant proceeding was 
commenced, it was the Examiner’s opinion that the issues here involved were res judicata, 
and he sustained the petition to cancel on that ground. I have carefully considered re- 


spondent’s arguments to the contrary, but I am convinced that the Examiner’s ruling was 
correct. 





The First Assistant Commissioner also concluded that upon the merits respond- 
ent’s registration should be cancelled, even though the former judgment be dis- 
regarded. He expressed the opinion that the respective goods of the parties 
are of the same descriptive properties, and that their concurrent sale under marks 
so nearly similar would be reasonably likely to cause confusion. 

In regard to objections raised by the respondent to the testimony for the peti- 
tioner, the First Assistant Commissioner stated: 










Counsel for respondent urge that the testimony filed by petitioner is not properly in 
the record, and that in any event it is for the most part hearsay. This testimony was 
taken in the opposition proceeding referred to above, and was received in the instant pro- 
ceeding upon motion in accordance with patent rule 157. Apparently the Examiner con- 
sidered only such portions of the testimony as were relevant and material, and I have done 
likewise. In so doing I have necessarily excluded from consideration all evidence to which 
counsel now object as hearsay, because it has no bearing upon any issue here presented. 


In so far as relevant and material, it was properly used under the express terms of the 
rule. 


With respect to a further contention raised by the respondent, the First Assist- 
ant Commissioner had the following to say: 

















Respondent points out that the instant proceeding was commenced two years after peti- 
tioner’s testimony was taken, and contends that petitioner thus failed to establish use 
of its mark at or about the time the petition to cancel was filed. In support of this con- 
tention is cited the case of Old Monk Olive Oil Co. v. Southwestern Coca-Cola Bottling 
Co., 118 Fed (2) 1015 [31 T.-M. Rep. 103], where it was held by the Court of Customs 
and Patent Appeals that testimony taken five years before a petition for cancellation was 
filed did not prove use of the petitioner’s unregistered trade-mark at the time of filing. | 
The case is not in point, for the reason that the present petitioner’s mark is registered. 
There being no evidence to the contrary, its registration proves ownership, and ownership 
implies use. Ely & Walker Dry Goods Co. v. Sears, Roebuck & Co., 24 C. C. P. A. 1244, 
90 Fed. (2d) 257 [27 T.-M. Rep. 462]. Respondent challenges the sufficiency of peti- 
tioner’s proof that it owns the registration here in question, but in my opinion such owner- 
ship is amply established.* 


3. Ostrex Company, Inc. v. Sylvain Rosengart (Euromerica Medical Products, Inc., 
Assignee, Substituted), Canc. No. 3,626, 163 M. D. 849, October 29, 1941. 
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DECISIONS OF COMMISSIONER OF PATENTS 


Descriptive Terms 


“Virginia Dare” for dolls 


VAN ArsDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of Virginia Dare Extract Co., Inc., to the 
application of Julia C. Gray for registration of the mark “Virgina Dare” for dolls. 
However, the Assistant Commissioner reversed the ruling of Examiner upon the 


question of applicant’s right to registration. The Assistant Commissioner adjudged 
that applicant was not entitled to the registration applied for. 

The opposition was based on opposer’s ownership of two prior registrations of 
a mark consisting of the words “Virginia Dare,” one for food flavoring extracts 
and the other for syrups, concentrates and emulsions for the preparation of soft 
drinks, and use of the mark on these goods; the notice of opposition further assert- 
ing that applicant’s mark conflicts with the corporate name of opposer. 

In his decision the Assistant Commissioner said : 


That dolls and the goods named in opposer’s registrations are not goods of the same 
descriptive properties is obvious. Therefore the opposition may not be sustained on the 
basis of these registrations per se or on opposer’s use of the mark on the goods named 
therein. Meredith Publishing Co. v. O. M. Scott & Sons Co., 24 C. C. P. A. 956, 88 Fed. 
(2d) 324. 

As recognized by both parties “Virginia Dare” is the name of the well-known his- 
torical character who was the first white child born in America. This is important with 
regard to the question of the alleged appropriation by applicant of opposer’s corporate 
name or of such part thereof as will cause confusion of the public and injury to opposer, 
and in connection with this consideration should be given also to nature of the goods 
involved and to all facts which have a bearing on the question of likelihood of confusion 
and injury. American Steel Foundries v. Robertson, 269 U. S. 372, 1926 C. D. 289 [16 
T.-M. Rep. 51]. 

Considering the differences in the goods and the fact that the name “Virginia Dare” 
is the name of a famous historical character, it is my opinion that applicant’s mark 
“Virginia Dare” is not such partial appropriation of opposer’s name “Virginia Dare 
Extract Co., Inc.,” as would be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers or to result in injury or damage to opposer. Virginia Dare 
Extract Company, Inc. v. Adah Mae Dare, 156 M. D. 890, reversed on a different ground 
21 C. C. P. A. 1086, 70 Fed. (2d) 118 [24 T.-M. Rep. 170]. 

Opposer’s testimony shows that opposer has used a doll, which opposer calls a Virginia 
Dare doll,’ ’in connection with advertising and promoting the sale of its goods, and opposer 
argued before the Examiner and argues here that the testimony has established its trade- 
mark use of the name “Virginia Dare” for dolls, and urges this use of the name as a 
valid basis for sustaining the opposition. However, no use of any kind by opposer of the 
name “Virginia Dare” for dolls is alleged in the notice of opposition and, therefore, this 
alleged ground of opposition will not be recognized as such now. Emerson Electric 
Manufacturing Company v. Emerson Radio & Phonograph Corporation, 24 C. C. P. A. 
1279, 90 Fed. (2d) 331 [27 T.-M. Rep. 473]. 

In view of the above I consider correctly the Examiner’s conclusion that the notice 
of opposition should not be sustained. 


Upon the registrability of applicant’s mark for dolls, the Assistant Commissioner 
had the following to say : 


Viewing appellee’s application in an ex parte aspect, as may be done properly on this 
inter partes appeal (Dubonnet Wine Corporation v. Ben-Burk, Inc., 28 C. C. P. A. 1298, 
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121 Fed. (2d) 508 [31 T.-M. Rep. 266], it is my opinion that applicant’s mark for dolls is not 
registrable because, as applied to dolls, the name “Virginia Dare” is descriptive and 
publici juris. Certainly, any member of the public is entitled to fashion a doll purport- 
ing to be a likeness of the first white child born in America whose name was Virginia 
Dare and to describe the doll accordingly as a “Virginia Dare doll.” If it were a picture 
or statue of Virginia Dare it would be customary to describe the likeness as a picture 
or statue of Virginia Dare, but when it is a doll that purports to be a likeness of Virginia 
Dare the doll would normally be described as “a Virginia Dare doll” rather than as “a 
doll of Virginia Dare.” The goods as named in appellee’s application are so broadly stated 
as to include dolls purporting to be likenesses of the famous historical character Virginia 
Dare and, therefore, the mark “Virginia Dare” is descriptive of dolls and is disqualified 
from registration for dolls by reason of the proviso of Section 5 of the Act of February 20, 
1905, prohibiting registration of marks “which are descriptive of the goods with which 
they are used, or of the character . . . . of such goods.” * 







“Crispy Cold” for refrigerators 


This is a petition for reconsideration of my decision of August 19, 1941 (530 O. G. 
967), affirming the refusal of the Examiner of Trade-Marks to register the notation 
“Crispy Cold” as a trade-mark for refrigerators. 

As used by applicant the alleged trade-mark merely informs purchasers that applicant’s 
refrigerators keep fruits and vegetables crisp and cold. In holding that the mark was 
thus descriptive of the goods, the Examiner cited Walgreen Co. v. Godefroy Manufactur- 
ing Co., 22 C. C. P. A. 819, 74 Fed. (2d) 127 [22 T.-M. Rep. 271]; and in affirming his 
decision I stated that in principle I was unable to distinguish that case from the instant 
one. The facts were not the same, and the mark there involved was descriptive in a dif- 
ferent sense from applicant’s mark; but I am still unable to distinguish the two cases in 
principle. The rule applied in both was that a mark which describes “the intended pur- 
pose and function of the goods on which it is used” is merely descriptive of such goods 
within the meaning of the statute. The same rule was applied by the Court of Customs 
and Patent Appeals in the recent case of Jn re General Permanent Wave Corporation, 
118 Fed. (2d) 1020 [31 T.-M. Rep. 210], where the expression “Vapor Marcel” was 
held to be descriptive of hair waving pads. 

Applicant cites Walgreen Co. v. Manhattan Drug Co., 525 O. G. 1099, where it was 
held by Assistant Commissioner Van Arsdale that “the mark ‘Waukeasy,’ or its equiva- 
lent ‘walk easy,’” is not merely descriptive of foot powder, foot bath tablets or corn 
solvents, or of the character or quality of such goods.” The theory of that case appears 
to have been that the mark there in question was no more than suggestive of intended 
purpose. Had the mark been “Footeasy” the case would be more nearly in point, and 
the decision would doubtless have been different. In any event the ruling is not applicable 
here, because, in my opinion, applicant’s mark is clearly descriptive. 

The petition is granted to the extent that the foregoing may be considered as incor- 
porated in my decision of August 19, to which I adhere; and applicant’s time for further 
appeal will run from the date hereof.5 


4. Virginia Dare Extract Co., Inc. v. Julia C. Gray, Opp’n No. 20,060, 163 M. D. 843, 
October 16, 1941. 


5. Ex parte Viking Refrigerators, Inc., Ser. No. 419,825, 163 M. D. 835, October 2, 1941. 





Frazer, F. A. C.: Rendered the following decision upon a petition for recon- 
sideration brought by the Viking Refrigerators, Inc. : 
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DECISIONS OF COMMISSIONER OF PATENTS 


Geographical Terms 


“Elmwood” for canned products 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration under the provisions of the Act of February 20, 1905, to 
Lamson & Co., Incorporated, of the notation “Elmwood Farm,” as a trade-mark 
for canned chicken and certain other related products. The Examiner based his 
refusal on the ground that the mark is dominated by the geographical word 
“Elmwood.” 


The applicant suggested that “Elmwood” is not “merely” geographical, because 
it is formed by combining the two words “elm” and “wood,” and hence means 
the wood of the elm tree. However, the First Assistant Commissioner said: 


So far as I am aware, . . . the single word is never used in that sense, and possesses 
none other than a geographical significance. 


The applicant’s chief contention was that the Examiner “comitted error in 
dissecting the mark ‘Elmwood Farm’ in considering the registrability of the mark 
in its component parts,’ and that “said mark should have been weighed in its 
entirety.” 


In regard to this contention the First Assistant Commissioner stated : 


There are a few old cases, some of which are cited in the brief, lending support to the 
argument that the association of an arbitrary term with a geographical word results in 
a combination which is not “merely” geographical, within the meaning of the statute, and 
that such a mark may be registered. The statute provides: 

“that no mark which consists merely . . . . in words or devices which are descriptive of 
the goods with which they are used, or of the character or quality of such goods, or 
merely a geographical name or term, shall be registered under the terms of this act.” 

It will be observed that geographical words and descriptive words are placed in pre- 
cisely the same category, so that the question of their registrability is necessarily gov- 
erned by the same considerations. A complete answer to applicant’s argument is thus 
found in the case of Jn re American Cyanamid & Chemical Corporation, 26 C. C. P. A. 
712, 99 Fed. (2) 964 [28 T.-M. Rep. 595], where the same argument was made with 
respect to a descriptive word in a composite mark, and it was expressly ruled by the 
United States Court of Customs and Patent Appeals that the mark was forbidden regis- 
tration in the absence of an appropriate disclaimer. In the instant case a disclaimer would 
not suffice, because I agree with the Examiner that applicant’s mark is dominated by the 
geographical word “Elmwood.’”® 


Goods of Different Descriptive Properties 


Dietary preparation and a poultry remedy 


Frazer, F. A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition of Dr. Salsbury’s Laboratories 
to the application of Enrich Products Co., Inc., for registration of the word “Rita- 
mine” as a trade-mark for “a vitamin and mineral capsule.” 

As stated by the First Assistant Commissioner, opposer is a manufacturer of 
various poultry remedies, one of which is a vermifuge in tablet form, sold under 


6. Ex parte Lamson & Co., Inc., Ser. No. 431,362, 163 M. D. 846, October 21, 1941. 
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the trade-mark “Rota-Caps.” An ingredient of this product is a newly developed 
combination of drugs known as “rotamine.” Rotamine is never sold as such, but 
the word has. been used in advertising opposer’s vermifuge since a date prior to 
applicant’s first use of the mark sought to be registered. That is to say, opposer 
has advertised the fact that its “Rota-Caps” contain rotamine. 

The First Assistant Commissioner assumed, without deciding, that opposer’s 
use of the term “rotamine” afforded sufficient basis to support an opposition. 
Upon the remaining question whether the goods to which applicant’s mark is appro- 
priated possess the same descriptive properties as those to which opposer’s de- 
scriptive word is applied, the First Assistant Commissioner concluded that they do 
not and that the opposition should have been dismissed for that reason. He said: 


Rotamine is so highly toxic that it can be used for no other practical purpose than as 
a medicine for poultry, it being a type of poison for which birds have a peculiar tolerance. 
Hence there is no reasonable likelihood that it will ever be sold in any other form than 
as an ingredient of opposer’s “Rota-Caps,” or of some similar worm remedy suitable only 
for the treatment of poultry. Applicant’s product, on the other hand, is a dietary factor 
designed exclusively for human consumption. The two items are thus intended for widely 
different purposes, and are in no sense competitive. To some extent “Rota-Caps” and 
“Rotamine” are sold in the same stores, but that fact is of no importance, because opposer 
does not claim that these two marks are confusingly similar, and obviously they are not. 

Opposer points to the possible danger of selling a poison and a dietary factor under 
marks so nearly alike as “Rotamine” and “Ritamine”’; but, as previously noted, rotamine 
is not sold as such, and can be procured by purchasers in no other way than by asking 
for “Rota-Caps.” Moreover, to borrow the language of the United States Court of Cus- 
toms and Patent Appeals in the recent case of Ciba Pharmaceutical Products, Inc. v. 
Abbott Laboratories, 121 Fed. (2d) 551 [31 T.-M. Rep. 270], the very nature of the goods 
“of necessity makes carefulness in selection imperative on the part of prudent purchasers.”” 


Non-Conflicting Marks 


“Vinis Kreem Wave” and “Nell Vinick” 


VAN ArRSDALE, A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition by Drezma, Inc., to the application of 
Nicosia Permanent Waving Co., Inc., for registration of a mark consisting essen- 
tially of the words “Vinis Kreem Wave,” with the words “Kreem Wave’ disclaimed, 
for permanent wave cream. 

The opposer contended that applicant’s mark is confusingly similar to the per- 
sonal name “Nell Vinick,” which, opposer asserted, has been so associated with 
opposer’s cosmetic products as to have acquired a secondary meaning denoting 
opposer’s goods. 

With reference to this contention, the Assistant Commissioner said: 


It is clear from the record that as applied to opposer’s products the name “Nell Vinick” 
has primarily denoted a certain individual bearing that name and who is widely known 
as an authority and expert on personal beauty culture and as an authoress, lecturer and 
radio broadcaster on that subject and as a radio advertiser of cosmetic products, in recent 
years advertising opposer’s products exclusively. Since the incorporation of opposer, 


7. Dr. Salisbury’s Laboratories v. Enrich Products Co., Inc. (American Dietaids Company, 
Inc., Assignee, Substituted, Opp’n No. 19,534, 163 M. D. 851, October 31, 1941. 
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in 1929, its products have not only carried opposer’s registered trade-mark “Drezma,” 
but also the notation “approved by Nell Vinick” with the personal name appearing in the 
form of a facsimile signature. 

Whether or not the name “Nell Vinick” as it has been associated with opposer’s goods 
also has a secondary meaning denoting that the goods with which the name is asso- 
ciated are goods of the opposer seems to me to be unnecessary to decide because, in my 
opinion, applicant’s mark “Vinis Kreem Wave” and the personal name “Nell Vinick” 
are so dissimilar in appearance, sound and significance that their concurrent use on cos- 
metics would not be likely to result in confusion or mistake or to deceive purchasers, 
and opposer would not be damaged by the registration applied for.® 


“Florodol” and “Oxydol” 


VAN ARSDALE, A. C.: Reversed the decision of the Examiner of Trade-Mark 
Interferences and thereby dismissed the opposition of The Procter & Gamble Com- 
pany to the application of Tekniska Aktiebolaget Flora for registration of the word 
“Florodol” enclosed in a rectangular border, for soap and soap powder. The 
opposer relied upon its prior registration and use of the mark “Oxydol” for soap. 

In his decision the Assistant Commissioner said: 


In my opinion the marks are arbitrary and fanciful words and have no similarity 
in significance and are so dissimilar in appearance and sound that their concurrent use 
on soap would not be likely to result in confusion or mistake or to deceive purchasers 
or to cause opposer injury or damage. To my mind the first two syllables of each mark 
are much more dominant than the last syllable and the sameness of the last three letters 
of the marks is more than offset by the striking differences between the first two syllables 
of the marks.® 


“The Man” and “Esquire, The Magazine for Men” 


Frazer, F. A. C.: Affirmed the decision of the Examiner of Trade-Mark 
Interferences dismissing the opposition of Esquire, Inc., to the application of Farrell 
Publishing Corporation for registration of the notation “The Man” as a trade- 
mark for a periodical. As stated by the First Assistant Commissioner, applicant’s 
mark is the title of a so-called “pocket-size” magazine, published annually, and 
devoted to non-fiction articles said to be of special interest to male readers, and 
has been in use since August 21, 1939. In the notice of opposition opposer pleaded 
its ownership and trade-mark registration of the magazine title “Esquire,” dis- 
played in association with the subtitle “The Magazine for Men,” used since Decem- 
ber 14, 1933, and registered November 10, 1936. 

The First Assistant Commissioner held that the goods of the parties are not 
only of the same descriptive properties, but are very closely related. 

Before the First Assistant Commissioner the opposer insisted that applicant’s 
mark “The Man” is confusingly similar to its subtitle, “The Magazine for Men.” 
With reference to this latter expression, the First Assistant Commissioner said: 


Manifestly, this expression is purely descriptive, but it has nevertheless come to 
identify opposer’s magazine in the mind of the public, and it may well be that opposer 


8. Drezma, Inc. v. Nicosia Permanent Waving Co., Inc., Opp’n No. 19,736, 163 M. D. 837, 
October 11, 1941. 

9. The Procter & Gamble Company v. Tekniska Oktiebolaget Flora, Opp’n No. 19,475, 
163 M. D. 839, October 13, 1941. 
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could prevent its use by a competitor. However, any publisher has the undoubted right 
to put out a men’s magazine and apply to it an appropriate title. “The Man” suggests 
the character of applicant’s magazine, and to that extent is similar to opposer’s descriptive 
phrase. But it appears to be a valid trade-mark and, in my opinion, its use is not reason- 
ably likely to result in confusion. 


In regard to two other contentions advanced by the opposer the First Assistant 
Commissioner stated : 


Opposer argues that confusion as to origin would occur, in that purchasers may 
assume that opposer had added another magazine to its output, similar in format to a 
women’s “pocket-size” magazine which it now publishes. It seems to me, however, that 
confusion of that character would be equally likely no matter what title applicant might 
adopt, and would be attributable to similarity of subject matter rather than to similarity 
of trade-marks. 


There is evidence in the record indicating a tendency on the part of the public to 
abbreviate “The Magazine for Men” to “The Man’s Magazine” in referring to opposer’s 
publication. Opposer urges that fact as an additional ground of opposition, but as it was 
not pleaded in the notice it may not properly be considered.!° 


Non-Descriptive Terms 


“Safe T Stacks” for filing cabinets. 


Frazer, F. A. C.: Reversed the action of the Examiner of Trade-Marks and 
held that the latter should not have refused registration to The Steel Storage 
File Company of the notation “Safe T Stack” as a trade-mark for filing cabinets. 

The Examiner based his refusal on the ground that the mark is descriptive of 
the goods. In his decision the First Assistant Commissioner said: 


While the question is a close one, I am inclined to agree with counsel for applicant 
that the mark is no more than highly suggestive of a possible characteristic of such goods, 
and in the absence of opposition it is entitled to registration." 


Not a Trade-Mark 
“A Full Boiled Curing Pickle” 


Frazer, F. A. C.: Affirmed the action of the Examiner of Trade-Marks in 
refusing registration to The Griffith Laboratories, Inc., of Chicago, IIl., under the 
provisions of the act of March 19, 1920, of the notation “A Full Boiled Curing 
Pickle,” as a trade-mark for “salt composition for use in curing meats and like 
animal products,” which is sold as “Prague powder.” 

The First Assistant Commissioner concurred with the opinion of the Examiner 
that “the notation presented does not function as a trade-mark” but “appears to 
be merely an explanatory statement advising the purchasing public of the charac- 
ter of its Prague powder.” He said: 


Applicant conceded that its mark would not be registrable in the absence of the word 
“full,” but seems to feel that this word as used is fanciful. The expression “full boiled,” 


10. Esquire, Inc. v. Farrell Publishing Corporation, Opp’n No. 19,444, 163 M. D. 847, Octo- 
ber 21, 1941. 


11. Ex parte The Steel Storage File Company, Ser. No. 412,312, 163 M. D. 816, September 16, 
1941. 
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of course, means the same thing as “fully boiled” or “completely boiled.” But applicant 

takes the position that such expressions are meaningless as applied to a liquid, because: 

“A liquid boiled, is boiled. A liquid heated to just below the boiling point, is not 

boiled. A liquid boiling for one minute is as much ‘boiled’ as one boiling for an hour.” 

Applicant’s curing pickle, however, is not a liquid, but a powder, which, as stated 

in the brief, “is the product of a boiled solution of the ingredients which are present when 

the powder is dissolved to form a brine or pickle.” And it may well be that a full, or 

complete, or prolonged boiling of the solution is essential or desirable in the preparation 

ig of the finished product. At any rate, that is the impression likely to be conveyed to pur- 
chasers.!* 

Opposition: Petition 
Rights of opposer moot due to filing of new application 


Frazer, F. A. C.: Denied a petition by the Richardson Corporation, the opposer 
in this opposition proceeding, wherein Ross T. Richardson was the applicant. 

The First Assistant Commissioner stated that during the taking of applicant’s 
testimony it developed that the mark sought to be registered had not been used 
by applicant individually, but rather by a copartnership of which he was a member. 
This fact, he said, having been called to the attention of the Examiner of Trade- 
Mark Interferences, proceedings were had as the result of which that official, on 
his own motion and without consideration of the merits, adjudged applicant not 
entitled to the proposed registration, and dismissed the opposition on the ground 
that the question of opposer’s asserted rights in the premises had become moot. 

In approving of the course adopted by the Examiner, and denying the petition, 
; the First Assistant Commissioner said : 


se 
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Opposer petitions that the Examiner’s decision be vacated, and that the proceeding 
be remanded “for final hearing and decision on the merits.” It is pointed out that a new 
application may be filed by the partnership, which counsel seems to assume would be 
governed by a decision on the merits in the instant proceeding. The fact is that such an 
application had been filed before the Examiner’s decision was rendered, and is now in 
condition for publication. If, after publication, that application is opposed by petitioner, 
the testimony taken in the instant case may be used, if desired, under the provisions of 
patent rule 157. Petitioner’s only added expense or inconvenience will thus be limited 
to the filing of a second notice of opposition, which would doubtless have been necessary 
even though the instant proceedings had been decided on the merits. In other words, 
such a decision, even though adverse to applicant, would not have prevented the filing and 
prosecution of an application by the partnership.’ 
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Petition for Reconsideration 
“Prague Powder” not registrable. 
Frazer, A. C.: Rendered the following decision upon a petition for reconsidera- 
tion by The Griffith Laboratories, Inc. : 


This is a petition for reconsideration of my decision of August 13, 1941 (163 M. D. 79) 
affirming the refusal of the Examiner of Trade-Marks to register the notation “Prague 
Powder” as a trade-mark for certain publications. 
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12. Ex parte The Griffith Laboratories, Inc., Ser. No. 402,515, 163 M. D. 790, August 13, 
41 


1941. 
i - Richardson Corporation v. Ross T. Richardson, Opp’n No. 20,691, 163 M. D. 836, Octo- 
r 7, 1941. 
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The matters referred to in the petition were all carefully considered, but there is one 
point upon which I probably did not make my position clear. I held that because the word 
“Prague” is merely geographical, the mark is “forbidden registration by the express terms 
of the statute.” Application criticizes that ruling in the following language: 

“The Commissioner is believed to have erred in his opinion by referring only to the 
word ‘Prague,’ although he is correct in saying that ‘Prague’ is merely geographical. The 
mark before the Commissioner is ‘Prague Powder, and that mark is not ‘merely geo- 
graphical.’ His conclusion that ‘Prague Powder’ is forbidden by the statute because 
‘Prague’ is merely geographical is not in accord with the statute. The statute refers only 
to a mark which is ‘merely a geographical name or term.’ ” 

The question thus presented was fully discussed by the United States Court of Customs 
and Patent Appeals in the case of In re American Cyanamid & Chemical Corporation, 
26 C. C. P. A. 712, 99 Fed. (2d) 964 [28 T.-M. Rep. 595], and the conclusion was there 
reached that a composite mark, not descriptive as a whole but including a descriptive 
word, was non-registrable in the absence of an appropriate disclaimer of such word. The 
statute being the same with respect to both descriptive and geographical matter the same 
rule necessarily applies here. The word “Prague” of applicant’s mark has not been 
disclaimed; and even though it were the mark would not be registrable, because it is 
obviously dominated by that word. 

The petition is granted to the extent that the foregoing may be considered as incor- 
porated in my decision of August 13, and the time for further appeal will run from the 
date hereof.1* 


Part of Goods 


Frazer, F. A. C.: Denied two petitions for reconsideration filed in this opposi- 
tion proceeding, one by the applicant, James Heddon’s Sons, and the other by the 
opposer, Millsite Steel & Wire Works, Inc. The parties petitioned for recon- 


sideration of a decision rendered July 29, 1941 (529 O. G. 811), which reversed 
the decision of the Examiner of Trade-Mark Interferences sustaining the opposi- 
tion, but affirmed the Examiner’s ruling that applicant is not entitled to the registra- 
tion of the mark for which it made application. 

In the course of his decision the First Assistant Commissioner said: 


Applicant’s petition appears to be predicated upon a misunderstanding of my decision. 
I held that the mark in question was non-registrable because it “constitutes an essential 
element” and “is an integral part” of a portion of the goods with which it is used. The 
mark is a so-called “herringbone pattern” and the goods described in the application are 
fish lures. Some of these lures are reproductions of transparent minnows, upon the sides 
of which the mark is painted to simulate the appearance of live minnows when swimming. 
Counsel for applicant insist that the presence of the mark adds nothing to the fish-catching 
value of such lures, and that the mark thus serves no utilitarian purpose. The mark, 
however, is a part of the lure, and the lure would be incomplete without it. Whether the 
mark, or the lure as a whole for that matter, is useful or useless in catching fish, is quite 
beside the point. The question is whether or not the mark is an essential feature of the 
article as sold. In my opinion it is.2® 


14. Ex parte The Griffith Laboratories, Inc., Ser. No. 412,337, 163 M. D. 832, September 29, 
1941. 


15. Millsite Steel & Wire Works, Inc. v. James Heddon’s Sons, Opp’n No. 19,308, 163 M. D. 
833, September 30, 1941. 
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